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PREFACE. 



I 



Although previoas digests have been restricted to the decisions of the Com- 
missioner of Patents alone, or to those of the courts alone, the expediency and 
even desirability of covering both in one volume, and under the same titles, as 
in the present case, is believed to need neither argument nor apology. 

The period covered is a most interesting and important one in patent, trade- 
mark, and copyright practice. 

The sources chiefly drawn upon have been the Official Gazette, the MS. or 
: unpub ished decisions of the Commissioner of Patents, and the Federal R©- 
. portei . but numerous references have been made to other authorities. 
, W th the multiplicity of decisions cited and subjects considered therein, 

I the sii iple classificatious of former digests have been quite out of the question. 
! If the present classifications shall seem at first somewhat complex and strange 
here and there, it should be considered as due in large measure to the neces- 
sity of the case. It is hoped the median line has been followed, in at least the 
majority of instances, between the inclusion of too many syllabi under one 
title, and the diWsion of the same under too many titles. 

The critical and historical notes to be found under numerous titles and 
syllabi are believed to be a desirable innovation. In many cases they may 
serve to link former with present practice, and in some others to dispense with 

the necessity of more extended research. 

A. W. H. 

WAsmNQTON, D. a, 

May, 189a 
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ABANDONMENT. 

1 Of Apfucation. 
n. Of Invention, in GeneraLp 
IIL Of Invention, by Failube to Claim rr. 

L Of Application. 

1. When an application has become aban- 
doned by statutory limitation and it is shown 
to the satisfaction of the commissioner that 
both applicant and his attorney, acting in the 
utmost good faith, using such care and dili- 
gence as are generally used and observed by 
prudent and careful men in relation to their 
most important business, and relying upon the 
ordinary and trustworthy agencies usually em- 
ployed in such cases, have unsuccessfully en- 
deavored within the time of limitation to com- 
ply with a requirement of the oflBce, the case 
fihoald be reinstated. £x parte Pratt, 89 O. G. 
lo4», G D. 1887. 

2. A trustworthy and reliable employee in 
an attorney's office is such an agency, and if 
unexpectedly, through his unforeseen neglect 
and omission to obey the instructions of his 
principal, there occurs a failure, it may be said 
to be "unavoidable" within the meaning of 
the statute^ all the other conditions of good 
faith being present Id. 

8. The office, although not inclined to extend 
this freedom of construction, will not, except 
apon greater consideration, restrict it Id 

4. Applicant having failed to prosecute his 
case within two years from the date of the last 
action by the office, and no definite action hav- 
ing been determined upon by him or his attor- 
ney within the time, and the two years' limit 
having expired without any attempt at definite 
action, held, that applicant's showing of un- 
avoidable delay in prosecuting his application 
must cover the entire period of two years. Ex 
parte Root 40 O. G. 811, C. D. 1887. 

5. Under section 4894, which provides for 
the latter class of cases, an applicant who has 
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failed to prosecute his case for two yean( is 
permitted to revive it by establishing to the 
satisfaction of the commissioner of patents 
that the delay was unavoidable. £x parte Bar- 
nitz, 41 O. G. 575, C. D. 1887. 

6. The assignee requested postponement of 
official action until the application should be 
called up by him. Held, that the application 
must be considered as abandoned under the 
statute, the period of such suspension extend- 
ing beyond two years. Ex parte Norton, 42 
O. G. 296, C. D. 188a 

7. Amendments which do not remove objec- 
tions or relieve the application from its condi- 
tion as subject to appeal will not save the 
application from abandonment Ex parte Edi- 
tion, 45 O. G. 461, C. D. 188a 

8. Such amendments, if entered, call for no 
action on the part of the office, and do not 
change the status of the application. The ap- 
plication would still be in condition for appeal 
upon the claims which remained in the casa Id 

9. Such amendments should be accompanied 
by an appeal, and the appeal would constitute 
the proper action such as the condition of the 
application demanded. Id 

10. When an applicant who is also patentee 
of an invention other than that involved in 
controversy, alludes in his patent to abandoned 
claims in a former application, the only effect 
that can be given to such reference is as evi- 
dence of continued interest in the subject-mat- 
ter of the earlier application and of diligence 
in seeking to perfect and patent the invention ; 
but such an allusion can have no effect what- 
ever in that direction when the former appli- 
cation had been for nearly two years unprose- 
cuted, and all the claims therein which had any 
relationship to his pending application had 
been deliberately stricken out and positively 
abandoned at the time the patent was issued 
Beach v. Fowler. 48 O. G; 821, G D. 1889. 

11. A broad distinction is to be recognized 
between constructive abandonment of an ap- 
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plication and constructive abandonment of an 
invention. The former may exist, and fre- 
quently does exist, without involving the latter. 
£z parte Fowler and Fowler, 49 O. G. 562, C. D. 
1880. 

12. Where it appeared that on the last day 
upon which an application oould be prosecuted 
without forfeiture under Revised Statutes, sec- 
tion 4894, amendments apparently of no con- 
siderable importance were offered, including 
one or two formal corrections in the claims 
which had been required by the examiner, and 
that such amendments were made in good faith 
for the purpose of prosecuting the application, 
held, that the action, so far as it went, was a 
proper action, and there was not such utter 
failure to prosecute within the two years as 
would warrant a judgment forfeiting right& 
Ex parte Todd, 49 O. G. 732, C. D. 1889. 

13. Where an application is filed or deposited 
unaccompanied by the fii-st government fee, 
and applicant seeks to pay said fee after the 
lapse of two years from such filing or deposit- 
ing, Tield, that said fee must be paid within the 
limit of two years from the date of such filing 
and depositing, or in default thereof the appli- 
cation is to be regarded as abandoned, under 
section 4894 of the Revised Statutes, in the ab- 
sence of facts showing that the delay was un- 
avoidable. Ex parte Fenno, 52 O. G. 1665, C D. 
1890. 

14. When an examiner makes a definite re- 
quirement of an applicanti with a suggestion 
as to other things that are desired, it is the re- 
quirement, and not the suggestion, that appli- 
cant must act on within two years in order to 
avoid abandonment Ex parte Hume, 56 O. G. 
123» a D. 1891. 

lo. Applicant filed his application Septem- 
ber 16, 1879, and after various amendments filed 
a substitute specification January 25, 1885. On 
February 13, 1885, the examiner required di- 
vision, which requirement was not finally com- 
plied with until July 20, 1891, the only action 
between these dates consisting of objections to 
the requirements by the applicant and their re- 
iteration by the office, the last letter from the 
office repeating requirements being of July 25, 
1889. Held, that the examiner's letters must 
be taken as satisfying section 4894 of the Re- 
vised Statutes and as saving the case from 
abandonment Ex parte Hunter, 56 O. G. 999, 
a D. 1891. 

16. Section 4894 of the Revised Statutes, re- 
quiring that an application shall be completed 
and prepared for examination within two years 



after filing, gives ample time to the applicant^ 
and public policy demands that this office shall 
consider it as exhausting the liberality which 
the law requires as regards forfeitures. Ex 
parte Price, 56 O. G. 1000, C. D. 1891. 

17. To negative abandonment it is necessary 
for applicant to show that the delay for the 
whole period from the last official action to the 
filing of the petition was unavoldabla The 
mere failure of applicant's attorneys to notify 
him of his rights after the last official action 
and the alleged neglect on their part to prose- 
cute the case are not sufficient excuses. Ex 
parte Murray, 56 O. G. 1060, G D. 1891. 

18. A petition for the revival of an aban- 
doned application should aver facts showing 
that the delay for the whole period from the 
last official action to the filing of the petition 
was unavoidable. Ex parte Edison, 56 O. G. 
1061, C. D. 1891. 

19. A misunderstanding of the attorneys of 
the different parties in interest of an invention 
as to their duties is not sufficient to warrant 
a holding that a delay of over two years in the 
prosecution of a case was unavoidabla Ex 
parte Macphail, 56 O. G. 1062, G D. 1891. 

20. W. filed an application in 1884, which 
became abandoned November 17, 1887, by rea- 
son of two years' lack of prosecution. In 
March, 1887, he had reduced the improvement 
to practice in public, and in January, 1889, his 
present application was filed. Held, that the 
reduction to practice before the abandonment 
of the first application and the filing of the sec- 
ond application within two years thereafter 
saved his rights from dedication to the public 
Witherow v. Robert, 59 O. G. 787, G D. 1892. 

21. Where an applicant has delayed four 
years to meet an office requirement and seeks 
a revival of his abandoned application, ill 
health and financial reverses covering only 
the first year of his neglect do not form a suf- 
ficient excuse. Ex parte Clarke, 61 O. G. 286, 
G D. 1892. 

22. Where an applicant allowed two years 
to lapse without response to an office action, 
and his application thereby became abandoned, 
and he subsequently moved a revival of it on 
the ground of error on the part of the exam- 
iner in not originally holding his claims pat- 
entable, held, that a possible error by the exam- 
iner does not cure the applicant's own laches, 
and, it not appearing that the delay was un- 
avoidable, the motion must be denied. Ex 
parte Hien, 62 O. G. 816, G D. 189a 

28. The two years within which the law re- 
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qaires an inventor to act if he woold save his 
invention from abandonment relate to a com" 
pieted invention and have no reference to the 
conception and maturing of the invention. 
Brongger v. Smith, 62 O. G. 1518, C. D. 189a 

24. There is a material difference between 
the abandonment of an invention and the aban- 
donment of an application for letters patent 
thereon by failure to comply with section 4894 
of the Revised Statutes. The first gives the 
invention to the public, and, once done, the 
act is irretrievable ; but, besides the power con- 
ferred upon the commissioner of patents to re- 
lieve an applicant from an abandonment of 
his application under the statute, a new ap- 
plication may be filed for the invention so long 
as the invention itself has not been abandoned. 
•Western Electric CJa v. Sperry Electric Ca, 65 
O. G. 607, G D. 189a 

8& Where after final rejection the applicant 
replies that the last action of the office is not 
understood, AeJd, that such response is not such 
as the condition of the case requires. The 
office will not scrutinize the record to find a 
way of saving an application from abandon- 
ment that has already been pending for more 
than eleven years, especially where the art 
during that period has rapidly developed and 
where the grant of a patent upon claims now 
in the case might be a menace to meritorious 
and more diligent inventor& Ex parte Hunter, 
0e O. G. 1449, a D. 1894. 

26L Where it appears that at no time while 
the case has been before the office has it been 
placed by the examiner in condition for appeal 
to the examiners-in-chief upon its merits, held, 
tlMt although the action of the appellant had 
been irregular the case has not become aban- 
doned under second paragraph of rule 171. Ex 
parte Blessing, 71 O. G. 1027, C. D. 1895. 

87. The fact that an inventor is dead and 
that his executor has not asserted his rights 
does not deprive an application of standing be- 
fore the office. It cannot be considered aban- 
doned until the expiration of the time allowed 
by law for amendments. Decker v. Loosley, 77 
O. G. 2140, G D. 1896. 

28. Be-issne cases are abandoned after two 
years of inactivity, like other cases, by opera- 
tion of section 4894. (Ex parte Galusha, G. D. 
1B73, 55, overruled.) Ex parte Messinger, 78 

a G. i9oa, a d. i897. 

29* Where a letter of abandonment not con- 
taining the consent of the assignee is accepted 
upon the representation that it was impossible 
to communicate with such assignee and obtain 



his consent, but where the assignee afterward 
appears and objects to the abandonment, held, 
that the abandonment must be considered void 
and of no effect Ex parte Weidemann, 81 
O. G. 2245. G D. 1897. 

80. The tacitly favorable action of one ex- 
aminer upon a question of abandonment should 
at least be persuasive upon his successor. Ex 
parte Burson, 81 O. G. 2246, G D. 1897. 

II. Of Invention, in Genebal. 

81. The law governing the questions of dedi* 
cation or abandonment of a patented invention 
is that in force at the date of the application 
for the original patent *Beedle v. Bennett, 89' 
O. G. 1826, G D. 1887. 

82. A delay of more than two years in mak- 
ing application for a patent after an experi- 
mental use by the inventor of the particular 
invention will, under certain circumstances,, 
rebut presumptions of dedication or abandon- 
ment which might arise under the law in force 
at the time of the application. *Id. 

88. The process was invented in 1877. An ap- 
plication for patent was filed some four yeara 
later. Held, the invention was not abandoned 
by the delay. *United States Electric Lighting 
Ca V. Consolidated Electric Light Ca, 88 Fed. 
Rep 869 (1888). 

84. The fact of the abandonment of the man- 
ufacture prior to the date of the complainant's 
invention of asphalt blocks composed of a com- 
position containing the same ingredients as the 
alleged infringing blocks, presumably because 
the blocks were not a commercial success, 
proves nothing, it not appearing that the com- 
position of matter produced by the practice of 
the complainant's process had ever been tested 
to prove its possession of new or useful quali- 
ties which similar compositions had not before 
possessed *Van Camp v. Maryland Pavement 
Ca, 48 O. G. 884, C. D. 188a 

85. An invention may exist in a state of con- 
ception or experiment, or in a state of comple- 
tion and reduction to practice. In its former 
state it may be abandoned ; but whether aban- 
doned or not the subject is not taken out of the 
field of invention so as to prevent other invent- 
ors pursuing the same invention. When, how- 
ever, the completed invention, reduced to prac- 
tice, subject of knowledge and use, is abandoned 
by the inventor, whether before or after patent, 
it is abandoned to the public and is no longer 
the subject of new or original invention. 'Web- 
ster V. Sanford, 44 O. G. 567, G D. I88a 
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8^ It is not to be conceded that the inven- 
tions represented in the abandoned applications 
of the patent office are the property of the pub- 
lic. Until the invention has been two years in 
public use or on sale the inventor has lost no 
part of his inchoate property in his invention, 
either through failure to complete his applica- 
tion or to prosecute his completed application 
within the period of two years prescribed by 
the Revised Statutes, section 4894 Ex parte 
Fowler & Fowler, 49 O. G. 662, C. D. 1889. 

87. Abandonment is never presumed, but 
must always be strictly proved. Clark v. Broad, 
67 O. G. 1426, a D. 1891. 

88. Where the first form of a machine was 
never put into use by reason of being defective, 
and there was a delay of ten years, largely due 
to pecuniary reasons, before a working machine 
was completed, these facts do not show aban- 
donment *Shaw Stocking Ca v. Pearson, 68 
O. G. 948, G D. 1892. 

89. The establishment of abandonment or of 
two years' public use requires proof so clear as 
to put the matter beyond all reasonable doubt 
Bury V. Thompson, 58 O. G. 1255, C. D. 1892. 

40. Where an inventor had forgotten an in- 
vention or laid it aside as worthless — aban- 
doned it — he had the right to take it up again 
and proceed as if he had then first made the 
discovery, so long as its abandonment was un- 
known to the public. *Western Electric Ca 
V. Sperry Electric Ca, 66 O. G. 697, C. D. 189a 

41. Before applying for the patent Hall had 
experimented with a carbon anode ; but in his 
application as first filed, he recited that there 
were certain disadvantages in its use, and it was 
not claimed by him until after priority of in- 
vention of the process had been awarded him 
in an interference with an application in which 
the carbon anode had been included Held, 
that this was not an abandonment of the car- 
bon anode to the publia 'Pittsburgh Reduc- 
tion Co. V. Cowles Electric Smelting & Alumi- 
num Ca, 69 O. G. 789, C. D. 1894. 

42. Where T. reduced the invention to prac- 
tice in 1886, successfully tested it, then laid it 
aside, filed an application therefor in the same 
year, which application his attorney permitted 
to become abandoned without his consent and 
in 1893, after learning that another party had 
an application pending for the same subject- 
matter, filed another application therefor, held 
not to constitute abandonment of the inven- 
tion. Thomson v. Priest* v. Wetmore, 71 O. G, 
1769, a D. 1895, 



48. Where it appeared that the device had 
never been manufactured for sale and use, but 
had been abandoned, held, that the device was 
not patentable, and a patent granted after pre- 
vious rejection of the appplication, and only 
granted to give applicant the benefit of a doubt 
was invalid. *Carter Machine Ca v. P. H. 
Hanes & Ca, 74 O. G. 1277, G D. 1896. 

44. Delay in applying for a patent after an 
invention is made will not constitute abandon- 
ment where the inventor has used reasonable 
diligence to perfect the invention and avail 
himself of its benefits, and there is no general 
standard by which such diligence is to be es- 
tablished ; but it must be reasonable under all 
the circumstances of the particular case. The 
character of the invention; the health, the 
means, the liberty of the inventor ; his occupa- 
tion upon kindred or subordinate inventions, — 
are proper subjects for consideration. Such 
reasonable diligence does not involve uninter- 
rupted effort nor the concentration of his en- 
tire energies upon the single enterprise. *Yon 
Schmidt v. Bowers, 80 O. G. 847, G D. 1897. 

IIL Of Invention, by Failure to 

Claim it. 

45. Campbeirs acquiescence for nine or ten 
years in Hartshorn's original claim is regarded 
as an abandonment by him of any right to such 
claim, and he cannot resume the same. It is 
no answer to this view that the invention was 
not dedicated to the public by Campbell be- 
cause it was covered in the interim by Harts- 
horn's claim, since Hartshorn never had a right 
to the claim. As Campbell had the right to an 
interference with Hartshorn when the original 
applications were pending and did not avail 
himself of that rights but acquiesced in the 
claim of Hartshorn, he cannot afterward claim 
that which he voluntarily abandoned. *Harts- 
horn V. Sagmaw Barrel Ca, 88 O. G. 540, G D. 
1887. 

46. A part of an invention described, but not 
claimed, in a patent is virtually abandoned and 
dedicated to public use. *£ames v. Andrews, 
89 O. G. 1819, C. D. 1887. 

4 7. The presumption of dedication to the pub- 
lic may be rebutted by a reservation of tlie 
right to apply for the unclaimed features in a 
second application or by filing a subsequent 
application. £x parte Roberts, 40 O. G. 578, 
G D. 1887. 
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48. The law conclusWel j infers from the issu- 
ance of a patent that the inventor dedicated to 
the public the unclaimed features of the inven- 
tion. Id. 

49. Description of a process in an application 
for a machine patent does not constitute an 
abandonment or dedication to the public of 
such process so as to estop the inventor from 
subsequently obtaining a patent for the process 
if applied for in two years. ^Eastern Paper 
Bag Ca V. Standard Paper Bag Ckx, 41 O. G. 
281, G D. 1887. 

50. In the absence of evidence of any attempt 
to secure by the original patent the inventions 
covered by the first eight claims of the re-issue, 
these inventions must be regarded as aban- 
doned or waived, so far as the re-issue in ques- 
tion is concerned, subject, however, to the right 
to have made a new application for a patent to 
cover them. *Parker & Whipple Ca v. Yale 
Clock Ca, 41 O. G. 811, Q D. 1887. 

61. Although the patent may show features 
which were patentable, and which, if properly 
patented, would render the defendants liable as 
infringers, such matters are abandoned to the 
public by the act of the patentee in accepting a 
claim which fails to comprehend the same. 
«Toepfer v. Goetz, 41 O. G. 988, CX D. 1887. 

52. The respondent contended that a certain 
contrivance, for which letters patent Na 269,480 
were granted, was shown in a prior patent to 
the same patentee. Hetd, it was not clear that 
this contrivance was shown in the prior pat- 
ent Held, following McMillan v. Rees, 17 O. G. 
1222, 1 Fed. Repi 722, even if this contrivance 
were shown in the prior patent, that this did 
not constitute a dedication to the publia *Vul- 
canite Paving Ca v. American Artificial Stone 
Pavement Ca, 42 O. G. 828, G D. 188a 

58. Description of a process in an application 
for a machine patent does not constitute an 
abandonment or dedication to the public of 
such process so as to estop the inventor from 
subsequently obtaining a patent for the process 
if applied for within two years from the date 
of the machine patent ^Eastern Paper Bag 
Ca V. Nixon, 45 O. G. 1571, G D. 188a 

M. K an applicant should take out his pat- 
ent for the machine without defining or claim- 
ing his process, he probably would uncon- 
sciously dedicate the process to the publia £x 
parte Young, 46 O. G. 1685, C. D. 1889. 

55. A patentee who shows but does not claim 
a certain invention which is distinct and sepa- 
rate from that claimed in his prior patent and 
which could not have been prosecuted in that 



application and ought not to have been shown 
in such patent does not necessarily dedicate 
such unclaimed invention to the publia Ex 
parte Johnston, 46 O. G. 1641, C. D. 1889. 

56. Where the invention described and not 
claimed in a prior patent to the same inventors 
is absolutely independent of the invention act- 
ually claimed in the first patent there can be 
no presumption of dedication from the failure 
to make reservation or to file a concurrent ap- 
plication. Ex parte Mullen and Mullen, 50 O. G. 
887, G D. 1890. 

57. A prior patent granted to applicants for 
certain details in the construction of old and 
well-known grain-drills, the claims of which 
were based upon a feed-regulating device which 
was special to the structure shown and de- 
scribed, held to be no bar to a subsequent ap- 
plication for an improvement in grain-drill 
teeth, which subject-matter was disclosed but 
not claimed in said prior patent, for the reason 
that the two inventions were independent and 
hence there was no dedication from failure to 
claim such improvement Id. 

58. Where the invention described and not 
claimed in a prior patent to the same inventor 
might have been lawfully claimed in the first 
patent there is a presumption of dedication 
from the failure to make reservation or to file 
a concurrent application. Ex parte Beggs, 50 
O. G. 1180, G D. 1890. 

59. Where applicant sought in his present 
application to cover matter shown and de- 
scribed in a patent previously granted to him- 
self and which might have been lawfully 
claimed therein, and attempted to justify his 
present application on the ground that it was 
a continuation of au abandoned application 
filed earlier, but pending concurrently with the 
application upon which the patent issued, and 
it appeared that in said patent he alluded to 
the earlier application and stated that it was 
his intention not to abandon any rights therein 
asserted, and it further appeared that the sub- 
ject-matter of the present application could not 
have been claimed in the said abandoned ap- 
plication, held, that the prior patent was a bar 
to the present application, but otherwise if the 
matter shown and described but not claimed in 
the patent had been claimed, in the earlier ap- 
plication. Id. 

00. Held, the delay of a month and a half 
between the issue of applicant's patent and the 
filing of a new application by him for matter 
shown but not claimed in the patent did not 
amount to abandonment of the invention. Ex 



6 



ABANDONED EXPERIMENTS. 



^rte Scott^ 60 Ma D., May, 1892 (Simonds, 
<Jom*r). 

61. It is the duty of the office to lean toward 
the side of liberality when strict construction 
works a forfeiture. Id. 

6S. The mere disclosure of a thing in an ap- 
plication raises no presumption that the appli- 
cant is the inventor of the thing disclosed but 
not claimed. Van Depoele v. Daft^ 58 O. G. 520, 
C. D. 1892. 

68. Where an applicant for a patent already 
has a prior patent three and a half years old 
which fully describes the invention claimed in 
the subsequent application, but does not claim 
it or make any reservation thereof, held to con- 
stitute abandonment Zipernowsky v. Edison, 
58 O. G. 803, C. D. 1892. 

64. When an applicant claims an improve- 
ment which is shown but not claimed in his 
prior patent, and the application was pending 
before the patent issued, the office is not justi- 
fied by existing court decisions in finding that 
the disclosure in the patent bars the claim in 
the application. Bennyson v. Menitt, 58 O. G. 
1415, G D. 1892. 

65. Where the patent in suit described a com- 
position of matter and claimed only a sheet of 
material or fabric coated with such composi- 
tion, hddj that the composition must be re- 
garded as disclaimed and as being public prop- 
erty and that there was no invention in applying 
it to paper, as claimed. *Underwood v. Gerber, 
68 O. G. 106S, C. D. 189a 

66. An applicant is estopped now reviving 
a claim after having canceled the same claim 
ten years before in an application that was 
l>atented. Ex parte Flomerfeldt» 59 MS. D. 57, 
March, 1896 (Seymour, Com'r). 

67. Failure to claim or suggest an alleged 
invention is sufficient to place evidence as to 
its prior use either in the rule of abandoned 
-experiments or within the requirement of proof 
•beyond a reasonable doubt *A. B. Dick Ca v. 
Henry, 75 O. G. 1204, G D. 1896. ^ 

68. If at the date of the issue of a patent the 
patentee has another application pending which 
describes and claims what he describes, but does 
not claim in the patent issued, the presumption 
•of dedication to the public does not arise. *In- 
dependent Electric Ca v. Jeffrey Mfg. Ca, 78 
O. G. 797, G D. 1897. 



ABANDONED EXPERIMENTS. 

1. It appearing that Dr. Cushman did, with 
the aid of others, in 1851, construct a device 



containing magnetic coils substantially identi- 
cal in principle, construction and working 
with the Bell telephone, through which he 
transmitted articulate sounds short distances, 
but that the transmission was faint, the words 
difficult to hear, and the attempts to talk 
through it often failures; that the proof of its 
operation at a distance greater than the ordi- 
nary acoustic telephone would carry depended 
on the uncorroborated testimony of Dr. C. ; 
that the device was set up in Racine, Wis., in 
a public place, where any one could use it, but 
that it attracted no attention, nor did it sug- 
gest to any one its practical value; that in 
1854 and 1855 attempts were made to improve 
it without substantial success ; that it was ex- 
hibited in 1867 to several wealthy and intelli- 
gent men with a view to patent and render it 
available, but the experiments were unsatis- 
factory ; that the device was given to an elec- 
trician to experiment with and patent, but he 
died, and the device cannot now be found; 
that no contemporaneous newspaper accounts 
appear of these experiments, and that it was 
not until after Dr. G had seen the Bell tele- 
phone operate and become familiar with it did 
he give it out that he was the fii-st inventor, — 
held, that what was doue by Dr. G must be 
treated as an abandoned experiment *Ameri- 
can Bell Telephone Ca v. American Cushman 
Telephone Ca, 45 O. G. 1191, G D. 188a 

2. A machine which had operated at least 
once to accomplish its desired result, and sub- 
sequently was worked satisfactorily several 
times without change, is not an abandoned ex- 
periment, although several changes not relat- 
ing to the main operating parts of the ma- 
chine were suggested, and the use of the 
machine was discontinued after it had once ac- 
complished its desired result, because the per- 
sons using it had turned their attention to otlier 
matters. *Bromley Bros. Carpet Factory v. 
Stewart, 61 O. G. 1481, G D. 1892. 

8. Where from the date of the first applica- 
tion until the date of the application for the in- 
vention in its final form the machine on which 
both applications were based was preserved 
and in use, eltlier partly or wholly dismantled 
or entirely assembled for the purpose of ob- 
taining a patent, and with a view to its me- 
chanical perfection for actual commercial use. 
held, that such machine does not present the 
case of a dismantled and abandoned experi- 
ment recalled to memory by the successful 
effort of a later inventor. *Coffee v. Guerrant, 
68 O. G. 279, C. D. 1894. 

4. The witnesses' efforts must be relegated to 



AFFIDAVITS, I, IL 



that clagB of unsucceesfal and abandoned ex- 
periments which, as we have repeatedly held, 
do not affect the validity of a subsequent patent 
(Com Planter Patent, 6 O. G. 892, 23 Wall 181, 
211 ; Coffin v. Ogden, 5 O. G. 270, 18 Wall 120, 
124.) *Deering y. Winona Harvester Works, 
69 O. G. 1641, C. D. 1894. 

5. Where B. in 1888 set up in his boiler-room 
a fire-extinguisher substantially embodying the 
invention in issue and successfully used the 
same, held, that the invention was complete at 
the close of that test and that his subsequent 
search for still better expansible compounds 
for his tubes did not convert his successful test 
into an abandoned experiment Buell v. Shaffer, 
71 O. G. 1453. G D. 1895. 

6. Inoperative devices are frequently set up 
as anticipations ; but they are usually such as 
have proven to be so far failures that the in- 
ventor has not taken out patents for them, and 
ars resuscitated for the purpose of showing 
that other machines similar to the one patjnted 
have been invented before. *Dashiell v. Gros- 
venor, 75 O. G. 507, G D. 1896. 

7. The fact that only one device was made 
and operated for only a short time and that it 
was then laid aside and not used again until 
other parties were making and advertising the 
device raises the presumption that such use 
was merely experimental and that what was 
done amounted to no more than an abandoned 
experiment *WurtB v. Harrington, 79 O. G. 
337, G D. 1897. 

8. The fact that in a room ordinarily used to 
contain complete devices ready for the market 
there was exhibited a certain device is not con- 
clusive proof that such device was complete 
and on sale. *Id. 

(See Seymour v. Oflborn, 20 Wa]L 868; Ckxrn Planter 
Fatentk e O. G. 80S, 88 WaU. 18L) 



AFFIDAYIT& 

(See Depositionb; Oath.) 
L IH General. 

IL T6 OVEBOOMB BEFBRENCB& 

IIL To Obtain Intbbferkncb. 

rv. Befobb Notabisb and Consxjlab Ofvi- 






L Ik Generai.. 

1. Where it appeared that certain affidavits 
which had been filed in a case had been lost 
or mislaid, held, that copies might be received 



and placed on record. Ex parte Palmer, 44 
M& D. (2 G. W. D.), Sept, 1890 (Fisher, Acting 
Ck)m'r). 

2. Affidavits alleging public use or sale of 
an invention should, by machine, model, or 
drawing, clearly show what the thing alleged 
to be in public use or on sale was, and the al- 
legations should be as to specific acts, leaving 
the office to determine the question whether 
they establish a public use or sale under the 
statute Ex parte Shettler, 60 O. G. 158, G D. 
1892. 

II. To Oyeboome Befesenoes. 

8. Where applicant requested that he be put 
into interference with a certain unexpired do- 
mestic patent upon which he had not been 
rejected, and it appeared that he had been re- 
jected upon a prior foreign patent granted to 
the same person for the same invention covered 
by the domestic patent, and had filed an affi- 
davit stating that the invention was made be- 
fore the foreign patent^ without reciting the 
facts upon which he relied to prove that he 
antedated the foreign patent, held, that the 
affidavit was not such as was required by rule 
75 to overcome the foreign reference, and the 
request must be denied. Held further, that 
rule 94 (2) was not applicable to such a case. 
Ex parte Boyer, 49 O. G. 1985, G D. 1889. 

4. An applicant cannot be held to have 
complied with the requirements of rule 75 
when he merely avers that he conceived the in- 
vention and disclosed it to others, without stat- 
ing by what agency the disclosure was made 
and the details of which it consisted. The mere 
statement that he disclosed the invention is of 
no avail, either to constitute evidence of dis- 
closure or to impart sufficiency to a statement 
of facts in themselves inadequate. Ex parte 
Donovan, 52 O. G. 809, G D. 1890. 

5. When claims are rejected upon references 
and facts are submitted tending to show com- 
pleted invention by tlie applicant at an earlier 
date than the references, the question of nov- 
elty is presented. The office says that a patent 
should not be granted for want of novelty, and 
this applicant denies and presents the proof 
upon which he reliea Upon such a question 
applicant is entitled to the judgment in turn of 
the examiners-in-chief, the commissioner, and 
the supreme court of the District of Columbia. 
No sound principle can justify the practice of 
deflecting that particular inquiry from the 
main current of discussion and decision relat- 
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ing to the merits of the application, which law- 
fully terminates only with the decree of the 
Bupreme court of the District IcL 

6. If the examiner be of opinion that the af- 
fidavit is insufficient, he should reject for such 
reason. No appeal, however, should be taken 
until final rejection has been had upon all the 
grounds relied upon by the examiner for refus- 
ing patent Id. 

7. If sketches or models of the invention 
were made, applicant should so state, and pro- 
duce and describe them ; if made and lost and 
their contents remembered, they should be re- 
produced and furnished in place of the original& 
If neither sketches nor models are relied upon, 
but it is claimed that verbal disclosures were 
made^ the witness should state as nearly as pos- 
sible the lang^nage used in imparting knowl- 

dge of the invention to other& Id. 

(Bee Pullman^B Palace Car Oo. v. Boston A Albany B. 
B. Oo., n O. G. 126S, 0. D. 1890. Also Deering ▼. Winona 
Harvester Works, 09 O. G. 1041, a D. 1894.) 

8. A patent granted subsequently to appli- 
cant's filing date, but on an application filed 
prior thereto, which patent shows and de- 
scribes but does not claim the invention, is a 
proper reference, and the applicant should be 
required, under rule 75, to overcome by affida- 
vit the presumption of prior invention which 
the office always recognizes in favor of the 
earlier application and of the patent granted 
thereon, even though the same be issued sub- 
sequently to the filing date of the second appli- 
cation. Ex parte Eddleblute, 62 O. G. 751, C. D. 
1800. 

9. When an application has been rejected on 
reference to a patent showing and describing 
but not claiming the invention under consider- 
ation, the applicant should not be required to 
file an affidavit under rule 75 when his appli- 
cation was in the office prior to the filing of 
the application upon which such patent was 
granted. Ex parte Bonna, 52 O. G. 751, Q D. 
180a 

10. Where certain claims stood rejected on 
a prior English patent, and the applicant^ with- 
out admitting or denying the pertinency of the 
reference, filed an affidavit in supposed com- 
pliance with rule 75, and the affidavit stated, 
among other things, that the applicant, prior 
to a certain date, had made drawings which 
would enable a skilled mechanic to make an 
operative machine, and that, prior to the same 
date, he disclosed the drawings to others, and 
the examiner held that the affidavit was not 



sufficient in itself to overcome the reference, 
and that the drawings should be ffied, as should 
affidavits of the'people to whom the drawings 
were disclosed, properly identifying them, 
held, that the action of the examiner should 
be sustained so far as it related to the draw- 
inga Ex parte Hurlbut, 52 O. G. 1063, C. D. 
1890. 

11. Held further, that the requirement that 
the affidavits of the persons to whom the draw- 
ings were disclosed should be furnished must 
be overruled. Id. 

12. In all such cases the examiner's discre- 
tion must be exercised, care being taken on the 
one hand not to be too exacting toward the ap- 
plicant; nor, on the other hand, to excuse the 
applicant from presenting the/acfo upon which 
he relies to show completed invention in this 
country before the date of reference. Id. 

18. Rule 75 provides that on filing the proper 
antedating oath the unexpired patent shall 
cease to be a bar. Reed v. Landman, 55 O. G. 
275, G D. 1891. 

14. Where it was necessary to introduce an 
affidavit in an ea; parte case under rule 75, the 
attorney set up great difficulty and hardship 
in obtaining applicant's signature to the nec- 
essary papers, and offered the deposition of the 
applicant taken in prior interference proceed- 
ings and alleged to cover the matter in con- 
troversy ; hdd admissible as an affidavit under 
the rule. Ex parte Keller, 61 O. G. 1790, Q D. 
18S& 

15. A deposition taken in an interference 
proceeding is an affidavit within the meaning 
of rule 75, and the examiner should receive it 
as such. The question of its sufficiency is an- 
other matter. Id. 

16. An oath made during pendency of ap- 
plication that the invention was made prior to 
date of a British patent^ held sufficient to sus- 
tain patent on said invention, Deering v. Wi- 
nona Harvester Works, 69 O. G. 1641, C. D. 1894. 

17. An affidavit which seeks to overcome a 
foreign patent cited as a reference must make 
a showing of facts, as required by rule 75, that 
the invention was completed in this country 
before the date of the foreign patent Ex parte 
Grosselin, 76 O. G. 1573, G D. 189a 

18. The affidavit required by rule 75 does 
not necessarily mean the same affidavit as that 
required by rule 76. The latter rule is a gen- 
eral one, and the affidavits therein referred to 
include not only the special affidavit provided 
for by rule 75, but all other affidavits "support- 
ing or traversing references or objectiona" Id. 
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19. In an affidavit under rule 76, total omis- 
sion of a statement of facts as to the time and 
circumstances of the conception of the inven- 
tion and its development to completion prior 
to the filing date of the reference is fatal. 
*Drawbaugh v. Seymour, Gom'r of Patents, 77 
O. G. Sia, a D. 189A. 

20. An affidavit under rule 75 may be aided 
and supplemented by a preliminary statement 
made in an interference in which the applica- 
tion is involved. Schmertz v. Appert, 77 O. G. 
1784, a D. 1896. 

81. An affidavit under rule 75 should con- 
tain not merely the deponent's conclusion that 
he had invented prior to the time of the refer- 
ence sought to be overcome, but should state 
the facts supporting such conclusion. Id. 

SS2. An affiant under rule 75, when his ap- 
plication becomes involved in interference, is 
entitled to invoke the doctrine of priority of 
mere conception. Even though he can show 
evidence of nothing but mental acts prior to 
the date of the reference sought to be over- 
come, it is the duty of the office to consider 
whether his conception was sufficiently clear 
and distinct and whether under all the circum- 
stances of the case his progress was marked by 
due diligenca This can only be done upon the 
full record of the case. Id. 

ni. To Obtain Iih^bfebekcb. 

28, The affidavit required by paragraph 2 of 
rule 94 does not call for the showing of facts 
required by rule 75 and is merely an ex parte 
matter. The right to call for such showing is 
discretionary with the offica Ries v. Thomson, 
57 O. G. 1598, a D. 1891. 

24. The affidavit required by paragraph 2 of 
nUe 94 must identify the invention in contro- 
versy and state that affiant made it before the 
patentee's application was ffied ; but it does not 
call for a statement of facts showing date of 
invention. The right to call for such a show- 
ing is discretionary with the office. (Citing 
Bies V. Thomson, 57 O. G. 159a) Ex parte 
Davis, 62 O. G. 1516, a D. 189a 

25. Rule 94 applies to a case in which the re- 
jection is based upon the very patent with 
which the interference is to be had in case a 
satisfactory affidavit is filed to overcome it as 
a reference. Ex parte Beyer, 49 O. G. 1985, 
CD. 1889. 

lY. Befobb Kotabies and Cokbulab 

Officers. 
20. A notary who is not authorized by the 
laws of his country to administer oaths or take 



affidavits lacks the requisite authority to ad- 
minister the oath required by Revised Statutes, 
section 4893. §Opinion of Attorney-General, 
60 O. G. 1481, G D. 189a 

27. A preliminary statement affirmed before 
a United States consul will not be stricken out 
merely because no venue or indication of the 
place where such affirmation was made appears 
save in the seal of the consulate impressed 
upon the paper. Prym v. Heilbrunner, 81 0. G, 
2245, a D. 1897. 

28. The purpose of the venue is to show that 
the officer administering the affidavit acted 
within his jurisdiction. It will be presumed 
that he so acted in the absence of any show- 
ing to the contrary. This presumption is 
strengthened by his use of a consular seal Id. 

29. The usual test of the sufficiency of an 
affidavit as to the possibility of assigning per- 
jury cannot be applied to a paper executed be- 
fore a United States consul abroad when the 
latter cannot be brought within the jurisdic- 
tion of the federal court Id. 



AMENDMENT. 

L In Genebai* 
IL Delay in FnjNa 
IIL Of Drawing. 
lY. Eleotion and Division. 
V. Afteb Final REJEcnoNp 
VL New Matteb. 

VIL Upon Recommendation of Examinebs- 
IN-CmEF OB Commissioneb. 

I. In Oenebal. 

(See Examination of Application; Gentts 

AND Species.) 

1. Amendments which do not remove objec- 
tions nor relieve the application from its condi- 
tion as subject to appeal call for no action on the 
part of the office and do not change the status 
of the application. Ex parte Edison, 45 O. G. 
461, O. D. 188a 

2. Rule 188 applies to the whole original ap- 
plication and does not preclude an applicant 
from amending so as to cover every part or 
feature of the invention originally shown which 
might have been claimed when the application 
was ffied. Ex pane Regan, 45 O. G. 589, C. D. 
1888. 

8. An amendment presented in good faith 
which does not respond to every requirement 
of the office may be entered to save an applica- 
tion from becoming abandoned, conditioned 
upon applicant's complying within a reasonable- 
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time with all the requirements or taking his 
appeal therefrom. Ex parte Sullivan, 45 O. G. 
709, G D. 1888. 

4. An amendment which was only in part 
responsive to the official action, but was appar- 
ently made in good faith, held sufficient to save 
application from abandonment Ex parte Todd, 
41 Ma D., Oct. 1889 (Mitchell, Com'r). 

5. No requirement of amendment insisted 
upon as a condition precedent to further ex- 
amination can be either legal or permissible 
which tends in the minutest degree to prevent 
the applicant from obtaining a full investiga- 
tion of his rights on appeal Ex parte Rogers, 
49 O. G. 1361, C. D. 1889. 

0. The substitution of the descriptive term 
^ absorptive substance," after the original appli- 
cation was filed, for the original language *' me- 
chanically applied, porous, granular, spongy or 
equivalent lead«" held not to invalidate the 
patent, since it did not change the invention. 
*Brush Electric Ca v. Julien Electric Co., 41 
Fed. Rep. 679 (1890). 

7. If, as matter of language, the amended 
•claim does not present the same idea or inven- 
tion presented by the previous claim, an amend- 
ment has been made in matter of substance, 
and the applicant is entitled to a second rejec- 
tion upon the amended claim. Ex parte Gris- 
wold, 50 O. G. 838, Q D. 1890. 

8. Where the admission of an amendment 
'would necessitate division the examiner should 
refuse to incorporate it; but where the de- 
parture from the claim originally presented is 
not such as to require division, the amendment 
should be incorporated and rejected. Ex parte 
Bailey, 52 O. G. 608, G D. 1890. 

9. Although the present practice permits the 
joinder in proper cases of apparatus and pro- 
cess, it places limitations upon amendments to 
applications for inventions of one class which 
seek to incorporate inventions of the other. 
Ex parte Carpenter, 47 Ma D. (3 G. W. D.), 
June, 1891 (Mitchell, Com'r). 

10. Amendments, without new oaths, in cor- 
rection or amplification by attorneys in the 
specification and claims upon which the pat- 
ents were granted are allowable. Whether pro- 
posed amendments come within the scope of 
what is proper in that behalf rests largely in 
the discretion of the commissioner. *Wirt v. 
Hicks, 55 O. G. 867, C. D. 1891. 

11. Where an inventor when filing bis ap- 
plication entertains an idea as to the impor- 
tance of a particular feature of operation of a 
•device, but before the patent issues, without 



changing the drawing or modifying the struct- 
ure in the least, repudiates by amendment that 
idea, field, that he had a right to change the 
specification, even though he did so in view of 
a patent applied for and issued while his appli- 
cation was on file, so long as he did not change 
the invention. * Western Electric Ca v. Sperry 
Electric Ca, 65 O. G. 597, G D. 189a 

12. Where claims are amended, the amend- 
ment may not be held as not Involving a mat- 
ter of substance merely because such amend- 
ment does not avoid the references. Ex parte 
Pfeffer, 66 O. G. 845, G D. 1894 

18. When an application is amended by the 
assignees of the invention so as to change the 
word "cement" to "hydraulic cement^'* in a 
claim for a conduit for electric conductors, by 
such amendment when the application was 
stated both originally and as amended to be 
for "an improvement in underground con- 
duits for electric wires," the assignees did what 
they would have had a right to do in re-issue, 
and their act does not amount to a perversion 
of the application to a different invention. 
'National Conduit Mfg. Ca v. Connecticut Pipe 
Mfg. Ca, 75 O. G. 1861, G D. 1896. 

14. Where an amendment was presented 
canceling claims and amending others and the 
examiner admitted the amendment so far as it 
related to the cancellation of claims, but re- 
fused to admit that part relating to the amend- 
ment of claims, held, that such practice is in- 
correct and the examiner instructed to reinstate 
the claims canceled, so as to give applicant a 
chance to appeal on such claims if he chooses. 
An amendment should be either entered as an 
entirety or refused admission as an entire^. 
Ex parte Stem, 76 O. G. 1417, G D. 1896. 

II. Delay in Filing. 

15. Delay, especially if the amendment would 
operate to the prejudice of intermediate invent- 
ors, raises a presumption that the original ap- 
plication correctly set forth the scope of the 
invention then made, and that the additions or 
variations disclosed by the amendment are of 
late discovery. Ex parte Lillie, 58 O. G. 2041, 
C. D. 1890. 

16. The question whether the process claim 
was seasonably presented is an executive one, 
and where that question is intended to be raised 
the examiner should refuse to incorporate and 
thus lay a basis for a petition to the commis* 
sioner. £x parte Perkins, 55 O. G. 189, G D. 
189L 
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17. What is unreasonable delay in filing an 
application after making oath to it must be 
decided by the circumstances of each particu- 
lar case. A delay of six months held unrea- 
sonable in the case of a party residing in Massa- 
chusetta Ex parte Lovejoy, 62 MS. D., Oct, 
1897 (Greeley, Ass't Com'r> 

III. Of Dkawings. 
(See Drawings.) 

18. The drawing filed with an application is 
one of its most important and essential parts. 
It becomes a permanent record in the office, 
and no one has authority to change any of its 
features by erasure or otherwise mutilating the 
same; Such practice is violative of every prin- 
ciple applicable to public records. Ex parte 
Wharton, 40 O. G. 917, C. D. 1887. 

19. When a figure is added to an original 
drawing on file in the office, without direction 
or permiBsion of the office, it must be erased or 
canceled, even though it has been added in 
good faith. Ex parte Cordrey, 48 O. G. 897, 
C D. 1889. 

20. The unauthorized addition of new figures 
to the drawings is a violation of the rules. Ex 
parte Burt, 49 O. G. 1986, C. D. 1889. 

21. An attorney whose power has been re- 
voked cannot have his name erased from the 
drawing of the application. Ex parte McNulty, 
53 M& D., Nov., 1898 (Fisher, Ass't Com'r). 

22. If in the opinion of the examiner the 
proposed amendment to the drawing involves 
new matter, the changes in the drawing should 
not be allowed until the question has been 
finally determined. Ex parte Ernest, 70 O. G. 
1417, a D. 1896. 

28. The drawings of two applications by the 
same applicants having become interchanged, 
ordered that the correction be made and a can- 
celed sheet restored. Ex parte McPhcrson & 
Laing, 62 Ma D., Sept, 1897 (Greeley, Ass't 
Com'rX 

(Begardlnfr correction of drawing, see Ex parte Sny- 
der, 22 O. Q. 1965, C. D. 1882.) 

IV. Election and Division. 

<See Division op Application; Divisional 

Application.) 

34. If claims for a genus and several species 
are presented, and a claim for one of the spe- 
cies is imperfect, it should be amended prelim- 
inary to requiring applicant to elect which of 



the species he will retain. Ex parte Johnson* 
40 O. G. 574, C. D. 1887. 

25. To allow an applicant, after prosecuting 
to final action claims covering a certain spe- 
cies, or genus and species, to present an en- 
tirely new species and construction and ask 
consideration thereof in the same application, 
would be to reverse the well-settled rules and 
decisions of the office. (Ex parte Eagle, C. D. 
1870, 187.) Ex parte Wharton, 40 O. G. 917, 
C. D. 1887. 

26. When an applicant has made an election 
of the species he will prosecute and has pre- 
sented his claim therefor, he is bound by that 
election, and can no more change his purpose, 
when he shall find the selected species antici- 
pated or unpatentable, by selecting for pros- 
ecution another species than he can claim two 
or more species in one and the same applica- 
tion. Id. 

27. When division of an application has been 
required and an amendment is presented which 
does not relieve the application from the ob- 
jection raised, but simply reduces the number 
of the inventions, the examiner should refuse 
to admit it Ex parte Maxim, 48 O. G. 506^ 
C. D. 1888. 

28. The only effect of such amendment, 
when admitted, is to narrow or limit the right 
of applicant in making election of the inven- 
tion he desires to prosecute in his pending ap- 
plication. Id. 

29. The objection that applicant has elected 
and cannot be permitted to further amend his 
case raises the question of what constitutes an 
election under these circumstances. Held, that 
such action does not put the applicant in the 
status of having made a final election from 
which he may not be allowed to recede, and 
applicant cannot be considered to have made 
a final election until he shall have complied 
with the requirement as to division and the 
office approves and accepts his action. Id. 

80. An applicant who in his application has 
elected, through mistake or ignorance, to pros- 
ecute claims for one invention must exercise 
diligence in presenting his amendment correct- 
ing such error, and this before the application 
has been examined and rejected. Ex parte 
Zabel, 43 O. G. 627, C. D. 1888. 

81. The examiner was right in refusing to 
admit an amendment covering a distinct and 
separate invention from that originally retained 
and prosecuted to rejection. To enter and con- 
sider such an amendment would be to permit 
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the applicant to secure examination of two 
distinct inventions for one fee. Id. 

82. When an applicant is required to divide 
his application and eliminate from his specifi- 
cation so much thereof as relates to the inven- 
tion which he elects to withdraw, the drawings 
of such invention should also be canceled, un- 
less they are actually necessary to enable those 
skilled in the art to construct or operate the 
invention retained. It is not necessary that 
those skilled in the art should have made the 
exact subject of the invention, provided the 
general state of the art is such as to enable 
them to make it Ex parte Simonds, 44 O. G. 
449. G D. 188a 

88. In such case it is enough for the appli- 
cant to state in a general way the manner and 
means in which his invention can be con- 
structed. The requirement in this particular 
is necessary to prevent duplication of printing 
drawings and specifications, to save expense 
in the examination and preparation for issue, 
and in the various forms of publication and 
reproduction of the same ; also to relieve the 
public of uncertainty as to the scope of the 
patent and its possible scope as a re-issued pat- 
entk and to protect the public in other direc- 
tion& Id. 

84. Under rule 42, when an application is 
divided the applicant will be required, so far 
as practicable, to cancel all matter in the 
original specification, descriptive or otherwise, 
which has been eliminated therefrom by divis- 
ion, and when the drawings in the case admit 
of canceling such eliminated subject-matter 
such cancellation of the drawings will be re- 
quired. Ex parte Hunter, 59 O. G. 19S2, C. D. 
189a 

85. An applicant having originally presented 
only claims for a method and having prose- 
cuted them to a final rejection and taken an 
appeal to the examiners-in-chief has made his 
election, and he cannot be permitted to there- 
after substitute claims covering mechanism 
alleged to be capable of carrying out the 
method originally claimed, merely because they 
are believed to be patentable and do not in- 

. elude new matter. Ex parte Eschner, 63 O. G. 
760, C. D. 189a 

V. After Final Kejection. 

(See Rfhearino m Patent Office ; Reopen- 
INO Cases in Patent Office; Amend- 
ment, Delay in FiUNa.) 

86. If an applicant cancels a claim, even 
though the requirement of the examiner which 



led to such action was irregular and improper^ 
he cannot re-assert it by amendment after its 
final rejection. Ex parte Johnson, 40 O. G. 574, 
G D. 1887. 

87. The decisions are numerous to the eSeci 
that an applicant cannot re-assert a claim after 
a final rejection which he had previously vol- 
untarily erased. In such case he must file a 
new application. Id. 

88. An applicant whose claims have been 
twice rejected and his case is in condition for 
appeal has no longer the right to amend as a 
matter of course. If he has elected to prose^ 
cute his claims to a final rejection by the tri- 
bunals below, before being permitted to have 
his case reopened for further amendment he 
must present a satisfactory showing to the of- 
fice why the proposed claim was not originally 
or earlier introduced. Ex parte Donovan, 44 
O. G. 698, G D. 188a 

89. An applicant whose claim for a combina- 
tion has been rejected has the right to appeal 
to the examiner-in-chief. If he should not avail 
himself of this right, but eliminate his claim for 
the combination, his drawings and specification 
should also be amended by canceling all refer- 
ence thereta The admission of a subsequent 
amendment restoring such a claim for the com- 
bination was erroneous and irregular. Ex parte 
Gillette, 44 O. G. 819, G D. 188a 

40. When an amendment touching the mer- 
its is presented nearly two years after the case 
is in condition for appeal to the examiners-in- 
chief, and no showing or attempt at any show- 
ing whatever is made why the amendment was 
not presented earlier, a petition that the case 
be reopened and that applicant be heard upon 
the amendment must be denied. Ex parte 
Cordrey, 48 O. G. 897, G D. 1889. 

41. When, after material amendmenti the 
examiner rejects, without giving new refer- 
ences or reasons, announcing such rejection to 
be final, and thereafter applicant offers another 
amendment, which the examiner refuses to 
consider, field tliat, the first amendment hav- 
ing been of a material character, applicant was 
entitled to a reconsideration, or was entitled to 
further amend, and, having elected the^ latter 
course, the examiner should have incorporated 
the amendment and considered the same. Ex 
parte Griswold, 50 O. G. 838, G D. 1890. 

42. Amendments canceling claims or pre- 
senting those rejected in better form for con- 
sideration on appeal may be admitted either 
before or after the appeal has been taken, with- 
out a showing why they were not earlier pre- 
sented. Ex parte Coilis, 50 O. G. 992, G D. 1890. 
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48. An amended claim which does not differ 
materially from that finally rejected may be. 
admitted for the purpose of appeal, but not 
otherwise^ without further showing. The ap- 
plicant's opinion may properly be consulted as 
to whether the proposed amended claim is 
couched in better form than the corresponding 
claim which has been rejected. Id. 

44. An amendment upon the merits after 
final rejection should be accompanied by a 
verified showing of good and sufficient reasons 
why it was not earlier presented. £z parte Pe- 
loubet, 56 O. G. 928^ a D. 1891. 

45. The decision of the commissioner of pat- 
ents in McDonough v. Gray, v; Bell, v. Edison 
(GL D. 1S89, 9) was a final rejection of the Mc- 
Donough application, and the examiner upheld 
in refusing to consider an amendment thereon 
subsequently offered by the applicant Ex 
parte McDonough, 61 O. G. 1479, Q D. 189a 

46. Where a claim was finally rejected and 
at the same time the statement of invention 
was criticised as being too broad, the final re- 
jection was premature and an amendment 
touching the merits may properly be admitted 
thereafter. Ex parte Klaus, 64 O. G. 299, 0. D. 
1898. 

47. A final rejection, under rule 65 (six- 
months ruleX is a date from which to reckon 
the two years the statute allows for action by 
the applicant Ex parte Van Norman, 60 MS. 
D., Dec, 1896 (Fisher, Ass't Ck>m'rX 

48. An amendment presented seventeen 
months after a final rejection will not be ad- 
mitted, even for the purpose of appeal, in the 
absence of a showing of unavoidable delay. 
£x parte Zimmerman, 61 MS. D., June, 1897 
(Greeley, Ass't Com'rX 

49. Rule 28, established April 22, 1897, hav- 
ing been abolished, no showing is required 
i^hy an amendment is not presented sooner. 
The applicant has two years from the last offi- 
cial action within which to amend. Ex parte 
Fuller and McKinney, 62 MS. D., July, 1897 
(Greeley, Ass't Com'rX 

50. The "six-months rules" having been 
abolished, the examiner is directed to receive 
an amendment filed more than six months after 
the last official action in the casa Ex parte 
Adams, 62 M& D., Oct, 1897 (Butterworth, 
Com'rX 

51. Where the claims of an application were 
rejected under old rule 65 and no action was 
taken until several months after the six months* 
limit of appeal under rule 184, heldj that as the 
roles had been amended to permit applicants 



two years within which to prosecute their cases, 
no showing is required as to why amendment 
was not earlier presented. Ex parte MacMas- 
ter, 80 O. G. 1475, C. D. 1897. 

52. It is a well-settled principle of law that 
alterations of procedure or practice are always 
retrospective unless there be some good reason 
against it In this case it seems that justice 
and equity demand that the applicant should 
have two years from the last official action in 
which to prosecute his case. Id. 

53. Where a case was rejected on August 15, 
1895, under rule 68, then in force, not on refer- 
ences, but on the ground that there had been 
Intentional and unreasonable delays in prose- 
cution, and such rejection made final under 
rule 65, held, that as these rules have been re- 
voked and there has been no final rejection on 
references, the action under said rule 65 is set 
aside and the case opened for reconsideration. 
Ex parte Higgins, 80 O. G. 2087, C. D. 1897. 

54. If an amendment, after rejection, insert- 
ing additional claims and requesting suspension 
of action upon other matters for stated reasons 
be admitted without question, it cannot be ob- 
jected to at a subsequent period as insufficient 
to obviate abandonment Ex parte Burson, 81 
O. G. 2246, C. D. 1897. 

VI. New Matteb. 

(The term "new matter *^ was first technically used in 

re-l88ae cases.) 

65. In applications for inventions capable of 
illustration, rule 69 contemplates the existence 
of two things : first, a model or drawing ; gee- 
ond, a specification. Amendments cannot be 
allowed which introduce new matter not 
found in either at the time of filing the appli- 
cation. Amendments proposing such new 
matter ar^ a departure from the original in- 
vention and should be excluded. Ex parte 
Wharton, 40 O. G. 917, G D. 1887. 

5^ Applicant has been required to amend 
his claim by erasing the words " or equivalents.*' 
Acquiescing in such requirement applicant 
seeks to amend by inserting a description of a 
device asserted to be the equivalent of that 
originally described and shown. The exam- 
iner refused to enter the amendment and ap- 
plicant appeals to the commissioner. Held, 
chat the action of the examiner was correct 
for the following reasons: The proposed 
amendment did not cure any defect in the orig- 
inal specification, for the invention therein 
described was complete and operative. It 
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added nothing which had heen omitted, nor 
omitted anythin[^ whicrh ought not to have 
been originally inserted. Ex parte Johnson, 
43 O. G. 507, C. D. 188a 

57. The proposed amendment did not ex- 
plain any matters set forth originally. It 
simply described in detail devices not orig- 
inally disclosed, and broadened the scope of 
the claims which contained the parts of the 
newly-described devices which are said to be 
the equivalents of those originally set forth, 
but from which they differ in construction. Id. 

58. The proposed amendment involved new 
matter^ and would compel the office to pass 
upon the merits of each newly-introduced de- 
vice in order to determine the question of 
equivalency. Id. 

59. The proposed amendment would have 
the effect of permitting applicant to add new 
and different species — would be analogous to 
permitting an applicant who originally claimed 
a genus and one species to amend by adding 
other species which he did not claim or show, 
although they might to some extent illustrate 
the nature and character of the invention. Id. 

60. The admission of such amendments 
would permit an applicant to make a picture 
gallery of his application by introducing all 
the known forms of what might be equivalents, 
and thus secure an examination of each device. 
Id. 

61. Amendments which propose claims in- 
volving a departure from the invention orig- 
inally presented, or a want of identity with 
the invention originally disclosed, should be 
admitted for consideration and r^'ected for 
such reasons, whereupon appeal would lie to 
the examiners-in-chief. Ex parte Regan, 45 
O. G. 589, C. D. 188a 

62. If the new matter presented in an amend- 
ment contains claims for another and distinct 
invention, which, if admitted, would immedi- 
ately require a division of the application to 
be made or applicant to elect which invention 
be will prosecute in the pending application, it 
should not be admitted. Id. 

68. The original application of Sawyer and 
Man, filed January 9, 1880, for a patent for im- 
provements in incandescing electric lamps, was 
evidently intended to secure only the arched 
form of the carbon burner ; but in 1885, after 
£kli8on*8 inventions had been published to the 
world, the purpose of the application was 
changed to secure the use of all carbons made 
of fibrous material. Held, that such a change 
was not justifiable and the claim based thereon 



is void. * Consolidated Electric Light Ca v. 
McKeesport Light Co., 49 O. G. 1536, G D. 1889. 

64. The courts look with disfavor upon *' at- 
tempts to enlarge the scope of an application 
once filed." Ex parte LUlie, 53 O. G. 3041. C D. 
1890. 

65. A drawing cannot be altered to show a 
construction neither disclosed in such drawing 
nor described in the specification as originally 
presented, upon the filing of an affidavit that 
the drawing made from and with the pro- 
posed amendment would correctly represent a 
model which was never filed in the patent office. 
Ex parte Kissner, 58 O. G. 919, C D. 1890. 

66. Officials of the patent office should be 
upon their guard against amendments, made 
late in the history of proceedings upon an ap- 
plication, which are apparently inspired by the 
purpose of dominating inventions subsequently 
made by other inventors and not embraced 
within the scope of the application as origi- 
nally filed. Rogers v. Winssinger, 56 O. G. 804, 
C. D. 1891. 

67. Petition to amend a drawing, and thereby 
bring out a feature of construction not shown 
in the drawing as originally presented nor de- 
scribed in the specification, but shown in an 
exhibit model not a part of the application, de- 
nied. Ex parte Austin, 56 O. G. 1059, C. D. 1891. 

6S. TVhere a proposed amendment embodied 
a substitute claim and descriptive matter re- 
lating to the subject-matter of such claim, 
held, that the amendment should be entered, 
and if, in the opinion of the examiner, it in- 
cluded matter not disclosed by the application 
as originally filed, the claim should be rejected. 
Ex parte Harvey, 58 O. G. 1257, G D. 189a 

69. The question raised upon an amendment 
sought to be introduced into a pending appli- 
cation is not whether the applicant's invention 
of its subject-matter dates back to the filing of 
his original application, but whether such sub- 
ject-matter is itself new so far as it relates to 
said pending application. Ex parte Burson, 58 
O. G. 1414, C. D. 1892. 

70. An amendment to an application must, 
to satisfy the requirements of rule 70, show 
only such a change as was within the original 
disclosure that was made when the application 
was first presented. Ex parte Smith, 58 O. G. 
1840, C. D. 1892. 

71. An applicant of his own motion ffied a 
substitute sheet of drawings, which was en- 
tered as a part of the application. The exam- 
iner subsequently held it to be unwarranted by 
the specification, and required cancellation. 
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On appeal, heldf that while the better course 
would have been to refuse to enter the new 
drawing until after the final determination of 
the question as to its admisdibility, yet» it being 
clear that the drawing was uncalled for and 
superfluous, the requirement of cancellation 
roust be sustained. Ex parte Shepard, 60 O. G. 
575. G D. 189a 

72. An amendment comprising a substitute 
specification and drawings and containing new 
matter should be refused entry. Ex parte Nel- 
son, Jr., 52 Ma D., Febi, 1893 (Simonds, Com'r). 

73. When an amendment is filed which in 
the judgment of the examiner substantially 
Taries the scope of the application as originally 
filed and necessitates a change in the drawings, 
held, that the amendment should be entered 
and rejected on the ground of new matter and 
for all other reasons which bar its patentabil- 
ity. Ex parte Zuber, 67 O. Q. 529, Q D. 1894. 

74. In such a case the drawings should not 
be changed unless and until the question of the 
new matter in the amendment has been deter- 
mined in favor of the applicant Id. 

79. It is competent to amend the specifica- 
tions while the application is pending, so long as 
it is done within the scope of the original ap- 
plication ; but it is not competent, under color 
of this privilege^ to introduce new matter. 
(Railway Ca ▼. Sayles, 15 O. G. 243, 97 U. a 
564, and Eagleton Mfg. Co. v. West, eta Mfg. 
Ca, 27 O. G. 1237, 111 U. 8. 490.) *Michigan 
Gcntral R Ca ▼. Consolidated Car-heating Co., 
71 O. G. 1028, a D. 1895. 

76b Where the specification as originally 
filed said nothing about inclining the steam- 
pipes downward from the center to the ends of 
the car and from the ends to the center of the 
car, and the drawings failed to show any such 
inclination, and thereafter the specification was 
amended to incorporate this feature, held, that 
the amendment was for new matter. *Michi- 
gan Central R. Ca t. Consolidated Car-heating 
Co, 73 a G. 615, G D. 1895. 

77. It is competent to amend the specifica- 
tion so long as it is done within the scope of 
the original application ; but it is not compe- 
tent, under color of this privilege, to introduce 
new matter. If the amended application em- 
bodies any material addition to or variance 
from the original — anything not comprised in 
that — such addition or variance cannot be sus- 
tained. (Bailway Ca v. Sayles, 15 O. G. 248, 
97 U. & 554) So long as the inventor does not 
change the structure of his device he can 
change the specification. (Western Electric I 



Ca V. Sperry Electric Ca, 65 O. G. 697, 68 Fed. 
Rep. 186.) *Id. 

78. Claims based on new matter should be 
considered and rejected on the ground of de- 
parture and for all other reasons that are ap- 
plicable, so that all questions may be settled at 
once if appeal is taken to the examiners-in- 
chief. (Ex parte Zuber, C. D. 1894, 47, 67 O. G. 
529.) Ex parte Ernest. 76 O. G. 1417, C. D. 1896. 

VII. Upon Recommendation of Exam- 
iners-in-Chief ok Commissionbk. 

79. The primary examiners possess the whole 
jurisdiction of determining whether questions 
presented by offered amendments involve mat- 
ters which were res adjudicate^ and have the 
power to refuse to consider or act upon them, 
whether the question is referred to them by 
recommendation from the examiners-in-chief 
or the commissioner; but from this refusal 
there is a right of appeaL Ex parte Pearson, 
40 O. G. 244, G D. 1887. 

80. Where the examiners-in-chief annex to 
their decisions a statement and a recommenda- 
tion of an amendment, the applicant in pre- 
senting the same to the primary examiner is 
not required to make any showing, under rule 
67, why the amendment was not sooner pre- 
sented. Id. 

81. Where the examiners-in-chief do not 
make such statement and recommendation, a 
doubtful or uncertain suggestion by them will 
not relieve the amendment from the require- 
ments of rule 67. Id. 

82. When an amendment is presented in 
compliance with a supposed recommendation 
of the examiners-in-chief which the examiner 
refuses to accept, the commissioner should be 
advised by the examiner in his answer to peti- 
tion whether the proposed claim differs in scope 
or subject-matter from the claim already ad- 
judicated. Ex parte Donovan, 44 O. G. 698, 
G D. 188a 

83. An examiner is not bound by a recom- 
mendation contained in decision of examiners- 
in-chief. (Ex parte Dysart, 84 O. G. 1390; Ex 
parte Pearson, 40 O. G. 244) Rule 189 (6) clearly 
implies that the examiner may reach a judg- 
ment adverse to the examiners-in-chief on 
points embraced in their recommendation, and 
that a further appeal may be rendered neces- 
sary either to the examiners-in-chief or to the 
commissioner. Ex parte Heyer, 44 MS. D. 
(2 G. W. D.), Nov., 1890 (Mitchell, Com'r). 

84. The rules of practice of the patent office 
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provide that the examinerB-in-chief may an- 
nex to their decision a statement of apparent 
grounds for granting letters patent in the form 
elaimed or any other form and may make such 
recommendation as they deem proper. Such 
statement and recommendation cannot be ig- 
nored or pleaded as of no effect. It is bind- 
ing upon the examiner and cannot be disre- 
garded. Ex parte Letellier, 81 O. G. 1611, C. D. 
1897. 

85. It is to be presumed that the examiners- 
in-chief consider fully all matters bearing upon 
the question of patentability of claims as to 
which they make favorable recommendations, 
the question of new matter as well as other 
questiona Unless a state of the art not before 
the examiners-in-chief when their recommen- 
dation is made is found to exist by the exam- 
iner, such as precludes the allowance of claims 
recommended by them, the examiner should 
accept the recommendation. Id. 

86. The examiner*s action holding that an 
applicant cannot appeal from the decision of 
the examiners-in-chief and at the same time 
take advantage of so much of their decision 
as is favorable to him — cannot "split up their 
decision and accept a part of their suggestion 
and appeal from the rest of their decision " — 
overruled, as this is precisely what an appli- 
cant is entitled to da It is the purpose of the 
patent law to grant to an applicant all that he 
is entitled to claim as new. Id. 

87. The examiners-in-chief intimated in their 
decision on appeal that a certain feature might 
be allowed if it could be shown an advantage 
resulted therefrom as alleged by the applicant ; 
and upon appeal to the commissioner, an affi- 
davit that the invention has been made and 
put into practical operation having been filed, 
the application was allowed. Ex parte Wm. 
A. D. Graham, 62 MS. D., July, 1897 (Greeley, 
Ass't Com'r). 

88. In a case appealed to the commissioner, 
he having suggested a certain feature might 
have novelty, and the examiner having subse- 
quently refused entry of a claim therefor, held, 
the entry should be made, since it appears said 
claim was not substantially the same as one 
before registered. Ex parte Arthur M. Wiatt, 
«2 MS, D., July, 1897 (Greeley, Ass't Ck)m'r). 
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(See Patents; Patentability.) 

L Patents and Printed Pubugationb. 
IL Prior Art. 
IIL Prior Use. 

I. Patents and Printed Publications. 

1. The date of an application for a intent is 
conclusive evidence that the invention was 
made prior to such date, and a patent, though 
dated a month later than another for the same 
thing, is not anticipated by it when it appears 
that the application for such later patent was 
filed in the patent ofiSce two months before the 
date of the earlier patent *Kearney v. Lehigh 
Valley R. Ca, 83 Fed. Rep. 830 (1887> 

2. Green's patent is not anticipated by earlier 
patented processes for obtaining water by bored 
wells, or artesian wells, or by any earlier pub- 
lished description which was not as full, clear 
and exact as would be required in a specifica- 
tion of a patent, or was a description which 
would enable a properly qualified person to 
put the invention in practical operation from 
the description alone. *£ame8 v. Andrews^ 89 
O. G. 1819, C. D. 1887. 

8. A prior patent anticipates a later patent 
patent where the later patent varies from the 
prior patent in particulars which do not require 
patentable invention. *Sax v. Taylor Iron 
Works, 40 O. G. 118, a D. 1887. 

4. A prior patent had all the features of the 
patent in suit, except that it had two corru- 
gated zinc rubbing-plates instead of one, and 
in this respect the earlier patent described an 
equivalent of the single zinc plate of the patent 
in suit, and such patent, being also prior to the 
other in date of invention, was an anticipation 
of it *Starling v. St Paul Plow Works, 41 0. G. 
818, C. D. 1887. 

5. A prior patent will not defprive a later 
patent of patentable novelty if by discarding 
some of its mechanism so as to make it a failure 
in the way intended it will resemble the later 
patent *The Enterprise Mfg. Co. of Pennsyl- 
vania V. Sargent & Ca, 42 O. G. 1408, C. D. 1888. 

6. An English patent does not anticipate 
back of date of sealing, at which time it was 
made patent to the public. (Cases cited.) *£lec- 



ANTICIPATION, IL 



17 



tiical Accumalator Ca v. Julien Electric Ca, 
88 Fed Repu 117 (1889). 

7. The fact that the specification of the for- 
eign applicant was made accessible to the pub- 
lic in an unpublished form prior to the filing 
dale of the American application is immaterial, 
because it was not then a printed publication, 
nor was it a patent De Ferranti v. Westing- 
house, 52 O. G. 457, C. D. 1890. 

8. A domestic applicant is entitled to receive 
a patent for an invention as against all foreign 
knowledge or use of said invention, unless it 
has been patented or described in a printed 
publication. Id. 

9. Novelty is not negatived by any prior 
patent or printed publication, unless the infor- 
mation contained is full enough and precise 
enough to enable any person skilled in the art 
to which it relates to perform the process or 
make the thing covered by the patent sought 
to be anticipated. Deprez and Carpentier v. 
Bernstein, 54 O. G. 1711, C. D. 1891. 

10. Prior publications must give "an account 
of a complete and operative invention, capable 
of being put into practical operation," in order 
to anticipate a patented invention. This gen- 
eral rule, however, is subject to the qualifica- 
tion tliat if the prior publication contains an 
omission which would ordinarily be supplied 
by one skilled in the art» the omission will not 
avail the subsequent patentee. (Cases cited.) 
<Cha8e V. FiUebrown, 58 Fed. Rep. 874 (1893). 

(A patent for an inTeation which was exi)erimeiital 
and ansuooessfol will not inralldate a subs^uent patent 
for the perfected Invention. Whiteley v. Swajne, 7 
WaU. (M6.) 

11. The so-called publications made in the 
British OfiElcial Journal and the German Im- 
perial Gazette concerning applications for pat- 
ents and the laying open of such applications 
to public inspection do not constitute either 
publications of or patents for the inventions in- 
Tolved. Parkin and Wright v. Jenness, 68 O. G. 
759, G D. 189a 

IS. A drawing contained in a pamphlet 
which appears to be a mere trade circular and 
not accompanied by any printed description, 
and there being no evidence that the pamphlet 
was ever actually published or intended for 
public use, or accessible to the public, is not 
such a printed publication as would anticipate 
the patent *Britton v. White Mfg; Ca, 61 Fed. 
^Pl 93 (1894). 

18. Claims 20 and 21 of patent No. 273,598, 
dated February 20, 1883, not anticipated by 
2 



British patent of Howard and Bousfield of 
1881, Steward having made oath during pend- 
ency of application that he had completed the 
invention and made a working model before 
the date of the British patent *Deering v. 
Winona Harvester Works, 69 O. G. 1641, C, D. 
1894 

14. It is well settled that mere paper patents 
may negative otherwise patentable novelty, 
provided that they sufficiently disclose the prin- 
ciples of the alleged invention, or provided the 
alleged objections can be obviated by mere 
mechanical skill *Edward Miller & Co. v. ^ 
Meriden Bronze Co., 79 O. G. 1520, C. D. 1897. 

15. A mere trade circular never actually 
published or intended for general use, or acces- 
sible to the public, is not such a printed publi- 
cation as would anticipate a patent, although 
it may have been for a number of years in the 
possession of a witness. *Britton v. White Mfg. 
Co.. 79 O. G. 2195, Q D. 1897. 

16. A mere paper patent may anticipate, pro- 
vided it sufficiently discloses the principle of 
the alleged invention. Such prior patent may be 
relevant also to show that another device is not 
an infringement of such alleged invention, but 
is merely an improvement upon the prior pat- 
ent or an application thereof to a new purpose. 
(Pickering v. McCullough, 104 U. & 819; Dash- 
iell V. Grosvenor, 162 U. & 432.) *Universal 
Winding Ca v. Willimantic Linen Ca, 80 O. G. •^ 
1273, C. D. 1897. 

II. Peiob Aet. 

1 7. Where the defendant attempts to defeat 
a patent by showing that the patentee was not 
the original discoverer of the thing claimed, 
the patent will, for the purpose of meeting such 
proof, be considered as relating back to the 
date of the original discovery. (Dixon v. Moyer, 
4 Wash. 68, and other casea) 'Consolidated 
Bunging Apparatus Ca v. Woerle, 88 O. G. 
1015, C. D. 1887. 

18. It is doubted if a simple construction of 
a machine more than two years before appli- 
cation for a patent upon it would invalidate 
the patent *Campbell v. Mayor, eta of New 
York, 45 O. G. 345, C. D. 1888. 

19. Although each separate step of a process 
may have been taken before, the process is not 
anticipated so long as it is not shown to have 
been used. 'Celluloid Mfg. Ca ▼. Russell, 37 
Fed. Rep. 676, C. D. 1889. 

20. Prior to December, 1875, abandoned and 
rejected applications were cited as references ; 
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but after Brown v. Guild (6 O. G. 893) that 
practice ceased. Although such wns the prac- 
tice^ yet a reference of that character was ille- 
gal, for the reason that by statute a patent can 
be barred only by public use, a publication, or 
prior knowledge or use by others of the com- 
pleted invention. Webster v. Sanford, 44 O. G. 
667. G D. 188a 

21. Knowledge of foreign invention, al- 
though of an earlier date than an original in- 
vention in this country, is not necessarily a bar 
to a domestic patent Green v. Hall, v. Siemens, 
V. Field, 47 O. G. 818, C D. 1889. 

22. The mere taking of a coloring substance 
already known and applying it to paper does 
not involve invention, and in view of tlie state 
of the art the patent is void. *nnderwood v. 
Oerber, 48 O. G. 116. C. D. 1889. 

28. An abandoned application cannot of it- 
•elf constitute a bar to a subsequently granted 
patent Black v. Fowler, 48 O. G. 821, Q D. 
1889. 

24. Held, that a sketch made from memory 
of a machine seen fifteen years before is not 
BuflSdent evidence to anticipate a patent 
Tatum V. Gregory, 41 Fed. Rep^ 142 (1890). 

25. A combination of parts in an automatic 
ventilating fan is anticipated by a similar com- 
bination of the same elements in various prior 
patents relating to windmill fana The uses are 
analogoua *Smith v. Partridge, 42 Fed. Rep 
67 (1890). 

26. It is not sufficient to constitute anticipa- 
tion that the device relied upon might by mod- 
ification be made to accomplish the function 
performed by the patent in question, if it were 
not designed by its maker nor adapted nor 
actually used for the performance of such f unc- 
tiona rropliff v. TopliflP, 57 O. G. 1257, C. D. 
1892. 

27. Evidence of the prior existence of the 
patented invention, to deprive an inventor of 
the fruit of his genius, must l)e so definite as to 
produce strong belief that the machine ex- 
isted ; and where such machine would naturally 
be known to more than a few observers, the 
fact that the evidence tends to disclose that it 
had been known only to a few at a particular 
time throws doubt upon its existence at that 
tima *Knickerbocker.CJa v. Rogers, 67 O. G. 
1448, a D. 1894 

28. It is well settled that an abandoned ap- 
plication, even though accompanied by experi- 
ments which fall short of practical use, cannot 
defeat a subsequent patent (Corn Planter Cases^ 



6 O. G. 892, 28 Waa 181.) Hien v. Fungs. 6S 
O. G. 657, a D. 1894 

29. When a caveat did not describe the same 
invention patented by the caveator, its date of 
filing could not be availed of to defeat a sub- 
sequent publication by another of the inven- 
tion embraced in the patent *£lectric Ry. Co. 
of the United States v. Jamaica & Brooklyn R. 
Ca, 68 O. G. 769, C. D. 1894 

80. Prior invention must be established by 
" full, unequivocal and convincing evidence." 
'American Sulphite Pulp Co.. v. Howland Falls 
Pulp Ca, 70 Fed. Rep 986 (1895). 

81. A feature of construction in a prior in- 
vention which was immaterial and was not in 
the contemplation of the inventor thereof or 
pointed out by him as an improvement, or in 
any way suggested as a function of the ar- 
rangement of the parts, does not show antici- 
pation of the patent *Edison Electric Light 
Ca v. Electric Engineering & Supply Ca, 7& 
O. G. 1287, C. D. 1895. 

(However suggestlye the experiments of otben may 
have been, . . . they "will not sufilce to defeat a. 
patent'' United States Nickel Oo. t. Anthes, 1 O. G^ 
081, 0. D. 1879— Judge Shipley.) 

83. The fact that all the elements of a com- 
bination may be found partly in one structure 
and partly in another is unsafe ground for 
overturning a patent 'American Soda Foun- 
tain Ca V. Green, 76 O. G. 964, a D. 1896. 

88. The fact that in a room ordinarily used 
to contain complete devices ready for the 
market there was exhibited a certain device ia 
not conclusive proof that such device was com- 
plete and on sale. *Wurt8 v. Harrington, n 
O. G. 885, C. D. 1897 (decided April 29, 1896)l 

84. The mere fact that a patented device is 
limited in operation or application is not alono 
sufBcient to destroy its relevancy in a considera- 
tion of the prior art *Edward Miller & Co. v. 
Meriden Bronze Co.. 79 O. G. 1520, C. D. 1897. 

85. As against the defense of anticipation 
the patentee may show the fact of invention by 
drawings, sketches, models or any other com- 
petent proof. The defense of anticipation to be 
successful must be established as of a date an- 
terior to the patented invention, not merely 
prior to the application for or date of the 
patent *Von Schmidt v. Bowers, 80 O. G. 847, 
a D. 1897. 

86. Letters patent Na 259,416, held to be 
invalid, as the changes over the prior art were 
of that order of mechanical detail which is far 
removed from inventive skilL 'National Fold- 
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ing Box and Paper Ca ▼. Steoher Lithographic 
Ca, 80 O. G. 818, C. D. 1897. 

87. Letters patent No. 270,522, granted to the 
American Bell Telephone Company as assignee 
of Thomas A. Watson, for an improTement in 
telephone switches, is void in view of the prior 
state of the art, as it InToIves only several ex- 
pedients in arranging a subscriber's outfit 
*Westem Electric Ca v. Western Telephone 
Construction Ca, 80 O. G. 2088, C. D. 1897. 

88. A model of an all^;ed anticipating ma^ 
chine made merely from recollection years 
after the machine that it purports to represent^ 
and which is introduced without disclosing the 
fact that it was not an original model until the 
same was developed on cross-examination, can- 
not be accepted as sufficient evidence to invali- 
date a patent *Kan8«s City Hay-press Ca v. 
Devol, 81 O. G. 1277, G D. 1897. 

m. Peiob Usb. 

89. An old device will not be considered suf- 
ficient to defeat a patent when its construction 
is such that radical changes and additions 
would be required before it could be made to 
perform the work of the patented device satis- 
factorily. ^Consolidated Bunging Apparatus 
Ca v. Woerle, 88 O. G. 1015, C. D. 1887. 

40. To antedate a patent by evidence of an 
earlier machine, such evidence must be very 
clear and precise to overcome the presump- 
tions arising from the grant of the patent 
*OBbom V. Glazier, 40 O. G. 1187, C. D. 1887. 

41. A fraudulent surreptitious purchase or 
construction or use of an invention prior to 
the application for a patent probably would 
not affect the rights of the patentee under this 
section of the act of 1889. 'Andrews v. Hovey, 
42 O. G. 1285, a D. 188a 

42* Where an element of a claim does not 
depend for its novelty in the material of which 
it is made, it will be anticipated by a like ele- 
ment in a like instrument of different material 
«Brinkerhoff v. Aloe, 46 O. G. 888, a D. 1889. 

48. The slide employed in the Brinkerhoff 
instrument and covered, broadly, by the first 
claim of the patent is made of metal The 
patent makes no mention of any novelty ex- 
isting in the material of which the slide is com- 
posed. Held, that the claim is anticipated by 
a glass slide in a similar instrument *Id. 

44. A claim for an incandescing conductor 
for an electric lamp of carbonized, fibrous or 
textile material is void for want of novelty in 
view of the fact that wood charcoal had pre- 



viously been used for electric lighting in incan- 
descent lamps. *The Consolidated Electric 
Light Co. V. McKeesport light Ca, 49 0. G. 
1586, G D. 1889. 

45. It is a well-established rule that what- 
ever, if subsequent would infringe will if 
prior, anticipata *01ds v. Brown, 41 Fed. Rep. 
698 (1890). 

46. Evidence that a particular device, form- 
ing an element of a combination claim, was 
used prior to the date of a patent upon which 
suit was brought is immaterial The evidence 
should tend to prove that the device was so 
combined that the combination operated in the 
same way for the same purposes as in the 
daim in question. *St Paul Plow Works v. 
Starling, 65 O. G. 1821, G D. 1891. 

47. Where a patent sued upon describes a 
method which differs only in degree and not 
in kind from a previously-employed method, 
and where the utmost that can be said of the 
patented process is that it produces a some- 
what more perfect article than was previously 
produced, held, that the patented method in- 
volves no novelty within the meaning of the 
patent law. (Citing Smith v. Nichols, 21 Wall 
112.) *An8onia Brass and Copper Ca v. Elec- 
trical Supply Ca, 68 O. G. 1692, C. D. 1892. 

48. Where evidence adduced by defendant 
of prior use of the patented article sued upon 
U such as to leave the court in doubt whether 
or not the exact device in question was ever 
hit upon by a prior experimenter, and where 
it appears that the first general use of the de- 
vice came from its publication by the patentee, 
this doubt should be resolved in his favor. 
*Washbum & Moen Mfg. Ca v. Beat 'Em All 
Barbed Wire Ca, 68 O. G. 1555, G D. 1892. 

49. There is no anticipation by any prior de- 
vice if it was of an accidental character of 
which the parties using it never derived the 
least hint (Tilghman v. Proctor, 102 U. a 707 ; 
Pittsburgh Reduction Ca v. Cowles Electric 
Smelting and Aluminum Ca, 55 Fed. Rep. 801 ; 
Topliff V. Topliff, 145 U. a 156.) •Chase v. Fille- 
brown, 58 Fed. Rep. 874 (1898). 

50. He who alleges prior use must establish 
it by the same high class of testimony which a 
prosecuting attorney is required to produce in 
a criminal case. He holds the affirmative of 
that issue and must prove it beyond a reason- 
able doubt If the evidence is susceptible of 
two interpretations, the one sustaining and the 
other destroying the patent the court must ac- 
cept the former. *Lalance Sc Gros jean Mfg. Ca 
V. Habermann Mfg. Ca, 62 O. G. 462; C. D. 189a 
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51. It is well settled that evidence of prior 
use, when the thing used is not produced, is of 
little weight, after a long interval, as to its 
identity with the patent in evidence, *Pratt v. 
Sencenbaugh, 64 Fed. Rep. 779 (1893). 

52. The indefinite, unsubstantiated evidence 
of prior use is insufficient to affect the validity 
•of a patent (Cases cited.) *Britton v. White 
Mfg. Co., 61 Fed. Rep. 93 (1894). 

53. Where the novelty of an invention re- 
aides in the particular form adopted, it is not 
negatived by prior structures in another art 
which were not capable of doing its work, 
though afterward, in the light of that inven- 
tioD, they can be modified to perform its func- 
tion. ^Knickerbocker Ca v. Rogers, 67 O. G. 
1448, C. D. 1894 

54. As against an original inventor, anticipa- 
tion is not shown by prior use of the invention 
under conditions which failed to disclose its 
•composition or operation. Such knowledge of 
the invention should be accessible to the pub- 
lic. (Citing Boyd v. Cherry, 50 Fed. Rep. 279.) 
♦Matheson v. Campbell, 69 Fed. Rep. 597 (1895). 

55. Where the devices alleged to anticipate 
the patented device were not designed to meet 
nor subjected to conditions analogous to those 
•of the patented thing, held, that such prior 
structures did not anticipate the patented de- 
vice. 'National Meter Ca v. Thomson Meter 
Ca. 70 O. G. 925, C. D. 1895. 

56. Where it is proved that the article set up 
as anticipating the patent was made a sample 
and known only to its maker, his daughter, 
and the person for whom it was made, field, 
that the proof was sufficient to establish prior 
public usa *Dalby v. Lynes, 71 O. G. 1317, 
C. D. 1895. 

57. The number of anticipations is not ma- 
terial If one perfected and used has preceded, 
it is sufficient to defeat the validity of the patent 
relied upon. *The Front Rank Steel Furnace 
Co. V. Wrought Iron Range Co., 72 O. G. 288, 
C D. 1895. 

5S. The fact that a slight compression of the 
contacts had existed in a prior lamp does not 
show anticipation of the Bergmann patent^ it 
appearing that such compression was immate- 
rial to the form of construction employed in 
the prior lamp and was not in the contempla- 
tion of the inventor thereof or pointed out by 
him as an improvement or in any way suggested 
as a function of the arrangement of the parts. 
♦Edison Electric Light Co. v. Electric Engi- 
neering and Supply Co., 73 O. G. 1287, C. D. 1805. 



59. The prior use of a paper with a fiber too 
close to allow the ink from an ink-roUer to 
pass through it, such paper being impregnated 
with wax of a character so hard as to rupture 
or abrade the fibers of the paper when it is re- 
moved by a perforating instrument^ is not an 
anticipation of a paper with a fiber so open as 
to permit the ready passage of ink and impreg- 
nated with wax of a character sufficiently soft 
to permit its removal from the paper without 
tearing or breaking the fiber of the paper. 
*A. B. Dick Ca v. Henry, 75 O. G. 1204, C. D. 
1895. 

60. A mere accidental use of some of the 
features of an invention, without recognition 
of its benefit, does not anticipate a patent 
♦Taylor Burner Ca, Limited, v. Diamond, 76 
O. G. 477, C. D. 1896. 

61. To constitute anticipation of a device it 
is enough that such a device has been in well- 
established use, whether it originated in design 
or by accident 'National Harrow Ca v. Quick, 
76 O. G. 1574. C. D. 1896. 

62. A new combination and arrangement of 
old partS) whereby spinning-spindles, instead of 
running in rigid bearings, are flexibly mounted 
on the rails so as to allow of greatly increased 
speed of revolution, held to involve invention 
and not to be anticipated by the use of similar 
devices in centrifugal machines for drying 
sugar or creaming milk. The two devices are 
so different in size, structure, and uses to which 
they are adapted that it is not a case of double 
usa (Potts & Ca V. Creager, 70 O. G. 494) 
*Taylor v. Sawyer Spindle Ca, 77 O. G. 452, 
G D. 1396. 

68. Under the decision in Potts v. Creager 
(70 O. G. 494, 155 U. a 597), power picks and 
plows are not anticipations for a mining ma- 
chine, since they do not belong to related art& 
^Independent Electric Ca v. Jeffrey Mfg. Ca, 
78 O. G. 797, C. D. 1897. 

64. Decree for complainant in Hanifen v. 
Godshalk, supra, vacated upon rehearing, since 
it appears that defendants have established, at 
least prima facie, the identity of the fabric 
sued on with a prior British ona *Hanifen v. 
Godshalk, 79 O. G. 513, G D. 1897. 

65. Novelty is not negatived nor overcome 
by showing prior construction of a similar 
thing for a wholly different and foreign use 
not suggestive of the particular use to which 
the patented invention is applied. (Cases cited.) 
*Kinnear & Gager Ca v. Capital Sheet-metal 
Ca, 81 Fed. Rep. 491 (1897> 
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APPEAL. 

(See Interferenob— Appeal.) 

L Petition or Appeal (Interlocutory) 

TO Commissioner. 
n. Appeal from Primary Examiner to 

EXAMIN£RS-IN-C^HIEF. 

in Appeal from Examiners-in>C;hibf to 

(Commissioner. 
IV. Appeal from Commissioner to Court 

OP APPEAU3 OF THE DISTRICT OF CO- 
LtTMBIA. 

Y. Appeal from Commissioner to Secre- 
tary OF THE Interior. 

VL Appeal to United States Ctecurr 
CoxTRT OF Appeals. 

YH Appeal to United States Supreme 
Court. 

L Petition ob Appeal (Inteelocutoey) 
to Commissioneb. 

1. There is no rule or requirement that an 
appeal which, though made hecause relating to 
form, involves the absolute merits of a claim 
shall be taken to the commissioner merely to 
save applicant the appeal fee. If applicant be 
pat to the trouble and expense of a second ap- 
peal after the requirement of division has been 
complied with and the application has reached 
the stage for full consideration upon its entire 
merits, the fault is with applicant who has pre- 
sented his application under such conditions 
rather than due to the office or its practice. Ex 
parte (barter, 46 O. G. 1891, C D. 1889. 

2. Where the examiner declined to consider 
the merits of certain definitely-stated claims 
for an article of manufacture for the reason 
thatk in his opinion, said claims failed to point 
out any qualities in the thing claimed which 
could legitimately be considered in connection 
with the patentability of an article of manu- 
facture, a petition on behalf of applicant pray- 
ing that the examiner be directed to make the 
ezainination required by the statute, allowing 
or rejecting said claims, was granted. Ex parte 
Rogers, 49 O. G. 1861, Q D. 1889. 

9, Questions involving '*the rejection of a 
claim** are not reviewable by the commis- 
sioner upon petition. Ex parte Tobie, 50 O. G. 
992. G D. 1890. 

4. Upon petition to the commissioner from 
decision of the assistant commissioner, Tieldy 
tiiat the law makes no provision for such an 
appeal and the petition was treated as a mo- 



tion for rehearing. Ex parte Clauton, 42 MS. 
D. (2 G. W. m Man, 1890 (Fisher, Ass't ComV), 

5. Objections to the specification, accompa- 
nied by refusal to act further on the merits 
until they have been removed, are reviewable- 
by a petition to the commissioner and not by 
an appeal to the examiners-in-chief. Ex parte- 
Gftbel, 55 O. G. 863, C. D. 1891. 

6. Where the complaint was that the exam- 
iner had declined to consider claims 2 and 8, 
which were alleged to be modifications of the 
design shown in the drawing and claimed in 
the first claim, which stood allowed, held^ that 
the examiner's action should be sustained. Ex 
parte Petzold, 55 O. G. 1528, C. D. 1891. 

7. Objections that a claim is indefinite or 
that certain claims are substantially identical 
pertain to form, and a petition lies to the com- 
missioner. Ex parte Eastman, 56 O. G. 410, 
a D. 1891. 

8. Petition to expunge argumentative mat- 
ter and new reasons of rejection from an ex- 
aminer's statement refused. Ex parte Mevey, 
56 O. G. 805, C. D. 1891. 

9. An action of an examiner that amounts 
in effect to a holding that an alleged divisional 
application covers matter that could not be le- 
gitimately divided out of the earlier application 
of which it purports to be a division, is review- 
able by the commissioner on petition, and does 
not involve a question that can be taken to the 
examiners-in-chief by way of appeal Ex parte 
Fuller, 67 O. G. 1888, C. D. 1891. 

10. Where the effect of action by the com- 
missioner on an appeal from an examiner 
would be to review a decision of such examiner 
favorable to the merits of an application in 
question, such appeal will not lieu Hochhausen 
V. Eickemeyer, 58 O. G. 621, C. D. 189a 

11. An appeal from the adverse action of an 
examiner which involves the question whether 
the application under consideration is a divis* 
ion of a prior application is properly taken to 
the commissioner rather than to the exarain- 
ers-in-chief. Ex parte Freeman, 68 O. G. 522,. 
a D. 189a 

12. No appeal lies to the commissioner from 
a decision of the examiner of interferences af- 
fecting the evidence before his own tribunal ; 
but a motion to take additional testimony i» 
not within this rule, and an appeal from the 
examiner's adverse decision thereon is properly 
taken to the commissioner. Guerrant v. Cable^ 
V. Coffee, 59 O. G. 629, C. D. 189a 

18. When the objection to new matter is 
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that it 18 merely in the descriptive part of the 
:6pecification or drawing and does not affect 
ithe scope of the claims^ an interlocutory appeal 
lies from the examiner to the commissioner; 
but when new matter appears in or affects a 
claim or claims, the appeal lies to the ezamin- 
ers-in-chief. Ex parte Suter, 59 O. G. 1481, C D. 
1892. 

14. A decision by the examiners-in-chief af- 
firming a rejection by an examiner, subject to 
certain recommendations made by them, is 
such an afflrmanoe of the examiner's decision 
that a petition to the commissioner asking 
** that a record decision affirming the patent- 
ability of the invention in issue may be en- 
tered " will not lia Ex parte McOowan, 60 O. G. 
785, a D. 1892. 

15. If a patent be g^ranted on one of two con- 
current applications by the same applicant and 
the other application is rejected on such patent 
for lack of divisibility of invention, a petition 
to the commissioner asking that the examiner 
be instructed that the application is a division 
of the application for which a patent was 
granted will not be passed upon, since it pre- 
sents a question relating to the merits of the 
casa Ex parte Feister, 61 O. G. 153, a D. 
1892. 

16. Where the examiner of interferences re- 
fused to consider a motion to strike out a 
wife's testimony and reserved the question 
until final hearing, hdd, on appeal to the com- 
missioner, that this was a proper subject for 
interlocutory action. Crawford v. Lichten- 
stein, 61 O. G. 1480, Q D. 1892. 

17. No petition can be properly taken from 
the action of the examiner when there has 
been no repetition of such action. Ex parte 
Bishop, 68 O. G. 158, C. D. 189a 

18. The question whether or not an exam- 
iner should cite as a reference an applicant's 
former patent, the application for which was 
copending with the present application, is one 
pertaining to the merits of the invention and 
therefore not reviewable by the commissioner 
on petition. Ex parte McDonald, 64 O. G. 857, 
C D. 1898. 

19. Ex parte Mullen and Mullen (50 O. G. 
887) and Ex parte Rogers (49 Ma D. 418) dis- 
cussed and held not to indicate a different 
practice. Id. 

20. "There is no petition from the rejection 
of a claim by the primary examiner upon any- 
thing which he may hold is a substantial dis- 
closure and anticipation of a claim." The rem- 



edy is by appeal to the examiners-in-chiet. Ez 
parte Hulbert, 66 O. G. 815, Q D. 1894 

21. A petition asking that an examiner be 
advised that a certain figure and description 
are sufficiently described and indicated in the 
original specification and drawing presents an 
appeal from the sufficiency rather than the 
propriety of a rejection. This is a question for 
the examiners-in-chief. Ex parte Coe, 81 0. G. 
2086, a D. 1897. 

22. A request that an examiner be instructed 
in his duty as to his general practice toward 
applicants and in relation to application should 
be presented in a complaint against the exam- 
iner and not in a petition. Id. 

(The term ** petition " was substttuted for '* infterlDO- 
utoiy appeal " by OommisBloiier MoDt^pomaiy.) 

IL Appeal fbom Pbimaby Examinbb 
TO Examineb8-in-Chief. 

24, Since April 27, 1880, all ex parte cases 
appealed to the examiners-in-chief are within 
the jurisdiction of the primary examiner im- 
mediately after a decision by the examiners-in- 
chief. Ex parte Pearson, 40 O. G. 244, C. D. 1887. 

25. No appeal lies to examiners-in-chief from 
adverse decision of primary examiner in pub- 
lic use proceedings. Ex parte Finch, 40 O. G. 
1027, a D. 1887. 

20. Objections by the examiner that the al- 
leged invention shown in an application for a 
mechanical patent should be made the subject 
of a design application, held to be a r^'ection of 
the application, the appeal from which must 
go to the examiners-in-chief. Ex parte Schulze- 
Berge, 42 O. G. 298, G. D. 188a 

27. An applicant whose claim for a combi- 
nation has been rejected on the ground of ille- 
gitimacy and that it covers a mere aggregation 
of devices or elements has the right to appeal 
to the examiners-in-chief. Although such re- 
jection is a vital formal objection, it also relates 
to the merits, and applicant has the right by 
appeal to all the tribunals provided by law to 
test the validity of such claim. Ex parte Gil- 
lette, 44 O. G. 819, C. D. 188a 

28. An objection holding that claims are 
functional is not a r^ection, and therefore not 
appealable to the examiners-in-chief. Ex parte 
Barrett, 45 O. G. 125, C. D. 188a 

(Practice now modified. See inter alio, Ex parte Half - 
penny, 78 O. G. 1185; Williams, 61 O. G. «»; Hcdellan, 
60 O. G. 1768.) 
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29. The action of the ezamiDer refusing to 
answer an appeal on the ground that it is not 
regular in form, in that it did not set forth the 
points on which it was taken, but simply stated 
that the appeal was from the rejection of the 
claims on references of record, overruled, and 
held that the present rules do not require that 
the reasons of appeal shall constitute a brief of 
the argument upon which applicant will rely 
before the board, but merely that the point or 
points of decision from which appeal is taken 
shall be specified. £z parte Callahan, 50 O. G. 

990, a D. idoa 

30. The rules (188 and 185) require that the 
appellant should identify the part or portion of 
the decision from which appeal is taken, so 
that the examiner may confine his statement 
to the particular points involved in the appeal 
and not be compelled to anticipate every possi- 
ble aspect whicdi the presentation of the case 
on appeal may assume. Id. 

81* From an examiner's rejection on ac- 
count of *'new matter," appeal lies to the ex- 
aminerB-in-chief. Ex parte Regan, 46 O. G. 
580, G D. ICdS. 

(Bee, also, Rz parte Burt, 49 O. G., 0. D. 1889; and 
Kiolin Ocfasenrelter, fiS O. O., 0. D. 1801.) 

82. The Mf usal of the examiner to answer 
an appeal xo the examiners-in-chief on the 
ground that it was premature was irregular, 
the examiner having twice objected to a cer- 
tain daim because it did not cover a oombina' 
turn. Ex parte Bullard, 45 O. G. 1569, Q D. 188a 

88. The objection of the examiner that under 
such circumstances a petition to the commis- 
sioner is premature because he has not twice 
declined to answer the appeal to the board is 
not well taken. If the application is in condi- 
tion for appeal, the statement required by rule 
135 is required as a matter of course, and if the 
examiner refuses to furnish such statement the 
commissioner can •at once direct that he shall 
dosa Id. 

84. Where a petition prayed that examiner be 
instructed to accept an affidavit as sufficient to 
remove the effect of a reference cited, held, that 
under Ex parte Payne, 41 MS. D., and Ex parte 
Boyer, id., it was a matter appealable to the ex- 
aminers-in-chief, and the iMtition dismissed. 
Ex parte Bosenstock, 41 Ma D. (1 G. W. D.), 
Dea, 1889 (Fisher, Ass^t Com*r). 

85. One of the claims in an application had 
been rejected because it covered an illegitimate 
combination or an aggregation of elements. 
Applicant appealed from such rejection to the 



examiners-in-chiet The board refused to tako 
jurisdiction of the appeal and remanded the 
case to the primary examiner for reconsidera- 
tion and such action as would dispose of the 
merits of all the claima The examiner re- 
ferred the case to the commissioner for instruo- 
tiona Whenever a claim for an illegitimate 
combination is presented in an application 
which also contains claims for different ele- 
ments constituting distinct and separate inven- 
tions which ought not to be claitned in the 
same application, a vital objection as to form 
is presented, and the claim may be rejected for 
the purpose of enabling the office to require 
division. Such a rejection, though relating to 
form, involves merits, and an appeal therefrom 
should lie to the examiners-in-chief. Ex parte 
Carter, 46 O. G. 1891, a D. 1889. 

86. When applicant claims the combination 
of a "stitch-forming and cloth-feeding mechan- 
ism" in a sewing-machine and "an automado 
expansible or yielding hemmer and feller," and 
the examiner objects to the claim for the rea- 
son that the "means for securing an automatic 
action of the hemmer and feller" and "the 
means for securing an expansible or yielding 
action thereof " are not stated, and the appli- 
cant insists that his invention resides in a com- 
bination of which the peculiar hemmer and 
feller is an element, irrespective of the mere 
means by which its automatic action or its ex- 
pansible or yielding action is secured, held, that 
the objection of the examiner presents a ques- 
tion of fact which relates to the merits^ upon 
which applicant has a right of appeal to the 
examiners-in-chief. Ex parte Laskey, 48 O. G* 
539, a D. 1889. 

87. An appeal from an action of the exam- 
iner objecting to a claim for an article of manu- 
facture because of supposed aggregation goes 
to the examiners in-chief. Ex parte Baker, 49 
O. G. 1868, a D. 1889. 

88. The appeal from a rejection by the ex- 
aminer because of insufficiency of the oath re- 
quired by rule 75 lies to the examiners-in-chief* 
Ex parte Boyer, 49 O. G. 1985, C. D. 1889. 

89. No appeal should be taken from an ex- 
aminer's action untU a final rejection has been 
had on all his grounds for refusing a patent; 
Ex parte Donovan, 52 O. G. 809, C D. 1890. 

40. Whether a process is a proper or legiti* 
mate one is a question relating to the merit* 
and the subject for an appeal to the examiners- 
in-chief, and not a petition to the commissioner* 
Ex parte Read, 47 M& D. (8 G. W. D.), Juns^ 
1891 (Frothingham, Ass't Com'r). 
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41. Questions involving ** the merits of an 
invention ** are questions concerning the meri- 
torious or unmeritorious attitude of an alleged 
invention to the antecedent rights of the pub- 
lic; or, in other words, questions other than 
questions of- ** form " arising between the ap- 
plicant and the office. The presence in rule 124 
of the words quoted means no more than that 
the questions which go to the examiners-in- 
chief, when they arise directly under rule 138, 
go to the same tribunal when they arise collat- 
erally under rule 124. Zeidler v. Leech, 54 O. G. 
608, C D. 1891. 

42. All appeals in which, under the rule, the 
party only "whose claim is affected" has a 
right to be heard lie to the examiners-in-chief, 
and if decided adversely by them, to the com- 
missioner, and if by him decided adversely, to 
the supreme court of the District of Columbia. 
All appeals from the examiners' decision upon 
motions to dissolve upon which both parties 
have the right to be heard go directly to the 
commissioner, and from his decision there is 
BO further appeal Id 

48. Amendments involving departure of in- 
vention raise no question for the examiners-in- 
chief unless they consist of new claims, either 
in whole or in part or unless they alter or en- 
large the meaning of the old claims already in 
the case. Ex parte Q&bel, 56 O. G. 868, C. D. 
1891. 

44. Objections that a claim is drawn to a 
bad combination, or that it is for an aggrega- 
tion, or that it does not involve invention, per- 
tain to the merits, and an appeal lies to the 
examiners-in-chief. Ex parte Eastman, 66 
O. G. 410, C. D. 1891. 

45. The recommendations of the examiners- 
in-chief are not binding upon the primary ex- 
aminer, but there is no good reason why an 
i^plicant should be put to the delay involved 
in going through a second appeal simply to 
have the examiners-in-chief formally a£Qrm 
what they have already decided in substance. 
Ex parte Williamson, 56 O. G. 1060, Q D. 1891. 

46. An applicant will be required to pay 
only one fee on a single application on appeal 
to the examiners-in-chief, even if such appeal 
be repeated. Ex parte Thomson, 56 O. G. 1203, 
G D. 1891, 

47. Only those parties are entitled to be heard 
by the examiners-in-chief who have specific- 
ally entered an appeal and paid the fee thereon. 
Shinn v. Baker, v. Gold, 56 O. G. 1204, C, D. 
1891. 

48. The question of inoperativeness is one 



which goes to the merits of the invention, and 
from a rejection on this ground an appeal lies 
to the examiners-in-chief. Ex parte Ferguson, 
56 O. G. 1334, G D. 1891. 

49. The question whether the facts set forth 
in the statement filed with a re-issue applica- 
tion constitute inadvertence, accident or mis- 
take is one pertaining to the merits and is 
appealable, in the first instance, to the exami- 
ners-in-chief. Ex parte Murphy and Atkinson, 
56 O. G. 1449, G D. 1891. 

50. A petition does not lie directly to the 
commissioner under rule 145 simply on the 
point whether or not a proposed amendment 
involves a departure from the invention dis- 
closed in the application as originally presented. 
This question is one which involves the merits, 
and appeal lies to tlie examiners-in-chief under 
rule 138. Ex parte Turner, Van Beek and 
Brown, 66 O. G. 1708, G D. 1891. 

51. The refusal of the examiner to forward 
to the examiners-in-chief an appeal taken from 
his action holding that an application was not 
a legitimate divisional application, Tield to have 
been properly made. Ebc parte Fuller, 57 O. G. 
1888, G D. 1891. 

52. The question of ''incomplete combina- 
tion of elements*' and an objection that a claim 
covers only the function of a machine involve 
the merits, and are appealable to the examiners- 
in-chief in the first instanoa Ex parte McClel- 
Ian. 69 O. G. 1768, G D. 1892. 

58. Where an applicant who has been in in- 
terference seeks, after a decision of priority in 
his favor, to amend his claims, and the exam- 
iner rejects his amendment as covering mat- 
ter which applicant has claimed too late, held^ 
that the question thus raised is one which 
should be decided by the examiners-in-chief on 
appeal before it comes to the oommiasioner. 
Ex parte Woodward, 60 O. G. 1052, G D. 1892. 

54. The question whether a claim for a so- 
called ''process" is a claim for the function of 
a particular machine is one relating to its 
merits. Appeal lies to the examiners-in-chief. 
Ex parte Williams, 61 O. G. 423, G D. 1892. 

55. The question whether an applicant may 
claim operative parts of a device which as a 
whole is inoperative is one on which appli- 
cant has a right of appeal to the examiners-in- 
chief. Ex pai-te Smith, 52 Ma D., Jan., 1893 
(Frothingham, Aas't Com*r). 

56. Where an application was rejected on a 
previously allowed application taken cumu- 
latively with a patent and the applicant peti- 
tioned the commissioner for relief fn>m such 
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action, held, that the question involved was ap- 
pealable to the board of examiners-in-chief. 
Ex parte Seymour, 65 O. G. 751, C. D. 189a 

67. The use in claims of the terms "means" 
and ''mechanism," limited only by the function 
which such means or mechanism performs, has 
heretofore been held to render the claims ob- 
jectionable in form only when the novelty re- 
sides in the specific kind of means or mechan- 
ism; but whether the novelty resides in the 
specific means or mechanism can only be de- 
termined by reference to the state of the art 
HM, therefore, that the question raised when 
this objection is made against such claims is 
one going to the merits of the invention and 
properly appealable to the board of examiners- 
in-chiet Ex parte Halfpenny, 73 O. G. 1135, 
CD. 1805. 

68. Rule 188 does not enumerate mutually 
exclusive points of appeal in such sense that 
one most be wholly different from another. 
fix parte Briggs, 75 O. G. 1854, C D. 189e. 

69. The subject-matter of each appeal under 
mle 188 is the rejection of a claim and not the 
reasons upon which such rejection was based. 
Id. 

00. Appeal is not merely from the examiner 
rejecting the claim, but from his decision hold- 
ing it to be not allowabla Id. 

61. The question as to whether a claim for 
a device different from that originally claimed 
may be introduced into a case more than two 
years after the device covered by the later 
claim has been in public use is a question of 
new matter which goes to the merits, and is 
appealable in the first instance to the examin- 
ers-in-chief, easier v. Edison, 80 O. G. 966, 
G U 1897. 

62. The rule (134) requiring an appeal to be 
taken in six months after final rejection has 
been abolished, and under present rules (June 
18^ 1897) an appeal may be filed at any time 
before the case becomes abandoned under the 
statute. Ex parte Hodgins, 62 MS. D., Aug., 
1897 (Greeley, Acting Gom'r). 

(This time Is limited to one year mider the law which 
weDt in force January 1, 1898. Appeal to the court of 
appeals is different^ r^ulated.) 



III. Appeal from Examiners-in-Chief 
TO Commissioner. 

68. Acquiescence in the decision of the ex- 
aminers-in-chief and abandonment of the right 
of appeal are not obviated, nor is applicant re- 
stored to his right of appeal, by again amend- 



ing and restoring the canceled claim. The 
applicant cannot thus experiment with the of- 
fice, go back to the primary examiner to ascer- 
tain what he may secure, and, failing there, 
retrace his steps and appeal from the exam- 
iners-in-chief and try his chance with the com- 
missioner. If by such proceeding the applicant 
has deprived himself of the right of appeal to 
the commissioner, it is because he has elected 
to abide by the decision of the examiners-in- 
chief, and if he has thus deprived himself of 
any substantial right he must resort to some 
new procedure to extricate himself or file a 
new application. Ex parte Williams and Raid- 
abaugh. 40 O. G. 1387, C. D. 1887. 

64. It is not hereby held that a mere amend- 
ment before the primary examiner, by author- 
ity of the commissioner, and which does not 
change the subject-matter or scope of the clai m, 
but only renders it more intelligible or less am- 
biguous, would thus operate as an abandon- 
ment of the appeal. Id. 

65. Where an applicant has appealed from a 
rejection by the primary examiner to the ex- 
aminers-in-chief and the latter have affirmed 
the rejection, the applicant has two courses 
which he may pursua He may appeal to the 
commissioner, or he may return to the primary 
examiner and take such action before him as 
the rules and practice of the office permit If 
he pursues the latter course and obtains such 
action by the examiner as to eliminate the 
claim involved in the appeal or amend it sub- 
stantially in scope or subject-matter, tliis is an 
election to abide by the decision of the exam- 
iners-in-chief and constitutes an abandonment 
of the right of appeal This proposition is not 
affected by the fact that the cancellation or 
amendment of the claim was irregularly al- 
lowed by the examiner without authority of 
the commissioner. Id. 

66. Motion to dismiss an appeal taken to the 
commissioner from the decision of the exam- 
iners-in-chief, upon the ground that it was not 
accompanied by the brief statement of reasons 
required by rule 147, denied, and held that the 
statute does not require that the reasons shall 
be stated in order to render such appeal valid. 
The rule is directory in its nature and not a 
condition precedent to the validity of the ap- 
peal. Holmes and Holmes v. Coler, 51 O. G. 1623, 
G D. 1890. 

67. No appeal lies to the commissioner from 
a refusal of the examiners-in-chief to direct 
the attention of the commissioner in a decision 
in an interference case to certain patents al- 
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leged by one of the contestants to constitute a 
statutory bar. Schmiedl v. Walden, 56 O. Q. 
156a, C. D. 189t 

lY. Appeal fbom Cohmissionbb to 
OouKT OF Appeals of the Dis- 
TEioT OF Columbia. 

68. The action of the commissioner of pat- 
ents in rejecting a claim for the striker plate 
in another application by the same inventor, 
but which rejection was acquiesced in by the 
applicant^ held not to be reviewable on appeal 
from a decision of the commissioner rejecting a 
claim in this application for the combination 
of the striker plate and door or casing. *Li re 
Forg, 66 O. G. 515, C D. 1894. 

69. There is no appeal to the court of ap- 
peals from any order or ruling of the commis- 
«ioner of patents in any preliminary or interloc- 
utory matter in an interferencei *Westing- 
house, Jr., v. Duncan, 66 O. Q. 1009, C. D. 1894. 

70. There is no appeal to the court of appeals 
from the opinion of the commissioner of pat- 
ents holding that there is or is not an interfer- 
ence, nor from his refusal to investigate an 
alleged interference, such matters being left 
by law to his sound discretion. *Id. 

71. A decision of the commissioner of pat- 
ients that may be appealed from to the court 
•can only be made after the primary examiner, 
the board of examiners-in-chief and the com- 
missioner have all considered the case and 
made a finding therein. *Id. 

72. The record of the proceedings in a case 
an the patent oflSce, upon being filed with the 
clerk of the court of appeals, becomes a public 
judicial record of the court and must be so 
treated. There is no warrant found either in 
the patent law or the common law of the land 
to keep such papers secret and not to allow 
copies to be made except upon the special order 
of the court or consent of the appellant *£x 
parte Drawbaugh, 66 O. G. 1451, C. D. 1894. 

73. In appeals from the commissioner of pat- 
ents the court of appeals has no power or 
jurisdiction to award cost or to execute any 
judgment therefor that it might enter therein. 
♦Wells, Jr.. V. Reynolds, 69 O. G. 1507, C. D. 
1894. 

74. On an appeal from the decision of the 
commissioner awarding priority of invention, 
heldj that the court will confine its decision to 
the matter passed upon in his decision and not 
•consider the questions of abandonment, prior 
public use and anticipation of the invention. 



which have not been acted on in the patent 
office. *Golhoun ▼. Hodgson, 70 O. G. 876^ 
a D. 1895. 

75b Upon an appeal to the court of appeals 
of the District of Columbia from the decision 
of the commissioner of patents as to priority of 
invention, in an interference between parties. 
held, that the question as to the patentability 
of the issue is not properly presented ; the ap- 
peal presents a question of priority simply. 
♦Hisey v. Peters, 71 O. G. 893, 0. D. 1895. 

76. Held further, that the right of appeal 
in case of refusal of a patent upon the gronnd 
of non-patentability of the claim, and lefosal 
of a patent because of interference with a 
prior right of invention, are distinct rights, and 
the latter does not involve the former. (8ea 
4911, R S., and sec. 9 of act establishing Court 
of Appeals, D. Q) *Id. 

77. Where the question of fact as to pri- 
ority of invention had been fully considered 
by the officials of the patent office, held, that 
the decision of the patent office must stand, 
unless the evidence shows beyond any reason- 
able doubt that the appellant was the first in- 
ventor. (Coffin V. Ogden, 5 O. G. 270, 18 WalL 
130 ; Morgan v. Daniels, 67 O. G. 811. 158 U. a 
120; Crawford v. Neal, 144 U. a 585» and Far- 
rer V. Ferris, 145 U. a 182.) 'Id. 

78. There is no justification for the theory 
that since Revised Statutes, section 4894, give 
an applicant a possible two years in which to 
prosecute his application, he has two yean in 
which to take an appeal to the court of appeals 
of the District of Columbia. *Hien v. Pungs, 
78 O. G. 1600, G D. 1897. 

79. The right of appeal is not a vested right; 
but may be altered by statute or by rule of 
court made in pursuance of statutory author- 
ity to enact such rule. *Id. 

80. Even it there were no rule at the time 
the right of appeal accrued, after the promuU 
gation of a rule regulating the time for taking: 
appeals the appellant became bound by it *Id. 

81. The parties failing to print the transcript 
of record, the appeal was dismissed. *Peltoa 
V. Evered, 77 O. G. 1600, G D. 1896. 

(See, also, *Miiiiflon ▼. Casper, 79 O. G. 160, a D. 1807.> 

82. Appeal from the decision of the commis- 
sioner of patents, nearly a year after such decis- 
ion, is brought in violation of rule 20 of the 
rules of this court and should not be enter- 
tained, especially when no excuse for the delay 
is urged. *Bryant v. Seymour, Com*r of FM- 
ents, 77 O. G. 1599, G D. 1896. 
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88. While some rulee of court may be modi- 
fied iD special cases, they are in general as bind- 
ing upon the court as upon parties and counsel, 
and rigid adherence is required to time-rules 
which are intended to have the efifect of stat- 
utes. *ld. 

84. The rule that all appeals taken from the 
commissioner of patents shall be taken within 
forty days from the date of the ruling appealed 
from, and not afterward, is a positive law to 
the court and to the suitors thereia *Robs v. 
Loewer, 77 O. Q. 2141, Q D. 1896. 

8o. The contention that a motion for rehear- 
ing in the patent office should operate as a stay 
of the running of the time for the prosecution 
of appeal to this court till ^ter the motion for 
rehearing has been determined, cannot be ad- 
mitted. *Id. 

86. When it appears that an appellant has 
failed to have his cause filed and docketed, his 
appeal may, on motion, be docketed and dis- 
missed, with costs. *Ro8ebrugh v. Holman, 78 
O. G. 1258, a D. 1897. 

(See, alsOk *M cGreery ▼. Seymoor, Com'r, 79 O. Q. 1684.) 

87. The fact that the court of appeals of the 
District of Ck>lambia has refused to consider 
questions of patentability of issues in priority 
cases does not establish the conclusion that the 
decision of the commissioner upon questions of 
patentability in such cases is final and conclu- 
sive. Such questions should come before the 
court by regular course of appeal Breul v. 
Smith, 79 O. G. 158, C. D. 1897. 

88. In a case of interference appealed to a 
court, the decision of the patent office must 
stand unless the evidence shows beyond any 
reasonable doubt that the appellant was the 
original inventor. *Amold v. Tyler, 79 O. G. 
15«, G D. 1897. 

89. The appellant having failed to have his 
cause filed and docketed, on motion of the ap- 
pellee the cause was docketed and the appeal 
dismissed. •Cleavehind v. Wright» 79 O. G. 866, 
C. D. 1897. 

(See, also, ^Monissey ▼. Seymour, OomV of Patents, 
mud *8outball ▼. Seymour, Oom'r of Patents, 79 O. O. 
1684, a D. 1807.) 

90. Where all the tribunals of the patent of- 
fice have decided adversely to an appellant, the 
concurrent decision will not be reversed except 
in a very clear case. *Barratt v. Seymour, 
Com'r of Patents, 79 O. G. 2020, G D. 1897. 

91. Apart from the general rule that courts 



have power to make reasonable rules not con- 
flicting with express statutes, the court of ap- 
peals was duly authorized by statute to make 
rulee limiting the time of appeals from the de- 
cisions of the commissioner of patents. *In re 
Hien, 79 O. G. 507, C. D. 1897. 

92. The fact that a rule of the court of ap- 
peals relating to the time in which an appeal 
must be taken was promulgated after the de- 
cision appealed from, is not controlling as to 
the appeal, since the right of appeal is not a 
vested rights but one which may be altered by 
statute or by rule of court *Id. 

98. The court of appeals for the District of 
Columbia has authority to limit the time for 
taking appeals, and there is no restriction by 
reason of section 4894, Revised Statutes, which 
has reference solely to the abandonment of an 
application by failure to prosecute. *Id. 

94. The decision of the supreme court in 
Gandy v. Marble, in which it was held that a 
bill in equity under section 4915, Revised Stat- 
utes, was aub modo a branch of the application 
and governed as to laches by section 4894, Re- 
vised Statutes, had nothing to do, with the time 
in which an appeal from the decision of the 
commissioner of patents must be taken. *Id. 

95. The supreme court in Butterworth v. 
Hoe, in considering the difference between an 
appeal under section 4911, Revised Statutes, 
and a bill in equity under section 4915, Revised 
Statutes, held that the latter is a proceeding 
according to the ordinary course of equity. 
This being so^ section 4894, Revised Statutes, is 
inapplicable to the case of an appeal from the 
decision of the commissioner of patents. *Id. 

96. The act of congress approved February 9, 
1893, by which the determination of appeals 
from the commissioner of patents was vested 
in the court of appeals of the District of Colum- 
bia, does not overstep the boundaries erected 
by the constitution between the three great 
departments of the government, but it is 
within the power of congress to enact such 
law. ♦Bemardin v. Seymour, Com*r of Pat- 
ents, 79 O. G. 1190, a D. 1897. 

97. As congress had the power to create a 
distinct special tribunal, proceeding after the 
manner of a court of law or equity, for the ad- 
judication of claims to patents for inventions^ 
there seems to be no convincing reason why it 
could not, without violating the constitution, 
make it a branch or bureau of an executive de- 
partment, subject to supervision in matters 
administrative only by the head of that depart- 
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roent, and subject to review in matters judicial 
in their nature by a court of competent juris- 
diction. *Id. 

98. Where on appeal from the decision of 
the oommissioner of patents a record was al- 
lowed to be filed in the case by appellee upon 
assurance that it would have some material 
bearing upon the question of the issue pre- 
sented by the appellee, but on consideration it 
was found that the record had no such bear- 
ing, held, that the record so introduced must 
be at the cost of the appellee. *Steven8 v. 
Seher, 81 O. G. 1983, C. D. 1897. 

 

V. Appeal from Commissioner to Sec- 
retary OF THE Interior. 

99. The secretary of the interior has no ap- 
pellate jurisdiction over the commissioner of 
patents in cases involving the performance of 
judicial or gua«i-judicial duties imposed by law 
upon the commissioner of patents, f Houston 
V. Barker, v. Bannister, v. Eastman, 44 O. G. 
697, C. D. 188a 

100. The se6retary of the interior has au- 
thority to direct the commissioner of patents 
to perform the duties, either judicial or minis- 
terial, which the law enjoins upon him ; but 
when these legally-enjoined duties are judicial 
or guowi-judicial he cannot control the com- 
missioner's discretion in the manner of their 
performance, fid. 

101. The appellate jurisdiction of the secre- 
tary of the interior over the actions of the com- 
missioner of patents is limited to cases not 
involving duties directly imposed by congress, 
but such only as are imposed by the rules and 
regulations prescribed by the secretary for the 
government of the commissioner and his sub- 
ordinates, t^^ 

102. No appeal lies to the secretary of the 
interior in interference cases, f Petithomme v. 
Bedbury, 62 O. G. 605, C. D. 1890. 

(Bee, alBO, Ex parte tNoakea, 66 O. O. 675, 0. D. 180S; 
«]80 tJenldns v. Jenkins A Armat, 78 O. Q. 1902, C. D. 
1887.) 

108. The secretary of the interior will not 
advise the commissioner of patents how to de- 
cide a case pending before him on appeal when 
he conceives that the parties appealing have 
the right to expect the individual judgment of 
the commissioner. fEx parte H. Manske & 
Ca. 63 O. G. 1687, G D. 189a 

104. Upon an appeal to the secretary from 
the decision of the commissioner refusing to 



make an order of default against K. and declin- 
ing to entertain and dismiss from consideration 
motions on behalf of M. for an order upon R 
and upon C. to show cause why judgment 
should not be entered against them as junior 
parties for failing to take testimony within the 
time assigned them for that purpose, Jield, tliat 
the question involved is one which has been 
already judicially determined by the commis- 
sioner, and, as in such cases the secretary has 
no appellate jurisdiction, the appeal is dismissed. 
fKnight V. Bagnall, v. Curtis, v. Moi^gan, 76 
O. G. 1115, C. D. 1896. 

105. To construe and apply a rule of the 
patent office is at least a guo^i-judicial act, and 
hence an appeal from the decision of the oom- 
missioner based upon an alleged disregard of a 
certain rule must be dismissed, f Warner v. 
Stimson, 78 O. G. 1901, C. D. 1897. 

106. Another ground for dismissing the ap- 
peal is founded upon the grounds of policy, 
since to allow appeals to the department from 
interlocutory orders of the commissioner would 
unnecessarily delay the progress of the caaa fid. 

(No appeal lies to the secretary from the commlaBioner 
as to judicial or ^ucui- judicial actions of the latter. 
Butterworth, OomY, v. United States «x reL Hoe, 89 
O. G. 61S, a D. 1884.) 

VI. Appeal to United States Circuit 
CouBT of Appeals. 

107. On a suit for infringement the court 
passed a decree for a perpetual injunction and 
accounting, and after an interval of more than 
two months defendants asked for a rehearing 
and a dissolution of the injunction. Pending 
chis petition, and before its denial by the court, 
the circuit court of appeals was created. Held, 
that the order denying the petition for a dis- 
solution of the injunction was not an interloc- 
utory order or decree of continuance from 
which an appeal lies to this court within the 
meaning of section 7 of the act of March 3, 
1891, establishing the circuit court of appeal :& 
*Bo6ton & Albany R. Ca ▼. Pullman's Palace 
Car Ca, 61 O. G. 428, G D. 189a 

108. In the prosecution of an appeal to the 
circuit court of appeals under section 7 of the 
act of March 3, 18U1, from an order granting 
an injunction, there is no discretion in the court 
or judge allowing the same to deny or refuse 
the appellant a supersedeas, and the appellant 
is entitled to it as a matter of right. '"Sociece 
Anonyme du Filtre Chamberland Systeme Pas- 
teur and The Pasteur Chamberland Filter Ca 
V. Blount, 61 O. G. 1484, Q D. 1892. 
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109. A decree which is rendered after full 
hearing on the merits and which sustains the 
validity of 9 patent^ declares infringement, and 
awards a perpetual injunction and an account- 
ing, is an "interlocutory decree" granting an 
injunctiony from which an appeal will lie to 
the circuit court of appeals under section 7 of 
the act of March 8, 1801. (Jones Ckx v. Munger, 
eta Ca, 50 Fed. Rep. 785, 1 Q C. A. 688, ap- 
proved.) *Richmond v. Atwood,- 61 O. G. 1655, 
G D. 1892. 

110. The term "interlocutory order or de- 
cree " was used in its broadest sense in this sec- 
tion and should be given full scope, to the end 
that any party aggrieved by any order or de- 
cree granting an injunction at any stage of the 
proceedings may have a speedy remedy by ap- 
peal 'Id. 

111. On such an appeal, where the whole 
record is before the circuit court of appearand, 
in order to determine the rightfulness of the 
iD junction, the court necessarily examines the 
whole case on the merits and reaches the con- 
clusion tliat there is no infringement^ it may 
not only reverse the decree and dissolve the 
injunctioD, but may also vacate the order for 
an accounting and order the bill dismissed, 
thus rendering such a decree as the lower court 
should have rendered on the whole case. (Jones 
Ca V. Munger, etc. Co., 50 Fed Rep. 785, 1 C. 
G A 668, disapproved.) ♦Id. 

112. A decree sustaining the validity of a 
patent^ declaring infringement, directing an 
injunction perpetual in form and referring the 
cause to a master to take an account of dam- 
ages and profits is not appealable in its en- 
tirety, so as to give the circuit court of appeals 
jurisdiction to finally determine the questions 
of validity and infringement; for the decree is 
not final in its nature and appealable as such 
under prior laws, but is interlocutory, and on 
an appeal therefrom under section 7 of the act 
creating the circuit court of appeals, the court 
is limited to the question whether the injunc- 
tion was providently granted in the exercise of 
a legal discretion, and it can have no jurisdic- 
tion to render a decision on the other questions, 
even at the request of both partiea (Jones Co. 
V. Munger Mfg. Co., 50 Fed. Rep. 785, 1 C. C. 
A. 158, disapproved.) *Columbus Watch Ca 
V. Bobbins^ 62 O. G. 1968, G D. 189a 

113. In an action at law for damages for an 
infringement^ the question whether a certain 
patent set up as a defense is an anticipation of 
the patent sued on is a question of fact to 



be submitted to and decided by a jury, and 
where there was no request for an instruction 
to the jury to return a verdict for the defend- 
ant the appeal court cannot, under such cir- 
cumstances, consider the question. *Harper & 
Reynolds Ca v. Wilgus, 64 O. G. 803, G D. 
1898. 

114. On a writ of error to the circuit court 
of appeals its review is confined to the consid- 
eration of questions of law, the rulings of trial 
courts upon questions of evidence, and the in- 
structions given and refused to the jury. *Id. 

115. Where there is nothing in the bill of 
exceptions to show that the jury disregarded 
the instructions of the court, the presumption 
is that they strictly followed them, and, in the 
light of the evidence, obeyed the charge of the 
court *Id. 

116. Where the appeal has been taken under 
the seventh section of the court of appeals act 
from an interlocutory order granting an in- 
junction, the appellate court will not ordinarily 
hear and finally determine the merits of the 
controversy as to the validity of the patent sued 
on and its infringement; yet, in looking into 
the record to determine whether the order was 
properly granted, the court may be obliged to 
consider the validity and infringement of the 
patent and reach a conclusion on both of those 
points. *Columbus Watch Ca v. Robbins, 70 
O. G. 182, G D. 1895. 

117. As the decree of the circuit court was 
not final, held, that the only appeal which could 
be considered is from so much of such decree 
as grants an injunction. *Kilmer Mfg. Ca v. 
Griswold, 72 O. G. 1786, G D. 1895. 

118. A suit by the United States to annul a 
patent is not within the limitations of the act 
creating the circuit court of appeals *United 
States of America v. American Bell Telephone 
Ca and Berliner, 73 O. G. 1285, G D. 1895. 

119. The "interlocutory order or decree" 
made appealable by section 7 of act of March 3, 
1891, for the organization of the courts of ap- 
peal, as amended February IB, 1895, must be 
one which leaves the cause pending on the 
issues in the court of original jurisdiction. The 
state of the record or progress of the cause 
must be such when said appealable " interlocu- 
tory order or decree " is entered that a ** final 
decree" upon the matter with which said "in- 
terlocutory order or decree " has to do may yet 
be made. *Standard Elevator Ca v. Crane 
Elevator Ca, 77 O. G. 811, G D. 1896. 

120. By providing an appeal from a prelim- 



30 



APPLICATION FOR PATENT, L 



inary or pendente lite injunction and in an ad- 
joining section of the same act giving an ap- 
peal from any " final decision/' the law-makers 
indicated that a perpetual injunction decreed 
as the outcome of a final hearing on the merits 
in a patent case was appealable as a "final de- 
cision.'* *Id. 

121. The words "the proceedings in other 
respects in the court below shall not be stayed 
unless otherwise ordered by that court during 
the pendency of such appeal," in section 7, seem 
to imply that the mere perfecting the appeal 
shall not in legal effect stay the suit *Id. 

122. Where the lower court held that de- 
fendant had infringed and referred the cause 
to a master in chancery to take, state and re- 
port to the court an^ account with respect to 
the infringement and the gains, profits and ad- 
vantages which the defendant had received or 
which had arisen or accrued by reason of such 
infringement, and while the matter was so 
pending before the master and before any re- 
port by him the appellant (here) perfected an 
appeal from that decree to the court of appeals, 
held, that the appeal should be dismissed, as 
the decree appealed from was interlocutory, 
and that the appeal was taken after the expira- 
tion of thirty days from the entry of the inter- 
locutory decree. 'Raymond v. Royal Baking 
Powder Ca, 77 O. G. 112i, G D. 1896* 

VII. Appeal to United States Su- 

FBBMB COUBT. 

128. An appeal from the final decree of a 
circuit court must be taken within two years 
from the entry of such decree or it will not be 
entertained. *Fowler v. Hamill, 65 O. G. 716, 
G D. 1891. 

124. Where it appeared that the decree in 
the circuit court was against only one of sev- 
eral defendants, held, that the suit was still 
pending and undetermined against the other 
defendants, that the decree was not final, and 
that the supreme court had, therefore, no ju- 
risdiction of the appeal. 'Hohorst v. Hamburg- 
American Packet Ca, 63 O. G. 155, C. D. 189a 

125. In order to bring a case by appeal or * 
writ of error from the court of appeals of theH-^ 
District of Columbia within the jurisdiction of 
the supreme court of the United States under 
this alternative, the matter in dispute must be 
money or some right the value of which can 
be estimated and ascertained in money and 
which appears by the record to be of the req- 



uisite pecuniary value. 'United States ex reL 
State of South Carolina v. Commissioner of 
Patents, 67 O. G. 1191, C. D. 1894. 

126. In order that a case may come within 
this clause the validity and not the construc- 
tion only of an authority exercised under the 
United States must be directly drawn in ques- 
tion. *Id. 

127. The United States supreme court alone 
has appellate jurisdiction of a suit to annul a 
patent *United States of America v. Amer- 
ican Bell Telephone Ca and Berliner, 73 O. G. 
1285, a D. 1895. 

128. The supreme court of the United States 
will not take jurisdiction on appeal of applica- 
tions for patents in view of the provisions in 
relation to appeals from the circuit courts of 
appeals under the act of March 8, 1891, as the 
right to apply for a patent and the invention 
cannot be regarded for jurisdictional purposes 
as in itself property or a right of property hav-. 
ing an actual value susceptible of estimation in 
money. *Durham v. Seymour, Com'r of Pat- 
ents, 74 O. G. 1781, a D. 1896. 
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/ I. Date op. 

1. The date of oompleted application is the 
date the fee is paid, and not the date that the 
application is filed. Ex parte Columbia Sew- 
ing Machine Ckx, 41 Ma D. (1 G. W. D.X Nov., 
1889 (Mitchell, Ck)m'r). 

2. An application dates from the day when 
the papers were filed complete and formal 
The omission of applicant's residence from the 
oath is an informality, and the application 
takes date from the day when the omission is 
supplied. Ex parte Brand, 68 Ma D., Dea 
1897 (Gxeel^, Acting Ck>m'rX 
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n. DSLAT IN FlMNG AND PkOSBOUTING. 

8. An applicant having deceased shortly after 
official action on his application, and his widow 
having been appointed administratrix of de- 
cedent's estate more than two years after, and 
having then promptly applied for reinstate- 
ment of the application, held, the delay was 
sufficiently accounted for. Ex parte Querrant, 
34 lia D., April, 1887 (Montgomery, Ck)m'r). 

4. Applicants present broad and generic 
claims and claims for specific construction& 
The former have been rejected for lack of 
novelty, and the latter found to conflict with 
claims in other pending applications. They in- 
sist that they have two years in which to appeal 
from the rejection, and by refusing to act suc- 
cessfully tie up other applications and prevent 
the issue of patents, or place the office in the 
position of issuing patents which may here- 
after be adjudged to interfere with an applica- 
tion pending at the time the patents were 
granted. Held, that if applicants refuse to avail 
themselves for an unreasonable time of their 
right of appeal, or are unreasonably dilatory in 
seeking the protection which the rules offer 
them, for the purpose of delaying the issue of 
patents to other parties for their inventions 
which have been found patentable, the com- 
missioner would not be justified in permitting 
soch dilatory and unjust action of applicants 
to work hardship to other applicants who are 
entitled to the specific constructions, but will 
iasne the patents. Ex parte Lombard, 48 O. G. 
1847, G D. 188a 

6. In such cases the applicants should be noti- 
fied that in order to secure an interference they 
must act with reasonable promptness ; but the 
office and not the applicants must be the judge 
of w hat consti tu tes reasonable promptness. Id. 

6b Applicant has failed in this case to make 
a sufficient showing to enable the commissioner 
to arrive at the conclusion that his delay in 
completing the application was unavoidable 
doring the entire period of non-prosecution on 
account of his financial condition. Ex parte 
Fenno, 52 O. G. Km, C. D. 1890. 

7. An inventor is not responsible for delay in 
patent office occasioned by interminable inter- 
ference proceedings between him and other in- 
ventors. *Brush Electric Co. v. Julien Electric 
Co, 41 Fed. Bep 679 (1890). 

8. The delaying of applications which are in 
condition to go to patent in order that an ap- 
plicanl whose claims have been rejected may 



appeal to the examiners-in-chief is wholly in 
the interest of the publia Abel and Dewar v. 
Maxim, v. Nobel, 66 O. G. 139, G D. 1891. 

9. To what extent the suspension of issue of 
an allowable application should be carried to 
await an appeal upon a rejected application, 
which, if allowed, would interfere therewith, is 
a question depending upon the exercise of a 
wise discretion ; but it would be an abuse of 
that discretion to permit an applicant whose 
claims are rejected to tie up and delay the issue 
of other applications by negligently or wilfully 
refraining from taking an appeal. Even though 
an applicant may have a strict legal right as 
between himself and the public to avail him- 
self of the two years allowed by statute within 
which to take his appeal, he has no such right 
as against other applicants who are seeking in 
good faith to obtain patents for their inven- 
tiona Id. 

10. An application will not be reinstated 
under section 4894 of the Revised Statutes, al- 
though the applicant had been sick fourteen 
months, when it appeared he had experienced 
attorneys who might have proceeded with the 
prosecution of the case. Ex parte Tuoti, 45 
MS. D. (8 G. W. D.), Jaa, 1891 (Fisher, Acting 
Com'r)t 

11. The application was filed June 4, 1877 ; 
the patent granted November 17, 1891. *'The 
device covered by the patent in suit had been 
in public use by the respondent corporation 
since the year 1878. The respondent corpora- 
tion was of ample means to prosecute the ap- 
plication. The result of any delay which might 
take place in the issue of the Berliner patent 
would evidently be to continue so much longer 
the practical monopoly of the art of electrical 
transmission of articulate speech." Under these 
circumstances the duty of the respondent cor- 
poration was to use the greatest degree of dili- 
gence in prosecuting the application to an early 
issue. "There should have been at least as 
great diligence as their own Interests would 
have called for had their business been unpro- 
tected by patent-rights." The delays subsequent 
to June 9, 1882, were unwarrantable, were ac- 
quiesced in, and therefore intended by the 
respondent corporation, and were such as to in- 
validate the patent *United States of America 
V. American Bell Telephone Ca, 69 O. G. 1778^ 
G D. 1894. 

12. There can be but one law touching al- 
leged delays in the progress of an application 
through the patent office and touching the duty 
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of applicants with reference thereto, whether 
the invention was from the outset seen to be 
valuable, or only afterward proves to be so, or 
■always remains of little account To deny this 
is to deny that the laws are equal, and would 
furnish a standard for the determination of the 
rights of patentees too fickle and imaginative 
to form a proper basis for the use of a court of 
law. 'American Bell Telephone Ca v. United 
States of America, 71 O. G. 1003, 0. D. 1895. 

18. Where an inventor delays four or five 
years in applying for a patent* "he assumes the 
chances of the field being occupied by other 
and more diligent designers more prompt to 
supplement their creative efforts by a reduc- 
tion to practica" *Front Rank Steel Furnace 
Ca V. Wrought Iron Range Ca, 72 O. G. 288, 
d D. 1895. 

14. It is insufficient excuse for seven months* 
delay in filing an application that the attorney 
was too busy with other engagements to write 
the claims, there being no proof of sickness or 
poverty, eta The rule of stare decisis must 
prevail (Cases cited.) McCormick v. Cleal, 
m M& D. 461, June, 1897 (Butterworth, Com'r). 

15. Under the statute, former rule 68, relat- 
ing to an inquiry as to delay in prosecuting a 
case if pending more than five years, held of 
doubtful validity, in view of decision of su- 
preme court in American Bell Ca v. United 
States, 71 O. G. 1908 ; and the rule having been 
abrogated, the rejection is set aside. Ex parte 
Jenne, 63 Ma D., July, 1897 (Butterworth, 
€om'r). 

IIL Joint and Sole. 

16. One of two joint caveators filed an ap- 
plication, and both caveators stated they had 
abandoned their interest in the caveat; held, 
the applicant need not furnish evidence he was 
sole inventor. Ex parte Drury, 46 MS. D. (8 
G. W. D.), March, 1891 (Frothingham, Ass't 
Com'r). 

17. Rule 32 (Rules of February 9, 1897) has 
been abolished. A joint application cannot be 
changed and continued as sole under present 
rules. The applications are separate and dis- 
tinct, and the papers and fee filed in the joint 
application cannot be transferred to the other. 
Ex parte Prescott, 62 M& D., Aug., 1897 (Gree- 
ley, Ass't CJom'r). 

18. When through ignorance a party who is 
not an inventor joins with the inventor in 
making application, the ignorant cannot legally 



succeed as sole applicant the joint applicants. 
The fact that for a time the rules permitted the 
substitution now asked for does not make it 
possible or equitable to grant relief not in ac- 
cordance with the law. Ex parte Erne and 
Bridges, 81 O. G. 2247, a D. 1897. 

IV. By Employees of Patent Office. 

19. The obvious purpose and intent of con- 
gress, as expressed by section 480, Revised Stat- 
utes, was and is to prevent persons employed 
in the patent office from improperly utilizing 
their knowledge of the inventions of others, ac- 
quired as a result of their official connection 
with the patent office, and from utilizing the 
opportunities they have, as a result of their em- 
ployment, to become rivals or competitors of 
inventors whose applications they have before 
them for examination, or in any wise to take 
undue advantage of the knowledge they have 
acquired of pending applications in their ca- 
pacity of examiners or officialsL Ex parte Mc- 
Elroy, 80 O. G. 1123, G D. 1897. 

(Order No. lAU.) 
Department ov the iMTBaioR, 

Untteo States Patbx(t Ovtioe, 
WasJungUmy D. C, August 6^ 1897. 
All applicatioiis for patents now pending before the 
office filed by employees of the patent office during the 
period of their serrloe, either complete or incomplete, 
or completed after they had separated themaelTes from 
the service, are ordered to be stricken from the flies and 
the fees returned. 

The views of the oonunissioner upon section 480 of the 
Revised Statutes are expressed in his decision of even 
date herewith in the case of Ex parte John H. McEhroy 
(80 O. G. 1128). Benj. Buttbbwobtb, 

Commistioner. 
See decision of OommisHJoner Butterworth, 98 O. O. 
087, C. D. 1884, U. 

20. The reason of the statute which prohibits 
an officer or an employee of the patent office 
from acquiring either directly or indirectly any 
interest in a patent issued would seem by fair 
intendment to prohibit him from filing an ap- 
plication for the interest he is not permitted to 
acquire. The application is the evidence of 
an inchoate right to a patent^ and the owner- 
ship becomes complete when the patent is is- 
sued. Id. 

21. To construe the statute to allow an em- 
ployee of the patent office to ffie an application 
would obviously permit^ if in fact it did not 
encourage, the very mischief the statute was 
clearly intended to prevent^ as examiners might 
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make some slight impFOvement or modification 
in inventions covered by applications pending 
before them for examination and file an appli- 
cation, change or modify it from time to time, 
negotiate the sale of the whole or a part inter- 
est in the invention or application or the pat- 
ent to be predicated thereon, and resign and 
prosecute the case and take a patent whenever 
such course seemed to ofifer greater pecuniary 
advantages than to remain in the office, and 
thus the office might become freighted with 
applications filed by examiners or other em- 
ployees in contravention of the spirit if not the 
strict letter of the statute, and tiius become a 
prolific source of scandal Id 

22. An application filed by an employee of 
the patent office ordered to be stricken from 
the ffies and the fee returned, as under section 
480, Revised Statutes, it is not competent for an 
inventor to file an application for a patent 
while he is such an employea He may file his 
application, however, after he has severed his 
connection with the office Id. 

(An employee at the patent office maj have a patent 
after hia employment ceases, for an invention made be- 
fore such employment began (*Page ▼. Holmes Qurglar 
Alarm Telegraph Co., 17 O. O. 787, 0. D. 1680X or for an 
invoition made during his term of employment. Foote 
▼. Frost, 14 O. a. 860, a D. 1878. See, also, Oom'rs Dec., 
90 0. Q. 687, a D. 1884.) 

Y. In A FoKEiGN Language. 

24* An application in the German language, 
accompanied by a translation, ordered stricken 
from the files and a new file prepared as of 
date of receipt of the duly-executed specifi- 
cation in the English languaga £z parte 
OentzBch, 83 M& D., Oct, 1897 (Greeley, Act- 
ing Com'rX 

YI. LcPBOPEs Altebahon and Sub- 
stitution OF Fafebs. 

25. In £x parte Schuetz & Schnetz, 41 MS. 
D., it was held that interlineations and erasures 
are unauthorized if made subsequently to the 
execution of the application. In cases where it 
is established to the satisfaction of the examiner 
that the application has been ** altered or partly 
filled up after being signed or sworn to," such 
application should be stricken from the files. 
Ex parte Kirkpatrick, 41 MS. D. (1 G. W. D.X 
Dec., 1889 (Mitchell, C!om'r). 

86. An application signed and sworn to in 
Idank will be stricken from the files. Ex parte 
3 



Ayres, 48 M& D. (2 G. W. D.), Jan., 1890 
(Fisher, Ass't Com'r> 

27. A surreptitious alteration having been 
made in the drawings after filing, ordered the 
application be stricken from the files. Ex parte 
Merrill, 53 Ma D., Nov., 1893 (Seymour, Ck)m*r). 

28. An omitted page of a specification can- 
not be substituted by an attorney before filing 
an application. The application in this case 
ordered stricken from the files. (Ex parte Alt- 
mann, 80 0. G. 1475.) Ex parte Kaetzell, 62 Ma 
D., Oct, 1897 (Greeley, Ass't Com'r). 

29. Where it appeared that the sheets of the 
specification were removed from the cords or 
ribbons connecting the same to the other papers 
of the application, and over the ends of which 
the seal of an officer before whom the oath was 
taken was affixed, and another specification 
was substituted, held, that there was a viola- 
tion of rule 31 and an offense against the notice 
published in the Official Gazette^ volume 79, 
page 1369, and the application was ordered 
stric-ken from the files of the office^ Ex parte 
Altmann, 80 O. Q. 1475, a D. 1897. 

VII. Name op Applicant. 

80. The law knows but one christian name. 
The middle names are mere matters of orna- 
ment or of social distinction ; hence the omis- 
sion of the middle name, or of the initial of the 
middle name, is wholly immaterial But an 
omission to write the christian name in full is 
fatal Ex parte Gentry, 44 O. G. 822, Q D. 188a 

VIII. Eetuen of Papebs to Appli- 
cants. 

81. It is the settled practice of the patent 
office to refuse to return any of the papers of 
a complete application — that is, an application 
which comprises all necessary papers properly 
executed and on which the filing fee has been 
paid. Applications which do not comprise all 
papers necessary to a complete application 
properly executed may be returned where their 
return is necessary in order to enable the ap- 
plicant to complete the papers, and this may 
be done whether the filing fee has been paid 
or not Ex parte Van Etten, 80 O. G. 1760, 
C. D. 1897. 

82. There are good reasons why papers 
should not be returned. It must be presumed 
that in filing the papers the applicant contem- 
plated and intended tlie completion of the ap- 
plication and its preparation for examination 
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within the period fixed by statute. They must 
be taken to have been filed in good faith for 
the purpoee of obtaining a patent on the in- 
dention set forth in them, as this is the only 
purpose for which applications can be filed or 
received by the patent offlca Id. 

88. It is a matter of grave doubt whether 
any paper or drawing relating to an applica- 
tion for patent, whether such application be 
complete or not» which has been filed in the 
patent oflice and has been stamped or other- 
wise marked by the office with the date of its 
receipt, should be returned. Certainly a paper 
or drawing so marked should not be returned 
except on satisfactory showing therefor being 
made^ and in no case should it be returned 
without erasure or cancellation of the mark- 
ing put upon it by the office^ Id. 

84. The receipt of the papers and drawing is 
acknowledged by the offica To permit the 
papers so dated to pass out of the custody of 
the office would offer opportunity for material 
changes in the drawing and specification and 
would give rise to endless controversy as to 
the date at which the invention set forth was 
actually shown by the records of the patent 
office. Id. 

IX. Inks Bequirxd fob Papebs. 

85. The preservation of the files of this of- 
fice requires the use of permanent ink in the 
preparation of papers by applicants, and to this 
end an examiner may require an applicant to 
furnish copies of papers filed by him when the 
ink used in the originals is not of a lasting 
character. Ex parte Ritter, 65 Q. G. 1883, a D. 
1891. 

X. Title op Invention. 

88. While an applicant will be allowed within 
reasonable limits to say what the title of his 
patent shall be, he has not an absolute right in 
this or any similar matter of detail, and it is the 
province of this office to determine whether 
any title given to an invention is one which 
satisfies section 4884 of the Revised Statutes. 
Ex parte Nickola, 57 O. G. 1425, O. D. 1891. 

87. If the title of an application is short and 
correctly indicates the nature and design of 
the invention, the applicant should be allowed, 
within reasonable limits, to say what it 8hall be. 
Ex parte Becker, 64 O. G. 559, CX D. 189a 

88. If the title given by the applicant is not 
satisfactory to the examiner, objection should 
be made ; but the examiner himself should not 
arbitrarily select such titla Id. 



ART. 

(See Patentability — Process or MiBTHOi>.> 

1. It is of the very essence of a patentable 
process that it shall exist and be capable of 
conception and operation independently of the 
apparatus by which it may be carried onL 
Crane v. Meriam, 43 Ma D. (2 G. W. D.), May, 
1890 (Mitchell, Ck>m'r). 

2. Au art, within the meaning of the patent 
laws, must accomplish some change in the 
character or condition of material objects^ 
Ex parte Turner, 66 O. G. 1598, C. D. 1894. 

8. When the practice of the alleged art will 
not produce any physical effect, but will merely 
carry out a plan or theory of action without 
the production of any physical results pro- 
ceeding directly from the operation of the 
theory or plan itself, it is not an art in the 
sense of the patent law. Id. 

4. Where the separate steps in the process 
are found separately in different patents, but 
taken with a different effect and in necessary 
relations with another set of operations, and 
in none of them as a complete process, these 
steps, when brought together, bear the same re- 
lation to one another and to the prior art that 
the few and simple elements of an improved 
machine bear to the many and complicated ele- 
ments of its precursor. Ex. parte Rudd, 68 
O. G. 585, a D. 1894. 

5. The terms "art** and ''process'* in a pat- 
ent have substantially the same meaning, and 
the expression ** In the art of," as an introduc- 
tion to a claim to an application, is misleading 
and confusing. Ex parte Davis & Mustard, 68 
MS. D., Oct, 1897 (Greeley, Ass't Ck}m*r)t 

(Art embraces all those inTentions which cannot be 
embraced under one or more of the four groups of in- 
struments enumerated in the statute. Bob. on fUte., 
voL 1, 164.) 

ASSIGNEES -BIGHTS OF, IN APPLICA- 

TIONS. 

(See Attorneys.) 

1. The rights of assignees under the joint 
patent are protected ; for if the sole applicant 
has assigned and transferred all the right and 
title which he had in the invention, then such 
assignees hecome the owners of the sole inven- 
tion, and the office, if satisfied on this point, 
would permit them to take charge of and con- 
trol all proceedings had in and under the sole 
application. Kohler v. Kohler and Chambers^ 
43 O. G. 247, G D. 188a 
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S* It would not be policy to allow any one 
bat an aasignee wbo is the owner of an undi- 
vided part of the entire invention to prosecute 
an application, owing to great confusion that 
would necessarily result £x parte Funston, 
49 O. G. 1044, a D. 1880. 

8. An assignee of the entire invention may 
assert his right to hold correspondence with 
the patent oflSce to the exclusion of the in- 
ventor. Ex parte Baker, 49 O. G. 1868^ G D. 

188a 

4. In cases in which there is a dispute or a 
conflict of interest between the inventor appli- 
cant and his assignees^ neither party will be 
permitted to take any action in the prosecu- 
tion of the application without the concurrence 
of the other. Petition of John & Campbell, 44 
Ma D. (2 G. W. D.X Aug., 1890 (Fisher, Actiug 

Com'rX 
o. It is common practice to allow an assignee 

of an undivided part of an invention to be 
represented, if he so desires, by an attorney of 
his own selection, but an instrumjnt which 
does not come within the definition of an as- 
signment laid down by the supreme court in 
Waterman v. Mackenzie does not entitle the 
holder to such representation. Ex parte Hun- 
ter, 45 Ma D. (8 G. W. D.), April, 1891 (Froth- 
ingham. Acting Com'r). 

6b When an applicant makes a full assign- 
ment of one of two applications, together with 
the invention disclosed therein and the right 
to a patent therefor, and such applications con- 
tain the same subject-matter, together with 
claims not drawn upon proper lines of divis- 
ion, he thereby conclusively elects to give the 
preference to the assigned application and to 
assert in the unassigned application only such 
portion, if any, of the invention as is special 
thereta It follows that the assignee is entitled 
to prosecute the assigned application precisely 
as if the other application had never been filed. 
£z parte MacLaughlin, 55 O. G. 868, C. D. 1891. 

7. Quaere^ whether public policy will permit 
tiie office to allow an assignee to prosecute an 
application wholly from the sight of the in- 
ventor if the latter wishes to keep himself 
informed as to the proceedings. Ex parte Mac- 
Laaghlin, 55 O. G. 804, C. D. 1891. • 

8. The assignee of an inventor who died be- 
fore making his application has no standing as 
ao applioant before the patent office, and this 
is true where the application sought to be made 
by the assignee is a division of one properly 
filed by the inventor. Ex parte Stevens, 59 
a a 299, C. D. 189& 



9. The assignee of the entire interest may 
control the appointment and dismissal of an 
attorney to the exclusion of the applicant Ex 
parte Anderson, 62 O. G. 449, Q D. 189a 

10. The assignee of a part interest has the 
right to have access to the files at any time. 
Protest of the New Era Iron Works Ca, 62 
Ma D., Oct, 1897 (Greeley, Ass't Com'r). 
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1. An assignment before application for let- 
ters patent '*of the full and exclusive right to 
the invention as fully set forth in the specifi- 
cations ** carries with it whatever patents may 
issue upon divisions of the application required 
by the rules of the patent office. *Paetz ▼. 
Bransford, 89 O. G. 1088, C. D. 1887. 

2. A new application based upon features 
withdrawn from the orig^al application, and 
differing in construction and arrangement but 
not to a patentable degree, from the correspond- 
ing features in the original application does not 
relieve such new application from the assign- 
ments before stated of the original applica- 
tion. *Id. 

8. Letters patent Na 880,850, issued to Till- 
man Puetz, Jr., November 17, 1885, shows feat- 
ures of novelty not embraced in the drawings 
and description of the application for patenc 
Na 830,849, and an assignment conveying an 
interest in the latter does not confer any right 
to the former. *Puetz t. Bransford, 89 O. G. 
1427, C. D. 1887. 

4. A clause appointing the assignees attor- 
neys of the patentee^ with authority to use his 
name whenever they deem proper in the man- 
agement of the business connected with the 
ownership of the patent^ does not restrict in 
any way the interest or power of the assignees. 
Such a clause is simply unnecessary. *Bude v. 
Westcote, 48 O. G. 899, C D. 1889. 
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5. An assignment by a patentee of a certain 
patent does not» in the absence of misrepre- 
sentation as to the scope of the patent assigned, 
estop the assignor from taking out patents for 
other and different improvements in the same 
class of articles as that with which the earlier 
patent was concerned. 'Essex Button Ca ▼. 
Paul, 58 O. G. 10^5, 0. D. 1803. 

6. A complete agreement of sale in an in- 
strument purporting to be an assignment of a 
patent is all that is necessary to pass the legal 
title of personal property as between the par- 
ties. 'Jonathan Mills Mfg. Ca t. Whitehurst, 
56 Fed. Rep. 689 (189S). 

7. An exclusive right to make and sell is 
not assignablei 'Waterman v. Shipman, 64 
O. G. 713, G D. 189a 

8. An assignment executed before the con- 
sul-general of the United States at Frankfort- 
on-the-Main, Germany, is sufficiently proved 
by the signature of the said consul-general 
and the United States general seal (Cases 
cited.) 'Matheson v. Campbell, 69 Fed Bep. 
597 (1895). 

9. He who takes an equitable title by as- 
signment takes subject to all existing equities 
whether he has notice or not ^Harrison v. 
Morton, 76 O. G. 1275, G D. 1896. 

10. When in a written instrument intended 
to effect the transfer of patents one such pat- 
ent is inadvertently, as shown by competent 
evidence, omitted, the assignee has equitable 
title. Newton v. Buck, 79 O. G. 2200, G D. 1897. 

( Aflslgnmento of patents are not required to be under 
aeaL 'Gottfried v. MiUer, SI O. G. 711, 0. D. 1688. 

An assignment of all an as ignores property except 
sacfa as is exempt by law does not carry a patent-right. 
•Ounpbelly. James, 18 0. G. 1111, a D. 1880, 18 Blatch. fiS.) 

II. Defined. 

11. An assignee of an undivided part of an 
invention within and throughout a specified 
part of the Cnited States is not such an as- 
signee of an " undivided part of an invention " 
as rule 6 requires to enable him to join in the 
prosecution of an application which the in- 
ventor had, without consent of said assignee, 
abandoned in a written declaration. £z parte 
Funston, 49 O. G. 1044, G D. 1889. 

12. Such assignee does not come within the 
definition of an assignee as laid down in rule 
211, paragraph 1. Id. 

13. A grant of the exclusive right to make, 
use and sell a patented article throughout the 
United States for the full term of the patent is 



to be treated as an assign ment» enabling the 
assignee to bring suit in his own name against 
the patentee for an infringement *Bapp v. 
Kellmg, 52 O. G. 1686, G D. 1890. 

14. An assignment is an instrument in writ- 
ing, conveying either (1) the whole patent, com- 
prising the exclusive right to make^ use and 
vend the invention throughout the United 
States ; or (2) an undivided part or share of that 
exclusive right ; or (8) the exclusive right under 
the patent within and throughout a specified 
part of the United States. 'Waterman v. Mac- 
kenzie, 54 O. G. 1562, G D. 1891. 

15. Such an instrument vests in the assignee 
a title in so much of the patent itself, with a 
right to sue infringers^ alone in the first and 
third cases and jointly with the assignor in the 
second. 'Id. 

16. Any other transfer is a mere license^ giv- 
ing the licensee no title in the patent and no 
right to sue at law in his own name for an in- 
fringement *Id. 

17. A transfer of the exclusive right to a 
patent within and throughout a specified part 
of the United States is, properly speaking, an 
assignment Ex parte Buchanan, 56 O. G. 140, 
G D. 1891. 

18. An instrument granting all rights title 
and interest in the invention, except as to a 
certain combination, is not an assignment 
('Waterman v. Mackenzie^ 54 O. G. 156a) Ex 
parte Hunter, 56 O. G. 929, G D. 1891. 

19. An alleged assignment purporting to 
convey an invention yet to be made is a mere 
executory contract and not an assignment 
proper. *Regan Vapor-Engine Ca v. F^kcific 
Gas-Engine Ckx, 58 O. G. 1695, G D. 189a 

20. An instrument recorded in the patent 
office before application for patent was made 
and not specifically identifying the invention 
is not an assignment but a mere executory 
agreement Ex parte Lorent^ 59 O. G. 156^ 
G D. 1892. 

(When an exclnslYe right is given for manufacture and 
sale of an invention throughout the United States, ex- 
cluding the patentee as well as others, there remains 
nothing in the patentee. Nellia ▼. Fennock Mflg. Oo^ 
18 Fed. Bep. 451.) 

III. CONBTEUED. 

21. A provision in an assignment of a pat- 
ent that the net profits arising from sales, 
royalties, settlements or other sources are to be 
divided between the parties to the assignment 
so as to give the patentee one-fourth thereof , 



ASSIGNMENT, IV. 



37 



does not in any respect modify or limit the ab- 
solute transfer of title. *Rude ▼. Westcott, 48 

a a 899, a d. i889. 

2S. Schwintzer, by an absolute assignment, 
transferred, for a certain consideration, title to 
a patent, and on the following day he and the 
assignee entered into a contract reciting that^ 
instead of the consideration mentioned in the 
assignment, the assignee should pay certain 
sums on future dates, and if he should fail to 
do so tlie title to the patent should return to 
Schwintzer. Hdd that» by this transaction, the 
le^^ title to the patent vested in the assignee, 
bat was liable to be defeated in futuro on fail- 
ure of the condition subsequent. *Boesch v. 
Graflf, 51 O. G. 477, C. D. 1890. 

23. Complainant's president, being the owner 
of letters patent under which it manufactured 
split pulleys, assigned an interest therein, with 
the right in the assignee to manufacture, and 
any improvements were to be joint property. 
An employee of complainant instructed the as- 
signee in the manufacture, and, it appeared, 
used substantially the forms claimed in a pat- 
ent for which he applied, but assigned to the 
president^ who assigned immediately after its 
issue to complainant Held, that complainant 
could not dispute the right of the assignee to 
manufacture under the last patent *Dodge 
Mfg. Ga ▼. Puscer, 52 O. G. 159, Q D. 1890. 

24. When a written agreement is uncertain 
and shows a patent ambiguity, it is proper to 
admit parol testimony to explain it, and to con- 
strue it according to such testimony adduced. 
Idgowsky V. Peters, ▼. Hisey, 56 O. G. 1595, 
a D. 1891. 

25. When an assignment of patent-rights 
conveys rights for certain specified territory, a 
subsequent assignment of ** all his right title 
and interest ** must be construed to convey 
only the interest for territory not included in 
the first assignment *Regan Vapor-Engine 
Co. ▼. Pacific Gas Ca, 56 O. G. 1886, Q D. 1891. 

2^ The mere fact that an agreement which 
recites certain previous assigpiments of patents 
as the consideration for its execution was not 
executed until the day after such assignments 
were made does not of itself establish the fact 
that it was a separate and independent trans- 
action. If it is apparent that the parties at the 
time had the entire transaction under consid- 
eration, the documents should be construed to- 
gether. *Id. 

27. An agreement purporting to convey all 
discoveries and inventions of a certain char- 
acter owned by G and Bw, and applications for 



patents pending therefor, may be construed to 
include inventions of the same character owned 
by and applications for patents pending in the 
name of B. alone, where C. and B. jointly own 
but one of such inventions, but C. is R's so- 
licitor for procuring patents for the others. 
•Lowry v. Cowles Electric Smelting and Alu- 
minum Co., 65 O. G. 295, C. D. 189a 

28. B. and K, being owners of a patent for 
dress-stays, entered into an agreement that any 
inventions in dress-stays made by either of them 
should be owned jointly. Thereafter B. secured 
a patent for an improvement in dress-stays. 
After this the two entered into partnership 
with an existing firm for the purpose of mak- 
ing and dealing in dress-stays, the contract re- 
citing that the right under the original patent 
owned by R and K. should be in the partner- 
ship exclusively, and that any improvements 
made by either R or K. should belong to the 
partnership. Several months later this partner- 
ship was dissolved by a written agreement re- 
citing that "K. for a money consideration as- 
signed all his right title and interest in and to 
all and singular the property, assets and busi- 
ness of said copartnership '' to the other part- 
ner& Held, that this assignment divested all 
of K's right and title to the patent secured by 
R after the making of the original agreement 
between them. *Bray v. Denning, 65 O. G. 754, 
a Bl 189a 

29. A clause in an assignment of a patent 
that if the assignee fail to make certain state- 
ments and payments within a certain time after 
the same become due^ the assignors shall have 
the right by giving notice to cancel the exclu- 
sive privilege and grant conferred does not au- 
thorize a cancellation by notice given at a time 
when no money is due. *K C. Atkins Sc Co. v. 
Parke, 68 O. G. 1519, G D. 1894. 

80. Where a written instrument transferred 
the exclusive right to make, use and sell ma- 
chines in accordance with certain designated 
patents of the defendant and it appeared that 
the object of the transfer unquestionably was 
to vest in the transferee the exclusive right to 
manufacture under all the patents of the de- 
fendant during their entire existence, held, that 
the omission to designate one of the patents 
from the transfer was a mistake. *Newton v* 
Buck, 75 O. G. 678, C. D. 189a 

IV. Of Futurb Improvement. 

81. Where the same inventor had assigned 
an earlier patent on potato-planters, together 



38 



ASSIGNMENT, V, VL 



nviUi all improvementB which he might there- 
after make, certain interests in which patent 
4)ecame the property of defendants, they thereby 
acquired equitable interests in subsequent pat- 
ented improvements of the same inventor in 
potato-planters and a right to a legal title to 
the sama ^Aspinwall Mfg. Ckx v. Gill, 40 O. G. 
1183. a D. 1887. 

32. An assignment of a patent^ with future 
improvements of the same by the same in- 
ventor, is valid as to the improvements, as col- 
lateral or incidental stipulations connected with 
the conveyance of the principal subject *Id. 

88. An instrument purporting to assign an 
invention yet to be made does not operate as 
an assignment of such invention when made, 
but is a mere executory contract *Regan 
Vapor-Engine Ca v. Pacific Gas-Engine Ca, 58 
O. G. 1695, a D. 1892. 

84. An indorsement of such an instrument 
assigning and transferring ''all right, title and 
interest in and to the above agreement *' passes 
only the written instrument itself, with sacli 
right of action thereon as had not at the time 
of the indorsement become vested in the in- 
dorser. (Reversing Regan Vapor-Engine Ca v. 
Pacific Gas-Engine Ca, 57 O. G. 1886.) *Id. 

85. An assignment of part of right, title and 
interest in a patented invention and in and to 
any further improvements that the inventor 
might make or acquire does not give assignee 
title to an invention which is radically differ- 
ent in several respects, though belonging to the 
same art To do so would be in effect to hold 
that the assignment in question constitutes a 
mortgage on the inventor's brain. Only im- 
provements on the particular machine patented 
would pass by the assignment referred to. 
*Independent Electric Ca v. Jeffrey Mfg. Ca, 
78 O. G. 797, C. D. 1897. 

V. By Attorney. 

36. The assignment of a patent for an inven- 
tion when executed by one acting as attorney 
by an instrument under seal must be executed 
in the name of the principal and purport to be 
sealed with his seal in order to bind the princi- 
pal. ♦Machesney v. Brown, 88 O. G. 1180, C. D. 
1887. 

87. A conveyance executed by an attorney 
under a power of attorney to sell for the pat- 
entees, for them and in their names, all their 
right title and interest in a patent is in law 
their conveyance and not his. *H. Tibbe & 



Son Mfg. Ca v. Hemeken, 47 O. G. 1221, C. D. 
1889. 

8S. An instrument granting all rights title 
and interest in the invention, except as to a 
certain combination set forth in the applica- 
tion, is not an assignment and an attorney ap- 
pointed by a person holding under such an 
instrument will not be recognized in the prose- 
cution of the application. Ex parte Hunter, 56 
O. G. 929, G D. 1891. 

89. A patentee appointed an attorney with 
full authority to grant licenses and also with 
authority to assign the patent^ but on terms 
and conditions to be "agreed on and approved 
by the grantor, or every bargain closed will be 
void.** The attorney thereafter, without refer- 
ring the matter to his principal, transferred in 
his own name, as grantor, to the plaintiff, his 
executors, etQ., " the exclusive liberty, license, 
power and authority to make, use and sell ** 
the machines in all the states and territories of 
the Union for the remainder of the term of the 
patent Held, that this was an assignment of 
the patent and was void as such both because 
made in excess of the attorney-s authority and 
because it was his own act and deed and not 
that of his principal *Chauche v. Pare, 77 O. G. 
1123, a D. 1896. 

40. After this transfer the principal wrote 
several letters to the plaintiff recognizing his 
interest in the invention, but all of which indi- 
cated that the patentee understood the plaint- 
iff to have merely a licensa Held, that they 
did not amount to a ratification of the assign- 
ment which the attorney had attempted to 
make. *Id. 

yi. By Cokporation. 

41. Officers of a corporation are special, not 
general, agents, and have no power to bind 
the corporation, except within the limits pre- 
scribed by the charter and the by-lawa The 
president of a corporation has no authority to 
assign a patent owned by the corporation with- 
out authority of the directors or managers. 
♦Kansas City Hay-Press Ca v. Devol, 72 Fed. 
Rep. 717 (1896). 

43. While an assignment of a patent by a 
corporation executed by its president and sec- 
retary without previous authorization by thf> 
trustees is not within the scope of the ordinary 
powers of such officers, the act was clearly 
subject to ratification by the corporation, and 
inasmuch as four years have elapsed without 
any question being raised by the corporation. 
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no third party can challeDge the validity of 
tb« aaBignment in a collateral proceeding. *Id. 

VII. By Obdss of the Coubt. 

411. As a void patent confers no title or right 
upon the patentee^ a court of equity will not 
order him to assign it *Kenned j ▼. Hazelton, 
46 O. G. 978^ a D. 1889. 

44. Under the Public Statutes of Maasachu- 
8eita» chapter 16t, section 2^ clause 11, author- 
izing "bills by creditors to reach and apply 
• . * any property, right; title or interest, 
legal or equitable, of a debtor within this state, 
which cannot be come at, to be attached or 
taken on execution in a suit at law ; '* and act 
of 1884^ chapter 286, authorizing a bill to reach 
and apply in payment of a debt any property 
of the debtor, as provided by the above act, 
notwithstanding certain facts specified, ''or 
that it is of uncertain value, provided the 
value can be ascertained by a sale or appraisal, 
or by any means within the ordinary procedure 
of tile courts" the court may decree that the 
master make and deliver an assignment of let- 
ters patent if the defendant refuse to assign 
them. fWilson v. Martin- Wilson Automatic 
fire Alarm CkK, 52 O. G. 901, a D. 1890. 

45. Letters patent containing, under the Re- 
vised Statutes of the United States, section 
4884, '* a grant to the patentee, his heirs or as- 
signs," and being by section 4898 "assignable 
in law by an instrument in writing," an assign- 
ment by a master under decree of oonrt» with- 
out the patentee joining therein, is sufficient in 
form. }Id. 

46w The 8Uu8 of a patent-right is not such 
that it cannot be sold under a decree of a state 
ooart having jurisdiction over its owner, ^d. 

47. The rule seems to be well settled that an 
assignment can only be made by the actual 
owner of a patent ; that rights under the pat- 
ent cannot be sold by a sheriff on execution 
and do not» like other incorporeal rights, vest 
in a receiver. *Newton v. Buck, 75 O. G. 678, 
CIX 1898. 

48. It might be proper under some circum- 
stances to have the patent issue to an inventor 
of an improvement) and then by process in 
€quity compel an immediate assignment to an 
original inventor; but the jurisdiction of this 
court is equitable as well as legal in character, 
and that circuitous course is unnecessary. 
*Milton V. Kingsley, 75 O. G. 2198, Q D. 
189QL 



49. A receiver under the laws of New York 
becomes, in proceedings supplementary to ex- 
ecution, invested with the title to all the debt- 
or's property, equitable as well as legal, and a 
court may compel such debtor to appropriate 
his property and transfer it to a receiver. *New- 
ton V. Buck, 79 a G. 2200, C. D. 1897. 

(Jt an insoWent refuses to oonvey when oid«red by tha 
court, the latter may iqppoint a trustee to make the aa> 
Bignment Murray y. Ager, 20 O. 0. 1811. 

The patent-right may be subjected by bill in equity to 
the payment of a Judgment debt of the patentee, nd. 

NoTB.— The decision of the supreme court of the Dia- 
trict of CJolumbia in this case quotes decisions of tha 
same and other courts and practically establishes the 
law upon the subject. 

The patent priTilege does not rest in a reoeiw BMraly 
by yirtue of his appointment. Bee *Dick ▼. Struthaia^ 
84 O. G. 181. 

A receiTer, as such, has no power to oonyey the legal 
title to a patent. See 'Adams ▼. Howard (1884>> 28 
Blatoh. S7; *Qordon v. Anthony (1879), 16 O. Q. U», IS 
Blatch.281 

A receiver, as subh, may conyej the equitable tititu 
'Adams y. Howard, supra.) 

VIII. In BAKKBinPTOT. 

50. Where an assignee in bankruptcy elects 
to abandon property to the bankrupt before 
the expiration of the period of limitation within 
which he may bring suit under section 6057, 
the effect is as if the property abandoned had 
never been included in the assignment^ and 
the statute of limitations is not pleadable in 
bar of a subsequent action for infringement by 
the owner of the patent *Se8Bions v. Bomadka, 
59 O. G. 989, G D. 1892. 

61. Where a bankrupt purposely leaves oat 
of his schedule of assets certain property which 
he regards as unproductive and valueless^ and 
his assignee in bankruptcy is a whole year 
winding up the estate and gives no sign of his 
wish to assume the property, held, in view of 
all the facts, a plain election within the dis- 
cretion of tlie assignee not to accept the prop- 
erty, and that a transfer by the party himself 
some time subsequent to the winding up of his 
affairs vests a good and valid title in the pur- 
chaser. *Id. 

(HeZd, under section 5046, Beylsed Statutes, a right to 
the patents of the bankrupt yested in the trustee by vir- 
tue of his appointment. *Oaryer y. Feck (1881), 181 Hass. 
291 ; •Prime y. Brandon Mf^. Go. (1879), 16 Blatch. 458, 4 
Bann. & Ar. 879. 

Held, the trustee's right was superior to that of an 
assignee of record whose assignment was made by the 
bankrupt after the bankruptcy. •Id.) 
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IX DispuTBD Title. 
(See Patents — Issue to Assignees.) 

52. While the commissioner is authorized 
to recognize formal legal assignments, and 
when they have been filed in the patent office 
before patent issues may give the assignee con- 
trol of the management and prosecution of an 
application and direct the patent to issue in the 
name of the assignee, yet he cannot recognize 
equitable rights under executory or other equi- 
table contracts ; but where the relief asked, as 
in a petition for rehearing, is founded upon an 
alleged state of the title to the invention, the 
commissioner possesses the power to determine 
the allegation as to title in order to exercise his 
discretion in granting or refusing the relief. 
McDonough v. Gray, 46 O. O. 1295, G D. 1889. 

58. When an instrument is presented for 
record, the only thing to pass upon is whether 
it» upon its face^ does in fact affect the titl& If 
it does, and is accompanied by a proper f ee^ the 
commissioner's plain duty is to record it^ and 
the parties affected unfavorably are' to seek 
their remedies in the courts. Ex parte Thomp- 
son, 40 M& D. (1 G. W. D.), Aug., 1889 (Fisher, 
Acting Com*r). 

54* Th^ commissioner of patents has no ju- 
dicial authority to take action in disputed ques- 
tions of title under an assignment Ex parte 
Gallatin. 59 O. G. 1104. a D. 1893. 

66. The patent office cannot determine pri- 
vate rights under assignmenta An assignment, 
regular on its face and regularly recorded, must 
be considered an absolute assignment until can- 
celed by the written consent of both parties, or 
by the decree of a competent court Ex parte 
McFarlane^ 76 O. G. 1418, C. D. 1896, and Ex 
parte Nichols, 80 O. G. 1891, C. D. 1897. 

X. Eeoordino and Identification. 

56. An assignment should be identified by 
date of execution. Ex parte S. J. Murray, 47 
lia D., May, 1891 (Mitchell, Com'r). 

67. The recording of a mortgage of a patent- 
right in the patent office is equivalent to a de- 
livery of possession and makes the title of the 
mortgagee complete toward all other persons, 
as well as against the mortgagor. *Waterman 
▼. Mackenzie, 54 O. G. 1562, C D. 1891. 

58. The statutes give no authority for record- 
ing or otherwise noting on the records of this 
office a protest against the validity of a previ- 
ously-recorded assignment Ex parte Backus 



Portable Steam Heater Co., 58 O. G. 885, G D. 
1892. 

59. The office acts in a ministerial capacity 
in recording assignments and has no authority 
to enter upon a judicial inquiry as to their va- 
lidity. Id. 

60. Assignments of patents ought always to 
distinctly describe the patent, and, if the lan- 
guage of the assignment leaves in doubt the 
question whether the patent was intended to 
be included, the doubt ought to be resolved 
against the assignee in suits between him and 
third partie& *Levy v. Dattlebaum, 68 Fed. 
Rep. 992 (1894X 

61. The court refused to agree that an as- 
signment which does not identify the patent 
by name, number and date cannot convey a 
title to the patent *Id. 

62. The statute makes it the duty of the 
commissioner of patents to record assignments, 
meaning assignments that are genuine. He 
has no authority to record a spurious instru- 
ment A spurious assignment recorded in the 
patent office would not be in law a record of 
that offica The record of an assignment is in 
law tantamount to a finding or certificate by 
the commissioner that the original is genuine 
It matters not that the commissioner may act 
on the mere assumption that whatever paper 
of this kind is presented for record is genuine. 
He is a public officer charged by law with the 
duty of recording only such as are genuine. 
The law attaches to his act in making the record 
the prima /acts presumption that the instru- 
ment copied upon his record book is entitled 
to record — that is to say, is genuine. (The 
view announced in Mayor of New York t. 
American Cable R Ca, not acceded to.) 
^Standard Elevator Ca v. Crane Elevator Ca, 
77 O. G. 811, a D. 1896. 

68. Section 4898 does not require that any 
instrument in the chain of title to a patent shall 
be recorded, but all such assignments may be 
recorded. The sense, the essential significance 
and intent of this section is that the record or 
official copy of any assignment shall give to 
any person interested the prima fade assur- 
ance that an original assignment waa made in 
terms as shown in the record; that such in- 
strument was subscribed as shown ; that it was 
delivered; that the signature thereto is the 
genuine signature of the assignor, and that 
such assignor had an assignable interest ac- 
cording to the purport of the instrument *Id. 

64. The record of assignments in the patent 
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office Is a record ** belonging to the patent 
office** within the literal terms of section 892; 
bat in the absence of that section and on the 
general principles of evidence, a paper purport- 
ing to be a copy of a record in the patent office 
coald be proven to be sach copy by the sworn 
testimony of the person who made it or of a 
person who had compared it with the original 
record in the patent offica *Id 

(Beoording Is only necessary as notice to strangers. 
Osse ▼. Bedfleld, 4 McLean, 596. As to reauirement for 
identification, see Wright v. Rondel, 10 Blatch. 946. 

Two dasaes of record books are used in the patent 
oflloe for assignments, namely: ** Transfers of jMitents *' 
and "Irregular transfers of patents." ."The former 
oontain all writings affecting the title of an invention or 
patent, whether an assignment, grant, license, injunc- 
tion, power of attorney to sell, etc., where the invent- 
or*B name is given. The latter contain similar writings, 
bat where the Inventor^s name is not known." Assign- 
ments which do not unmistakably identify the applica- 
tions they are intended for are held unrecorded, and the 
parties filing the same so notified. (See OfiL Gas. of 
May 1, 18B8.) Identification can be made by date of eze- 
•utkm or date of filing of the application or its serial 



Ho deed can be recorded nunc pro <vtic.) 
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ATTORNEYS. 

L Attobnbys and Poweb& 

IL DiSBABMENT. 

I. Attornbys and Powers. 

1. An applicant has an undoubted right to 
reToke a power of attorney and nominate an- 
other attorney. (Ex parte Morlej, 87 O. G. 887.) 
Ez parte Brewster, 88 Ma D., Feb., 1887 (Mont- 
g^omery, Com'r). 

8. The protest of an attorney against revoca- 
tion of his power by the applicant^ based on an 
oral agreement by which he was to receive an 
interest in the patent, held unavailing, there 
being no written assignment and no legal inter- 
est Ex parte Nicholson, 84 Ma D., April, 1887 
(HalU Ck>m'r)L 

S. An "associate attorney" cannot be nomi- 
nated by an applicant without the consent of 
the r^t^utor attorney. Ez parte Ranks, 88 O. G. 
839, a D. 1887. 



4. The regular course would be for such prin* 
cipal attorney to nominate his associate upon 
the written authorization of his client Id. 

5. The nom ination of an *' associate attorney ^^ 
made by applicant without the consent of the 
principal attorney cannot be recognized or 
acted upon. Id. 

6. When two or more attorneys are em- 
powered to act in a case, the applicant should 
designate with which correspondence should 
be held. Ez parte Jewett, 88 O. G. 781, a D. 
1887. 

7. Failing to do this, the office will, if either 
reside in this city, recognize the resident attor- 
ney. Id. 

8. Practitioners before the patent office are 
not required to be learned and ezperienced 
lawyers, or to possess any special qualifications. 
Consequently greater indulgence should bo 
shown applicants in matters touching th& 
management and presentation of their cases. 
While the rules and practice of courts of equity 
govern here as far as applicable, cases may 
arise in which they should not be rigidly en- 
forced. Osgood V. Badger, v. Bennett, 44 O. G. 
1065, C. D. 1888. 

9. The attorney appointed by an inventor 
who has assigned his interest is recognized in 
conduct of the case until the assignee asserts 
his right to appoint another. Ez parte Baker, 
49 O. G. 1863, C. D. 1889. 

10. Until an assignee of the entire invention 
asserts his right to hold correspondence with 
the office to the ezclusion of the inventor, it is 
the practice of the office, to be deviated from 
only in ezceptional cases, to recognize a cor- 
respondingly exclusive right on the part of the 
attorney of the inventor. Id. 

11. Where it appeared that an appeal, taken 
under rule 147 by counsel who had repeatedly 
appeared in the case, was taken in season and 
with authority of appellant and the appeal fee 
had been paid and accepted by the office^ such 
appeal was not dismissed simply because the 
power of attorney of said counsel had not been 
filed, as called for by rule 18, and the attorney 
of record was permitted to sign the appeal nunc 
pro tunc Pitney v. Smith & Egge, 49 O. G. 
129, C. D. 1889. 

12. An attorney appointed by a person hold- 
ing under an assignment granting all right 
title and interest save as to a certain combina- 
tion set forth in the instrument, will not be 
recognized in the prosecution of the application^ 
Ez parte Hunter, 66 O. G. 929, a D. 1891. 
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18. Where one of two joint applicants subee- 
quently fileea sole application for the same im- 
provementy a power of attorney, executed by 
the other of the joint applicants and their as- 
Bignee, will be accepted by this office as sufficient 
in the joint case. £z parte Benjamin and 
Bailey, 50 O. G. 298, C. D. 189a 

(NoTB.— This decision has not affected the practice of 
the office In refusing to recognize in a Joint application a 
power of attorney given by one of the joint applicants.) 

14. It is not ordinarily within the discretion 
of the commissioner of patents to prevent rev- 
ocation of a power of attorney by an appli- 
cant. Ex parte Gallatin, 59 O. G. 1104. a D. 
1892. 

15. Where objection was made to. the valid- 
ity of a patent because of an amendment made 
by the attorneys after the applicant's death, no 
new power of attorney having been filed at the 
patent office and no administrator having inter- 
Tened and filed a new oath, hdd, (1) the amend- 
ment was within the scope of the original 
specification and required no new oath ; (2) it 
appearing that the attorneys had power in fact 
to act, and that their acts were subsequently 
ratified by both administratrix and assignee, 
the amendment did not invalidate the patent 
(Distinguishing Eagleton Mfg. Ckx v. West, 27 
O. G. 1237, 111 U. & 490.) *De La Vergne Re- 
frigerating Machine Ca v. Featherstone, 62 
O. G. 741, G D. 189a 

(NoTX.— In an opinion deUyered by the assistant sec- 
retary of the interior department, John M. Beynolds, 
under date of September 4, 18M, addressed to William 
Lochren, Commissioner of Pensions, it was held that 
* * where a firm of attomejrs has been prosecuting a claim 
for pension, and before the completion of the claim one 
of said attorneys dies, the suxrlving partner will not be 
required to obtain a new power of attorney in his own 
behalf to entitle him to recognition in such claim, but he 
will be allowed to complete the same in the name of the 
firm." (Vol. 8, Pension Decisions, p. SSO.) The above 
doctrine had been practically applied (by Ass't OomY 
•Q. J. Fisher) in at least one case in the patent office.) 

In a previous case it was held that where an attorney 
dies, leaving pension claims pending which he was en- 
titled to, his personal representative will not be recog- 
nized to complete such claims. In re J. Ambler Smith, 
Attorney, deceased ~ Sam. H. Lewis, Administrator, 
voL 7, p. 68.) 

16. The assignee of an entire interest may 
control the appointment and dismissal of an 
attorney to the exclusion of the applicant ; but 
when an applicant joins with an assignee of 
less than the whole interest, or with the grantee 
or a licensee, in making a power, it will require 
the co-operation of both to revoke it Ex parte 
Anderson, 62 O. G. 449, C D. 1893. 



1 7. When an applicant alone makes a power 
of attorney he may revoke and appoint anew, 
to the exclusion of every one except the as- 
signee of the whole interest Id. 

18. It is the uniform practice of the office in 
a case of dispute between an attorney and an 
assignee^ — unless he is an assignee of entire 
interest^ unless the power is coupled with an 
interest^ or unless the assignee has joined in 
appointing the attorney, — to recognise the at- 
torney of the applicant only. Protest of the 
New Era Iron Works Ca, 62 Ma D., Oct, 1897 
(Greeley, Ass't Com'r). 

19. A power of attorney given by an alleiged 
assignee wiU not be entered in a case where 
the assignment fails to properly identify the 
application. Ex parte Rudolph ChiUingswortfa, 
62 Ma D. 1, July, 1897 (Greeley, Ass't Corn'r^ 

20. A power of attorney, coupled with a 
promise to pay to the attorney ten per cent of 
all money received for the invention, does not 
give him such an interest in the invention as 
to render the said power of attorney irrevo- 
cable, since, although such power was given 
for valuable consideration, tbe interest which 
the attorney has in the invention exists ttt 
futurOt and is an equitable, not a legal* inter- 
est Ex parte Firsching, 80 O. G. 1272; (X D. 
1897. . 

II. DiSBABMBNT OF. 

21. The relation which a patent solicitor sus- 
tains to the commissioner of patents is not the 
same as that which a member of a bar sustains 
to a court The commissioner is not a member 
of the judiciary, practitioners are not members 
of a court of which the commissioner is judge, 
nor does the commissioner have the authority 
or jurisdiction of a judge in a similar proceed- 
ing. In re John Wedderbum and John Wed- 
derburn & Ca, 81 O. G. 159, a D. 1897. 

22. The respondent corporation having by 
advertisements, by their pamphlets and letter- 
heads, and by the whole tenor of their corre- 
spondence with clients, put themselves before 
the public as patent attorneys, cannot be heard 
to deny that they are in fact subject to the ju- 
risdiction of the commissioner simply because 
they are in fact a corporation not legally com- 
petent to practice law. Id. 

28. In proceedings under a rule to show 
cause why an attorney should not be disbarred, 
it is not necessary that the rules of evidence 
applicable in criminal proceedings be strictly 
observed, such proceeding being in its nature 
civil (Ex parte Wall, 107 U. a 266.) Nor v it 
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neocBBary in proceedings of this nature that 
offenses be proved beyond a reasonable doubt 
It is sufficient if the investigation be conducted 
with fairness and the respondents be afforded 
ample opportunity to explain the transactions 
on which the charges were based and to vindi- 
cate their conduct in reference thereta (Ran- 
dal] V. Bingham, 7 Wall 52a) Id. 

24. Since disbarment proceedings in this 
office are not gua<i-criminal in character, the 
failure of a respondent in such proceedings to 
appear and testify in his own behalf, as well as 
his failure to exhibit to the inspection of the 
office the organization and details of his busi- 
nesfl^ may properly be made subjects for oon- 
aideration in arriving at a conclusion. Id. 

25. When an attorney is charged with dis- 
honest practices before this office, since the 
character of such practices is peculiarly within 
his own knowledge, it is not only competent 
for him to testify concerning them, but it is 
his duty to himself, to the patent office and to 
the public to show, if he can, that such prac- 
tices are legitimate and proper. Id. 

26. It appearing tliat while applications for 
patent were filed in the name of J. W. as at- 
torney all correspondence with clients was car- 
ried on in the name of the corporation, J. W. & 
Cou, J. W. being the president thereof, J. W. is 
to be considered as merely the agent of the 
corporation, and the corporation must and 
should be held responsible for his act& Id. 

27. The name of J. W. having sppeared con- 
tinuously since 1893 on papers filed in this 
office, he cannot be presumed to be ignorant 
of the requirements of attorneys or agents 
practicing before this office. As president of 
the corporation he must be held to have been 
cognizant of and responsible for whatever 
has been done by the corporation or its em- 
I^oyeea Id. 

28. If it were true that a solicitor might 
falsely and deceitfully obtain business from 
clients, might utilize the offer of the govern- 
ment to grant patents to defraud citizens, 
niiKht advise the public falsely that advice 
would be given free, and might fraudulently 
induce clients to intru&t tlie prosecution of 
cMms to him without notice of such things 
being taken by the head of the proper depart- 
ment, the result would be the organization of 
combines of confidence men to plunder the 
pnblia It is the duty of the head of each de- 
partment to protect the public in its relations 
to ancb department Id. 

29. A prize competition open only to those 



who have paid money to the respondents 
cle^urly has nothing philanthropic or generous 
about it, is not intended for broadly stimulat- 
ing invention, but is intended solely to boom 
respondents' business. It is necessary to a fair 
competition that the jury or board of awards 
should be impartial, disinterested men. compe- 
tent to decide on the merits, and it is also nec- 
essary that such jury or board should see and 
examine the invention submitted. To permit 
the merit of inventions to be finally passed 
upon by inexperienced and incompetent search- 
ers is to make the competition a mere farce 
and a fraud. Id. 

81. An offer to advise free as to patentability 
and salability of any device a supposed invenUx' 
who had failed to respond to J. W. & Ca'a 
first letter with its accompanying papers, in 
view of the fact that the advice given was a 
mere statement that the device was of a pat- 
entable nature, but to determine its patent- 
ability a search at a cost of ^ye dollars would 
have to be made, and a statement that a suc- 
cessful device of this nature, if patented imme- 
diately and properly handled, would net its 
owner not lees than so many thousand dollars, 
is deceptive and a mere trick to reopen corre- 
spondence with the inventor to lead him on to 
send fees to J. W. & Ca Id. 

82. It is the duty of an attorney to report 
the result of a search folly and correctly to the 
inventor. A false and misleading report upon 
a search is as grossly deceptive as such a report 
would be if no search had been made. When 
references exist which approach the invention 
so closely as to throw doubt on the advisability 
of taking out a patent, they should be called to 
the inventor's attention, even though they do 
not completely anticipate. Id. 

88. The failure to revise the favorable re- 
ports of unskilled searchers indicates reckless 
disregard of the rights of clients, indifference 
to the agreement as to the character of the 
search, and intended fraud. It was the duty 
of respondents to have had reports made under 
such circumstances revised. Id. 

84. The respondents were bound by their 
agreement with their clients to have searches 
made properly. Their failure to do so is gross 
and inexcusable negligence. They must be 
held responsible for the acts of their employees 
in making these searches, particularly as the 
system under which the searchers worked was 
of respondents* creation. Id. 

85. The sending of favorable reports by per- 
sonal direction of J. W. in cases in which ref- 
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•erences had been found by searcherB, without 
waiting to obtain copies of these references, 
was nothing less than a deliberate fraud 
upon the clients and amounts to gross miscon- 
duct Id. 

86. A report of search which, while citing 
an anticipating reference, included a request 
to send on money for fees, and a promise, on 
receipt of fees, to prepare the necessary appli- 
cation papers and an offer to find a purchaser, 
is not an unfavorable report and was not in- 
tended to t>e understood by the client as an un- 
favorable report It is upon its face a decep- 
tive and fraudulent report It was intended 
to deceive and mislead the client Its use, fol- 
lowed up by the acceptance of fees for the 
preparation of application papers, is clearly 
gross misconduct Id. 

87. The propriety of an attorney or solicitor 
of patents combining the business of solicit- 
ing with that of selling patents is questionable. 
Doubtless it may be done honestly ; but propo- 
sitions for undertaking the sale of inventions 
which require the payment of a fee in cash in 
advance are justly condemned. Id. 

88. Advice to take out foreign patents should 
be given to clients only in those cases in which 
it is clear that such patents will be of advan- 
tage to the clientSb In cases in which the in- 
vention is not patentable, the advice to take out 
foreign patents presents a plain case of at- 
tempt to defraud the client for the benefit of 
the attorney. That this is gross misconduct is 
not open to question. Id. 

89. Studious concealment from the client of 
the true condition of his case, or positive mis- 
representation of the condition of the case, in 
each case representing the condition of the 
case more favorably than the facts justified, 
while at the same time the attorney is urging 
the taking out of foreign patents or the pay- 
ment of fees to the attorney for advertising 
the invention for sale, is gross misconduct Id. 

40. An attorney is bound to inform his client 
of such steps in the progress of the case as he 
should know, and he should at least tell the 
truth and treat his client with candor when he 
does inform or advise him in regard to his case. 
If he does not do so, and is at the same time 
urging further expenditure of money for pur- 
poses which he knows cannot result in advan- 
tage to the client^ his misrepresentation of the 
condition of the case is conclusive evidence of 
fraud. Id. 

41. A letter merely stating to a client that 



his application is finally rejected and the only 
course open is to appeal, without explanation 
of the references, information as to the grounds 
of the rejection, or advice as to the wisdom of 
appealing, such as a capable and honest attor- 
ney is bound to give his client, is not such a 
letter as in fairness and justice to clients should 
be written. Id. 

42. An attorney is employed because he is 
of greater skill and experience in prosecuting 
applications than his client He is bound to 
give his client the advantage of his skill and 
experience. When he not only fails to do so, 
but omits that duty for an unworthy purpose, 
he is guilty of gross misconduct At so critical 
a period in the case as that at which the ques- 
tion of appeal has to be considered, the client 
is entitled to the best information and the best 
judgment of the attorney. Id. 

48. For persons who represent themselves 
to be attorneys of experience in practice and 
skilled in patent matters to accept appeal fees 
in cases in which they know there was noth- 
ing patentable and appeal would be useless, 
without hesitation or explanation, purposely 
keeping the client in ignorance of the true 
significance of the examiner's rejection and 
thus misleading them as to the possibility of 
favorable action on appeal, is gross miscon- 
duct Id. 

44. An attorney who, after repeated assur- 
ances to his client that he would do his best on 
the appeal, fails to appear to argue the case 
orally and fails to even file a written brief, is 
guilty of gross negligence. Id. 

45. To award an inventor a silver medal and 
to state to him that his invention is of special 
merit and promises to be exceedingly profitable, 
when the invention is known to be unpatent- 
able and therefore worthless, and to subse- 
quently accept fees for the preparation of an 
application therefor, shows that the medal was 
sent intentionally and for a definite purpose, 
and such award is deceptive and fraudulent 
and amounts to gross misconduct Id. 

46. Even if the silver medals had been sent 
only in those cases on which favorable reports 
had been made by the searchers, the fact that 
such medals, together with the accompanying 
award-letter, were sent in eleven thousand 
cases shows that many inventors whose inven- 
tions were in no sense remarkable, in no sense 
valuable, and in no sense such as would be se- 
lected by any competent or honest board of 
awards, received these medals^ and that the 
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respondents in sending medals in these cases 
were guiltj of grossly deceiving a large num- 
ber of their clients. Id. 

47. It appearing that in each of twenty cases 
$5 more than the fees agreed on was asked for 
and paid to the respondents and not returned 
by them, hM, that this excess could not have 
been called for by mistake, and it is not seen 
that the retention of this excess is anything less 
than petty cheating Id. 

48. An attorney who files several successive 
applications for the same unpatentable inven- 
tion, in behalf of different clients to whom he 
has successively reported such invention patent- 
able, is either grossly negligent or has commit- 
ted a grave offense against law and morals. Id. 

49. Persons in the employ of an attorney 
who has been engaged in fraudulent practices, 
iBvhen, being in responsible positions, they have 
co-operated and assisted in carrying forward 
such practices, and when, in view of prior ex- 
perience, such persons must be presumed to 
have been aware of the nefarious nature of 
such practices, must be held to be sharers in 
his guilt and with him be held unfit to practice 
before this office. Id. 

60. Section 4 of the act of July 4, 1884, applies 
to agents or attorneys before the patent office 
as well as before the other bureaus of the in- 
terior department 'United States ex reL Wed- 
derbnrn v. Bliss, Secretary of the Interior, 81 
O. G. 1783, G D. 1897. 

61. The proper construction of section 487 
of the Revised Statutes is that a person to be 
disbarred is entitled to notice of the charges 
against him and an opportunity in some form 
to be heard in relation thereto prior to any de- 
cision of the commissioner or approval by the 
secretary. Any other construction would ren- 
der the section void, as being in confiict with 
that part of the fifth amendment to the consti- 
tation which provides that no person shall " be 
deprived of life, liberty or property without 
due process of law,'* and this is the construc- 
tion very properly given that section by the 
commissioner of patents and the secretary, as 
shown by the practice under it *Id. 

62. The only difference between section 487 
of the Revised Statutes and section 5 of the act 
of July 4, 1884, is that the act of July 4, 1884, 
directs that the order disbarring an agent or 
attorney from practicing before the patent 
office shall be made by the secretary of the in- 
terior, while section 487 provides that it shall 
be made by the commissioner of patents with 
the approval of the secretary. The only sub- 



stantial difference between the two sections is 
that section 5 applies to all the bureaus of the 
interior department^ while the section of the 
Revised Statutes applies only to the patent 
office. 'Id. 

58. Where an agent was furnished with a 
copy of charges made against him before the 
commissioner of patents as to why he should 
not be disbarred from practicing as a patent 
agent, and he had a hearing before the com- 
missioner of patents on these charges and the 
commissioner recommended that he be dis- 
barred from further practicing as an agent or 
attorney, and the secretary approved th^ rea- 
sons given by the commissioner of patents 
without affording the agent a hearing before 
him in person, held, that the refusal of the sec- 
retary to hear oral argument was not arbitrary, 
oppressive or unjust and the proceeding before 
him was conducted under "due process of 
law." ♦Id. 

54. The proceeding before executive and 
ministerial officers and special tribunaJs exer- 
cising ^a«t-judicial powers in order to consti- 
tute due process of law need not be as formal 
as in courts of justice or conducted after the 
manner of proceedings in such courts. What 
would be due process of law before such offi- 
cers and tribunals might not be considered 
such in a court of justica What is due pro- 
cess of law in a particular case depends largely 
upon the nature and object of the proceeding, 
the duties and the jurisdiction of the officer or 
tribunal, and the nature of the right or immu- 
nity to be affected by the proceeding. If the 
mode of procedure be such that the party to 
be affected has an opportunity of presenting 
to the officer or tribunal in any reasonable 
way his contention as to the facts and merits 
of the question to be determined, the proceed- 
ing is due process of law ; but if the determi- 
nation be made in an arbitrary, oppressive or 
unjust manner so that the party to be affected 
has no reasonable opportunity for hearing, then 
the proceeding and determination are void be- 
cause not due process of law. *Id. 

55. Upon a demurrer to the petition for writ 
of mandamus to compel the secretary to grant 
a hearing in person to a patent agent whom 
the commissioner had recommended to the 
secretary for disbarment^ the reasons for which 
recommendation the secretary had approved 
without a hearing before him in person, held, 
that the demurrer should be sustained, the rule 
to show cause discharged, and the petition for 
writ of mandamus dismissed. *Id. 
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CANCELLATION OF PATENT. 

1. The oourtk adopting the conclusions of 
Judge Shepley, of the same circuit (Attorney- 
General ▼. Rumford Chemical Works, 2 Bann. 
A Ard. 298, 9 O. G. 1062, C D. 1876, 391), are of 
the opinion that the government, in the ab- 
sence of any express enactment, has no power 
to bring a bill to cancel a patent *United 
States v. American Bell Telephone Ca, 41 0. G. 
128, C. D. 1887. 

(Decision of U. & Or. CL— Dist of MasB.) 

2. The constitution and acts of congress 
cover all the rights and remedies of patentees, 
and under the constitution congress could have 
provided for suits to cancel patents ; but con- 
gress has not made such provision. *Id. 

S. The history of patent legislation under 
the constitution tends to show that congress 
never intended to include suits to annul pat- 
ents under the present patent laws. *Id. 

4. The power to bring scire faeioB under the 
acts of 1790, 1793, to cancel patents was limited 
to patents obtained surreptitiously or upon 
false suggestion, and by the act of 1886 and the 
terms of the patent law as it now stands and 
has been construed by the supreme court the 
same defenses may now be made in a suit 
for infringement as were grounds for the can- 
cellation of a patent under the acts of 1790, 
179a 'Id. 

5. The power of the government to bring 
suit for the cancellation of a patent does not 
exist by implication springing from the gen- 
eral principles of equity jurisprudence arising 
out of the procedure in England, because the 
foundation of the patent system in England 
differs from that in the United States, the one 
being a matter of royal favor, the other of con- 
stitutional statutory provisions. *Id. 

6. The decisions of the courts upon cancel- 
ing patents for lands do not apply to patents 
for inventions, because the government is the 
owner of the public lands, while patents for 
inventions are based on statutes, and the in- 
ventions described in them never belonged to 
the UniteJ States. *Id. 

7. In the various suits for the cancellation 
of patents for lands in the circuit courts such 
patents have been repealed for fraud, error or 
mistake, and the same is not limited to cases 
in which the United States has a direct pecun- 
iary interest *United States v. American 
Bell Telephone Ca, 45 O. G. 1311, G D. 188a 

(Decision of U. & Sup. Ct) 

8. In both instances the essence of the right 



of the government to interfere is the obliga- 
tion to protect the public from a grant pro- 
cured by fraud. *Id. 

9. In this case, although the court was called 
upon only to decide that an individual could 
not bring a suit to repeal a patent^ the reason 
given for so doing must be held to establish the 
principle that the individual could not bring 
such suit» because the government alone could 
do sa *Id. 

10. The United States in granting patents to 
Bell, if the same were granted improperly, took 
away enormously valuable rights from the peo- 
ple and conferred them upon the patentee. 
The government ^that did this wrong to the 
people certainly had the right to correct the 
error of its own officers, and the way for doing 
so seems clearly to be by suit in equi^. *Id. 

11. The broad and conclusive effect of a de- 
cree to repeal a patent is so widely different^ sa 
much more beneficial, and so much more likely 
to secure complete justice than any defense 
made by an individual infringer that it is im- 
possible that congress in granting certain rights 
to the individual intended to supersede or take 
away the more enlarged remedy of the gov- 
ernment *Id. 

12. Letters patent Na 463,569, granted No- 
vember 17, 1891, to Emile Berliner, for a com- 
bined telegraph and telephone, cannot be de- 
clared invalid on the ground that the delay of 
the application in the patent office for ^irteen 
years was unlawful and fraudulent United 
States V. American Bell Telephone Coi and 
Emile Berliner, 79 O. G. 1362, Q D. 1897. 

13. Congress has established a department 
with officials selected by the government to 
whom all applications for patents must foe 
made, has prescribed the terms and conditions 
of such applications, and intrusted the entire 
management of affairs of the department to 
those officials. When an applicant for a pat- 
ent complies with the terms and conditions 
prescribed and tiles his application with the 
officers of the department, he must abide their 
action, and cannot be held to suffer or lose 
rights by reason of any delay on the part of 
those officials, whether reasonable or unrea- 
sonable, unless such delay has been brought 
about through his corruption of the officials, 
or through his inducement, or at his instanca 
Proof that they were in fault, that they acted 
unwisely, unreasonably, and even that they 
were culpably dilatory, casts no blame on hin& 
and abridges none of his rights. *Id. 

14. Before the government is entitled to a 
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decree canceling a {Mtent for an invention on 
the ground that it bad been fraudulently and 
wrongfully obtained it must establish the fraud 
and Uie wrong by testimony whic)i is clear, 
convincing and satisfactory. *Id. 

15. When the evidence does not tend to show 
any corruption by the applicant of any of the 
officials of the department or any undue influ- 
ence exerted by it upon them, and, on the other 
hand, does affirmatively show that it urged 
promptness on the part of such officials and 
that the delay was the result of the actions 
of those officials, no presumption of fraud 
artsea *Id. 

16. If circumstances show that there were 
reasons for official delay in the prosecution of 
an application, even though they do not make 
it clear that such delay was wholly justified, 
such reasons deserve consideration. *Id. 

17. Suits may be maintained by the govern- 
ment in its own courts to set aside one of its 
patents, not only when it has a proprietary and 
pecuniary interest in the result, but also when 
it is necessary in order to enable it to discharge 
its obligations to the public, and sometimes 
when the purpose and effect are simply to en- 
foroe the rights of an individuaL In the former 
cases it has all the privileges and rights of a 
sovereign. The statutes of limitation do not 
ran against it The laches of its own officials 
does not debar its right But when it has no 
proprietary or pecuniary result in the setting 
aside of the patent is not seeking to discharge 
its obligation to the public, when it has brought 
the suit simply to help an individual, making 
itself, as it were, the instrument by which the 
right of that individual against the patentee 
can be established, then it becomes subject to 
the rules governing like suits between private 
litigants, *Id. 

18. The objection to the validity of a patent 
en the ground that it was already covered by 
another patent is a defense which, under the 
statutes (sec. 4920, R S.)» is open to every indi- 
vidual charged by the patentee with infringe- 
ment whether the proceeding against him be 
an action at law or a suit in equity. The 
government therefore, if seeking simply to 
protect the right of an individual, ought not 
to be permitted to maintain a suit to cancel 
tiiat against which the individual has a perfect 
legal defense available in any action brought 
faj or against hinL *Id. 

19* It is unnecessary to determine whether 
there are two separate inventions in the trans- 
mitter and the receiver, or whether the patent 



of 1891 is for an invention which was covered 
by the patent of 1880. The judgment of the 
patent office, the tribunal established by con- 
gress to determine such questions, was adverse 
to the contention of the government^ and such 
judgment cannot be reviewed in this suit *Id. 



CATEAT. 

1. The examiner refused to receive a caveat 
for a design, knowing that there was no law 
authorizing tlie filing of caveats for designs. 
Applicant petitions the commissioner to di- 
rect that the ffiing-fee be returned to him. 
Section 4908 of the Revised Statutes, providing 
for the filing of caveats for any new invention 
or discovery, does not apply to the subject of 
designs, nor is there any statute authorizing 
the filing of caveats for this class of inven- 
tion& Ex parte Carty, 44 O. 0. 570, C. D. 188a 

2. A design invention covers the form, con- 
tour or ornamentation, and such design can- 
not exist in an incomplete condition. A pat- 
ent when issued covers all the dominant and 
controlling features, all the distinct and seg- 
regable parts. Petition granted and fee or- 
dered to be returned to applicant Id. 

8. Decision in Ex parte Kenney (C. D. 1869, 
97) considered and modified and the following 
practice directed : Whenever an application is 
filed showing subject-matter interfering with 
any pending caveat the notice which the stat- 
ute provides shall be sent to the caveator should 
be sent at once and not delayed until the in- 
vention shall have been favorably passed upon 
and the application found to be ready for allow- 
ance. Ex parte Ward, 46 O. G. 1518, Q D. 1889L 

4. The statute confers no rights upon the 
caveator, nor does it give him any status in 
the office as an applicant It extends, as mat- 
ter of grace, to him the right to be notified of 
the pendency of an application relating to the 
subject-matter of his caveat It is not in- 
tended that he shall have the benefit of an 
examination of his caveat before he has filed 
an application, which substantially results when 
the notice is withheld until the patentability 
of the invention of another applicant is de- 
termined. Id. 

5. A caveator should not be allowed to delay 
issuance of a patent to an applicant who has 
diligently prosecuted his application. Id. 

6« The statute authorizing the filing of a 
caveat does not intend to confer upon the ca- 
veator any right as an inventor, nor to save him 
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£roin the effect of negligence or give him any 
advantage over any other inventor who has 
conceived the invention and prosecuted his 
application with diligence. The statute author- 
izing a caveat does not compel a caveator to 
file any application. It is not intended as a 
stimulus to prod and drive him to perfect his 
invention, nor is it intended to extend the time 
in any manner within which he may complete 
the invention ; but it simply provides as mat- 
ter of grace that the caveator shall be notified 
of the filing of any application which comes 
into the office within a year, covering the sub- 
ject-matter of his caveat Elges v. Miller, 46 
O. G. 1514, C. D. 1889. 

7. Held, that the law does not require that a 
caveat shall give a complete and accurate de- 
scription of the construction and details of an 
invention. Green v. Hall, v. Siemens, v. Field, 
47 O. G. 818, a D. 1889. 

8. After a caveat has been filed by joint 
caveators and afterward an application for the 
same invention is filed by one of the caveators, 
and a written abandonment of the caveat has 
been filed, it is improper to require him to fur- 
nish evidence showing that he is the sole in- 
ventor. Ex parte Drury, 56 O. G. 1447, G D. 
1891. 

9. Section 4902 of the Revised Statutes pro- 
vides for the filing of caveats and limits their 
operative term to one year; but it does not 
limit the condition of secrecy on the part of the 
office to that term. Ex parte PoUok, 59 O. G. 
989, G. D. 1892. 

10. Under the provisions of section 4903 of 
the Revised Statutes the commissioner has no 
power to extend the time within which a cave- 
ator may avail himself of his caveat, by filing 
an application for patent, beyond three months 
from the time of placing the notice in the post- 
office at Washington, with the usual time re- 
quired for transmitting it to the caveator added 
thereta Ex parte Moore^ 63 O. G. 468; C. D. 189a 

11. A caveator is not entitled to notice of the 
renewal of an application originally filed be- 
fore the caveati although such renewal was 
made during the life of the caveat Ex parte 
Oraves, 65 O. G. 2059, C. D. 189a 

12. Change of the filing date of a caveat re- 
fused, where, in payment of the fee, petitioner's 
attorney had returned unindorsed a draft re- 
ceived from the office and which had stood to 
his credit Ex parte Sullivan, 58 MSb D., Feb., 
1896 (Fisher, Ass't Com'rX 

(A. caveator is entitled to notice after expiration of the 
•caveat in the case of an application filed during the term 



of the eayeat bat whose patentability was decided sal»- 
sequenUj. In re Kenney, C. D. 1860, p. 97. 

A caveator ahould be notified in the case of an appli- 
cation filed the same day as his caveat. In re EfwitT 9 
O. G. 497, C. b. 1878. 

It is sufficient if a caveat is signed \xy but one of two 
or more joint inventors. In re Gray, IS O. G. 896, 0. D. 
1877.) 
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CLAIMS. 

(See PATEin'ABiLiTY; Patbntel) 

Alternauvb. 

Abticle Defined by Pbooessl 

DUPUOATE OB REDUNDAim 

For Equivai^nts. 
Functional and Indefinitil 
Genus and Specig& 
" Means," " Mechanism," btq 
Reinstatement of. 

''Substantially as Desobibed;'* "As 
Shown and DEscBiBsa'* 



L Altebnatiyb. 

1. A claim haviDg the phrase *'one or more" 
is alternative in form, if the elements oovered 
by such phrase are not duplicates. £z parte 
Hulbert, 68 O. Q. 1687, a D. 189a 

2. When the alternative devices specified in 
the claim are duplicates, an objection of alter- 
nativeneos to the form of the claim is apparent 
rather than real, and therefore should not be 
made. Ex parte Thorsen, 63 O. Q. 1688^ Q D. 
189& 

8. Ex parte Hulbcrt (68 O. G. 1687) referred 
to and the distinction between it and the pres- 
ent case pointed out and defined. Id. 

4. A claim in which several elements are re- 
cited, and containing the clause ** whereby a 
dynamo or telegraph sounder may be made as 
desired," is not alternative. The result only is 
alternative Ex parte Crowell, 63 MS. D., Oct» 
1897 (Greeley, Ass't Com*r). 

II» Abtiolb Defined by Pbooess. 

5. A claim for an article of manufacture 
should not, as a ruH he defined by the process 
of producing it ; but when an article of manu- 
facture is a new and useful thing and embodies 
invention and cannot be properly defined ex- 
cept by reference to the process of producing 
it, a caae is presented which constitutes a proper 
exception to the rule. Ex parte Painter, 57 
O. G. 999, C. D. 1891. 
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III. DUPUCATB OB EeDUNDANT. 

6. Where a Bunple invention is made the 
subject of namerous claims, differing in mere 
methods of expressions, with no corresponding 
difference in the concrete subject-matter, the 
office should insist that one claim only be al- 
lowed for a given subject-matter of invention, 
and that mere differences in phraseology shall 
not be regarded when urged in defense of a 
needless multiplication of claims. £z parte 
Johnson, 54 O. 6. 606^ G D. 1891. 

7. The question of redundancy or multi- 
plicity of claims is one of form and not one in- 
volving the merits ; hence the proper remedy 
is by petition to the commissioner. Ex parte 
Sawn, 54 O. G. 1561, Q D. 1891. 

8. The matter to be determined is not 
i^hether the several claims standing alone 
would be patentable as against the publia It 
is conceivable that each one of the claims 
standing alone would be an entirely valid claim, 
and yet that sound principle would require 
that not all of them should be allowed. Id. 

9. The danger and impropriety of covering 
the same structure by a number of claims, 
which can be differentiated only by abstruse 
and metaphysical distinctions, are apparent 
*Bru8h Electric Ca v. Electrical Accumulator 
Ca, 56 O. G. 1834, CX D. 1891. 

10. While the five claims in suit are all to 
the same devices, arranged in a single combi- 
nation, being only different expressions of that 
combination, and it may be that there is no 
essential difference between them, the court 
does not deem it necessary to consider how far 
they may be distinguished from each other, 
bnt holds them all valid. 'Illinois Watch Ox v. 
Bobbins & Avery, 61 O. G. 721, C. D. 189a 

11. Two claims are not, as a matter of form, 
substantially alike when corresponding ele- 
ments are set forth broadly in one and spe- 
cifically in the other and when one includes an 
element neither actually nor impliedly included 
in the other. Ex parte Baackes, 63 O. G. 909, 
a D. 189a 

(It is Admissible to put claims In different f onns when 
one set or form of words would be inadequate to clearly 
cover the iuTention and prevent misconception. Ez 
parte Woodruff, 17 O. G. 488, a D. 1680.) 

IV, Fob Equivalents. 
(See Equivalents.) 

12. The words "or equivalent devices" should 
oot he employed in a claim unless such equiva- 
lent devices are clearly described in the specifi- 

4 



cation. Ez parte Dolph, 89 O. G. 289, C. D. 
1887. 

13. When so clearly described, and when the 
employment of one in the combination and a 
grant of patent thereon would be a complete 
bar to the granting of patent for the same 
combination with the employment of the other, 
such words are permissible. Id. 

(NoTB.— It is settled practice to allow the term "or 
equivalent " In a claim only when an alleged equivalent 
is described, and it must be also illustrated in the drawing 
save in the exceptional case when it is so common and 
well known as to be unmistakable.) 

V. Functional and Indefinttb. 
(See Claims — ''Means,*' "Mechanisil'') 

14. A claim in the following form — The 
combination of the following elements : mech- 
anism, substantially as described, for • • • ; 
mechanism, substantially as described, for • . ., 
eta — covering four groups of mechanism, con- 
demned as indefinite^ Claims covering all 
mechanism which will perform the same func- 
tions or accomplish the same result are not 
sufficiently limited or restricted by the words 
''substantially as described.** Such claims 
would suppress all further improvements in 
mechanism that could accomplish the same 
results. The same principles relative to vague 
and broad claims prevail in original as in re- 
issue application& Ex parte Paige^ 40 O. G. 
807, G D. 1887. 

15. Comprehensive terms and phrases to de- 
note mechanical equivalente are regarded as 
proper, provided when so used they clearly and 
distinctly express the invention. The words 
"means'* and "mechanism** may be proper 
where they refer to mere adjunctive devices 
readily understood ; but in claims for combina- 
tions of mechanism composed of several ele- 
ments the words "means" and "mechanism** 
alone used as defining the element of inven- 
tion are vague and definite. Id. 

16. Applicant claims, broadly, "automatic- 
ally-operating mechanism to impart alternate 
fast and slow movements to the driving-shaft" 
in his needle-grooving machine, but concedes 
that the principle involved is old, and that this 
varying movement or motion has been accom- 
plished by an infinite variety of means to an 
infinite variety of kinds and classes of machin- 
ery ; but he insists that he is the first in this 
particular kind of machinery to apply means 
for varying the movement Held, that appli- 
cant has only invented improvements upon 
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mechanism already used to accomplish the 
same result, and that he must limit his claims 
to the specific construction by which he obtains 
this variableness of movement The courts 
would undoubtedly construe his patent to cover 
his specific construction, and to permit such 
vague and indefinite language in claims would 
result in misleading the public or in deterring 
others from entering this particular field of in- 
vention, and thus by a species of intimidation 
applicant would secure a protection to which 
he is not entitled. Ex parte Miller, 43 O. G. 
1346, G D. 188a 

17. When several old elements are brought 
into close propinquity, and joint operation is 
effected b}* means but for which there would 
be only aggregation and not a combination, 
such means are the essential invention, and on 
a claim for a combination with the old ele- 
ments and such means the terms "power-act- 
uated transfer mechanism" and "power-actu- 
ating mechanism" are indefinite and vague. 
Such means are not mere adjunctive devices, 
but become new elements in the alleged com- 
bination, and must be properly and clearly de- 
scribed Ex parte Treat, 44 O. G. 342, C. D. 188a 

18. A functional claim is vague, unxsertain 
and indefinite, and may be incapable of being 
understood. When the office objects to such 
a claim it simply says to the applicant^ put 
your claim in intelligible form and it will re- 
ceive examination on its merits. Ex parte Bar- 
rett, 45 O. G. 125. C. D. 1888. 

19. The objection that a claim is functional 
is one of indefiniteness. No one can tell with 
any certainty what invention is actually cov- 
ered by a claim which is functional in form 
until it has received a judicial interpretation. 
It may be so absolutely functional, and there- 
fore incapable of construction, as to be void, 
and the court would adjudge it sa In their 
desire, however, to save a patent the courts 
might construe and hold it to be a claim for 
the members or elements set out, if set out 
with sufficient certainty, which does not seem 
to be the case in the present claim. Hence, 
the office in insisting upon its rights to require 
claims to be framed with sufficient certainty 
and definiteness acts not only in protection of 
the public, but as a friend and adviser of the 
applicant Id. 

20. No general rule can be laid down for 
governing the employment in the claims of 
patents of such words as "means," "mechan- 
ism" and "appliances." It is the object of the 



law, as it is the solicitude of this office, to pro- 
tect inventors and guard their inventions. This 
object is best secured in the case of patents 
which represent the maturity of an art by tak- 
ing care that claims shall be drawn with all 
reasonable restrictions, so that they shall be 
valid in spite of everything that is contained in 
existing patents and of everytliing previously 
known or used. £Ix parte Pacholder, 51 O. G. 
295, C. D. 1890. 

21. While the statute as interpreted by the 
courts is not inconsistent with the allowance of 
the controverted claims, yet the tendency to 
employ in claims such words as have been 
under consideration should not be encour- 
aged. Id. 

22. Where in a claim the language qualify- 
ing the word " means " was employed to set 
forth function and contained no limitation 
whatever in respect to the construction or 
mode of operation as distinguished from the 
result, and the word "means" designated that 
portion of the claim in which the novelty re- 
sided, held, that such claim was vague and in- 
definite and should not be allowed. Id. 

28. Where in a claim the language following 
the words "means" and ''mechanism" was 
employed to set forth function, but contained 
limiting or qualifying words other than those 
which set forth the result accomplished, held^ 
that such claim was not vague and indefi- 
nite. Id. 

24. Words and phrases in combination 
claims which ascribe functions to enumerated 
elements do not ordinarily make the claims 
functional. Houchens and Marr, 41 MS. D. 
(1 G. W. D.), Sept, 1889 (Mitchell, Corner). 

25. The specification of function in claims 
frequently promotes definiteness, but when the 
claim is so drawn as to ignore construction 
and cover any and every device which will ac- 
complish the same result, it is functional. Ex 
parte Raymond, 41 Ma D. (1 G. W. D,\ Oct, 
1889 (Mitchell, Com'r). 

20. Functional claims arc, first those cover- 
ing a function, result or effect not a product or 
composition of matter ; second, those covering 
the function of a machine or apparatus ; tliird^ 
those reciting the^functions of elements and 
not their structure ; and fourth, those defining 
sets of mechanism by statements of the results 
produced. Ex parte Knudsen, TZ O. G. 589, 
C. D. 1895. 

27. Claims of the first class are usually par- 
ticipial in form. Held not to be patentable and 
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should be rejected (Ex parte SimoDds. C. D. 
1870, 23; Ex parte Hahn, C. D. 1875, 107; Rob. 
on Pat, vol. 2, sec. 518, notes.) Id. 

28. Claims of the second class are in the form 
of methods or processes or equivalent expres- 
sions. Held, should be rejected. (Coming v. 
Burden, 15 How. 252 ; Bob. on Pat, vol 2, sec. 
529, Botes.) Id. 

29. Claims of the third class define the con- 
struction as "means," ^'mechanism" or ''de- 
vices " for effecting certain results, or define 
certain named elements or the device by state- 
ments of function instead of structure. Held, 
should be objected to if vague or indefinite, or 
rejected on references disclosing the combina- 
tion and the functional qualifications, or both. 
(Ex parte Pacholder, 51 O. G. 295 ; Morley Sew- 
ing Machine Ca v. Liancaster, 47 O. Q. 267 ; Ex 
parte Halfpenny, 53 MSf D. 489.) Id. 

30. Claims of the fourth class define sets of 
mechanism by the results 'produced. Held, 
should be objected to and receive action on 
their merits. (Smith & Egge Mfg. Ca v. Bridge- 
port Chain Ckx, 56 O. G. 1449.) Id. 

(A functional claim is properly one that has for its 
subject the performance of an act merely, and not the 
means by which thatact is execated. Inre Hahn,80. G. 
W7, a D. 1875.) 

VI. Genus and Species. 

fSee Examination of Application— Rejec- 
tion; Amendment op Application-— 
Election and Division; Division of Ap- 
plication.) 

81. Generic and specific claims distinguished 
from claims for mere improvements upon or 
additions to an invention which may be gener- 
ically claimed Ex parte Smith, 44 O. G. 1188, 
C. D. 188a 

32. An applicant can show and describe as 
many different forms of his invention as can 
be covered by a generic claim, and may aiso 
claim specifically the preferred form of the in- 
vention. But more than this he is not entitled 
to da If applicant can comprehend in some 
one form of expression the patentable novelty 
iv^hich is common to all of the forms shown 
and described, he is entitled to employ that ex- 
pression to cover the generic invention. Ex 
parte Cook, 51 O. Q. 1620, C. D. 1890. 

88. An invention embodied in a given struct- 
nre and restrictedly claimed does not become a 
different invention when claimed more broadly 
or generically. Ex parte Edison, 54 O. G. 263, 
a D. 189L 



34. Claims which are specific are not sever- 
able from so-called fundamental or generic 
claims, since they are distinguishable only in 
respect to scope, and are not for different parts 
of the machine. *Fassett v. Ewart Mfg. Ca, 58 
Fed. Rep. 860 (1898X 

35. A claim covering a combination of ele- 
ments is not objectionable in form because the 
terms employed to designate one of such ele- 
ments are broad enough to cover either of two 
devices that differ in structure and mode of 
operation, but are shown and described as 
capable of performing the same function. Ex 
parte Baackes, 68 O. G. 909, C, D. 1893. 

36. Where there are combination claims for 
the structures, one of the structures being 
specifically set out^ such claims should be re- 
garded as combinations of all the enumerated 
elements, and not as claims for a part only of 
the elements contained in them. Ex parte 
Korff, 64 O. G. 1897, C. D. 1898. 

37. An inventor may not regard his inven- 
tion, at the time it is produced, as any broader 
than his one specific form, but he has, notwith- 
standing, a right to a broad claim. Hill v. 
Hodge, 62 MS. D., Oct., 1897 (Greeley, Ass't 
Com'r> 

38. A pioneer inventor is entitled in his 
patent to a generic claim, under which will be 
included every species of the genus, and in ad- 
dition thereto he is entitled in the same patent 
to make specific claims for one or more species 
of the genus. *Von Schmidt v. Bowers^ 80 
O. G. 847, C. D. 1897. 

VII. " Means," " Mechanism," etc. 

(See Claims, Functional.) 

89. The terms " means *' and " mechanism " 
are not outlawed, but they may be too vague 
and indefinite to be permissibla Ex parte 
Paige, 40 O. G. 807, C. D. 1887. 

40. When the terms ** means " or " mechan- 
ism" indicate the essential novel element in 
a combination, they are too vague and indefi- 
nite to be allowed. Such means are not mere 
adjunctive devices, and must be clearly de- 
scribed. Ex parte Treat, 44 O. G. 842, C. D. 

188a 

41. In a claim, " mechanism " to effect a cer- 
tain result is an element of means. *Brush 
Electric Ca v. Western Electric Ca, 77 O. G. 
1273, G D. 189a 

42. An applicant should be allowed to claim 
his invention as broadly as possible in view 
of the state of the art The use of the term 
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" means," with the proper qualifying word8» is 
not prohibited by any decision of the office or 
courts. Ex parte WcJEiver, 81 O. G. 067, C. D. 
1897. 

48. Where the idea is clearly stated and the 
combination or relation of parts to produce a 
desired end is plainly expressed, the breadth of 
the statement of the claim is no reason for ob- 
jecting to it (Ex parte Knudsen, 72 O. G. 
589.) Id. 

(Claims are too broad when disUxiguished from a ref- 
erence only by the terms ** means for ** and " mechan- 
ism by which." Bx parte Demming, £0 0. 0. 1907, 0. D. 
1884.) 

VIII. Ekinbtatbmbnt of, 

(See Withdrawal froh Issue; Axendukst 
▲FTEB Final Rejection.) 

44. A claim canceled upon a requirement 
for division cannot be reinstated save by due 
showing of inadvertence, accident or mistake. 
(Maxim, 48 O. G. 606 ; Gillette, 44 O. G. 700.) 
Ex parte Carlton, 62 Ma D., Oct, 1897 (Greeley, 
Ass't Com*r> 

IX. "Substantially as Described;" 
"As Shown and Dbsobibed." 

45. Claims covering aU mechanism which 
v(rill perform the same functions or accomplish 
the same result are not sufficiently limited or 
restricted by the virords '' substantially as de- 
scribed." Ex parte Paige, 40 O. G. 807, Q D. 
1887. 

46. Where the specification described joining 
the end caps to the outer shell without flanges 
or projections by tin joints made by soldering 
with pure tin, and the patentee testified that 
he adopted a solder of pure tin and dispensed 
with rivets, the claim to the fountain as a new 
article of manufacture *'in the manner sub- 
stantially as described " limited the patent to a 
fountain in which the caps were connected 
with the outer cylinder by pure tin solder with- 
out rivets or flanges. *Matthews v. Iron Clad 
Mfg. Ca, 42 O. G. 827, C. D. 188a 

47. It is well understood that> while the 
courts, when construing the validity, scope and 
extent of the claims in patents, will regard the 
words " as shown and described " as ever pres- 
ent, and when absent will not construe patents 
to embrace more than is shown and described, 
it is the policy of the office whfie it has control 
over applications to insist that the form and 
phraseology adopted and employed by appli- 
cants should not be misleading nor unintelligi- ] 



ble to the common people who seek to deal 
with patent property. Ex parte Gerard, 43 
O. G. 1285, a D. 188a 

48. A claim for '* The construction of a conic- 
ally shaped crushing-mill with an eccentric 
motion as herein described for the purposes 
and in the manner substantially set forth " is 
limited to a mill constructed in the manner 
substantially as set forth, and is not broadly 
for a conically shaped crushing-mill with an 
eccentric motion. *Gates Iron Works y. Fraaser, 
42 Fed Rep. 49 (1890). 

49. Under the closing words of a claim, in 
this case "substantially as and for the purposes 
set forth," an element necessary to operation, 
and on which stress is laid in the description, 
may be read into the claim or treated as an 
element thereof by implication. 'Alaska Re- 
frigerator Ca v. Wiscdnsin Refrigerator Ca, 57 
O. G. 125, C. D. 1891. 

50. The words ** substantially as specified'* 
in the claim of a patent are to be given effect^ 
and where the claim read literally would be 
inoperative their effect is to include in the claim 
elements or devices contained in the specifica- 
tion that are wanting in the claim. *Lee t. 
Pillsbury, 60 O. G. 1752, C. D. 1892. 

51. The words "substantiaUy as described** 
concern only the specific elements or things 
stated in the claim, or the combination which. 
is the subject of the claim. (Cases cited.) 'Mo- 
Kay & Copeland Lasting Machine Ca v. Claflin, 
58 Fed. Rep. 358 (1893). 

52. Where the claim is unambigpious and 
exact, matter in the description cannot be read 
into it to change its scope, nor do the words 
"substantially as described" in the claim open 
the way to the admission therein of matter 
only incidentally described or mentioned in the 
description. *Westinghouse v. Edison Electrio 
Light Co., 69 O. G. 1774, C. D. 1894. 

53. Where a claim is so broad as to ap- 
pear to seek to appropriate results or functions 
rather than the means or devices whereby the 
results are accomplished, but contains the words 
"substantially as described," etc., held, that the 
claim ought to be sustained, if possible^ by re- 
garding it as restricted to the devices disclosed, 
and the words "substantially as described,^ etc., 
therein as necessarily limiting it to the struct- 
ure disclosed in the specification. *Columbu8 
Watch Co. V. Robbins, 70 O. G. 182, C. D. 1895. 

54. When a patented invention shows but a 
slight advfLuce upon a previous art^ the words 
in the claims "as herein described" and "as 
described" must be construed closely. (Cases 
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cfted) *Dayis v. Parkman, 71 Fed. Rep. 961 
/1895). 

55. When a communication between two 
parts is desired in a specification, and claimed 
"substantially as described," it is an essential 
element of the claim. ^Scarborough v. Neff, 
76 O. G. 475, a D. 1896. 

56. The phrase ''substantially as described '* 
may indicate a particular construction. *Id. 

57. The words "substantially as described" 
may be part of a claim and control its construc- 
tion. They may not be omitted from the claim 
in order to give it a broader construction. 
*Campbell v. Richardson, 78 O. G. 1108» C. D. 
1897. 

(NoTB.— The phraae " substantiallj as set forth ^* Is Ig- 
nored when the admissibility of a claim is made to depend 
upon It. In re Monle, C. D. 1871, 87; In re Bnbens & 0., 
a J>, 186Q, 107; In re Collins Co., Assignees, 8 O. Q. 017, 
a D. 1878; InieBtoe, 6 O. G. 682, 0. D. 1874.) 



COMITY. 

(See Pbiob Adjudication ; Injunction ; Pbjob 

Judgment.) 

1. The comtB of one drouit follow the de- 
cisions of another covering the same questions 
upon the same pleadings and evidenca *Wors- 
wick Mfg. Ca v. City of Philadelphia, 80 Fed. 
Bepi 625 (1887)l 

2. It would be very unseemly for one judge 
of a circuit court to overrule another judge of 
^e same circuit in the same cause, particularly 
when the first decision had been adopted in 
other circuits and had not been reversed by the 
appellate court *Bate Refrigerating Ca v. 
Gillett, 40 O. G. 1029, a D. 1887. 

8. Hammerschlag's patent having been sus- 
tained by the courts in a number of contested 
cases, a proper regard for uniformity of decis- 
ions should incline other courts to hold the 
patent valid against the same^ or substantially 
the 9ame, decisions until all controversy over 
its validity is put at rest by a decree of the su- 
preme court of the United Statea *Hammer- 
schlag Mfg. Ckx V. Bancroft, 40 O. G. 1889, C. D. 
1887. 

i. Where a court, having general jurisdic- 
tion of the estates of decedents, has confirmed 
a sale by an administrator of a right of action 
for infringement of a patent owned by the de- 
cedent, the order thus made is conclusive upon 
another court, in which an action is brought 
by such assignee upon such right of action, of 
the assignee's right to sue, and the latter court 



will not inquire whether the former court, 
could, under the statutes of the state, legally 
sell such assets, or whether the original order 
of sale was broad enough to include the chose 
in action. *May v, Mercer Ck)unty, 41 O. G. 
815, C. D. 1887. 

5. Where a patent has been found to be valid 
by a circuit court at an earlier date upon the 
same evidence as now exhibited, and since 
that date the supreme couirt has defined more 
strictly the line between mere mechanical skill 
and the exercise of invention, it is no longer 
the duty of the last circuit court to follow and 
adopt the adjudication of the former court 
'Rubber and Celluloid Harness Trimming Ca 
V. India Rubber Comb Ca, 44 O. G. 843, C. D. 
188a 

6. The circuit court of the United States for 
the northern district of Illinois will, under the 
rule of comity, be governed, as to tlie infringe- 
ment of a patent, by prior decisions of other 
circuits as to the same patent where the proof 
is the sama *Thomp6on v. E. P. Donnell Mfg. 
Ca, 50 O. G. 1298, G D. 1890. 

7. The court not able to arrive at the con- 
clusion reached in the case of Consolidated 
Roller Mill Ca v. Coombs (48 O. G. 255), from 
the eastern district of Michigan, sustaining the 
patent to Gray, Na 222,895, notwithstanding 
the rule of comity which should prevail be- 
tween the federal courts in cases involving the 
same patents. 'Consolidated Roller Mill Ca 
V. Barnard & Leas Mfg. Ca, 58 O. G. 481, C. D. 
1890. 

8. Where there was a prior decision in the 
same circuit as that in which the present case 
was pending against the complainant press- 
ing with equal binding force as the decision 
relied upon from another circuit, field, that tlie 
rule of comity ought not to be invoked to the 
same extent as in most cases where it has been 
applied. *Id. 

9. The doctrine of comity does not require a 
circuit court to enjoin an infringement of a 
patent on the strength of a decision rendered 
by another circuit court inconsistent with one 
of its own decisions in which the same patents 
were considered. *Pullman Palace Car Co. v. 
Wagner Palace Car Ca, 55 O. G. 715, C. D. 1891. 

10. Where a patent has already been con- 
strued by the court in an action, that construc- 
tion must be accepted in another action by the 
patentee against a third party where no new 
defenses are interposed. 'National Folding 
Box and Paper Ca v. American Paper Pail 
and Box Ca, 58 O. G. 1844^ G D. 1892. 
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11. The circuit court for the southern dis- 
trict of New York having adjudicated the va- 
lidity of the second claim of letters patent Na 
171,866, for an improvement in paper boxes 
(41 Fed. Rep, 139), thereafter granted a pre- 
liminary injunction, based upon such prior 
adjudication, against a third party (48 Fed. Rep. 
913), no new defenses having been interposed. 
Held, on appeal to the circuit court of appeals 
for the second circuit, that the prior adjudica- 
tion would have the same weight with the 
circuit court of appeals which it had with the 
circuit court *American Paper Pail & Box 
Ca V. National Folding Box and Paper Co., 61 
O. G. 287, C. D. 1892. 

12. The rule of comity as between the cir- 
cuit courts approved ; but it does not apply as 
between the circuit courts and the circuit 
courts of appeals. The latter courts, while re- 
garding the decisions of the circuit courts with 
sincere respect, are not bound to follow them, 
but must base their decisions upon their own 
independent judgment 'National Cash Reg- 
ister Co. V. American Cash Register Co., 62 O. Q. 
449, C. D. 189a 

13. A circuit court should follow the decis- 
ion of another circuit court upholding a patent, 
except when new evidence of invalidity is in- 
troduced, and in the latter event should con- 
fine its investigation to the additional evidence. 
(National Cash Register Ca v. American Cash 
Register Ca, 62 O. G. 449, 53 Fed. Rep. 867, fol- 
lowed.) *Wanamaker v. Enterprise Mfg. Ca, 
68 O. G. 156, C. D. 189a 

14. The rule of comity between circuit courts 
in respect to decisions in patent cases does not 
apply to the circuit court of appeals, and the 
latter court will examine independently all the 
questions presented by the record. *Id. 

15. The rule of comity is limited to a case 
involving the same state of facts. (Starling v. 
Plow Co., 53 Fed. Rep. 119.) *Pratt v. Sencen- 
baugh, 64 Fed. Rep. 779 (1893). 

16. A decision of the circuit court of ap- 
peals sustaining the validity of a patent is not 
conclusive in a second suit in a circuit court 
of another circuit involving the same patent, 
where a different defense is made. *Edison 
Electric Light Ca v. Columbia Incandescent 
Lamp Co., 66 O. G. 133, C. D. 189a 

17. In a suit for infringement of a patent, 
where it appears that the courts of other cir- 
cuits have already sustained the validity of the 
patent as against all the defenses now made, 
save that of anticipation by reason of certain 
patents not before in evidence, and have also 



found that defendants infringed, the court will 
accept those decisions and examine only the 
anticipation alleged. 'National Folding Box 
and Paper Ca v. Phoenix Paper Ca, Limited, 
65 O. G. 752, G D. 189a 

18. Upon general questions of law the views 
of courts of co-ordinate jurisdiction are al- 
ways regarded with respectful consideration, 
but never as controlling. In patent causes, 
however, conclusive effect is accorded by each 
of the circuit courts of the United States to a 
prior judgment of any other of them wherever 
the patent, the question and the evidence are 
the same in both suits, not on the ground of 
comity alone, but with the practical and salu- 
tary object of avoiding repeated litigation and 
conflicting decrees in the courts of the several 
districts upon matters which, having been once 
passed upon by a court of first instance, ought 
to be referred to a court of appeal for author- 
itative determination. (National Cash Register 
Co. V. American Cash Register Ca, 62 O. G. 
449, 53 Fed. Rep. 370.) *Office Specialty Mfg. 
Ca V. Winternight & Cornyn Mfg. Ca, 71 0. G. 
1918, C. D. 1895. 

19. ** Prima fade a decision founded upon 
one patent not in suit here and another decision 
founded upon three patents collectively, one 
only of which is in suit here, the two decisions 
declaring that an invention used by a defend- 
ant who is not the defendant here against the 
machine of that defendant differing widely 
in its structure from the one complained of 
here, cannot be treated as binding in the decis- 
ion which this court may feel bound to render 
in the suit at bar." *Boyden Power Brake Ca 
V. Westinghouse Air Brake Ca, 78 O. Q. 1857, 
C. D. 1895. 

20. A federal court follows the rulings of 
another, especially in patent cases. *National 
Harrow Ca v. Quick, 76 O. G. 1574, C. D. 1896. 

21. The question whether or not a claim is 
invalid for want of novelty or utility depends 
on the evidence in the particular case, and the 
fact that in a suit in one circuit, upon prob- 
ably different evidence, a patent was not sus- 
tained is no ground for holding it invalid in a 
suit in another circuit ^Gates Iron Works v. 
Fraser and Chalmers, 79 O. G. 2015, G D. 1897. 

22. On an appeal from an order granting a 
preliminary injunction the case is ordinarily 
to be treated in the appellate coiJ^rt from the 
standpoint from which it was viewed by the 
circuit court, and the decision on the merits by 
a circuit court of another circuit sustaining the 
patent is therefore usually of oontrolling weight 
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In the appellate court, as it should he in the 
court below. *Thonip8on-Hou8ton Electric Ca 
T. Ohio Brass Ca, 80 O. G. 654, G D. 1897. 



COMMISSIONEB OF PATENTS. 

(See JcKiSDicnoN of.) 



CONTEMPT OF COURT. 

1. When the defendant below had been fined 
for contempt in the violation of a preliminary 
injunction and had given bond, and the pro- 
ceeding was based on a right which depended 
on the validity of a patent, the proceeding is 
reviewable on appeal and in the particular case 
is not upheld. *Worden v. Searls, 89 O. G. 359, 
CL D. 1887. 

2. This case remanded to the court below, 
^th directions to dismiss the bill, without 
prejudice to the power and right of the circuit 
court to punish the contempt by a proper pro- 
ceeding. *Id. 

8. An attachment for contempt is a sum- 
mary proceeding, and the writ is granted only 
in cases which are free from any reasonable 
doubt on the law or the facts. *Bate Refrig- 
erating Ca V. Gillett, 89 O. G. 838, Q D. 1887. 

4. Where a prelimioary injunction to re- 
strain the infringement of patent-rights is 
granted on condition that a bond be filed by 
the plaintiff, and the defendant was present in 
court at the time the order was read and ap- 
proved, and the complainant then exhibited 
the form of bond which he was required to 
give, and stated that the bond would be filed 
as soon as the surety's signature could be ob- 
tained, and it was, in fact, filed on the same 
day, the defendant cannot, in proceedings to 
punish him for contempt in committing a 
breach of the injunction, plead in justification 
that he was ignorant of the filing of the bond, 
it being his duty, without notification, to as- 
certain whether the bond had been filed or not 
•B^rr V. Kimbark, 40 O. G. 246, G D. 1887. 

o. Where the principle involved in a patent 
IS the point in issue in a suit to restrain its 
infringement, the defendant will commit a 
breach of preliminary injunction and be pun- 
ishable for contempt where, for the purpose of 
evading the injunction, he continues to manu- 
facture articles involving the same principle 
wi^ but slight modifications of structure. *Id. 

fL While upon an examination of the con- 
tract under which defendants claimed to be 



licensees it is found insufficient to support such 
claim, still, as it is apparent that defendants 
acted in good faith, under the belief that they 
were authorized by said contract, and ceased 
manufacture upon the commencement of these 
proceedings, they should not be punished as 
guilty of wilful contempt *Iowa Barb Steel 
Wire Ca v. Southern Barbed Wire Ca, 40 O. G. 
578, C. D. 1887. 

(See Pennsylvania Diamond Drill Co. v. Simpson, 48 
O. G. 676, C. D. 1889.) 

CONTINUING APPLICATIONS. 

(See Divisional Application; Subsequent 
Application; Intebfebinq Patents.) 

1. Where patentee filed an application for a 
patent January 6, 1879, amended the same fre- 
quently, and upon the suggestion of the exam- 
iner filed an application December 80, 1879, 
containing the essential features of the orig- 
inal application, held, to be a continuous pro- 
ceeding dating from January 6, 1879. *Inter- 
national Tooth-Crown Ca v. Richmond, 89 O. G. 
1550, G D. 1887. 

2. Should the executor elect to pay a new 
fee and file a new application for the invention 
of the decedent instead of continuing the pros- 
ecution of the original application, the appli- 
cation so filed by the executor should be entitled 
to the same status and precedence in order of 
examination as the application of the decedent 
Such application is merely a revival and con- 
tinuation of the original application, and should 
receive the same action and consideration which 
belonged to the original application had death 
not intervened and arrested the progress of de- 
cedent's case. Ex parte Smith, 48 O. G. 505, 
C. D. 188a 

8. A second application cannot legally be 
considered a continuation of a first or earlier 
application by the same inventor unless it con- 
tains the same invention. Green v. Hall, 46 
O. G. 1515, C. D. 1889. 

4. Where an applicant files a second applica- 
tion as a division of his original application, 
then incorporates the claims of the original 
application into the divisional application and 
formally abandons the original application, 
field, that the whole proceeding is a continu- 
ous one, and that public use to bar the patent 
granted on the second or divisional application 
must be a public use two years prior to the 
filing of the original application. *Dederick 
V. Fox, 68 O. G. 1968, C. D. 189a 
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5. Where an applicant abandoned his re- 
jected application he cannot, in an interference 
based upon hi» subsequent application, treat 
the two applications as continuoua Hien v. 
Pungs, 68 O. G. 667, C. D. 1894. 

6. Carty filed an application April 20, 1885. 
October 21, 1887, the application became aban- 
doned. The present application cannot be held 
a continuation of the first nor as evidencing 
constructiye reduction to practice of the inven- 
tion in issua Carty v. Kellogg, 78 O. G. 285, 
G D. 1895. 



CONTRACTS. 

I CONTBACTSk 

IL Contracts Illbgau 

I. CONTBAOTS. 

1. Where there is any doubt or ambiguity 
arising out of the language of an executory 
contract, the construction given by all the par- 
ties to the same is entitied to great, if not con- 
trolling, influence, •Topliff v. Topliflf, 40 O. G. 
115, a D. 1887. 

2. The manufacture by complainants under 
Patent Na 114,885, and the payment of royal- 
ties up to 1879, constituted an acceptance of 
such patent as a substitute for the patent named 
in the agreement, and the subsequent discoveqr 
by the complainants of the insufficiency of 
Patent Na 110,513 gave them no right to re- 
scind the agreement *Id. 

8. The language in the agreement as to "any 
improvement made in these articles" is not re- 
stricted to articles like those described in the 
patent referred to in the agreement, but em- 
braces articles such as are described in Patent 
Na 114,885. ♦Id. 

4. Complainant was bound by a contract, al- 
though he did not sign the written memoran- 
dum, and was not mentioned as a party to it, 
by which suits then pending between himself 
and defendants over the infringement of pat- 
ents were to be dismissed, and defendants were 
to be licensed to use the patented inventions, 
it appearing that, though complainant did not 
himself sign the instrument, he participated in 
the negotiation which led to its being signed, 
was present at the signing, knew its terms, and 
intended to allow the parties who did sign to 
adjust the whole matter, as they were prin- 
cipally interested in effecting a settlement 
♦Bean v. Clark, 40 O. G. 1454, G D. 1887. 

5. A written contract, although inartificially 



drawn, obscure, and capable of different inter- 
pretations in several particulars, yet its provis- 
ions embracing, although in very inadequate 
terms, every matter which the parties had def- 
initely agreed to^ and the circumstances sur- 
rounding its execution being consistent with 
no other conclusion, must be regarded as a 
completed agreement or contract, and not 
merely an agreement to agree. ♦Id. 

6. An agreement or contract to create an 
estoppel must be of certain intent and effect, 
and leave nothing open to conjecture Ligow- 
sky V. Peters, v. Hisey, 67 O. G. 1595, G D. 1891. 

7. The supreme court of the United States has 
often enforced the rule that^ in the absence of 
fraud, accident or mistake, it must be conclu- 
sively presumed that the written contract con- 
tains the whole engagement of the parties. 
(Cases cited.) (In Pennsylvania there has been 
some relaxation of this rula) ♦Consumers* Gas 
Ca of Danville v. American Electric Construc- 
tion Ca, Limited, 60 Fed. Rep. 778 (1892X 

8. A contract provided that a corporation 
should employ a certain patentee as its general 
manager for ten years, subject to termination 
by either party on one year's notice, or by the 
patentee's death or inability to act, and that, in 
the event of a termination of the agreement, 
the corporation should have a license to use hia 
patents on payment of a certain royalty. Held^ 
that a wrongful discharge of the patentee by 
the corporation was a mere breach of contract, 
and did not terminate the agreement so as to 
render the corporation liable to pay the royalty. 
(Johnson v. Signal Ca (N. Y. App.X 29 N. E. 
Rep. 964, followed.) teller v. Union Switch 
and Signal Co., 59 O. G. 633, C. D. 1892. 

9. In an action to recover a balance alleged 
to be due on written contract whereby plaintiff 
agreed to furnish and set up certain machinery 
for defendant, the latter set up, among other 
defenses, that he had been served with notice 
by a certain patentee of a claim for damages 
for infringing letters patent by the use of the 
machinery furnished by the plaintiff. Held^ 
that a purchaser of machinery who has had the 
full use and enjoyment and undisturbed pos- 
session of it cannot, in the absence of fraud, 
withhold the purchase price because of an al- 
leged liability on his part to a patentee for 
infringement in the use of the property. ♦Con- 
sumers' Gas Ca of Danville v. American Elec- 
tric Construction Ca, Limited, 60 O. G. 738, 
C. D. 1893. 

10. It is only a latent ambiguity which uMiy 
be explained by .evidence cUiunde* Doubts ap- 
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parent upon the face of an instrument must be 
lesolved bj the court» resortmg, if necessary, 
to the rule that a grant expressed in doubtful 
words shall be construed most strongly against 
the grantor. *Adriance^ Piatt & Ca v. McCor- 
mick Harvesting Machine Ckx, 68 O. G. 1688, 
a D. 189a 

11. A contract of complainant to furnish de- 
fendants *'such a number of machines as they 
desire for their own use at present or here- 
after " is of doubtful legal validity for want of 
mutuality. No duty or obligation is upon de- 
fendants to take any number of machines, or do 
anything except to pay for such as they might 
desira *Columbia Wire Ca ▼. Freeman Wire 
Ca, 71 Fed. Rep. 802 (1895). 

12. The release and settlement of July 27, 
1881, examined and held not to be void either 
for gross inadequacy of consideration or by 
reason of any false statement or fraudulent 
concealment on the part of the defendant The 
long period during which the settlement was 
allowed to stand is almost enough to estop 
the complainant *Thom Wire Hedge Ca v. 
Washburn & Moen Mfg. Ca, 78 O. G. 1411, C. D. 
1895l 

IS. The contracts between the parties held 
not to import that the defendant should guar- 
anty the payment by the licensees of the roy- 
alties, but should exercise reasonable diligence 
in their collection. *Id. 

14. It appeared that in an action by L. for 
royalties, R & Sons had set up fraud as a de- 
fense^ and, upon such defense being overruled, 
had obtained a re-assignment of the contract 
and tendered the same back to Lb, but without 
offering to return any of the profits made under 
the contract Held, that by continuing to treat 
the contract as existing, after discovering the 
supposed fraud, and by retaining its fruits, B. 
& Sons ratified such contract *K Bement & 
Sons V. La Dow, 74 O. G. 271, C. D. 1896. 

15. A contract to pay for articles of manu- 
facture containing a patented improvement is 
an agreement to pay for articles which by rea- 
son of the omission of such unnecessary details 
of construction as the patented article dis- 
pensed with are of a simple and less expensive 
<x>09truction, such as the patent sought to se- 
cure, even tliough such manufactured articles 
are in other respects unlike the patented article. 
^Andrews v. Landers, Frary & Clark, 75 O. G. 
510, C. D. 1896. 

16. Evidence to show the prior state of the 
art is admissible to explain the latent ambi- 
guity in the language ''containing the patented 



improvement" occurring in a contract between 
manufacturers and a patentee, and as bearing 
upon the situation of the parties and their ob- 
ject in making said contract *Id. 

1 7. Where the parties entered into a contract 
that a royalty of forty per cent should be paid 
on all sales of the machines, and the contract 
also contained the provision " If the parties of 
the second part shall sell or lease, or [shall] 
cause to be sold or leased, for use, or shall 
cause to be used, in any foreign country [the 
machines in question], . . . then the roy- 
alty to be paid shall be forty-five per cent in 
lieu of forty per cent as hereinbefore provided," 

f held, that this provision is not retroactive, and 
that therefore a royalty of forty-five per cent 
should be paid only on sales made after the com- 
mencement of foreign sales. ^National Sewing 
Machine Ca v. Willcox & Gibbs Sewing Ma- 
chine Ca, 76 O. G. 961, C. D. 1896. 

18. A court is always bound in construing a 
contract to look at the entire instrument even 
though a conclusion derived therefrom may 
seem to antagonize the meaning of a particu- 
lar paragraph of the instrument *Fox Solid 
Pressed Steel Co. v. Schoen, 78 O. G., C. D. 1897. 

19. A clause in an agreement regulating the 
manufacture of center plates in general which 
prohibits the manufacture of sheet-metal 
frames during the life of the agreement is- 
secondary and incidental to the main agree- 
ment *Id. 

20. The fact that complainants are engaged 
in making frames of one species and defendants 
in making frames of another, and that those of 
the species made by the defendants are those 
sought to be restrained, as well as the fact that 
complainants knew of such manufacture long 
before they objected, should be taken into con- 
sideration in interpreting the contract *Id. 

21. A clause which finally interdicts the 
manufacture of a portion of a patanted article 
which may be needed in the repair of such ar- 
ticle is in undue restraint of trade and will not 
be enforced. *Id. 

II. Illegal. 

22. A contract wherein one party, in consid- 
eration of receiving a license from the other 
party to use certain patents during the life of 
said patents, agrees never to dispute or contest 
the validity of certain other patents or the 
licensor's title thereto, is a contract against 
public policy, *Pope Mfg. Ca v. Gormully, 59 
O. G. 464, C. D. 1892. 
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23. A corporation or combination organized 
to regulate and control the price at which a 
device manufactured under patents may be 
sold by the members of the combination and 
to prosecute and defend all suits involving al- 
leged infringement of such patents, held to be 
an illegal combination, and its purposes are 
violative of sound public policy. ^National 
Harrow Ca v. Quick, 71 O. G. 608, G D. 1895. 

24. Doubtful whether the present bill for in- 
fringement, etc., can be sustained without giv- 
ing aid to the unlawful combination or trust 
represented by the complainant ; but doubt re- 
solved in such way as will not lend the coun- 
tenance of the court to the creation of combi-« 
nations, trusts or monopolies. 'Id. 

25. The entire theory and purpose of our 
patent laws is to create a limited monopoly. 
The rights so acquired by the patentee are en- 
tirely inconsistent with the patentee's being 
made subject to the provisions of the anti-ti'ust 
laws of the several states. He has been given, 
and is entitled to maintain, a monopoly of the 
patented article or device. (Cases cited.) *Co- 
lumbia Wire Ca v. Freeman Wire Ca, 71 Fed. 
Rep. 802 (1895). 

26. An exclusive license for a consideration 
by a corporation to a person assigning to it his 
patent to manufacture and sell, as agent, upon 
his own account, subject to uniform terms and 
conditions, the corporation itself agreeing not 
to manufacture, is part of an illegal combina- 
tion and in unwarrantable restraint of trade. 
^National Harrow Co. v. Hench & Dromgold, 
76 O. G. 2011, G D. 1896. 

27. Combinations between a number of per- 
sons engaged in the same general business to 
prevent competition and maintain prices, being 
against public policy and illegal, the same prin- 
ciple, notwithstanding the patentee's exclusive 
control of his invention, is applicable in ques- 
tions concerning patenta *Id. 

2S. While it is true that all contracts in re- 
straint of trade are not prohibited, and it is 
sometimes difficult to determine whether a 
particular one is, there is no room for doubt 
that a contract between patentees and manu- 
facturers of patented articles to prevent com- 
petition in business and enhance prices is un- 
lawful. 'National Harrow Co. v. Hench, 81 
O. G. 1612. C. D. 1897. 

29. The fact that property involved is cov- 
ered by letters patent cannot be urged as a jus- 
tification of a contract which enhances prices 
and restrains trade. Patents confer a monopoly 
as respects property covered by them, but they 



confer no right upon the owners of several dis- 
tinct patents to combine for the purpose of re- 
straining competition and trada Patent prop- 
erty does not differ in this respect from any 
other. *Id 

80. The fact that one patentee may possess 
himself of several patents and thus increase his 
monopoly affords no support for an argument 
in favor of a combination by several distinct 
owners of such property to restrain manufact- 
ure, control sales, and enhance price& Such 
combinations are conspiracies against the pub- 
lic interest and abuses of patent privilegea The 
object of these privileges is to promote the pub* 
lie benefit as well as to reward inventors. *Id. 

81. A contract based on patent-rights which 
restrains trade is not justified by the situation 
of the partie& Their exposure to litigation is 
entitled to no greater weight Patentees may 
compose their differences, as the owners of 
other property may, but they cannot make the 
occasion an excuse or cloak for the creation of 
monopolies to the public disadvantage^ *Id. 



COPIES AND INSPECTION OF PATENT 
OFFICE RECORDS. 

1. Whenever a reasonabld suggestion of its 
necessity for the pui-poses of evidence is made 
by the person requesting it» the commissioner 
of patents cannot lawfully refuse to furnish a 
certified copy of an abandoned or rejected ap- 
plication for a patent The right to be fur- 
nished such a copy is given to the public by- 
statute, and the refusal thereof entitles the ap- 
plicant to the writ of mandamus against the 
commissioner to compel a compliance with 
such request ^United States ex rel PoUok v. 
Hall, Com'r of Patents, 48 O. G. 1263. G D. 1889. 

2. An attorney at law who has requested 
such a copy in behalf of his client and been re- 
fused has such an interest in the subject-mat- 
ter as entitles him to commence proceedings in 
his own name as relator for the writ of man- 
damns, *Id. 

8. Where petitioners requested that an order 
be issued permitting them to inspect the aban- 
doned cases in the patent office in order to 
protect their client from unnecessary expense 
and suit for alleged infringement of certaia 
letters patent, eta, held, that the petition must 
be denied, although, if the petitioners shall 
make request for certified copies of one or more 
abandoned applications, accompanied by a rea- 
sonable suggestion of their necessity for pur- 
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{)ose8 of evidence, the vequest will be granted 
under authority conferred upon the commis- 
sioner by rule 179. Ex parte Fowler and Fow- 
ler, 49 d G. 562, a D. 1889. 

4. The case of United States ex rel. Anthony 
Pollok V. Hall, Commissioner of Patents (48 
O. G. 1268X distinguished from the ease at bar. 
The question before the court in the case cited 
was whether a copy of a certain speciHed aban- 
doned application which had been asked for 
should be furnished by the commissioner, and 
it is believed that the court did not intend to 
decide or to lay down a doctrine which would 
involve the logical necessity of deciding that a 
petition like the present should be granted. Id. 

5. It is not to be conceded that the inven- 
tions represented in the abandoned applications 
of the patent office are the property of the pub- 
lic. Id. 

6. Where the complaint averred that, on the 
surrender of the original patent, a new patent 
was issued to the patentee for the same inven- 
tion, for the residue of the term then unex- 
pired for which the original patent was granted, 
and the defendant in his answer denied each 
and every, all and singular, the allegations con- 
tained in the complaint, held, that a duly-certi- 
fied copy of the original patent was relevant 
evidence upon the question whether the re-issue 
was for the same invention as the original, and 
that the issue was sufficiently raised by such 
averment and denial *Oregon Improvement 
Ca V. Excelsior Coal Ca, 49 O. G. 1694^ C. D. 
18S9. 

7. It is the practice of the office to refuse 
copies of caveats unless the party filing the 
caveat shall first consent (Cases cited.) Ex 
parte Spear. 44 Ma D. (3 G. W. D.), Nov., 1890 
(Fisher, Acting ComV). 

8. Section 892, Revised Statutes of the United 
States, providing for the obtaining of certified 
copies of any records, books, papers or draw- 
ings belonging to the patent office, does not re- 
quire or authorize the commissioner of patents 
to furnish copies of pending applications for 
patents, or of papers connected with such ap- 
plications. *United States ex reL United States 
Electric Lighting Ca v. Commissioner of )?at- 
ents, 54 O. G. 267, C. D. 1891. 

9. When an inventor has two applications 
pending, both covering the same generic inven- 
tion, and has made a full assignment of one of 
them, thereby conclusively electing to give the 
preference to the assigned case and to claim 
nothing in the nnassigned application that is 
not special thereto^ held, that he should be al- 



lowed to inspect the assigned application in 
order that he may properly restrict the unas- 
signed application. Ex parte MacLaughlin, 55 
O. G. 864, C. D. 1891. 

10. Because an applicant has been forced to 
use an application in an interference proceed- 
ing to establish a record date, it does not fol- 
low that the office should allow any and every 
one to obtain certified copies of said applica- 
tion. Ex parte Dyer, 56 O. G. 1564, C. D. 1891. 

11. A party who bases his rights as an as- 
signee upon an instrument recorded in the pat- 
ent office before application was made and not 
specifically identifying the invention will not 
be permitted to examine the files because such 
an instrument is not an assignment, but a mere 
executory agreement Ex parte Lorentz, 59 
O. G. 158, C. D. 1892. 

12. A single uncertified copy of a decision or 
action by any tribunal of this office will be fur- 
nished to an interested party without charge. 
Ex parte Failor, 69 O. G. 630, G D. 1892. 

13. In a 'petition for mandamus against the 
commissioner of patents where the prayer was 
for permission " to inspect the abandoned cases 
in the United States patent office," and was not 
confined to a specific case, held, that no such 
broad right exists to the public, and writ re- 
fused. (Citing United States ex rel. United 
States Electric Lighting Ca v. Commissioner of 
Patents, C. D. 1891, 271, 64 O. G. 267.) *United 
States ex rel. Fowler v. Commissioner of Pat- 
ents, 62 O. G. 1968, C. D. 189a 

14. The office is not warranted in furnishing 
copies of the papers in a pending application 
except to parties in interest, unless advised by 
a court of competent jurisdiction, having a case 
before it, that evidence of this sort within the 
possession of the office is essential to the proper 
decision of the casa Ex parte American Bell 
Telephone Co., 63 O. G. 152, G D. 189a 

15. The refusal of the commissioner of pat- 
ents to furnish copies of records, books, papers, 
etc., to any person making application there- 
for and paying the fee required by law would 
subject the commissioner to an action for dam- 
ages (citing supreme court in Boyden v. Burke, 
14 How. 576). It is not, therefore, every sort 
of record or paper the commissioner can pro- 
tect from inspection and copy. 'Ex parte 
Drawbaugh, 66 O. G. 1451, C, D. 1894. 

16. Files, papers, etc., in a case appealed to 
the court of appeals of the District of Colum- 
bia are open to the public for inspection and 
copy. *Id. 

17. Where, in an interference to prove the 
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granting of foreign letters patent and the date 
and contents thereof, certified copies of the 
records in this office of such letters patent 
were introduced, held, that the commissioner 
had power to grant such certified copies and 
that they are proper evidence under sections 
892 and 898, Revised Statutea Lossier v. 
Cowles and Ck)wles v. Boguski, 71 O. G. 1616, 
C. D. 1895. 

18. After the preliminary statements have 
been received and approved each party may 
have free access to the files and papers of the 
other; but if an application contains a descrip- 
tion and claims of one or more inventions not 
related to the one in issue in such a manner as 
to affect its scope or meaning, the opposing 
party should not be allowed to inspect this part 
of the application. Zwietusch v. Wittemann, 
U O. G. 188, G D. 1896. 

19. It is the practice of the office to refuse 
to give to strangers to the record copies of 
pending applications without the consent of 
the applicants or assignees. Ex parte Stock- 
ton, 79 O. G. 683, C. D. 1897. 

20. Some of the records and papers of the 
patent office are public records, and of these 
any person is entitled to copies upon paying 
the usual fee therefor ; but there are others not 
public records, and of these no one is entitled 
to copies without showing that they are mate- 
rial evidence for him, and the commissioner of 
patents cannot be required to furnish copies 
until such showing is made. Abandoned ap- 
plications are evidently of the latter character. 
(Section 892, Revised Statutes, construed.) 
♦United States ex reL Bulkley v. Butterworth, 
Ctom'r of Patents, 81 O. G. 505, C. D. 1897. 

21. No person is required to submit his pri- 
vate papers to others or produce them in court 
on the demand of a party to a suit on his alle- 
gation or claim that they are material evidence 
for such party, but only in obedience to the 
mandate of the court in which such suit is 
pending ; and it is only reasonable that when a 
public officer has under his control a paper or 
document in its nature private or such as the 
public generally is not entitled to have access 
to as a public record, he should not be compel- 
lable to produce it or deliver copies of it until 
he has some information from the court in 
which the case is pending that it is required as 
evidence. *Id. 

22. The court in which a suit is pending and 
not the commissioner of patents is the appro- 
priate tribunal to determine whether a given 
paper should be produced as evidence; and 



where there is no satisfactory showing; as by a 
certificate of the court, that a paper is proper 
evidence, the commissioner of patents may re- 
fuse copies of such paper, and a writ of man- 
damua will not issue to him to furnish such 
copies. *Id. 

23. In allowing inspection or in furnishing 
copies of pending cases, the claims will hence- 
forward be withheld from all save parties di- 
rectly interested or their attorneys. Elx parte 
Metzler, 60 MS. D., Feb., 1897 (Fisher, Acting 
Com'r). 

24. Affirmed upon rehearing, that certified 
copies of the papers composing an abandoned 
application may be furnished to interested and 
proper parties, to determine a question of title ; 
but the papers showing the steps taken in proe- 
ecution of the case^ having no bearing on the 
question of title, should not be furnished. Bates 
Machine Ck)^, 63 MS. D., Dea, 1897 (Greeley, Act- 
ing dJom'r). 
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I. In General. 

1. As to whether the forfeiture to the United 
States, in section 4965, applies to anything but 
" painting, statue or statuary," gucere, *Thorn- 
ton V. Schreiber, 42 O. G. 1165, C. D. 1888. 

2. When a man takes out a copyright for 
any of his writings or works he impliedly 
agrees that at the expiration of that copyright 
such writings or works shall go to the public 
and become public property. *Merriam v. Hol- 
loway Publishing Co., 58 O. G. 1409, C. D. 1890. 

8. The complainants have no special prop* 
erty in " Webster's Dictionary " since the copy* 
right has expired. *Id. 
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4. The amouDt of labor or skill in the pro- 
duction does not seem to be material if the 
proper subject of a copyright is produced and 
the producer copyrights it *Falk v. Brett 
Lithographing Ca, 48 Fed. Rep. 678 (1891). 

5. Following Baker ▼. Selden, 101 U. a 99, 
the copyright for a book entitled "Eclectic 
Short Hand " does not protect the system when 
considered as such apart from the language 
which expresses it *Griggs v. Perrin, 49 Fed. 
Repw 15 (1892). 

(literaiy merit is not a necesBary element of a legal 
oop jiight *Dniiy t. Ewing, 1 Bond, 640. 

To be worthy a oopTright, the tiling must haye some 
Tahie aif a composition, sufficiently material to lift it 
aboTe utter inslgniflcance and worthleesness. Drone on 
Copyright 

The national copyright system dates from 17W. The 
law now in force is substantially the law of 1870, al- 
though amended several times, notably by the act of 
Harch 8, 1801, providing for international registration, 
and the act of January 0, 1897, relating to performance 
of dramatic and musical compositions. The transfer of 
the copyright department to the librarian of congress 
was in 1870.) 

II. Assignment and License. 

6. A copyright may he assigned as to the 
whole or undivided part thereof, and may be- 
come ''the undivided property of joint own- 
era." (CitingDroneon Copyright, 834.) *Black 
w. Henry G. Allen Ca, Scribner y. Same, 42 
Fed. Rep. 618 (1890). 

7. A non-resident foreigner is not within our 
copyright law, but he may take and hold by 
assignment a copyright granted to one of our 
own citizens. (Carte v. Evans, 27 Fed. Rep. 
861.) *Id. 

8. A license in writing may be given by the 
proprietor of a copyright to any person, and 
there is no restriction upon the power of such 
proprietor to assign or transfer, in equity, an 
exclusive right to use the copyrighted article 
in a particular manner or for particular pur- 
poses upon such terms and conditions as may 
be agreed upon. In such case the legal title 
remains with the proprietor, and the equitable 
title vests in the other party. (Cases cited.) *Id. 

9. An inchoate right to a copyright may be 
transferred by parol prior to taking of copy- 
right (Cases cited.) *Id. 

10. The first edition of the work was copy- 
righted in the name of Charles Scribner & Co., 
Proprietors ; and the second edition — the one 
now in controversy — was copyrighted In the 
name of Charles Scribner's Sons, Proprietors ; 
and, since Mr& Terhune, whose nom de plume 



is Marion Harland, settled from time to time 
with tlie owners of the copyright for her roy- 
alties, the court will presume that her legal 
title as author was duly conveyed to and vested 
in the persons who secured the copyright, de- 
spite the fact that she was a married woman 
at the time the copyright was taken. *Scrib- 
ner v. Clark, 60 Fed. Rep. 478 (1892). 

III. COPTEIGHTABLB SUBJECTS. 

11. The term "book" embraces every char- 
acter of publication, whether a volume, pam- 
phlet, newspaper article, calendar, or catalogue, 
following the interpretation in England of a 
similar English statute. A book of forms may 
be entitled to copyright protection. Original 
forms adapted to the requirements of a state 
statute relating to the sale of liquors are copy-- 
rightable. Some learning and some, literary 
labor were required to produce them. (Citing 
Drone on Copyright, 208-210.) *Brightley v. 
Littleton, 87 Fed. Rep. 108 (188^ 

12. Since the decision of the United States 
supreme court in Burrow-Giles Co. v. Sarony, 
111 U. S. 58, a photograph which has artistic 
merits is a subject of copyright Falk v. T. P. 
Howells & Ca, 87 Fed. Rep. 202 (1888). 

18. Although there can be no copyright in 
the opinions of judges, or in the work done by 
them in their official capacity as judges, yet 
there is no ground of public policy on which a 
reporter who prepares a volume of law reports, 
of the character of those in this case, can, in 
the absence of a prohibitory statute, be de- 
barred from obtaining a copyright for the 
volume, which will cover the matter which is 
the result of his intellectual labor. *Callaghan 
V. Myers, 46 O. G. 665, C. D. 1889. 

14. Even though a reporter may be a sworn 
public officer, appointed by the authority of the 
government which creates the court of which 
he is made the reporter, and even though he 
may be paid a fixed salary for his labors, yet, 
in the absence of any inhibition forbidding him 
to take a copyright for that which is the lawful 
subject of copyright in him, or reserving a 
copyright to the government as the assignee of 
his work, he is not deprived of the privilege of 
taking out a copyright, which would otherwise 
exist *Id. 

15. A statistical atlas is a book of maps, 
tables, and printed texts, and is not simply a 
bundle of mapa It is properly copyrighted as 
a whole, and there is no necessity for copy- 
righting each map separately. *Black v. Henry 
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G. Allen Co., Scribner y. Same, 43 Fed. Bepi 
678 (1890> 

10. A photograph may be the valid subject 
of a Talid copyright for the photographer as 
the author of it (Lithographic Ca ▼. Sarony, 
111 IJ. S. 5a) *Falk y. Bria LithographiDg Ca, 
48 Fed Rep. 678 (1891;. 

17. When a person submits himself or her- 
self as a public character to a photographer for 
the taking a negative and the making of photo- 
graphs for the photographer, the negative and 
the right to make photographs from it belong 
to him. He is the author and proprietor of the 
photograph, and by copyright obtains the ex- 
clusive right to make copies. (Cases cited.) 
*Pre88 Publishing Co. v. Falk, 60 Fed. Rep. 824 
(1894). 

18. A mere compilation of facts is protected 
by the copyright law, as well as original mat- 
ter showing invention. The same facts oould 
be gathered by other than the registrant^ but 
it must be at his own expense and as the re- 
sult of his own efforts. * American Trotting 
Register Association v. Gocher, 70 Fed. Rep. 
237 (1895). 

19. A book containing credit ratings and the 
financial standing of stove-dealers and manu- 
facturers, held clearly entitled to copyright 
(Lamb v. Evans, 1 Ch. 218. 1893 ; Leslie v. Young, 
App. Ca& 335, 1894) *Ladd v. Oxnard, 75 Fed. 
Rep. 703 (1896). 

20. Compilations, though involving only in- 
dustry, and no such degree of originality as is 
expected from authors of repute, may be pro- 
tected by the copyright statutes. *Id. 

(A compUation of information that Is useful in a 
counting-room Is a proper subject of a copyright. Bull- 
Inger v. Mackay, 15 Blatch. 550 (1879). 

21. Photographs have been held copyright- 
able by the supreme court *FaJk v. City Item 
Printing Co., 79 Fed. Rep. 321 (1897). 

(Copyright protection was extended to photographs 
and magazines in 1865. 

Copyright for playing cards sustained. Richardson 
V. Miller, 12 O. G. 8, C. D. ISrT. A separate registration 
is required for each card if the designs differ.) 

IV. NON-COPYRIGHTABLE SUBJECTS. 

22. The judicial decisions of the courts are 
not the subject of copyright, but may be freely 
published by any one who chooses. It has 
never been authoritatively decided, however, 
by the courts of this country whether such de- 



oisiona can be copyrighted by the state. The 
opinion in Qould v. Banks, 58 Conn. 415, un- 
doubtedly asserts the right of the state to copy- 
right judicial decisions. *State of Connecticut 
y. Gould, 84 Fed. Rep^ 819 (1888). 

28. Plaintiffs made and sold prints and labels 
to dealers in cigars. They registered as a copy- 
right a picture described by the title '* Nosegay.*' 
On the prints sold to dealers they substituted 
"Opera Bouquet'' for "Nosegay." Held, sec- 
tion 3 of the act of congress of June 18, 1874, 
does not authorize such registration of prints 
and label& (Schumacher v. Schwenkei, 25 Fed. 
Repi 466, distinguished.) *Schumacher ▼. Wo- 
gram, 85 Fed. Rep. 210 (1888)l 

(A label intended for no other use than to be pasted 
on vials or bottles containing a medicinal preparation is 
not the proper subject of a oopyrighL *ScoTille ▼. To* 
land, West L. J. 84; Ooffeen v. Bnmton, 4 McLean, 516.) 

24. A picture designed for an article of man* 
ufacture cannot be copyrighted in view of sec- 
tion 3, act of congress of June 18, 1874, which 
provides for registration of prints or labels for 
articles of manufacture *Schumacher v. Wo- 
gram, 35 Fed. Rep. 210 (1888). 

25. Speeches, letters and conversations by 
themselves alone are understood not to be the 
subjects of a copyright (Cases cited.) *Gril- 
more ▼. Anderson, 38 Fed. Rep. 846 (1889). 

26. Complainants and defendant manufact- 
ure furniture which is not patented. Both 
publish books containing illustrations of their 
goods, several of which are strikingly similar. 
Both books are published and used solely as 
means of advertisement The complainants 
cannot have a monopoly in such a case. If 
the illustrations could be established as intrin- 
sically valuable as works of art independent 
of their use as advertisements, a very different 
question would be presented. In view of the 
doubt, preliminary injunction denied. *Lamb 
V. Grand Rapids School Furniture Ca, 39 Fed. 
Rep. 474 (1889). 

27. A copyright for a form of a blank state- 
ment which the political code of California re- 
quired in respect to property, held invahd. 
*Carlisle v. Colusa County, 57 Fed. Rep. 979 
(1893). 

28. The statutes, as amended by the act of 
1874, limit copyright to such cuts and prints 
as are connected with the fine arta Cuts and 
prints of bath tubs contained in advertising^ 
sheets were not contemplated or intended as 
works of fine art They are adjuncts simply 
to a publication connected with a useful arL 
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*J. I* Mott Iron Works v. Clow, 72 Fed. Rep. 
168 (1886). 

29. An advertisement alone is not the sub- 
ject of copyright (Citing Drone on Ck>pjright» 
p^ 164) ^Mutual Advertising Ca v. Rego, 79 
O. G. 159, a D. 1897. 

80. A mechanism or device for the storage 
and indexing of letters is not proper subject- 
matter for copyright inasmuch as it is not a 
medium for information or intelligence. The 
creator of this is not an author within the 
meaning of the word in the constitution, nor is 
what he has produced a book. *Amberg File 
and Index Ckx v. Shea, Smith & Ca, 79 O. G. 
614, a D. 1897. 

SI. Holmes' "The Autocrat of the Break- 
fast Table," was printed serially in the Atlan- 
tic Monthly, and the last part or fragment of 
it appeared before the title was filed by the au- 
thor. Heldf that the copyright is invalid. If 
the author had published part of the book 
only and then deposited the title, he might 
have had copyright protection for the remain- 
der. *Holme8 V. Hurst, 80 Fed. Rep. 514 (1897). 

V. Depositing Copies with Librabian 

OF CONQBESS. 

82. Francis A. Walker obtained a copyright 
for an article which was assigned for use as 
part of the Encyclopedia Britannica. The two 
copies of Walker's separate work, deposited in 
the ofilce of the librarian of congress to com- 
plete the copyright, were obtained by taking to 
pieces a bound volume of the work, and taking 
the sheets which contained the articles and 
depositing them in the librarian's office ; held 
to be sufficient compliance with the statute. 
•Black V. Henry G. Allen Ca, Same v. Funk, 
56 Fed. Rep. 764 (1893). 

33. If the copies required to be sent to libra- 
rian of congress are mailed before publication, 
they are mailed within ten days of publication. 
(Cases cited.) *Falk v. Donaldson, 57 Fed. Rep. 
32 (1893). 

84. Under the provisions of section 4956, to 
make out a prima facie case of copyright it 
18 only necessary for a complainant owner of 
a copyright to allege and show that he depos- 
ited with the librarian of congress, on or before 
the date of publication, a printed copy of the 
title-page of his book, also two copies of the 
book, and that he has given the lawful copy- 
right notice. *Osgood v. A. & Aloe Instru- 
ment Ca, 72 O. G. 418, Q D. 1895. 



VI. Dbamatio Composition. 

(This subject was first admitted to copyright In 1866.) 

85. The decisions which extend the defini- 
tion of "dramatic composition" so 9s to in- 
clude situations and '* scenic" effects do not 
cover the mere mechanical instrumentalities 
by which such effects are produced. (Daly v. 
Palmer, 6 Blatch. 264 — a leading case — cited 
and discussed.) *Serrana v. Jefferson, 83 Fed. 
Rep. 347 (1888> 

86. Marie Louise Fuller obtained copyright 
protection for a composition or description of 
a stage dance and the arrangement and set- 
ting of the stage, manipulation of the lights, 
etc., during the dance. Held, that complain- 
ant's performance is not a dramatic composi- 
tion within the meaning of the copyright act, 
since the merely mechanical movements by 
which effects are produced on the stage are 
not subjects of copyright *Fuller v. Bemis, 
50 Fed. RepL 926 (1892). 

87. Complainants have title to copyright of 
the novel " Trilby," and they may restrain the 
production or public performance of any play 
or drama presenting the scenes, incidents, plot 
or dialogue of the said novel "Trilby," but 
they cannot restrain the mere use of the name 
* Trilby " as the title of any dramatic compo- 
sition which does not present such scenes, in- 
cidents, etc. The copyright law protects the 
name in connection with the novel, not the 
name alone. *Harper v. Ranous, 67 Fed. Rep. 
904 (1895). 

VII. False Markino. 

88. The language of section 4963, Revised 
Statutes, providing a penalty for falsely mark- 
ing articles "copyrighted," is not "for each 
copy," and while it may be true that if upon 
different days, under different circumstances, 
separate copies are printed, each transaction 
thus separate would constitute a separate of- 
fense, yet when the printing of many copies is 
a single continuous act only one offense is com- 
mitted thereby. *Taft v. Stephens Lithograph- 
ing and Engraving Co., 47 O. G. 1355, C. D. 1889. 

89. The law is clear that no offense is com- 
mitted when the word " copyrighted " is placed 
upon an article that is not the subject-matter 
of copyright — that cannot be copyrighted. *Id. 

VIIL Infringement. 

40. Defendant's copied lithographic copies of 
a painting for which copyright had been ob- 
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tained, held, an indirect copying of the paint- 
ing itself and an infringement *Schumacher 
V. Schwencke, Jr., 80 Fed. Rep^ 690 (1887). 

41. A compiler of a general directory is not 
at liberty to copy any part, however small, of 
A previous directory, to save himself the trouble 
of collecting materials from original souroe& 
He must do that which the first compiler has 
done ; that is, collect the materials for himself. 
He may, however, use the first compiler's work 
for purposes of verification of correctness of 
his own. *List Publishing Ckx v. Keller, 80 Fed. 
Rep. 772 (1887> 

^ 42. Merely taking extracts from a copy- 
righted book, merely using it, in no manner in- 
fringes upon a copyright *Stover v. lAthrop, 
88 Fed. Rep. 848 (1888). 

48. Perforated strips of paper for use in or- 
ganettes can hardly be considered as sheet- 
music, there being no clef, no bars, no lines, 
no spaces nor other marks which are found in 
common printed musia Held, that such strips 
do not infringe the copyright for a song and 
musical composition entitled *' Cradle's Empty, 
Baby's Gone," although the tune is the same in 
both cases. *Kennedy v. McTammany, 88 Fed. 
Rep. 584 (1888). ^ 

44. The copyright protects the registrant only 
against transcribing and embellishing his blank 
forms for application for a liquor license, and 
does not confer a monopoly of the forms them- 
selves. Any one else may prepare and publish 
forms of this nature, provided they are not 
copies. *Brightley v. Littleton, 87 Fed. Rep. 
103 (1888). 

45. A copyright for a photograph is infringed 
by a design copied directly from it and stamped 
on leather intended for the bottom or back of 
a chair. ♦Falk v. T. P. Howell & Ck)., 87 Fed. 
Rep. 202 (1888). 

46. The defendant is not liable unless he has 
copied— "pirated" — the plaintifiTs charts, or 
some part of them. If he devised the same 
plan in ignorance of what plaintiff had done, 
he has not infringed any privilege secured by 
the plaintiflF. *a S. White Dental Ca v. Sibley, 
88 Fed. Rep. 751 (1889). 

47. A copyrighted chart showing illustrated 
sections of teeth so arranged as to convey in- 
formation respecting their character, size, etc., 
is not infringed by a chart conveying to pur- 
chasers the same character of information, since 
neither the teeth nor the numbers accompany- 
ing them are the same as the plaintiff's, neither 
in fact nor appearance. Defendant has not 
copied and published plaintiff's charts but has 



employed simply the same plan of advertis* 
ingi *Id. 

48. Plaintiff's book contained about thirty 
thousand Swedish words with short English 
definitiona Defendant's book contained about 
ten thousand of the same Swedish words with 
similar English definitions, with considerable 
changes in roots, terminations; eta Each 
Swedish word was a topic for the composition 
of an English definition, and the plaintiff's 
copyright would protect his literary work in 
composing them, however short they might be 
upon each topia (Citing 2 Kent Com. 881; 
Callaghan v. Myers, 128 U. a 617.) *Chi]8 v. 
Gronlund, 41 Fed. Rep. 145 (1890> 

49. The consent of a copyright owner to 
publish the subject of copyrighted article in an 
encyclopedia does not authorize the publica- 
tion of such article as a part of a reprint of 
such encyclopedia *Black v. Henry G. AUen 
Co., Scribner v. Same, 42 Fed. Rep. 618 (1890). 

50. The unauthorized reprinting of eight 
maps from a volume of maps is an infringe- 
ment *Id. 

51. The just and proper rule of damages in 
this case is to ascertain the profits the defend- 
ants made by their piracy of the complainant's 
work and fix that as the measure of complain- 
ant's damages. *Scribner v. Clark, 50 Fed. Rep. 
478 (1892). 

52. Defendants procured the manufacture 
of copies of complainant's pictures, and had the 
title and plate-mark applied in London, Eng- 
land. The appropriation of a part of a work is 
an infringement if it ''contains any substantial 
repetitions of any material parts which are 
original and distinctive." The defendants omit- 
ted the mere work of the artisan and appropri- 
ated the genius of the artist The question is 
not whether the article is marketable, but 
whether it is piratical (Cases cited.) Copy- 
right held infringed. *Fishel v. Lueckel, 53 
Fed. Rep. 499 (1892> 

58. The defendants procured the infringing^ 
act to be done; they are therefore liable as 
joint tort-feasors. (Cases cited.) *Id. 

54. The allegation of defendants thatthey 
had no intention to infringe the copyright is 
no defense. Where infringement is otherwise 
established, the intention is immaterial (Reed 
V. Holliday, 19 Fed. Rep. 825.) 'Id. 

55. The total number of cases digested in de- 
fendant's book was nineteen thousand. The dis- 
puted paragraphs, assuming that all are pirated, 
were less than one per cent Held, an injunction 
would compel the mutilation of a completed 
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edition, or perhaps a printing of a new edition ; 
the damage to defendant, should an injunction 
issue, would be entirely out of proportion to 
the damage to plaintiff should the preliminary 
writ be refused. The effect of an injunction 
would be an irremediable injury. (Cases cited.) 
♦West Publishing Ca v. Lawyers' Co-operative 
Publishing Ca, 53 Fed. Rep. 265 (1B93). 

56. An action for infringement of a copy- 
righted painting cannot be maintained unless 
the notice required by section 4962, Revised Stat- 
utes, has been applied to the original. Merely 
applying it to the published reproduction will 
not suffice. *Pierce & Bushnell Mfg. Ca v. 
Werckmeister, 72 Fed Rep* 64 (1896). 

(Decisloii of circuit oomt of appeals, rsvenliig decision 
of circnlt court.) 

57. Held, the plaintiff should be protected in 
the name ''Investor," for a trade- journal, as 
against the same name applied to another 
trade-journal 'Investor Publishing Ca of 
Massachusetts v. Dobinson, 72 Fed. Rep. 608 
(1896). 

58. The defendant published a crude illus- 
tration or wood-cut of certain poses of the 
dancer Mme. Loie Fuller ; but the illustration 
was not a copy of, nor in any wise connected 
with, the petitioner's photographs. Heldy there 
was no infringement *Falk v. City Item Print- 
ing Co, 79 Fed. Bep, 821 (1897). 

59. The mere circumstance that two syllabi 
of the same opinion are found to be expressed 
in identical language Is not always sufficient 
proof that the one was borrowed from the 
other.* West Publishing Ca v. Lawyers* Co- 
operative Publishing Ca, 79 Fed. Rep. 756(1897). 

(This Important case was heard by Circuit Judges 
lACombe, Wallace and Shipman— circuit court of ap- 
peals, Koond OiTBOit.) 

60. If, however, instance after instance .is 
found where the production is continuous, and 
in which identity of language is found, in tech- 
nical phraseology as well as common speech, 
Buch continuous identity is suggestiva *Id. 

61. When in a suit for infringement of an 
advertising pamphlet the defendant's pam- 
phlet resembles the complainant's in its adver- 
tising features merely, there is no infringement, 
since such features are not the subject of copy- 
right 'Mutual Advertising Ca v. Refo^ 79 
O. G. 159, G D. 1897. 

US. A demurrer on the ground of multif ari- 
cosnesB brought against a bill in which thirty 
different copyrights are sued upon, each copy- 
right covering a letter or portion of a letter in a 
5 



system of indexing, is not well taken, since the 
subject-matter of litigation is in a sense single. 
*Amberg File & Index Ca v. Shea, Smith & 
Ca, 79 O. G. 514^ G D. 1897. 

IX. Intsenational. 

68. Complainant's copyrighted photograph 
represents a German painting, the right of pub- 
lication or reproduction of which was duly as- 
signed in Germany. There is no proof that 
the painting itself was ever copyrighted. By 
the proclamation of the president of April 15, 
1892, the benefit of the international copyright 
act of March 8, 1891, was extended to (German 
subjects. The two copies of the photographs 
required to be delivered at the office of the 
librarian of congress were not printed from 
negatives made within the limits of the United 
States, consequently complainant's imported 
photographs cannot be directly protected by 
statute ; but complainant has all the rights the 
artist ever had. *Werckmeister v. Pierce & 
BushneU Mfg. Ca, 68 Fed. Rep. 445 (1894). 

(The priTilege of copyright in the United States now 
extends to eleren foreign goveniments, namely, Great 
Britain and her dependencies, France, Qermany* Italy, 
Spain, Portugal, Belgium, Switzerland, Denmarl^ Chile 
and Mexico.) 

X. MusiOAL Compositions akd Litho- 
graphs. 

(Music was brought within copsrright protection by the 

act of 1881.) 

64. Seotion 8 of the (international) copyright 
act of March 8, 1891, construed and held to dis- 
tinguish musical compositions from books, so 
that it is not required that the copies of mu- 
sical compositions to be delivered to the libra- 
rian of congress shall be manufactured in this 
country. 'Littleton y. Oliver Ditson Ca, 62 
Fed. Rep. 597 (1894> 

(Circuit court) 

65. It seems dear that the term *'book** in 
section 8 was not intended to include "mu- 
sical composition." *Id. 

66. Musical compositions differ in the view 
of the copyright law from books as such, since 
the penalty for infringement was made ex- 
pressly different in the act of February 8, 1831, 
and so stands in the present statute, act of 
March 8, 1891. *Id. 

67. The word "lithograph" found in the 
proviso in section 8 of the statute under con- 
sideration represents only a subdivision of the 
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matter embraced in the word "print" in the 
same section. *01iver Ditson Ca v. Littleton, 
67 Fed. Repi 905 (1895). 
(Circuit court of appeals.) 

XL Notice. 

68. The wrong year of entry of a copyright 
having been inscribed on a copyrighted article, 
suit for injunction cannot be maintained. (Fol- 
lowing Baker v. Taylor, 3 Blatchf. 82; Myers 
V. Callaghan, 5 Fed. Rep. 726, contra,) *Schu- 
macher v. Wogram, 85 Fed. Rep. 210 (1888). 

69. The notice given on a photograph was 
"1889, copyrighted by R J. Falk, New York." 
Following Callaghan v. Myers, 138 U. a 617, 
the notice is sufficient *Falk v. Schumacher, 
48 Fed. Rep. 222 (1891). 

70. The plaintiff did not adopt the formula 
for the notice prescribed in section 4963, Re- 
vised Statutes of the United States, 1878, second 
edition, since he omitted the words "In the 
office of the librarian of congress at Washing- 
ton." This omission, in view of the fact that 
the statute is highly penal in character and 
must be strictly construed, would be fatal but 
for section 5601, Revised Statutes of the United 
States, 1878, Consequently the act of June 18, 
1874, is the one that must determine the suffi- 
ciency of the notice. *Hefel v. Whitely Land 
Co., 54 Fed. Rep. 179 (1893). 

71. Section 1 of the act of June 18, 1874, pre- 
scribes that "Copyright, 18—, by A. B." may be 
a sufficient notice. The notice given by plalnt- 
ifif embodies these exact words with additional 
words that simply amplify the formula with- 
out affecting its meaning. They are hence to 
be regarded as surplusage. *Id. 

72. The exhibition of a card of miniature 
samples of photographs for obtaining orders, 
held not a publication ; hence it was not neces- 
sary that the card should give notice of copy- 
right in the language the statute prescribes. 
♦Falk V. Gast Lithograph and Engraving Ca, 
Limited, 54 Fed. Rep. 890 (1898). 

73. Complainant being a resident of Ger- 
many and engaged in business under the name 
of "Photographische Gesellschaft," the copy- 
right notice, "Copyright, 1882, by * Photograph- 
ische Gesellschaf t»' " is proper. (Scribner v. 
Henry G. Allen Ca, 49 Fed. Repi 854, and Litho- 
graph Ca V. Sarony, 112 U. a 5a) *Werckmei8- 
ter V. Springer Lithographing Ca, 68 Fed. Rep. 
808 (1894). 

74. A notice of copyright in the following 
language, "Copyright, 1891. All rights re- 



served," is insufficient under the law, which 
requires the copyright notice to state the name 
of the person by whom the publication is copy- 
righted *OBgood V. A. S. Aloe Instrument Ca, 
73 O. G. 418, C. D. 1895. 

(See Jackson y. Walkie, S9 Fed. Rep. 15 — 1886.) 

75. While an artist's copyrighted original 
painting remains unpublished, it is unneces- 
sary to put any notice of copyright upon it: 
The notice is only required from the published 
replica. It is the same in the case of any de- 
sign or model. *Pierce & Bushnell Mfg. Ca v. 
Werckmeister, 78 Fed. Rep. 54 (1896). 

76. "Whoever duly obtains a copyright can- 
not force any right against infringers except 
upon giving the notice required by section 4960 
as amended by the act of June 18, 1874. The 
necessity of this notice is to inform the pub- 
lia *Id. 

77. The notice given by the plaintiff was 
"Copyright 93, by Bolles, Brooklyn." Reld 
sufficient in view of the circumstances and the 
decisions of the supreme court in Lithographic 
Co. v. Sarony, 111 U. a 53, 4 Sup. Ct 279. 
♦Bolles V. Outing Ca, Limited, 77 Fed. Repi 96G 
(1897). 

78. The general rule is that in legal proceed- 
ings, and in statutory notices, the full name of 
the party must be given for purposes of iden- 
tification, and designation by the initial letter 
or letters of the christian name will not suffica 
In the Sarony case the initials were held su- 
perfluous and the surname as sufficient, because 
the public were not likely to be misled by omis- 
sion of the full name. *Id. 

XII. Publication and Sale. 
(See Title, infra,) 

79. A sale of a printed work prior to perfect- 
ing registration of the copyright constitutes a 
publication and the copyright must fail. *Gotts- 
berger v. Aldine Book Publishing Ca, 33 Fed. 
Rep. 381 (1887). 

80. The exhibition of a card of miniature 
samples of photographs for the inspection of 
dealers alone, for the purpose of enabling them 
to give orders, is not a published edition within 
the meaning of the statute. *Falk v. Oast Lith- 
ograph and Engraving Ca, Limited, 54 Fed. 
Rep. 890 (1893). 

81. At the common law the artist or owner 
of the painting can prohibit reproductions of 
it until he in some way publishes it, but after 
publishing (without copyright) the public be- 
comes entitled to it (Parton v. Prang, 8 (^ift. 
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537.) 'Werckmeister v. Pierce & Bushneli Mfg. 
Ca, 63 Fed. Repi 445 (1894)i 

82. The Bale of a painting, reserving the 
right of reproduction, does not bar copyright 
*Werckniei8ter v. Springer lithographing Ca, 
68 Fed. Repi 808 (1894). 

88. The sale of the replica of a painting did 
not destroy the right to copyright It was not 
a copy of the painting, but was made before 
the painting, for assistance to the artist in pro- 
ducing the painting. *Id. 

84. An illustration not taken from the paint- 
ing but from a very superficial crayon sketch 
printed in the catalogue of the salon where the 
painting was exhibited, and not intended to be 
a copy of the painting, was not such a printing 
as would work a forfeiture of the right of copy- 
right *Id. 

8o. A copyrighted painting exhibited in Ber- 
lin and Munich, held to have been " published *' 
within the meaning of section 4962, Revised 
Statutes. *Pierce & Bushneli Mfg. Ca ▼. Werck- 
meister, 72 Fed. Rep. 54 (1896). 

(Circuit ooiirt of appeals, Judges Oolt and Nelflon; 
Judge Webb diflsentlng.) 

86. Whatever right the author may have 
possessed before publication must have been 
at common law. The first publication is the 
foundation of the right under the copyright 
and a condition precedent to the existence of 
the right *Id. 

87. If the circulation of a copyright book be 
''limited to friends and acquaintances, it would 
not be a publication ; but if general, and not so 
limited, it would be." (Coppinger on Copy- 
right dd ed.) ''To constitute a publication it 
18 necessary that the work shall be exposed for 
sale or offered gratuitously to the general pub- 
lic, so that any person may have an opportu- 
nity of enjoying that for which the copyright 
was intended to be secured." *Ladd v. Oxnard, 
75 Fed. Rep. 708 (1896). 

XIIL TiTLB OF COPTKIGHTBD SUBJBOT. 

88. If a publication be made under a title 
different in substance from that by which it 
was copyrighted, the departure would proba- 
blj leave the publication to the public. (Drone^ 
Gopyrigfati» 140^ 142L) *Blume v. Spear, 80 Fed. 
Bepi 028 (1887). 

St. A copyright is invalid if there be suiB- 
detit variaiice between the title as registered 
and the title as poblished. *I>al j v. Bradley, 
88 Fed. Re|x 266 (1888> 



80. A copyright protects the name in con- 
nection with a book, not the name alone. *Har- 
per V. Ranous, 67 Fed. Rep 904 (1895). 

91. Protection has never been afforded by 
injunction under copyright laws for the title 
separate from the body of the work which it is 
used to designate. *Corbett v. Purdy, 80 Fed. 
Repi 901 (1897). 

CORPORATIONS. 

1. A corporation cannot be a resident, under 
the act of 1887, of a state other than that in 
which it was incorporated. 'Miller v. Wheeler 
A Wilson Mfg. Ca, 67 O. G. 276, C. D. 1891. 

2. It would be contrary to the well settled 
rules of equity to hold the defendant who was 
president and general manager of the corpo- 
ration, alone personally responsible for the 
alleged infringing acts committed by said cor- 
poration, contrary to the express instructions 
of the defendant and without his knowledge 
(Cases collected in Ldnotype v. Ridder, 65 Fed. 
Rep 858}. *Stuart v. Smith, 68 Fed. Repi 188 
(1895>. 

8. The rule that a corporation has a distinct 
personality of its own and is not responsible 
for the personal acts of its stockholders will 
not apply in a case where the vender of a pat- 
ent holds almost the entire stock of a defend- 
ant corporation and the facts show that he 
either uses such corporation as a mere cover 
for the transaction of his business or that there 
is knowledge and privity of interests between 
him and another stockholder, and the defend- 
ant corporation in such case will be estopped 
by the acts of said vender. 'National Conduit 
Mfg. Ca V. Connecticut Pipe Mfg. Co., 76 O. G. 
1861, a D. 1896. 

(A corporation may be bound by a contract whidi la 
not under its corporate seal in a case where the law does 
not require it •Gottfried t. MlUer, 21 O. G. 711, C. D. 
1888— U.S. Sup. a.) 

CORRECTION OF PATENTS. 

1. The drawings having been interchanged 
in two patents, ordered^ that the grant be can- 
celed and new letters in proper form issued. 
Notice also given that the new letters patent 
would bear a later date than those canceled, 
and, if foreign patents had been obtained, the 
term of the United States patents would be 
limited thereby. Ex parte Crawford, 84 Ma 
D., June, 1887 (Hall, Com'r). 

2. A court in equity has power to require 
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delivery of instrumentB obtained by fraud, for 
the purpose of correction or cancellation. 
*United States v. American Bell Telephone 
Co., 45 O. G. 1811, G D. 188a 

8. The patent had not at the date of the suit 
been signed by the acting secretary of the in- 
terior, but was subsequently signed by him. 
The circuit court dismissed the bill Complain- 
ant took an appeal in 1885 to this court In 
1887 congress passed an act for relief of pat- 
entees, making the patent legal, valid, com- 
plete, and operative from its original date, De- 
cember 28, 1880. Held, while a patent of the 
United States can be attacked for defects upon 
its face only by regular proceedings instituted 
for that purpose, and is not open to collateral 
attack, except where specially provided by stat- 
ute, this rule applies only to such patents as 
have been in fact executed under proper au- 
thority, and does not apply to any others. 
'Marsh v. Nichols, Shepherd & Ca, 46 O. G. 
289, a D. 1889. 

4. Thus, it may be shown that the patent was 
never executed by the person whose name ap- 
pears on it, or that it was wrongly dated, or 
was never signed by the person who appeared 
to have signed it, or was signed after the 
official was out of offica A patent unsigned 
is void. *Id. 

5. Such grants, if defective from insufficient 
execution, may be corrected subsequently, upon 
application to the proper department ; but the 
correction must be made by the existing offi- 
cers of the department *Id. 

6. The correction by the same acting secre- 
tary of the interior is sufficient, the commis- 
sioner of patents remaining the same at the 
date of the correction, which is the true date 
of the patent *Id. 

7. In this instance the actual date of correc- 
tion, being more than six months after the 
date written in the patent, may be shown by 
proof. *Id. 

8. Where the assignments referred to appli- 
cations as of even date^ but they bore date a 
day earlier, and. patents issued in the name of 
the inventor, a certificate of correction refused, 
Ex parte Wirth, 46 Ma D. (8 G. W. D.). Apra 
1891 (Mitchell, Com*r). 

9. The commissioner of patents has no juris- 
diction to alter the patent by a certificate of 
correction, and such certificate is wholly void. 
«Edison Electric Light Ca v. United States 
Electric Lighting Co., 61 O. G. 664^ Q D. 1892, 
52 Fed. Rep. 80a 

(United States circuit court of appeals, second circuit) 



10. While the application for Edison*s United 
States patent 228,898 was pending, a British 
patent was obtained dated November 10, 1879. 
The United States patent was granted January 
27, 1880, unlimited, for the full term of seven- 
teen years. December 18, 1888, upon the re- 
quest of the party in interest the commissioner 
of patents issued a certificate of correction, 
naming the date of the British patent afore- 
said. On March 6, 1893, by petition of the par- 
ties in interest the said certificate was can- 
celed, this action being taken in view of a 
decision by the circuit court of appeals of the 
second circuit declaring the former action of 
the commissioner to be without authority of 
law and therefore void. *Edison Electric Light 
Ca V. Buckeye Electric Ca, 59 Fed. Rep^ 691 
(1894). 

11, After issue of the patent the commis- 
sioner issued a *< certificate of correction,** stat- 
ing that the said patent is limited to expire 
with foreign patent for the same invention. 
The attempted "correction" was without ju- 
risdiction and wholly void ; citing Edison Elec- 
tric Light Ca V. U. a Electric Lighting Ca, 52 
Fed. Rep. 800. *Edison Electric Light Ca ▼. 
Bloomingdale, 65 Fed. Bep^ 212 (1894X 



CROSS-REFERENCES. 

(See' Resebvation in Affucatiok.) 

1. When two or more applications are pend- 
ing at the same time and each contains a dia- 
claimer of matter in the other, and all showings 
but only one claiming, the same subject-matter 
of invention, the issue of the patent on one 
application is not a bar to a patent on the other. 
Ex parte Roberts, 40 O. G. 578, CX D. 1887. 

2. If the inventions are so nearly related to 
each other — as in case of an apparatus and 
process — that an application covering one in- 
vention discloses the other, applicant may fully 
protect his rights by incorporating in tJie ap- 
plications cross-references, the effect of which 
would be the announcement that the invention 
claimed in the one was not the same as that 
claimed in the other. Ex parte Blair, 48 O. Q. 
113, G D. 188a 

8. The examiner has the right to waive his 
requirement that applicant file cross-references 
and to take such other steps as in his judg- 
ment and discretion are necessary to remove 
any confiict between subject-matter of two 
pending applications of the same applicant 
Ex parte Donovan, 44 a G. 698^ C D. 188a 
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4« A reference in an application for a patent 
to a contemporaneously-pending application 
for another patent for a fuller description is 
not permissible. Ex parte Borgfeldt, 49 O. G. 
183, a D. 1889. 

5. A crosfr-reference which refers by serial 
nambers only to applications which may never 
mature into patents is not sufficient and not in 
compliance with rule 49. Cross-references must 
be of such nature that they will impart a more 
or less definite conception of their scope. It 
cannot be assumed that all applications will 
mature into patents, nor can it be permissible 
that they shall refer for purposes of construc- 
tion or interpretation to instruments to which 
the public has no accesa Ex parte Everitt^ 49 
O. G. 564, a D. 1889. 

6. A reference to another pending applica- 
tion for a description of the machine to which 
the present improvement relates does not sat- 
isfy rule 86. Applications pending in the office 
are no part of the prior art and may not be re- 
sorted to in order to supplement a description 
which would otherwise be insufficient Ex 
parte Chadwick, 67 O. G. 124, Q D. 1891. 

7. Where an applicant has two applications 
in the office disclosing different species of the 
same invention, each containing specific claims 
and one containing a claim broad enough to 
cover both species, and the one containing only 
specific claims has been allowed, a cross-refer- 
ence disclaiming the subject-matter of the 
broad claim may be inserted into the allowed 
case under rule 78 without withdrawing it' 
from the issua Ex parte Anderson, 68 O. G. 
463, C D. 189a 

8. A cross-reference in an application to an- 
other pending application, both ffied by the 
same party, is proper even in a case where the 
other application has been rejected and the re- 
jection affirmed by the examiners-in-chief, 
since such rejection is not final and the appli- 
cation may be finally allowed on further ap- 
peal. Ex parte Simon W. Wardwell, 62 Ma 
D. 9, July, 1897. 

COURTS. 

(See JuBisDicnoN of.) 



DAMAGES AND PROFITS. 

L In Generai* 

IL AOCOUNTINa. 

IIL Actual. 
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IV. Burden op Proof, 
V. Design Patent. 
VL Estimation and Measure of. 
VIL Estimation and Measure of, License 

Fees and Royaltie& 
VIIL Expenses. 
IX Interest on. 
X Master's Report. 
XL Nominal. 

I. In General. 

1. The assignment of a patent does not or^ 
dinarily transfer the right to damages for in- 
fringements prior to the assignment ; and held, 
that a sale and assignment by an administra- 
tor, under order of courts of a number of pat- 
ents belonging to the deceased, some of which 
had expired, the sale being for a nominal sum, 
contained no circumstances to vary the gen- 
eral rule. *May v. Juneau County, 41 0. G. 578, 
G D. 1887. 

2. Under section 4921 of the Revised Stat- 
utes, where a decree is given in a suit in equity 
restraining the infringement of a riglit secured 
by patent^ the court may also decree a recov- 
ery of the profits arising from such infringe- 
ment and the damages the plaintiff has sus- 
tained thereby. 'Asbestine Tiling and Mfg. Ckx 
V. Hepp, 49 O. G. 418, Q D. 1889. 

8. The patentee is entitled to recover the 
profits made by an infringer where the article 
is complete In itself and is sold separately from 
the machine the operation of which it is in- 
tended to improva *Keep v. Fuller, 42 Fed. 
Rep. 896 (1890). 

4. On suit for infringement of patents of dif- 
ferent dates damages need not be apportioned 
for infringement of each. *Timken v. Olin, 51 
O. G. 1469, a D. 1890. 

5. Section 4921 of the Revised Statutes of the 
United States confers no authority upcb a 
court of equity to increase a recovery of prof- 
its decreed against an infringer of a patent 
This statute distinctly discriminates between 
the profits which are recoverable in a court of 
equity and the damages which were formerly 
recoverable in actions at law only, and con- 
fines the power of increasing the recovery to 
the latter. »Covert v. Sargent^ 62 O. G. 1372, 
C. D. 1890. 

6. Where an* assignment of a patent was 
made two months after such patent had ex- 
pired, nothing remained capable of assignment 
except the mere right of action for the recov- 
ery of damages for past infringement Equity 
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has no jurisdiction. An action at law was the 
only adequate redress. *Bo9s t. City of Fort 
Wayne, 58 Fed. Repi 405 (1898). 

?• A final decree making an injunction per- 
petual and awarding only nominal damages 
was rendered upon a stipulation that such de- 
cree should not be a bar to the recovery of sub- 
stantial damages in a subsequent case. *DaTid 
Bradley Mfg. Ck>. ▼. Eagle Mfg. Ca, 66 O. G. 
815, C. D. 1894 

8. Damages can be collected from the man- 
ufacturer of a machine, and further damages 
from a subsequent purchaser and user of the 
same machine. The payment of damages for 
making an infringing machine does not give 
any right to the future use of the machine; 
but this may be restrained by injunction ; and 
when the whole machine is an infringement 
it may be ordered to be delivered up and de- 
stroyed. (Birdsell v. Shaliol, 80 a G. 2161, 112 
U. a 485.) ^United States Printmg Ca v. 
American Playing Card Ca, 72 O. G. 1499, 
a D. 1895. 

9. Where a patentee takes a decree for prof- 
its against a naanufacturing infringer, he sets 
the manufactured machine frea The profits 
of the infringer are full compensation to the 
complainant for the wrong done him ; but a 
judgment for damages covers only damages in 
the past and has no relation to the f utuxa *Id. 

IL AcooumiNG. 

10. The rights of the parties are to be deter- 
mined as they stood at the commencement of 
the suit, and when determined the accounting 
should cover everydiing within it to the time 
of taking the account ^Rogers v. Riessner, 89 
O. G. 882, G D. 1887. 

11. A court in equity will require an in- 
fringer to account for the gains and profits 
which he has made from the use of a patented 
invention instead of limiting the recovery to 
the amount of royalties paid to the patentee by 
third personsL *Tilgham v. Proctor, 48 O. G. 
628, C. D. 188a 

12. Where the patent in suit had been ad- 
judged invalid by this court in a suit against 
another defendant^ and subsequently in this 
suit the court had adjudged the patent valid, 
the defendants must account for infringements 
committed after the date of the first adjudica- 
tion that such patent was invalid. *Id. 

13. In this instance there can be no account- 
ing for profits earned subsequently to the suit, 
which was not tenable at the date of its com- 



mencenient *Marsh v. Nichols, Shepherd A 
Ca, 46 O. G. 289, C D. 1889. 

14. An interlocutory decree, after finding an 
infringement of plaintiffs patents by defend- 
ant corporation, directed the master to take an 
account of the profits which had arisen or ac- 
crued to the corporation thereby ; and on sug- 
gestion that the individual defendants were sdl 
the stockholders and officers of such corpora- 
tion, and might, under the guise of a new name 
and form of a new corporation, continue to in- 
fringe, the decree further directed the master 
to also take an account of profits that had ac- 
crued to such individual defendants over and 
above the profits of the corporation. Hdd, 
that the decree did not direct an accounting of 
profits arising from infringements by other 
previously existing corporations, in which de- 
fendants were stockholders, or by corporations 
which had previously been formed in good 
faith and not for the purpose of evading the 
decree, though defendants were controlling 
stockholders therein. *New York Grape Sugar 
Ca V. American Grape Sugar Ca. 58 O. G. 277, 
CD. 188a 

15. Where infringement is admitted damage 
is presumed, and the owner of a patent is en- 
titled to a reference for accounting without 
giving specific evidence of damage. *Campbell 
Printing Press & Mfg; Ca v. Manhattan Ry. 
Ca, 60 a G. 894, a D. 189a 

16. A court will hesitate to compel a large 
additional expenditure of time by ordering an 
accounting in a suit which has been pending 
for a long time^ especially when the manufact- 
ure which forms the basis of the suit has 
ceased and it ia likely that further testimony 
would result in mere estimates. The court will 
itself determine the profits. *Tuttle^ Trustee, 
etc., V. Cluflin, 77 a a 978, G D. 1896L 

III. Actual. 

17. Where defendants infringe on complain- 
ant's rights, it is immaterial whether they were 
acting in good faith or under the supposed 
protection of letters patent where actual dam- 
ages only are allowed, ^imken v. Olin, 51 0. G. 
1469. C. D. 1890. 

18. Where the evidence shows that the arti- 
cle manufactured by the defendant by the use 
of the infringing device differs from the plaint- 
iffs product in a material respect^ and is pro- 
duced by an essentially different process, and 
where, as a matter of fact, defendant's product 
is superior in quality and finish to the plaint- 
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iffs product^ held, that there is no preeump- 
tion, either of law or fact» that the actual 
damage done to the patentee is commensurate 
with the gains of the infringer. *Royer y. 
Schnltz Belting Ca, 55 O. G. 1141, Q D. 1891. 

19. The exclusive use granted by a patent is 
a proper^ right, and a plaintiff in an action at 
law for infringement may recover actual dam- 
ages therefor. *Lee v. Pillsbury, 60 O. G. 1753, 
CD. 189a 

20. The actual damages suffered by plaintiff 
may be arrived at by evidence showing the 
value of that which defendants have used, the 
utility and advantage of the Invention of 
the plaintiff over the old modes or devices that 
have been used for working out similar results, 
and the saving effected thereby. *Id. 

21. Plaintiff must prove the actual damages 
directly or show such facts as will enable the 
jary to ascertain the amount, and mere opin- 
ion as to the amount of that damage cannot be 
considered. *Id. 

IV. BUEDBN OP PbOOF. 

22. The plaintiff has the burden of proving 
the amount of profits the defendants have made 
by the use of his invention. *Tilgham v. Proc- 
tor, 43 O. G. 628, a D. 188a 

28. If an invention contributes only a sub- 
sidiary value to an article, it is incumbent upcm 
the patentee as against an infringer to show 
affirmatively what this advantage is worth. 
•Webster Loom Ca v. Higgins, 54 O. G. 888, 
C. D. 1891. 

24. The burden is on the licensor to show 
that the licensee has operated under his license, 
and in the absence of such proof the licensor 
cannot recover. 'Marsh v. Quick-Meal Stove 
Ca, 00 O. G. 1056, Q D. 189a 

25. To entitle a patentee to recover as dam- 
ages for infringement the profits he would have 
realized if he had made the sales which were 
made by the infringer, he must show that he 
had the ability to make and that he would 
have made said sales but for the infringement 
*Tatum V. Gregory, 60 Q G. 1758, C. D. 1892. 

26. Certain deductions from accountable 
profits held to be for defendant to clearly es- 
tablish. •Seabory v. Am Ende, 67 O. G. 401, 
C D. 1894. 

27. If defendants took complainant's device 
in its original form, the latter are entitled to 
the pecuniary advantage which the infringers 
derived from the unauthorized use of the pat- 
ent If the infringere added an improvement 



they have a right to an apportionment the bur- 
den of proof being upon them to show that a 
portion of the profits was the result of the im- 
provement *Tuttle, Trustee^ etc.» v. Glafiin, 77 
O. G. 973, G D. 1897. 

V. Design Patbnt. 

28. The act of congress (February 4, 1887) 
fixing a liability of |250 against every infringer 
of a design patent is within the authority con- 
ferred by article 8^ section 1, of the constitution, 
and therefore valid. ^Untermeyer v. Freund, 
69 O. G. 1928, a D. 1892L 

29. The language of the act being "that 
hereafter, during the term of letters patent for 
a design, it shall be unlawful," etc., makes no 
exception as to cases commenced before the 
approval of the act *Id. 

80. The act provides that an infringer shall 
be further liable for ail profits in excess of two 
hundred and fifty dollars made from the sale 
** of the article or articles ** to which the design 
is applied. Held, that the court cannot limit 
damages to the profits due merely to the de^ 
sign, but must take into aooount all profits 
made on the sale of the article made there- 
onder. *Id 

YI. Estimation and Measxtbe of. 
(See Master's Report, ntfra,) 

81. The value of an invention to the party 
using it is competent evidence on the question 
of damages for the infringement of a patent 
♦Royer v. Ck)upe, 89 O. G. 289, a D. 1887. 

82. Defendant infringed the patent as a par- 
ticipant in the unauthorized sales and became 
liable for the whole infringement 'Hatch v. 
Hall, 40 O. G. 1842, G D. 1887. 

88. As to the comparative expense of the old 
process, the cost at which the defendants used 
it, if at all, is not conclusive evidence that the 
old process could not have been used at a less 
cost rrUgham v. Proctor, 48 O. G. 868, a IX 

188a 

84. The infringer is liable for actual, not for 
possible, gains ; for the fruits of the advantage 
which he derived from the use of the invention 
over that which he would have had in using 
other means then open to the public, and ade- 
quate to enable him to obtain an equally bene- 
ficial result *Id 

85. If there was no advantage in the use of 
the plaintiff's invention, there can be no decree 
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for profits, and the plaintifTs only remedy is 
by action at law for damages. *Id. 

86. If the defendants gained an advantage 
by using the plaintifTs invention, that advan- 
tage is the measure of the profits to be ac- 
counted for, even if from other causes the 
business in which that invention was employed 
by the defendants did not result in profit *Id. 

87. A court of equity will itself administer 
full relief by awarding as an equivalent or a 
substitute for legal damages a compensation 
computed and measured by the same rule that 
courts of equity apply in the case of a trustee 
who has wrongfully used the trust property to 
his own advantage. *Id. 

88. When the Invention relates to a new 
composition of matter and the infringing arti- 
cle is made of the patented material* and this 
alone, the measure of the patentee's damages 
may be the entire profit which he would have 
made. *Welling v. La Bau, 48 O. G. 117, C D. 
188a 

89. This rule is not changed where the in- 
fringing articles are of a poorer qualify than 
the complainant's, if they are so nearly alike in 
appearance as to deceive not only buyers but 
experts in the trade. *Id. 

40. A., one of the plaintiffs, was sub-licensee 
of three patents under B., another plaintiff, 
licensee under the inventor of the same pat- 
ents at a lower royalty. One patent alone was 
infringed, and no evidence was produced to 
apportion its separate value. Held, no basis 
shown on which to compute damages^ and 
plaintiff restricted to defendant's profit made 
by use of the infringing device. 'Vulcanite 
Pavement Ca v. American Artificial Stone Ca, 
45 O. G. 948, C. D. 188a 

41. The basis for estimating damages for in- 
fringement should be the amount of profit or 
savings made by the use of the infringing de- 
vice over what could have been made by the 
use of devices free and open to the public. *Mc- 
Murray y. Emerson, 47 O. G. 815, C. D. 1889. 

42. The rule that, *' when the entire profit of 
a business or undertaking results from the use 
of the invention, the patentee will be entitled 
to recover the entire profits, if he elects that 
remedy," applied. •Hurlbut v. Schillinger, 47 
O. G. 1067, C. D. 1889. 

48. The payment of a sum in settlement of 
a claim for an alleged infringement of a pat- 
ent cannot be taken as a standard to measure 
the value of the improvements patented in de- 
termining the damages sustained by the owner 
of the patent in other cases of infringement 



•Comely v. Marckwald, 47 O. G. 1858, Q Dl 
1889. 

44. The defendant used a patented solvent 
which was cheaper than others ; the defendant 
thereby saved a sum which complainant is en- 
titled to recover as a profit ^Celluloid Mfg. 
Co. Y. Cellonite Mfg. Ca, 50 O. G. 841, d D. 
1890. 

45. In a suit for infringement of a patent on 
lamp-burners, the evidence showed that com- 
plainants, during the time of the infringement, 
sold six thousand of the burners, after reduc- 
ing the price, and that defendants sold only 
one hundred and fourteen of them. In com- 
petition with complainants, defendants sold 
various other kinds of burners, not protected 
by complainants' patent Held, that the evi- 
dence was not sufficient to show that the re- 
duction of price by complainants was caused 
by defendants' infringement and they should 
recover only for the profits made by defend- 
ants in the infringing salea *Boesch v. Graf^ 
51 O. G. 477, a D. 1890. 

46. The statute gives (250 as a measure of 
profits in cases where a less amount only can 
be proven, and not as a penalty above the act- 
ual profits. It seems to insist upon the idea 
that the amount of liability for infringement 
is merely a fixed measure of profits which may 
be decreed in equity as an incident to the juris- 
diction for relief by injunction. *Pirkl v. 
Smith, 52 O. G. 1372, Q D. 1890. 

47. The exceptions to the master's report as 
to the liability of the defendants for profits 
upon re-argument overruled; and held, that 
upon the facts presented the defendants were 
not accountable for any part of their profit 
upon the material when it was ready for the 
loom included in its market value at that time, 
or for any part of the seller's profit in the in- 
creased production. (Case of Webster y. Car- 
pet Co., 9 O. G. 203; 2 Ban. & A 67, not fol- 
lowed.) *The Webster Loom Ca v. Higgins, 
54 O. G. 888, a D. 1891. 

48. The advantage gained by the infringer 
who makes and vends a patented article is 
measured by the value which the invention 
contributes to th& market value of the article^ 
and he is held accountable to that extent unless 
his net profit in making and selling the article 
is less than the value of the invention. *Id. 

49. If the invention invests the article with 
its whole value as a marketable commodity, 
his entire gains are attributed to the invention. 
If it contributes only a subsidiary value, this 
value segregated from the independent market 
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Tahie of the article is the adTantage for which 
he is accouDtable. *Id. 

60. In settling an account between a pat- 
entee and an infringer, the liability of the lat- 
ter for profits is measured by the advantage 
which he has gained by the use of the patented 
invention. *Id. 

51. The infringing corporation held liable 
for whatever profit is derived from the manu- 
facture and sale of the chemical preparation 
of plaintiffs patent^ notwithstanding it might 
have made and sold the ingredients of said 
preparation if it had chosen to do so^ and at 
the same or even larger profit *Am Ende 
▼. Seabury & Johnson, 54 O. G. 1268, a D. 
1891. 

52. The loss entailed upon plaintiff by reason 
of his being compelled to reduce his price in 
consequence of the reduction of price made by 
the defendant who was the only competitor of 
the plaintiff in the market^ was a proper item 
of damagea *Id. 

U. Defendants who infringed a patented 
valve by the manufacture of valves commer- 
cially worthless but for the infringed inven- 
tion, are liable for the profits realized by them, 
though the form of their valves is different 
from those manufactured by complainants. 
^Consolidated Safety Valve Ca v. Crosby Steam 
Gage & Valve Ca, 54 O. G. 668, C D. 1891. 

64. Where the valves manufactured by de- 
fendants also infringed another later patent 
likewise owned by complainants, no injustice 
is done defendants in acceding to complain- 
ants' claim that all profits realized by defend- 
ants during the life of the earlier patent were 
solely due to the invention covered by that 
patent especially in view of the fact that de- 
fendants contended that the invention embodied 
in the later patent is wortihless ; and hence, in 
an action for the infringement of the earlier 
patent it is unnecessary for the master to find 
how much of defendants' profits are due to the 
later invention. *Id. 

55. In an action at law fcr infringement the 
measure of recovery is the actual loss or dam- 
age that the plaintiff has sustained as the proxi- 
mate result of the infringement *Royer v. 
Shultz Belting Ca, 55 O. G. 1141, C. D. 1891. 

56. In estimating damages evidence may be 
given of profits, but such proof is of no avail 
unless further evidence is produced from which 
it may be legitimately inferred that but for 
the infringement the profits realized by the in- 
fringer or some definite portion thereof would 
havo been realized by the patentee. The fact 



that a defendant has made large profits fur- 
nishes in itself no basis for a correct estimate 
of the injury sustained by the patentee. *Id. 

57. Where defendants have infringed plaint- 
iff^s patent by the manufacture and sale of 
valves the entire commercial value of which 
lies in a feature covered by plaintiff's patent 
they are liable in damages for all profits realized 
by them from such manufacture and sale. 
*Crosby Steam Gage and Valve Ca v. Consoli- 
dated Safety Valve Ca, 57 O. G. 1000, C. D. 
1891. 

58. The only subject of inquiry in estimatiog 
the amount of damages is the profit made by 
defendant on the articles which it sold at a 
profit and for which it received payment ; and 
losses incurred by the defendant through its 
wrongful invasion of the patent are not charge- 
able to the plaintiff, nor can their amount be 
deducted from the compensation which the 
plaintiff is entitled to receive. *Id. 

59. In estimating profits defendant has made 
by use of plaintiff's device^ where such device 
is a mere improvement upon what was known 
before and was open to defendant's use, plaint- 
iff is limited to such profits as have arisen 
from the use of the improvement over what 
defendant might have made by the use of that 
or other devices without such improvement 
*McCreary v. Pennsylvania Canal Co., 57 O. G. 
1181, a D. 1891. 

60. Where an iniringer has not sold the in- 
fringed device as a separate article, but has 
manufactured and used it upon certain articles 
sold by him, the proper measure of damages 
is not the profits on the entire article sold, but 
the defendant's savings from the use of the in- 
fringed device over what was known and open 
to the public before, and in such a case the 
question of defendant's profit or loss in the 
sale of the entire article is immaterial. 'Ses- 
sions V. Romadka, 59 O. G. 989, C D. 1892. 

61. Where there is no license fee and noth- 
ing to show that the patentee puts his ma- 
chine upon the market, he must furnish other 
evidence to enable the jury to come to a prox- 
imate amount of the damage which he has 
sustained by the infringement and for this 
purpose general evidence may be resorted ta 
*Lee V. Pillsbury, 60 O. G. 1752, C. D. 1892. 

62. The proper measure of damages for in- 
fringement of a patent is an indemnity to the 
plaintiff for the loss sustained by the infringe- 
ment *Id. 

68. When a patent covers only certain feat- 
ures of a machine and not the entire machine. 



74 



DAMAGES AND PROFITS, VL 



if the patented features constitute the essen- 
tial features of the machine and give it its 
merit, without which the machine would be 
valueless and unsalable, the damages and prof- 
its for infringement must be calculated on the 
basis of the entire machine and not merely on 
the patented features alone. *Id. 

64. In a suit for infringement of a patent 
for a lifting-jack the court decreed that com- 
plainant recover the profits made "from said 
infringement by the manufacture, use or sale 
of the improvements described " in the patent, 
and referred the cause to a master to take proof 
and report the profits made from the manu- 
facture, use or sale "of said improvements or 
from said infringement*' No proof was g^ven 
before the order of reference was made showing 
that the patented feature gave the infringing 
machine its entire commercial value. Held, that 
the order did not and could not properly direct 
the finding of profits on the entire machine ; 
and defendants having claimed at the com- 
mencement of the hearing before the master 
that they were liable only for the profits real- 
ized from the infringing feature, the burden 
was on complainant to show either that such 
feature gave the machine its entire commercial 
value or else to segregate the profits made on 
that feature from the profits on the machine 
as a whola (46 Fed. Rep. 205, affirmed) 
♦Moeher v. Joyce, 61 O. Q. 158, a D. 1892. 

65. Complainant, claiming that the entire 
commercial value of the infringing machine 
was due to the patented improvement, offered 
no evidence to segregate the profits on that 
feature alone, and the master reported the 
profits on the whole machine. The court, on 
exceptions to the report, held that the entire 
commercial value was not due to the patented 
feature, and thereupon complainant moved to 
recommit the report for evidence of separate 
profits. Held, that it was a proper exercise of 
discretion for the court to refuse the motion, 
as complainant, with full notice of defendant's 
claim, had chosen to rely entirely on his own 
theory of the esse, *Id. 

66. A sum paid by the defendant for patents 
under which he claims to operate and the cost 
of his patterns should be disallowed, as such 
purchases remain his property. *Sayre v. Scott^ 
63 O. G. 1818, a D. 189a 

67. Where the entire value of the infringing 
machine made and sold by the defendant is due 
to the invention covered by the patent in suit, 
the plaintiff is entitled to the whole profits real- 
ized by the defendant *Id. 



68* Although the bill for infringement 
filed in 1886, the infringement continued after 
the filing of the bill and passage of the act of 
February 4, 1887. Held, that the complainant 
is entitled to the total profits resulting to the 
infringer to the date of the accounting (Marsh 
V. Nichols, 46 O. G. 239, 128 U. a 605), even in 
the absence of proof that the entire profits 
were attributable to the use of the design. (Act 
of February 4, 1887.) *Untermeyer v. Freund, 
65 O. G. 1767, a D. 189a 

69. While it is the law that complainants in 
patent cases may give evidence to show the 
profits realized by the defendants from use of 
the patented device, and thus enable the courts 
to measure the amount of damages, and where 
the whole device is infringed, it is easy to apply 
the rule that the profits of the defendants af- 
ford a standard measurement of damages ; but 
when the invention is but one feature among 
other devices that contribute to the profits 
made by defendants^ serious difficulties arise in 
applying the rula *Keystone Hfg. Co, v. 
Adams, 66 O. G. 654, C D. 1894 

70. The conclusions reached upon this ques- 
tion upon consideration of the various decis- 
ions, briefly stated, are as follows : It is com- 
petent for a complainant to demand, in equity, 
an account of the profits actually realized by 
the defendant from his use of the patented de- 
vice ; that the burden of proof is upon the com- 
plainant ; and that where the infringed device 
was a portion only of the defendant's machine^ 
which embraced inventions covered by patents 
other than that for the infringement of which 
the suit was brought, in the absence of proof 
to show how much of that profit was due to 
such other patents and how much was a manu- 
facturer's profit the complainant is entitled to 
nominal damages only. (Seymour v. McGor- 
mick, 16 How. 480; Rubber Ca v. Goodyear, 9 
Wall 788; Mowry v. Whitney, 14 Wall 620; 
Elizabeth v. Pavement Ckx, 97 U. S. 126.) *Id. 

71. The complainant must establish the act- 
ual gains made by an infringer by the use of 
the patented device upon which the suit is 
brought (Garretson v. Clark, C D. 1884, 206, 27 
O. G. 524, 111 U. a 129; Tilgham v. Proctor, 
C. D. 1888^ 368, 43 O.G.628, 125 U. S. 136Xand 
in view of this rule it is error to permit a com- 
plainant to proves not the defendant's profits, 
but those realized by other companies in the 
use of the patented device. This would be to 
allow the complainant to show what the de- 
fendant might have made, and not those prof- 
its which he actually did make; *Id. 
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73. It 18 so doubt well settled that where a 
patent is for a particular part of an existing 
machine it is not sufficient to ascertain the 
profits on the whole machine, but it must be 
shown what portion of the profits is due to the 
particular invention secured by the patent in 
suit (Blake v. Bobertson, 11 O. G. 877, 94 U. a 
728; Dobson t. Hartford Carpet Ca, 81 O. G. 
787, 114 U. 8. 120) ; but it is equally true that 
where the patented invention is for a new arti- 
cle of manufacture, which is sold separately, 
the patentee is entitled to damages arising 
from the manufacture and sale of the entire 
article. (Goulds Mfg. Ca v. Cowing, 21 O. G. 
1277, 105 U. a 258; Hurlbut v. Schillinger, 47 
a G. 1067, 180 U. a 450 ; Crosby Valve Co. v. 
Saf^ Valve Ca, 57 O. G. 1000, 141 U. a 44L) 
The fact that another grate of the same kind 
was sold at the same time does not present any 
argument for lessening damagea *Warren v. 
Keep, 69 O. G. 1647, Q D. 1894 

78. In actions at law for damages for the in- 
fringement of a patent the plaintiff is entitled 
lo recover, as damages, compensation for the 
pecuniary loss he has suffered from the in- 
fringement without regard to the question 
whether the defendant has gained or lost by 
his unlawful acts, the measure of recovery 
being, in such cases, not what the defendant 
has gained, but what the plaintiff has lost 
*Coupe V. Royer, 70 O. G. 779, C. D, 1895. 

74, Where a patent for an improvement in 
carts was limited merely to a device for sus- 
taining the foot-board, but the invention prac- 
tically introduced a new cart, for which a de- 
mand at once arose, held, that in the absence of 
any proof that any carts of this form were ever 
constructed without the patented feature, the 
measure of damages for infringement was com- 
plainants* entire loss, it being impossible to sep- 
arate the value of the patented cart from a cart 
which did not contain the invention. *Holmes 
▼. Truman, 73 O. G. 448, C. D. 1895. 

7o. ** In a suit in equity for the infringement 
of a patent, the ground upon which profits are 
recovered is that they are the benefits which 
have accrued to the defendants from their 
vTTongf ul use of the plaintiff's invention, and 
for which they are liable, ex aequo et bono, to 
the like extent as a trustee would be who had 
used the trust property for his own advantage. 
The defendants, in any such suit> are therefore 
liable to account for such profits only as have 
accrued to themselves from the use of the in- 
vention, and not for those which have accrued 
to another, and in which they have no partici- 



pation," *Belknap v. Schild, 74 O. G. 1121, C. D. 
1896. 

70. Estimates only and estimates based upon 
experiments by the complainants, made only in 
a small way, which include estimates for the 
expense of an unnecessary feature of a process 
and which make no allowance for the econo- 
mies which result from a subdivision of work, 
such as would be employed in manufacturing 
for wholesale trade, are unsatisfactory. *l*uttle. 
Trustee, eta, v. Claflin, 77 O. G. 973, C. D. 1896. 

VIL Estimation and Measure of, Li- 
cense Fees and Eoyalties. 

77. An established license fee may be re- 
sorted to as a measure of damages. *Jenning8 
V. Dolan, 88 O. G. 1018. C, D. 1887. 

78. The general rule is that, where less than 
the whole number of claims has been infringed, 
evidence must be adduced to show the value 
of the part taken. *Asmus v. Freeman, Same 
V. Alden, 84 Fed. Bep. 902 (1888). 

79. A license fee need not be uniform through- 
out the life of the patent^ since the value of 
the monopoly diminishes as it approaches its 
closa It is sufBcient that the price is uniform 
when the circumstances are similar. *Id 

80. It is a general rule in patent causes that 
established license fees are the best measure of 
damages that can be used. In this case the 
master excluded certain license fees as the basis 
of computing damages on the ground that they 
were practically settlements of pending litiga- 
tions between the complainants and the par- 
ties taking said licenses, made with one excep- 
tion after the commencement and during the 
pendency of this suit Held, that those licenses 
were in full operation when the defendants 
elected to resume their infringing manufact- 
ure ; that they are competent evidence as bear- 
ing upon the fair market value of the privilege 
which the infringers have wrongfully under- 
taken to exercise, and that the defendants took 
the risk of being compelled to pay damages 
on the basis of the rate of license thus estab- 
lished. *Carey v. The Lovell Mfg. Ca, Limited, 
47 O. G. 525, C. D. 1889. 

81. In order that a royalty may be accepted 
as a measure of damages against an infringer ' 
who is a stranger to the license establishing it| 
it must be paid or secured before the infringe- 
ment complained of ; it must be paid by such 
a number of persons as to indicate a general 
acquiescence in its reasonableness by those 
who have occasion to use the invention, and 
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it must be uniform at the places where the 
licenses are issued. *Rude v. We8tcott» 48 O. G. 
399, C. D. 1889. 

82. An established license fee for the use of 
a patented article is sufficient to sustain a find- 
ing of damages to the amount of such fee. 
•Timken v. Olin, 61 O. G. 1469, G D. 1890. 

83. The license fee is the proper measure of 
dan: ages, and it is immaterial whether or not 
the patent is a foundation patent *Id. 

84. In a suit at law a patentee cannot re- 
cover as damages the market value of the use 
of his invention, except in those cases where, 
by the mode of enjoyment of the monopoly, 
the patentee has himself established such mar- 
ket value by granting the use of the invention 
to the public for prescribed royalties or license 
fee& *Royer v. Schultz Belting Ca, 65 O. G. 
1141, a D. 1891. 

YIII. Expenses. 

85. The master held to have properly refused 
to allow the defendant corporation, as an ele- 
ment of the "factory cost" of the article in- 
fringed, interest on its capital invested in the 
business. *Am Ende v. Seabury & Johnson, 64 
O. G. 1268, a Dl 1891. 

89. The master held to have properly dis- 
allowed a certain sum for salary of the pres- 
ident of the defendant as an element of cost, it 
not being shown that the president was a sal- 
aried officer. *Id. 

87. The master properly found that the per- 
centage for selling expenses, which should be 
added to the factory cost of all the goods sold 
by the defendant exclusive of certain goods 
named, was twenty-nine per cent *Id. 

88. A lump sum claimed by defendant for 
*' clerk hire, selling expenses, rent and insur- 
ance," resting altogether upon an arbitrary ap- 
portionment of the expenses connected with 
his general business, where no separate account 
was kept connected with the particular branch 
of the business employing the invention and 
affording no way of testing its accuracy, should 
not be allowed. *Sayre v. Scott, 63 O. G. 1818, 
G D. 189a 

89. Where the infringer fails to show that 
the salary of the president of the infringing 
company was actually paid, held, that llie sal- 
ary was properly disallowed on the ground 
that to have allowed salaries which had never 
been paid would have been to permit a divi- 
dend of profits under the guise of salaries. 
•Seabury ▼. Am Ende, 67 O. G. 401, C. D. 1C94. 



IX. Intebest on. 

90. Interest should be allowed upon the 
amount found due the plaintiff by this court 
from the date when the master's report was 
submitted to the court below. *Tilgbam v. 
Proctor, 48 O. G. 628, G D. 188a 

91. Delay caused by the court or not attribu- 
table to the plaintiff in coming to a conclusion 
on a master^s report where the amount of dam- 
ages found by that report is confirmed ought 
not to deprive the plaintiff of interest on the 
amount found by the master. Under such cir- 
cumstances the account ought to be considered 
as liquidated on the day when the master's re- 
port is filed. ♦Crosby Steam Gage and Valve 
Ca V. Consolidated Safety Valve Ca, 67 O. G. 
1000, C. D. 1891. 

92. Where the infringer's plant and real es- 
tate were used for other kinds of manufacture 
than the infringing article, and the evidence 
offered by the infringer to distinguish between 
the profits derived from the use of the plant 
and real estate for making the infringing thing 
and those attributable to the other sources of 
profit was not sufficient to enable -the master 
to apportion the interest between the several 
kinds of business, Jield, that the infringer could 
not be allowed, as part of the cost of the infring- 
ing thing, interest on his plant and capital in- 
vested. *Seabury v. Am Ende^ 67 O. G. 401* 
G D. 1894. 

X. Master's Bbpobt. 

98. The proceedings before a master have al- 
most the same solemnity as a trial before a ref- 
eree or a jury, and the familiar rule which pre- 
cludes the court from setting aside a verdict 
which is not against the weight of evidence is 
to a great extent applicable. *Welling v. La 
Bau, 48 O. G. 117, G D. 188a 

94. In dealing with the exceptions to the 
master's report, his conclusions, depending 
upon the weighing of conflicting testimony, 
have every reasonable presumption in their 
favor, and are not to be modified or set aside 
unless there clearly appears to have been error 
or mistake on his part *Tilgham v. Proctor, 
43 O. G. 628, G D. 188a 

95. The master, having found that the com- 
plainant had failed to establish by trustworthy 
legal proof any basis for the computation of 
profits, stopped his investigations upon the 
ground that as the defendants had destroyed 
the complainant's standard there could be no 
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staDdard until the complainant voluntarily 
created one. *Web6t6r Loom Ca t. E. S. & 
N. D. Higgina, 48 O. G. 1119, C. D. 1889. 

96. Report recommitted to master, with in- 
structions to estimate the amount of profits in 
accordance with the rule stated in the opinion 
of Judge Wallace in a previous case. *Id. 

97. The master is the representative of the 
court and his findings are prima facie correct, 
and the burden of showing error on the party 
who excepts^ ** His findings are not to be set 
aside or modified unless there clearly appears 
to be error or mistake on his part" (Cases 
cited.) *Keep ▼. Fuller, 42 Fed. Rep. 896 (1890). 

98. Where, in an action to recover profits 
arising from the use of a patented solvent^ the 
master in chancery found that defendant used 
the solvent for treating pyroxyline and during 
the same period treated it with other solvents, 
hot, owing to a defect in the pyroxyline, its 
treatment with the various solvents resulted in 
a product which could not be sold at a profit^ 
and that if defendant had not used the solvent 
in question it would have used others, and that, 
by reason of the patented solvent being cheaper, 
defendant saved a sum which complainant was 
entitled to recover as a profit Held, that the 
conclusion of the master was correct ^KlJellu- 
loid Mfg. Ca v. Cellonite Mfg. Co., 50 O. G. 
841, G D. 1890. 

99. The reason for the rule requiring objec- 
tions to the findings of a master in chancery to 
be first made to him on the draft of his report 
does not fully obtain where the objection is to 
the principal finding of fact, as he probably 
would not have changed his conclusion ; but it 
is no hardship to require of the dissatisfied 
party that he so state his objections^ or be 
deemed to have waived them. *Id. 

100. Where the master is correct in his find- 
ings of fact, but errs as to conclusions of law, 
the rule requiring exceptions to his report is 
not applicable. *Id. 

101. A masters report that there was an es- 
tablished license fee for the use of a patented 
article is suflScient to sustain a finding of dam- 
ages to the amount of such fee, though the evi- 
dence was oral and no license was introduced. 
•Timken ▼. Olin, 51 O. G. 1469, a D. 1890. 

102. An exception that the master's report 
returned profits made by defendants, though 
profits were waived, is groundless where tiie 
master makes his finding on the measure of 
the license fee alone. *Id. 

103. Where in action for infringement the 
master in his report on the question of dam- 



ages sustained by plaintiff did not specifically 
find as to the alleged superiority of a non- 
infringing loom over the one infringed, and it 
appeared that he did not intend to state his 
conclusions in regard to said non-infringing 
loom, although he might have thought that its 
superiority was proved, held, that the case 
should be recommitted to him in order for him 
to state his own conclusions from his patient 
study and accurate knowledge of tlie evidence, 
rather than that they should be spelled out 
from the answers to the defendant's requests. 
♦Webster Loom Ca v. Higgins, 54 O. G. 390, 
C. D. 1891. 

104. The supreme court will not review a 
master's report upon objections first taken be- 
fore it, the proper place for exceptions being in 
the court below. *Topliff v. Topliif, 69 O. G. 
1257. C. D. 1892. 

105. When a master's report was based upon 
facts relating to an industry which has long 
ceased to be active, and when the time in which 
facts based upon the experience of actual man- 
ufacture can be ascertained has passed, it does 
not appear that anything will be gained by 
new testimony before a master upon the ques- 
tion of profits. «Tuttle v. Claflin, 78 O. G. 1789, 
a D. 1897. 

XL Nominal. 

106. However it may be as to articles wholly 
covered by a patent for which there is no, or no 
convenient, substitute, the sale of an article 
having a patented invention as an incidental 
part thereof only will not entitle the patentee 
to recover more than nominal damages, unless 
he shows what they are and furnishes a relia- 
ble basis for estimating them. *Roemer v. Si- 
mon, 40 O. G. 1456, C. D. 1887. 

107. Where complainants have failed to es- 
tablish a royalty as measure of damages, and 
no evidence of the value of the invention to 
defendants is adduced, except the conjectural 
estimates of witnesses who had no practical 
knowledge of the subject, a decree for any- 
thing more than nominal damages cannot be 
sustained. *Rude v. Westcott, 48 O. G. 899, 
C. D. 1889. 

108. Complainants, after contending for and 
accepting a finding in an action for the in- 
fringement of the earlier patent that defend- 
ants' profits arising from the manufacture and 
sale of valves infringing both patents were due 
solely to the earlier invention, cannot be per- 
mitted to recover more than nominal damages 
in an action for the infringement of the later 
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patent alone, brought after the expiration of 
the earlier ona *CoD8olidated Safety Valve 
Ca y. Crosby Steam Gage and Valve Ca, 54 
O. G. 688, C. D. 1891. 

109. In the absence of evidence showing the 
amount of the damage, only nominal damages 
will be awarded. *Royer v. Schultz Belting 
Co., 55 O. G. 1141, G D. 1891. 

110. Plaintiff can recover only nominal dam- 
ages for the infringement of an impracticable 
machine^ or if he fails to show actual advantage 
to defendants by the use of his machine. *Lee 
V. Pillsbury, 60 O. G. 1752, C. D. 1893. 

111. Plaintiff, owning a patent for two im- 
provements in fruit-driers, sued for the in- 
fringement of but one. Hdd, that nominal 
damages only were recoverable where the evi- 
dence showed only the amount of a license fee 
for both devices and the profits to be made in 
manufacturing fruit-driers containing both im- 
provements. *Hunt Bros. Fruit Packing Co. 
V. Cassidy, 62 O. G. 1965, Q D. 189a 



DEATH OF APPUCANT. 

(See Abaitdonmemt of Afplioation.) 



DECREES OF COURT. 

1. A party complained of as violating a de- 
cree who has never been a defendant of record 
in the suit cannot be bound by the decree ex- 
cept as privy to one or more of the defendants, 
or as a purchaser pendente lite, *Bate Refrig- 
erating Ca V. Gillett, 89 O. G. 833, G D. 1887. 

2. To bind such a party not defendant of rec- 
ord as privy, the judgment qiust bind in rela- 
tion to some specific right of property directly 
affected by the judgment and acquired after 
the judgment *Id. 

3. Where transfers are colorable, as for the 
purpose of avoiding an injunction, or if there 
has been a mere change of names, or if the 
transferring parties reUiin the management 
and principal ownership, and the violation is 
wilful, then privies not defendants of record 
are bound by decree. *Id. 

4. There is no privity to a party not a defend- 
ant in the suit because of a purchase by such 
party pendente lite of property not involved in 
the suit *Id. 

5. A party not a defendant to the suit does 
not become privy thereto, and is not bound by 
the decree, by reason of a purchase of the prop- 
erty after suit and before Che decree with an 



agreement to meet all liabilities and obligations 
of the party selling existing at the date of the 
sala *Id. 

6. A decree absolute in its terms is an adju- 
dication of the merits of the controversy, and 
constitutes a bar to any further litigation of 
the same subject between the partie& *Lyon 
V. Perin and Gaff Mfg. Ca, 43 O. G. 983, a IX 

188a 

7. Where a suit for infringement of a patent 
is brought against a firm that is a branch of 
the company that manufactures the infringing 
device and such company conducts the defense, 
raising the question of validity of the patent, 
a decree for complainant is conclusive as to 
the validity of the patent as against the com- 
pany conducting the defense, even in regard 
to alleged anticipations not referred to in the 
suit since under the issues all anticipatory in- 
ventions might have been shown in defense. 
(50 Fed Rep. 193, affirmed) *David Bradley 
Mfg. Ca ▼. Eagle Mfg. Ca, 60 O. G. 815, C Dl 
1894 

8. Such decree is none the lees conclusive be- 
cause it was merely interlocutory at the bring- 
ing of the suit in which it is set up as a bar and 
subsequently ripened into a final decree. *Id 

9. In a suit to restrain infringement of a 
patent and to obtain an accounting, an interloc- 
utory decree was rendered, granting a tempo- 
rary injunction, and afterward a final decree, 
making the injunction perpetual, and award- 
ing only nominal damages, was rendered upon 
a stipulation which provided that such decree 
should not be a bar to the recovery of substan- 
tial damages in a subsequent suit Held, that 
the decree was conclusive as to the validity of 
the patent the stipulation only affecting its 
force as an adjudication on the subject of 
damages. *Id 

10. The contrast suggested by the words 
" interlocutory order or decree " and " final de- 
cree," as used in the first paragraph of amended 
section 7, is between a decree which is prelimi- 
nary to a hearing on the merits, and hence dis- 
cretionary in the court and one which follows 
a hearing on the merits and is hence final, 
conclusive, and as of right in the prevailing 
party — between a decree which is meant to 
preserve the subject-matter of the litigation or 
prevent irreparable injury till a hearing on the 
merits can be had and a decree which follows 
the hearing on the merits and ultimately de- 
termines the rights of the litigant& *8tandard 
Elevator Ca v. Crane Elevator Ca, 77 O. G. 811» 
C. D. 1896. 



DEFENSES, L 



19 



11. There is no power in the court of appeals 
whereby its afi^mance or approval on review of 
a decree of the circuit court can give a fioality 
to that decree which it did not have when en- 
tered of record in the circuit court *Id. 

12. The power incidental to appellate juris- 
diction is the power to direct the circuit court 
to enter such a decree ae on the showing of 
the record ought to have been entered by that 
court What is done by a court of original ju- 
risdiction pursuant to a mandate from a court 
of review on reversal is precisely what ought 
to have been done by the court of original 
jurisdiction in the first instanca *Id. 

18. The general rule is that when a case has 
been once decided by the supreme court of the 
United States, whatever was before that court 
and disposed of by its decree is finally settled. 
The circuit court is bound by the decree, and 
must carry it into execution without variation 
or iutermeddling, except as to matters left 
open by the decree. *Ro6ebrugh v. Holman, 
78 0. G. 1258, C. D. 1897. 



DEFENSES.' 

(See Anticipation, Prior Art and Use; 
Plkadinq; Priority of Invention.) 

L In General^ 
IL Burden of Proof. 

L Ik Oenebal. 

1. The defense that two persons to whom a 
patent has been issued were not in fact joint 
inventors is so purely formal that it cannot be 
regarded with favor unless it be shown that 
the action of the patentees in that regard was 
disingenuous or calculated to mislead the de- 
fendants. (Butler V. Bainbridge, 29 Fed. Rep. 
142.) *Con8olidated Bunging Apparatus Ca v. 
Woerle, 88 O. G. 1015, 0. D. 1887. 

2. It is no justification for sales of infring- 
ing articles to allege that the patentees have 
violated their license contract with the vendor. 
•Willis V. McColIin, 88 O. G. 1017, C. D. 1887. 

i. In a suit for infringement of a patent the 
defense being that defendant was the first in- 
ventor, the fact that soon after the time of his 
alleged invention he applied for a patent re- 
lating to the same subject, which be based on 
an entirely different principle, overcomes his 
and his witness* testimony that he was the first 
inventor. *Lam8on Cash Ry. Ca v. Osgood 
Cssh Car Ca, 88 O. G. 1490, C. D. 1887. 



4. It is no defense in a suit for infringement 
that the defendant's machine was used for 
forming staple-seams in paper, and not in 
leather, both machines operating in the same 
way. *Thomp6on v. Gildersleeve, 43 O. G. 886,. 
a D. 188a 

5. It is not a valid defense to a suit for the 
infringement of letters patent granted under 
the Revised Statutes that the patentee in his 
application therefor made oath that he was a 
citizen of the United States when he was not, 
such misstatement as to his citizenship having 
been made innocently through mistake, with- 
out any improper design whatever. *Tondeur 
v. Chambers, 46 O. G. 1110. C. D. 1889. 

6. A change in the position of a part of a 
machine will not avoid infringement where the 
part transposed continues to perform the same 
function as before. (Citing Adams v. Manu- 
facturing Co., 8 Ban. & A. 1.) *Schlicht & 
Field Co. v. Chicago Sewing Machine Ca, 46- 
O. G. 1394, G D. 1889. 

7. Held, that it was no defense that the pat- 
ents had been infringed by other manufactur- 
ers, as the license contained no express cove- 
nant by plaintiff to protect the defendant 
against such infringementL 'National Rubber 
Ca V. Boston Rubber Shoe Ca, 50 O. G. 559, 
C. D. 1890. 

8. It is no defense that the infringing article 
made under defendants' patent was manufact- 
ured by complainant's licensees where the lat- 
ter did not account for them to complainant 
nor consider them within their license. *Tim- 
ken V. Clin, 51 O. G. 1469, G D. 1890. 

9. Want of patentability is a defense, though 
not set up in an answer or plea. *May v. 
County of Juneau, 53 O. G. 1888, G D. 1890. 

10. In the ordinary case of a bill for infringe- 
ment filed by the holder of a senior patent 
against ti.e holder of a junior patent the claims 
whereof confiict, it is no defense that the de- 
fendant is acting under a patent. 'American 
Roll Paper Ca v. Knopp, 54 O. G. 391, C. D. 
1891. 

11. Any person sued for infringement of an 
American patent may show in defense that the 
invention claimed was patented or described in. 
some printed publication before the patentee's 
supposed invention or discovery thereof. *Clark 
Thread Ca v. Willimantic Lmen Ca, 56 O. G. 
895, G D. 1891. 

12. In an action for infringing a patent 
demonstrable facts are the decisive factor in 
determining the actual bearing upon each other 
of the patents under consideration, and a de- 
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fense which reBts upon a mere theory as to the 
philosophy of operation of the coDiplainant's 
device will not be considered by the court when 
this theory is negatived by the history of the 
art and by the practical working of the device 
in question. *Stilwell & Bierce Mfg. Ca y. 
S. N. Brown & Ckx, 00 O. G. 1191, C. D. 1893. 

18. The existence of letters patent issued in 
due form constitutes prima facie evidence of 
the validity of the patent ; and where, in an ac- 
tion at law for infringement^ such letters are 
introduced, an alleged want of invention is 
matter of defease, the burden of showing'which 
is on defendant ; and the court cannot direct a 
judgment for defendant, even though the pat- 
entee on cross-examination has given evidence 
that may tend to show a prior state of the art 
excluding invention on his part *Hunt Broth- 
ers Fruit Packing Ck)^ v. Cassidy, 62 a G. 1965, 
C. D. 189a 

14. The allegation by defendants that they 
have invested large amounts in their enterprise 
based upon the patent for the improvement is 
not a valid defense to a suit for infringement 
in the face of repeated adjudication sustaining 
the complainant's patent 'American Bell Tele- 
phone Ca V. Brown Telephone and Telegraph 
Co., 65 O. G. 894, C. D. 189a 

15. The defense of want of patentable nov- 
elty operates not merely to exonerate the de- 
fendant, but to relieve the public of an asserted 
monopoly, *Haughey v. Lee, 66 O. G. 1450, 
C D. 1894. 

16. Where in a defense to a suit it is shown 
that more than two years before the suit was 
brought the complainant acquiesced in a de- 
cision adverse to him in an interference in the 
patent office in favor of a patent issued to the 
defendant^ held, that his acquiescence in the de- 
cision for such length of time worked an aban- 
donment of any claim he might have made to 
the invention. *Fas8ett v. Ewart Mfg. Ca, 69 
O. G. 958, a D. 1894. 

17. When defendant at the hearing had 
ample opportunity and every inducement to 
produce a result equal to that of the complain- 
ant with devices known in the art prior to the 
production of the device of the patent sued on, 
and failed, the presumption, notwithstanding 
his explanation to the contrary, is that the prior 
art was not sufficient for the production of re- 
sults as good as the patentee's. *A. B. Dick 
Ca ▼. Henry, 75 O. G. 1804, G D. 1896. 

18. A defense that machines were bought by 
the defendant without notice of a clog upon 
the title to them will not avail when it appears 
that the contract by which the machines were 



conveyed contains a reference to the license 
which contains the limitations constituting the 
clog referred to, and knowledge is justly im- 
putable to the defendant in such case. *Inter- 
national Pavement Ca v. Richardson, 76 O. G. 
166, C. D. 189a 

19. A contention that a patent built on the 
lines of the patent in suit was a failure will not 
avail defendants where it appears that there 
was no defect of principla 'Independent Elec- 
tric Ca V. JeflPrey Mfg. Ca, 78 O. G. 797, G D- 
1897. 

20. Where an assignment of a patent by a 
corporation is executed by its president and 
secretary, who own all the stock, without any- 
previous authorization by the board of trustees, 
heldf that it is no defense to an infringement 
suit brought by the assignees against a third 
party where the corporation itself has never 
questioned the validity of an assignment *Kan- 
sas City Hay-press Ca v. Devol, 81 O. G. 1277, 
G D. 1897. 

IL BUBDEN OF PbOOF. 

21. Where an alleged infringer's defense re* 
lies upon unpatented devices claimed to be an- 
ticipations of the patent, and the use and exist- 
ence of which are proven only by oral testimony, 
the courts not only impose the burden of prov- 
ing such devices upon the defendant, but they 
demand proof that shall be clear, satisfactory, 
and beyond a reasonable doubt ; and they will 
subject such evidence to the closest scrutiny. 
*Washbum & Moen Mfg. Ca v. Beat *Em All 
Barbed Wire Ca, 68 O. G. 1555, G D. 1892L 

22. The mere fact that in rejecting one of 
the claims of Roberts' original application the 
patent examiner said "that cones are common 
things in coiling-machines " is no proof that 
''rotary" coiling-cones were before used, and 
if any such cones were, in fact^ used the burden 
was upon defendant to show it *Roberts v. 
a P. Nail Ca, 68 O. G. 618, G D. 189a 

28. In the manufacture of infringing devices, 
if any advantage results from the use therein 
of an improvement by the defendant; the bur- 
den is upon the defendant to show it *Sayre 
V. Scott. 68 O. G. 1818, G D. 189a 

24. Where the defense to an infringement 
suit is prior use the burden is on defendant; 
and it is not sustained where the evidence 
shows that the alleged prior use was only for 
experimental purposes and had with a view to 
perfecting the device. *Pacific Cable R. Ca 
V. Butte City Street B. Ca, 64 O. G. 1897, G Dl 
189a 
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25. In order that a defense of prior public use 
may prevail against the patent sued on it is 
necessary to prove the use beyond a reasonable 
doubt. 'Oval Wood Dish Ca v. Sandy Creek 
(New York) Wood Mfg. Ca, 66 O. G. 1895, C. D. 
1891 

26. To invalidate a patent by prior invention 
or use the proof must establish the fact beyond 
a reasonable doubt This means that the de- 
fense must be estabb'shed by proof as explicit 
and oonvincing as that required to convict a 
person charged with crime. *Dodge v. Post & 
Ca, 78 O. G. 889, C. D. 1897. 



DEPOSITIONS. 

(See Affidavits ; Testimony ; Witnesses, 
CTboss-Examination of.) 

1. When a deposition is taken irregularly 
and without authority, or shows on its face 
reasons why it cannot and should not be con- 
sidered, or where an entire deposition is irrele- 
vant, unless there has been a waiver, an ob- 
jection at the hearing would be entertained. 
*MillJgan v. Niedringham, 88 O. G. 103, a D. 
1887. 

2. Depositions may be taken de bene ease in 
equity causes before any notary public or any 
oUier officer authorized to take depositions in 
civil causes under United States Revised Stat- 
utes, section 86a *Stegner v. Blake, 45 O. G. 
126, a D. 188a 

8. All objections to mere informalities in 
depositions not called up before final hearing 
should be considered as waived. *Id. 

4. Until depositions are filed in the patent 
office the commissioner has no control over 
them. There is no positive rule requiring the 
parties to file all depositions taken, and it nec- 
essarily follows that the commissioner is with- 
out authority to compel the filing of such depo- 
sitiona fPetithomme v. Bedbury, 53 O. G. 605, 
OLD. 1890. 
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I. Appeal and Petition. 



1. An application for patent upon ** a design 
for ornamenting the surface of the walls of 
railway cars," etc., which, in the opinion of the 
examiner, contains nothing which can ** con- 
stitute proper subject-matter for a design pat- 
ent," should be by such examiner rejected. 
From such rejection an appeal will lie to the 
board of examiners-in-chief, as in ordinary 
cases of the rejection of claims. Ex parte 
Harris, 88 O. G. 104, C. D. 1887. 

2. Objections to claims for non-segregable 
parts relate to the merits rather than to form, 
and upon rejection the appeal should go to the 
examiners-in-chief. Ex parte Gerard, 48 O. G. 
1235, G D. 188a 

8. An objection to descriptive phrases in the 
specification of a design application as being 
matter which tends to indicate mechanical 
functions rather than design goes to the form 
of the specification rather than to its merits 
and is properly brought to the commissioner 
on petition. Ex parte Herrick, 48 MS. D. (3 
G. W. D.), May, 18»0 (Fisher, Ass't Com'r). 

4. Where a single entire design is claimed, 
and the question arises whether portions of 
the design claimed separately are segregable, a 
question of merits is presented, upon which 
the appeal lies to the examiners-in-chief, in case 
of rejection by the examiner. Ex parte Pet- 
zold, 55 O. G. 1651, C. D. 1891. 

5. Where a petition was taken from the ac- 
tion of the examiner objecting to the claims as 
not setting forth proper subjects-matter for a 
design, no repetition of such action having 
been made, Tield, that the petition was pre- 
maturely taken and that the examiner should 
have made his reasons for objecting to the 
claims the basis for a r^'ection. Ex parte 
Bishop, 68 O. G. 158» C. D. 189a 

6. An objection that a claim for a design is 
not single goes to the merits and appeal lies to 
examiners-in-chief. Ex parte Myers, 64 O. G. 
859, a D. 189a 

II. Consteuotion of Statutes. 

7. The word " useful," employed by congress 
in legislation upon the subject of mechanical 
and design applications, defined and distin- 
guished, and heldf when applied to designs, to 
relate to matters of decoration and sesthetio 
art which reach the senses through the eye, 
and so used in an entirely different sense from 
that in which it is applied to the subject of 
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mechanical ioTention, where the usefulness 
contemplated by the statute relates to the em- 
ployment of dynamic force, its modification or 
operation. Ex parte Schulze-Berge, 42 O. G. 
293, C. D. 1888. 

8. The word " manufacture," as used in sec- 
tion 4929 of the statute relating to designs, is 
to be construed so as to have the same mean- 
ing as the word '' manufacture " in the prior 
statutes relating to mechanical patents. Ex 
parte Lewis, 54 O. G. 1890, C. D. 1891. 

9. The word '* manufacture " in the patent 
statutes has never been construed to include 
real estate, and it must be limited to manu- 
factured articles — that is, those made by hand, 
machinery or art, from raw or prepared ma- 
terials. Id. 

10. The design covered by the patent in suit 
held to come within the first clause of this sec- 
tion, as a '* manufacture," rather than within 
the third clause, as an *' original impression, 
ornament," eta *Eclipse Mfg. Ca v. Adkins, 
66 O. G. 1407, C. D. 1890. 

11. The second clause of the section requires 
that there should be a description of the de- 
sign, which is to be '' printed, painted, cast or 
otherwise placed on or worked into any article 
of manufacture." 'Id 

12. The word '' manufacture," as used m sec- 
tion 4929, Revised Statutes, Jield not to include 
such a generic term as the word '* table-wara" 
Ex parte Proeger, 57 O. G. 546, a D. 1891. 

18. The act of February 4, 1887, entitled "An 
act to amend the law relating to patents, trade- 
marks and copyrights," which inter alia im- 
poses a penalty upon an infringer of a design 
patent to be recovered by the owner of the 
patent upon a bill in equity for an injunction 
to sustain such infringement, examined and 
held to be constitutional (Root v. Railway Ckx, 
21 O. G. 1112, 105 U. a 189, 206; Stevens v. 
Gladding, 17 How. 454, and Stevens v. Cady, 2 
Curt 20.) *Untermeyer v. Freund, 65 O. G. 
1767, a D. 1893. 

14. The act of February 4, 1887, was passed 
for the manifest purpose to enlarge the remedy 
against infringers of design patents and to de- 
clare that the measure of profits recoverable 
on account of the infringement should be con- 
sidered to be the net profits upon the whole 
article. The rule which the act declares for 
the computation of profits is the total profit 
from the manufacture or sale of the article to 
which the design was applied, as distinguished 
from the pre-existing rule of the profit which 
could be proved to be attributable to the de- 
sign. *Id. 



15. The word ''expense" in the statute re** 
lating to design patents means a " disbursement 
of money " and also " the employment and con- 
sumption of time and labor." To confine its 
meaning to the mere expenditure of money 
would be contrary to the purpose of the statute, 
which purpose is to secure to those who shall 
invent and produce a new and original design 
a monopoly in the design. *Matthews & WUl- 
ard Mfg. Ca v. Trenton Lamp Ca, 75 O. G. 674» 
C. D. 1896. 

16. The word " useful " in the statute relat- 
ing to designs has reference to mechanical 
rather than purely esthetic features in designs 
relating to machinery. The excellence of such 
a design depends upon its nice adaptation. The 
word " useful " may be applied to the shape or 
configuration of a patentable form with a sig- 
nification much wider than "not harmful'^ 
Ex parte Lunken, 76 O. G. 785, C. D. 1896. 

III. Infringement. 
(See Test op Identity.) . 

17. The test of infringement is the "identity 
of appearance^ determined by the eye of the 
ordinary observer — the public." (Gorbam Ca 
V. Whiter 14 Wall. 51 U) Ex parte Gerard, 43 
0. G. 1235, G D. 188a 

18. Where the alleged infringing manu- 
factures of the defendants produced a different 
effect upon the eye of the ordinary observer 
from what was produced by the complainant's 
manufacture, held, that there was no infringe- 
ment *Dukes V. Bauerle^ 51 a G. 805, Q IX 
1890. 

(See, also, page 808, same volume.) 

19. The statute relating to designs only in- 
sists — in order to sustain an action for infringe- 
ment — that the design shall have been applied 
without license^ coupled with a sale, the party 
selling knowing that the design has been so 
applied. *Pirkl v. Smith, 52 O, G. 1872, C. D. 
1890. 

20. The drawing of the patent represents^ 
and the specification describes, a square mat^ 
but the specification adds *' it might be oblong 
or other desirable shape." Defendant's mat 
shows the design as applied to an oblong mat» 
which involves changes in the central paneL 
An ordinary purchaser would take one for the 
other. *New York Belting and Packing Ca v* 
New Jers^ Car Spring & Rubber Ca, 48 Fed. 
Rep. 556 (1891)i 

21. Although the suit does not involve the 
method of producing the result, yet in consid- 
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ering the question of anticipation the court 
may properly take into consideration the fact 
that the patentee invented the method of mak- 
ing articles of glassware having a "blown" 
body and a "pressed" neck, thereby render- 
ing possible the raised ornamentation of the 
neck in the patent *Ripley v. Elsoa Glass 
Ca, 60 O. G. 298. C. D. 189a 

22. In determining whether a design patent 
Is infringed, the test is whether there is a sub- 
stantial similarity in appearance not to the 
eye of the expert, but to that of the ordinary 
observer giving such attention as would ordi- 
narily be given by a purchaser of the article 
bearing the design. *Id. 

SS. Where the infringement of a design pat- 
ent is deliberate and intentional, the court will 
impose upon the defendant the penalty of $250 
provided for by act of February 4, 1887. 'Id. 

24. The only new feature of the patented de- 
sign being the sharp drop of the pommel at 
the rear, while the saddles of the defendants 
have only a slight curved drop at the rear of 
the pommel, hetd^ that the difference was so 
marked that the defendants* saddle could not 
be mistaken for the saddle of the complainant, 
and that there was therefore no infringement 
•Smith V. Whitman Saddle Co., 63 O. G. 912, 
a D. 189a 

25. A design which imitates the figures of a 
patented design in their characteristic and im- 
portant features and produces the same gen- 
eral appearance infringes, though the imitative 
Qgures are much smaller than those of the pat- 
ent vWhittall V. Lowell Mfg. Ca, 80 O. G. 809, 
a D. 1897. 

26. Design Patent Na 18,190 not infringed 
by defendant's stove, which in its appearance, 
either generally or in detail, does not so far re- 
semble the complainant^s design as to deceive 
porchasers or dealers, but on the contrary, 
seems to be well distinguished in form and 
ornamentation. *liichigan Stove Ca v. Fuller- 
Warren Ca, 80 O. G. 1892, C. D. 1897. 

IV. LXMITED TO A SiNGLB INVENTION. 

27. A design application will not be per- 
mitted to embrace more than one subject of 
in^enticn. The same principles in this par- 
tlcnlar which control in mechanical applica- 
tions most obtain in design applications. A 
distinct and separate invention relating to the 
form or oonflgoration cannot be lawfully in- 
cluded ia a patent embracing a distinct and 
s^Muwte invention as to surface ornamenta- 



tion — as, for instance, an alto-rilievo cannot 
be joined with an ornamentation or picture to 
be worked into a woolen fabric ; but when the 
shape and the ornamentation are parts of the 
same article of manufacture, so that both unite 
in producing the same result then they are not 
distinct and separate within the purview of 
the rule. Ex parte G6rard, 43 O. G. 1235, C. D. 

188a 

28. Under the statute the design must be a 
finished and completed thing — must be one 
entire and integral thing. It cannot consist of 
several integral different designs aggregated, 
so as to protect the several individual parts, nor 
so that these parts may be separately applied 
to other and different articles or parts of arti- 
cles of manufacturei Id. 

29. The doctrines of combinations and ele- 
ments of combinations and of genus and species 
obtaining in mechanical inventions cannot be 
applied to designs. In a mechanical combina- 
tion, when one element is withdrawn that com- 
bination ceases ; but in a design, a subordinate 
and unimportant feature may be withdrawn 
and yet the design as a whole remain, and to 
simulate the predominant features would in- 
fringe the whole. Id. 

80. As the subject of identity of the design 
is addressed to the eye of the ordinary ob- 
server ~ the public — so the questions of the 
extent and character of claims in patents for 
distinctive and segregable parts must be de- 
termined largely by the skill and judgment of 
the experts of the office. Id. 

81. The relation of genus and species does 
not exist in designs. The question involved in 
designs is one of identity. £x parte Gerard, 48 
O. G. 1240, a D. 188a 

82. A patent for a design must be limited to 
a single invention ; but such patent may cover 
any variation or modification, provided the dis- 
tinct and predominant features so far remain 
as to preserve the identity of the original com- 
pleted design. Id. 

88. While it is probable that a design patent 
may have different claims for different orna- 
ments to be placed on the same manufactured 
article, yet a single claim cannot cover several 
ornaments in no way depending upon each 
other. *Dukes v. Bauerle, 51 O. G. 805, Q D. 
1890. 

84. Where two or more designs are not only 
claimed, but are represented in the drawings^ 
neither one being a part of either of the others, 
applicant must elect which one he will retain 
in the pending application, and any appeal 
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from the examiner's action in requiring the 
election should be taken to the commissioner. 
£x parte Petzold, 56 O. G. 1651, a D. 1891. 

85. Where one design is illustrated and two 
or more designs are claimed, neither one being 
a part of either of the others, the examiner 
should decline to consider any claim excepting 
the one for the design illustrated, requiring 
the remaining claims to be severed from the 
application. Id. 

86. The question of similarity or dissimilar- 
ity arising upon the comparisons of designs is 
determined by the eye of the ordinary observer 
and not by the judgment of experts. Ex parte 
Petzold, 55 O. G. 1652, Q D. 189L 

87. The patent office should not seek to fore- 
stall the judgment of the courts by holding, 
upon the judgment of its experts, that certain 
designs differing from the design illustrated in 
the drawing are mere modifications thereof. Id. 

38. A claim for the design as illustrated, if 
new and patentable, should be allowed, leav- 
ing the question whether or not other designs 
which are claimed by the applicant to be mere 
modifications are or are not independent de- 
signs, to be determined by the lawful tests ap- 
plied in the courts. Id. 

89. Any number of designs require for their 
protection the same number of patents unless 
one or more of them are component parts of 
another design from which they are segprega- 
ble. Id. 

40. Cases arise in which separable subordi- 
nate designs form when united one principal 
and complete design, and if such separable sub- 
ordinate designs are new and patentable there 
would seem to' be no reason why they should 
not be claimed in the same application with 
such principal and complete design, whether 
or not the experts of the office are of opinion 
that the separable subordinate designs are in 
and of themselves suggestive of the design in 
its entirety. Ex parte Bennett, 55 O. G. 1821, 
C. D. 1891. 

41. If the design as a whole is patentable as 
constituting one complex whole of beauty or 
attractiveness, and a border, or center-piece, or 
other design element which is segregable there- 
from, would be in itself new and patentable, if 
it constituted the entire ornament, held, that 
claims may properly be allowed in the same 
application for the complex whole and the 
segregable element Id. 

43. If the designs are independent they 
should be the subject of separate applications 
(Ex parte Beattie, G. D. 1879, 142.) Id. 



43. The question whether or not three dif- 
ferent forms cover the same design is for the 
courts and not for the office. Ex parte Hess 
and Hess, 56 O. G. 1884, 0. D. 1891. 

44. The practice of allowing two or more 
forms to be included in a single design patent 
would result in confusion in the office and 
ought not to be permitted. Id. 

45. Only one design can be the subject of a 
design patent, and where applicant's specifica- 
tion attempts to cover more than this it is prop- 
erly held defective. Ex parte Petzold, 57 O. G. 
1277, G D. 1891. 

46. The range or scope of a design patent is 
to be determined by the courts and not by the 
patent office. It is therefore not proper for the 
office to issue a design patent which on its face 
purports to cover an indefinite variety of modi- 
fications which may or may not be within the 
proper scope of the claim, as that matter shall 
be determined by the courts. Ex parte Finck, 
60 O. G. 157, G D. 1892. 

47. Where it appeared from the specification 
that certain words and figures shown on the 
face of the design in the drawing did not con- 
stitute an essential feature of the design, held, 
that the patent should not be permitted to 
seem to make them so, and that they should 
be erased. Ex parte Bequa, 60 O. G. 295, Q D. 
1892. 

48. While the law may permit claima in one 
design patent for the entire design and for con- 
stituent parts complete in themselves, the pat- 
ent office will not permit independent orna- 
mental inventions to be joined in one patent 
Ex parte Petzold, 61 O. G. 1789, C D. 1892L 

49. The practice of the office in refusing to 
permit independent and alternative mechan- 
ical inventions to be joined in one patent is 
warrant for a like refusal as to two independ- 
ent and alternative designs. Id. 

50. An objection to a claim for a design that 
it is not single ; that it fails to set up any article 
of manufacture, but, on the contrary, calls for 
three separate articles aggregated, is one per- 
taining to the merits and should therefore have 
been a rejection. Ex parte Myers, 64 O. G. 859, 
C. D. 189a 

51. An applicant may describe and claim 
variations in his patentable form within such 
limits as are consistent with unity of design 
and to the extent claimed. Ex parte Lunken, 
76 O. G. 785, G D. 1896. 

52. Separate claims for the entire design and 
for its separate parts may properly be allowed 
in one patent (Dobson v. Carpet Ca, 114 U. S. 
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4S9.) •Britton v. White Mfg. CJa. 79 O. G. 2195, 
G D. 1897. 

58. The patent office having allowed the 
separate claims in one patent, a mere state- 
ment by counsel during tiie prosecution of the 
case, of a reason why it was desirable to in- 
clude them in a single patent does not estop 
the patentee to claim what was clearly granted 
him under said patent *Id. 

54. Where applicant presents two distinct 
articles of manufacture — a cradle-supporting 
frame and a cradle-body — and claims them 
as such, keldf that the application should be 
restricted to one or the other of these two 
de8ign& (Ex parte Patitz, 0. D. 1888, 101, and 
Ex parte Brower, C. D. 1878, 151, followed.) 
Ex parte Haggard, 80 O. G. 1126, G D. 1897. 

55. Claims of a design patent are related as 
generic and specific when one has more ele- 
ments recited therein than the othera Ex 
parte Coe, 81 O. G. 2086, G D. 1897. 

5^ When an inventor has produced a de- 
sign, he has produced a single shape or con- 
figuration and not a plurality of them. He 
may make additions to that design, but may 
not make modifications. Two different mani- 
festations constitute two distinct species, of 
which one is a modification of the other. Id. 

67. Two separate designs are never permis- 
sible in one application. (Ex parte Patis, 25 
O. G. 980, and Ex parte Brower, G D. 1878, 151.) 
Claims for a cradle-body and a cradle-support- 
ing frame held inharmonioua Ex parte Ries 
W. Haggard, 62 lia D., June, 1897. (Rehearmg, 
Greeley, Ass't Com'r.) 

58. An application disclosing two castings 
for nse in adjoining parts of a bedstead, and 
adapted to interlock and form a joint, held to 
cover distinct inventions not constituting a 
unitary design, but merely an aggregation. 
Ex parte Brand, 68 lia D., Dec, 1897 (Greeley, 
Acting Com'r> 

(A patent for a design held not bad because it em- 
braced more than one letter of the alphabet. ^Miller 
T. Smith, 18 O. 0. 1017, a D. 1880.) 

V. Mechanical Patent. 

69. The inventor and patentee of a mechan- 
ical device may also receive a design patent for 
the configuration, ornamentation or decoration 
which the mechanical invention is capable of 
receiving. Ex parte Schulze-Berge, 42 O. G. 298, 
a D. 1888. 

60* A new and original design under the 
statutes may also be the subject of a mechan- 



ical patent (Ex parte Schulze-Berge, 42 O. G. 
298) Ex parte G6rard, 48 O. G. 1235, C. D. 188a 

61. Since the subject-matter of an applica- 
tion for a design patent and of a mechanical 
patent is different, since the matter claimed in 
the design application could not have been 
claimed in the other, and since the grant of 
the design patent cannot extend the term of 
the other, held^ that the mechanical patent is 
no bar to the grant of a design patent upon the 
same article. Ex parte Lunken, 76 O. G. 785, 
C. D. 1896. 

(The question whether a mechanical patent showing 
a design is a bar to the grant of a patent for such de- 
sign subsequently applied for by the patentee was first 
decided adversely, under the law of 1870 (in Ez parte 
Kohler, C. D. 1878, 84), by the supreme court of the District 
of Columbia, the chief justice (Carter) dissenting. Subse- 
quently the circuit court (Blatchford, J.) rendered an 
opposite opinion, which, taken with Oommlssioner Mar- 
ble's decision In Ez parte Palmer, SI 0. 0. 1111, C D. 1881, 
settled the practice which still prevails.) 

VI. Patentable Subject-matter. 

62. It is not novelty which will sustain a de- 
sign patent to transfer to rubber, or to a rub- 
ber mat, an efifect or impression to the eye 
which has been produced upon other materials 
or articles by contrast or variation of light and 
shada *New York Belting & Packing Ca 
V. New Jersey Car Spring and Rubber Co., 80 
Fed. Rep. 785 (1887). 

68. The fact that an article is useful does not 
make it less patentable as a design if it is new 
as a design. *Kraus v. Fitzpatrick, 42 O. G. 1292, 
C. D. 188a 

64. It is no answer to the validity of a de- 
sign patent that special features of it are found 
separately in prior things. *Id. 

05. The validity of a patent for a design does 
not depend upon the exercise of the "inventive 
faculty of the mind " in the sense in which that 
expression is used in connection with inven- 
tions which relate strictly to the useful arts. 
♦Untermeyer v. Freund, 47 O. G. 527, C. D. 
1889. 

66. The policy which protects a design is 
akin to that which protects the works of an 
artist by copyright If the design produce a 
different impression upon the eye, even though 
it be simple, and does not show wide depart- 
ure from other designs, its use will be pro- 
tected. 'Id. 

67. When two design patents were applied 
for by the same person and issued to the same 
person on the same day, and were each for a 
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design for a sewing-machine case, and each de- 
sign exhibited one or more features found in 
the other, held, that each qualified and limited 
the other. *Dukes v. Bauerle, 51 O. G. 805, 
C. D. 1890. 

68. A design patent must exhibit exercise of 
the inventive or original faculty as clear and 
of as high degree as is called for in patents for 
inventions or discoveries. In the latter class 
there must be novelty and utility ; in the for- 
mer, beauty and originality. *Cahoone Barnet 
Mfg. Co. V. Rubber & Celluloid Harness Co., 45 
Fed. Rep. 582 (1891). 

69. Appropriation of the invention of an- 
other, though the design may disclose altera- 
tion, does not justify issue of a patent *Id. 

70. Whether the peculiar efifect — ''a sort of 
kaleidoscope effect" — produced by the partic- 
ular design in question impressed upon the 
substance of India rubber would constitute a 
quality of excellence which would give to the 
design a specific character and value and dis- 
tinguish it from other similar designs that have 
not such an effect, qticere, *The New York 
Belting and Packing Ca v. Tlie New Jersey 
Car Spring and Rubber Ca, 64 O. G. 185, C D. 
1891. 

71. A design for jewelry pins, consisting of 
a piece of metal in the shape of a spoon or fork 
two inches long, precisely similar in appear- 
ance to common spoons or forks six inches 
long, lacks the novelty necessary to support a 
design patent *Foeter v. Croesin, 54 O. G. 
1115, C. D. 1891. 

72. In order to support a patent for a design, 
as for any other subject, under the acts passed 
by congress in the exercise of its constitutional 
power to secure to inventors the exclusive right 
to their discoveries, there must be some inven- 
tion and not a mere application to a new mate- 
rial of something already known. *Id. 

73. A dwelling-house is not a *' manufacture *' 
in the statutory sense, and a design for the ex- 
terior of a dwelling -bouse is not patentable- 
Ex parte Lewis, 64 O. G. 1890, C. D. 1891. 

74. Articles which are manufactured and 
sold with reference to becoming a part of a 
house ultimately, such as mantels, are ** manu- 
factures" within the meaning of the statute 
relating to designs. Id. 

75. A patent for an improvement in a design 
is valid if it be clear from the specification and 
drawings that the design is of itself new and 
distinctive and improved as compared with 
others and not merely an improvement upon 



another design. *Anderson v. Saint, 57 O. G. 
546, G D. 1891. 

76. A design patent is not invalid because it 
covers scoUs and ornamentations, similar in ef- 
fect to scrolls and ornamentations that have 
been before used, if a new idea is embodied in 
the method of their arrangement *Id 

77. The plaintiff did not design an album 
case proper, nor an ornament proper for an 
album case, but he appears to have conceived 
the idea of placing such ornament upon an 
album case. The statute provides for patent 
upon designs for articles of manufacture and 
for patents for ornaments to be placed upon or 
worked into such articles, but does not appear 
to provide for a patent for the mere placing of 
an ornament on such articles. Patent held in- 
valid. *Bergner v. Kaufmann, 62 Fed. Rep^ 
818 (1892). 

78. Three design patents for pen cases and 
tips — Nos. 20,156, 20,157, 20,168 — prese/it 
changes in assemblage and construction of 
parts which produce things not exactly known 
before, and in that sense new, but they seem to 
have been due more to good taste than to in- 
ventive skill, and are really too slight to sustain 
any one of the three patenta (Atlantic Works 
V. Brady, 107 U. S. 192, 2 Supi Ct 225.) ♦Eagle 
Pencil Ca v. American Lead Pencil Ca, 58 
Fed. Rep. 888 (1892). 

79« As high a standard of originali^ is re- 
quired for design patents as for any other claas, 
and such originality goes to appearance or or^ 
namentation rather than to utility. Ex parte 
Williams, Jr., 68 O. G. 803, G D. 1892L 

80. The object sought in the design is a new 
effect upon the eye alone — a new appearance, 
which idone the law regards. Heid, that a Ma- 
sonic design for decorating rags, oompofied of 
certain Masonic symbols grouped in an orderly 
and tasteful manner so as to form a panel 
large enough to cover the face of the rugs, 
was sufficient to sustain the patent *Smith 
V. Stewart, 55 Fed. Rep. 481 (1893). 

81. In determining the patentability of a de- 
sign for a new and original shape or configura- 
tion of an article of manufacture its utility is 
an element for consideration. (Lehnbeuter v. 
Holthaus, 21 O. G. 1788, 105 U. S. 94) «Smith 
T. Whitman Saddle Ca, 68 O. G. 912, G D. 1898. 

82. The exercise of the inventive or origina- 
tive faculty is required in the production of a 
patentable design, and a person cannot be per- 
mitted to select an existing form and simply 
put it to a new use any more than he can be 
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permitted to take a patent for the mere double 
use of a machine. If, however, the selection 
and adaptation of an existing form amount to 
more than the exercise of the imitative faculty 
and the result is in effect a new creation, the 
design may be patentable *Id. 

S3. The patent being for a design for a riding- 
saddle, and the evidence showing that the form 
of tree was that of one known type, the form 
of cantle that of another known type, and that 
the central open slot was old, held, that the 
presence or absence of the slot was not mate- 
rial, and that the addition of a well-known 
cantle to a known saddle, in view of the fact 
that such use of the cantle was common, did 
not in itself involve genius or invention or re- 
sult in a patentable design. *Id. 

84. If the design in the patent consists merely 
in a transfer of an old form for a design or its 
mere adaptation by imitation from one kind of 
manufacture to another kind, it is not an in- 
vention, and the patent, therefore, is void ; but 
if the adaptation is more than the exercise of 
the imitative faculty, and the result is in effect 
a new creation, the design is an invention and 
is patentable. (Smith v. Wliitman Saddle Ca, 
«8 O. G. 912, 148 U. & 674.) 'Untermeyer v. 
Freand, 66 O. G. 1767, C. D. 189a 

85. It cannot be said to require exercise of 
the inventive faculty to emboss a pattern on a 
radiator which had before been painted thereoa 
'Eclipse Mfg. Ca v. Holland, 69 O. G. 872» C. D. 
1804, 62 Fed. Repi 465. 

M. Under the statute and decisions of the 
supreme court a design must exhibit original- 
ity and the exercise of the inventive faculty. 
*Hammond v. Stockton Combined Harvester 
and Agricultural Works, 70 Fed. Repi 716 (1895)i 

<Bee GaddU t. Uyera, 81 O. 0. 1111, C. D. 1807.) 

87. Where two designs are in their promi- 
nent features identical, and their sole differ- 
ence lies in the fact that the protuberance of 
one has a small nut on the end and the other 
has Done^ the diflference is not of such material 
Character as to afford ground for the grant of 
a design patent *Welker v. Weller, 75 O. G. 
185, a D. 1896. 

88. Originality was not displayed, invention 
was not exercised, and novelty was not intro- 
duced by placing different shades of color in 
divided stripes upon an old form of flag. *Cald- 
well & Ca V. Powell, 75 O. G. 1206, C. D. 1896. 

89. A design patent for the case of a " nickel- 
in-tbe-slot machine," held invalid, because used 
on a gambling device (which was asserted to 



be adapted for other purposes). (Quoting De- 
vice Ca V. Lloyd, 40 Fed. Rep. — , 1889, which 
concerned a patent for a " toy automatic race 
course.") ^Reliance Novelty Ca v. Dworzek, 
80 Fed. Rep. 902 (1897). 

90. A design as a whole should be of un- 
changing character and should not include 
movable parts, since the shape or configura- 
tion of a device is varied by varied positions of 
its elements. Ex parte Smith, 81 O. G. 969, 
C. D. 1897. 

(On the question whether utility as well as ornamenta- 
tion may form the basis of a design patent, see the fol- 
lowing cases: Ex parte Crane, C. D. 1869, 7 (Foote, 
Com'r); Ex parte Solomon, a D. 1869, 49 (Hodges, Act- 
ing Com'r); Ex parte Bartholomew, C. D. 1809, 108 
(Fisher, Oom'r); Ex parte Fenno, C. D. 1871, 68 (Duncan, 
Acting Ctom'r); Ex parte Parkinson, 0. D. 1871, 961 (Leg- 
gett, Oom^r) ; Ez parte DooUttle, C. D. 1878, 176 (Thacher, 
Acting Oom'r); Ex parte Oglesby, 8 O. G. 211, C. D. 1878, 
6 (Leggett, Onn'r); Ez parte Fairchild, 8 O. G. 888, C. D. 
1878 (Thacher, Acting Oom'r); Ex parte OoUender, 8 
O. G. 860, 1878 (Tbacher, Acting Oom'r) ; Ez parte Nor> 
ton, 83 O. G. 1905, 0. D. 1888 (Marble); nheberath t. 
Rubber & Celluloid Harness Trimming Co., 88 O. G. 1181, 
C. D. 1868; Ex parte Stetson, 86 O. G. 601, a D. 1874 
(Leggett, Com'r) ; *8mith ▼. Whitman Saddle Co., 68 O. G* 
918, C. D. 1898.) 

YII. Public Use and Sale. 

91. Original designs, like inventions and dis- 
coveries, are patentable unless they have been 
in public use or on sale for more than two 
years prior to application for patent or have 
been abandoned. *Ander8on v. Eiler, 57 O. G. 
410, G D. 1891. 

92. Sale before application for patent of an 
article bearing a design by the designer to a 
manufacturer with knowledge that the manu- 
facturer buys to obtain the design for use on 
his goods does not constitute abandonment, but 
operates as a license to the manufacturer. *Id. 

VIII. Pbactiob in Patent Office. 

98. It has been customary to require that 
the words " as shown and described ** shall be 
employed in the claims of design patents, in 
order that the patents may be limited to the 
subject-matter shown and described. The in- 
troduction of such words operates as a guide- 
post to inform all persons that the patent is 
limited to the precise invention shown and 
described, and that there is no hidden mystery 
or secret trap by which those who attempt to 
enter the same field of invention or to use 
other articles may be arrested in their efforts 
or mulcted in damages. Ex parte Gerard, 43 
O. G. 1285, C. D. 188a 
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94. An applicant who has filed an applica- 
tion for a design patent for the term of three 
and a half years, which has received examina- 
tion on the merits, will not be permitted to 
have the government fee paid on filing such 
application applied as part payment on a sec- 
ond application filed for the full term of four- 
teen years for the same subject-matter. Ex 
parte Haley, 44 O. G. 1899, Q D. 188a 

95. It is doubtful whether a claim, in a de- 
sign patent, which is not restricted to the par- 
ticular pattern shown in the drawing, is valid, 
because not a claim for a particular design in 
the sense of the statute. The claim must be to 
a particular impression or ornament, of a par- 
ticular configuration, or color, or pattern, and 
it must be so shown or described as to be iden- 
tified. *Ck>nd6 V. Valkenburgh, 89 Fed. Repi 
788 (1889). 

96. An application for a design patent, which 
the applicant has elected to prosecute for the 
shortest period prescribed by law, cannot be 
amended to run for a longer period after fa- 
vorable action on the merita Elx parte Kin- 
near, 61 O. G. 156, a D. 1890. 

97. The rules of the patent office require that 
the specification shall distinctly point out the 
characteristic features of the design for which 
a patent is sought Ex parte Pegel, 55 O. G. 
1528, a D. 1891. 

98. The examiner should exercise his judg- 
ment in each case as to the extent to which 
the characteristic features shown in the draw- 
ings should be pointed out in the specification 
in order to comply with the requirement of 
distinctness. Id. 

99. Where a fioral border for a rug was des- 
ignated by the letter A, and the characteristic 
features of the design were pointed out as con- 
sisting of a floral border A surrounding an 
oval field center, Tield sufficient Id. 

100. An application for a design patent may 
properly be rejected upon a drawing in a for- 
mer patent, although such drawing is not ac- 
companied by any detailed description. Ex 
parte Crouch, 61 O. G. 845, C. D. 1891. 

101. Where certain words and figures (nu- 
merals) appeared on the illustration of a de- 
sign, held, that they should be erased if they 
form>no part of the design. Hdd further, that 
the examiner should reject if such words, etc., 
are a part of the design, provided he is of the 
opinion that words and figures (numerals) may 
not form part of the subject-matter of a design 
patent Ex parte Van Slyke^ 60 O. G. 898, C. D. 
1893. I 



102. The discretion of the commissioner of 
patents is not limited by the statute to dispens- 
ing with the model of a design. Ex parte Au- 
monier, 68 O. G. 1815, d D. 189a 

108. Rule 88 (relating to drawings, eta) is 
not ''inconsistent with law" (Rev. Stats., sec. 
483), and it has all the force of a statute. Id. 

104. The chief draftsman is the proper per- 
son to decide whether a line-drawing can be 
made of a design. Id. 

105. Granting the fact that/ac-«ifnt2es may 
be received as models or specimens, the ques- 
tion as to whether a line-drawing or photo- 
graph should be furnished is not affected 
thereby. Id. 

106. In a design application showing more 
than one modification, applicant is permitted to 
show, describe and claim modifications gener- 
ically. (Ex parte Hess and Hess (56 O. G. 1884) 
and Ex parte Finck (60 O. G. 157) overruled.) 
Ex parte Bark, 69 O. G. 869, C. D. 1894. 

107. The use of mechanical terms in setting 
forth the relation of the parts of a design and 
their uses is not objectionabla IJx parte Lnn- 
ken, 76 O. G. 785, Q D. 189& 

108. The three claims in a design patent 
covered (1) the body part, A, (2) the upper part 
or cover, D, and (8) the body part A and the 
upper part or cover D together. *Britton v. 
White Mfg. Ca, 61 Fed. Rep. 98 (1894). 

109. In a design, claims for the segregable 
features may be allowed, whether accompanied 
by a claim for the whole design or not Ex 
parte Ringold, 58 Ma D., Nov., 1895 (Seymour, 
Com'r). 

110. The drawing of a design application 
may include an illustration of the practical 
use of the device. Ex parte Bensinger, 59 MS. 
D., May, 1896 (Fisher, Acting Com*r). 

111. A claim reading ** In a design for a car- 
pet, the body. A, substantially as shown " re- 
fers to the description as well as the drawing. 
♦Whittall V. Lowell Mfg. CJa, 80 O. G. 809, C. D. 
1897. 

112. Black and white drawings illustrating 
the designs in a design patent are to be con- 
sidered as forms, into which may be filled a 
great variety of arrangements or effects of 
color or shades without affecting the patented 
design. *Id. 

113. The essentials of a design are what can- 
not be changed without destroying its charac- 
teristic appearance ; and where shading shown 
in the drawings may be reversed or removed 
without such effect, it must be considered as 
but one of many permissible ways of treating 
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the design, and therefore as an unnecessary 
addition to the conventional black and white 
outline drawing, which neither restricts nor 
enlarges the scope of the design. *Id. 

114. A drawing of a design case should dis- 
close the entire design, not merely a part thereof. 
£x parte Parker, 80 a G. 1892, C. D. 1897. 

IX. Test of Idkntxtt. ^^y^^^' 
(See iNFBmasMBNT, supra.) 

115. The question is whether to the eye of 
the ordinary purchaser — and this is the recog- 
nized test in such cases — the designs of the 
plaintiff and defendant present the same ap- 
pearance. *Macbeth t. Gillinder, 64 Fed. Rep. 
171 (1891). 

11^ The true test of identity of designs is 
sameness of appearance — that is, sameness of 
effect upon the eye of an ordinary observer 
bringing to the examination of the article upon 
which the design has been placed that degree 
of observation which men of ordinary intelli- 
gence give. *Smith v. Whitman Saddle (^a, 
68 O. Q. 913, a D. 189a 

117. The novelty of a design is to be tested, 
not by investigation of the means employed for 
its creation, but by ocular comparison of the 
design itself with the prior designs in the art 
*Braddock Glass Ca, limited, v. Macbeth, 70 
a G< 1799, a D. 1896. 



DISCLAIMER. 

I In Afpucation. 
n. In Patent (Under the Statute^ 

L In Application. 

1. The primary examiner should not and has 
no right to require applicant to "acknowledge 
the subject-matter shown to be old by the ref- 
erences,*' nor, indeed, to acknowledge anything 
else. Ex parte Massicks and Crooke, 88 O. G. 
1487, G D. 1887. 

2. In such cases, if applicant ''should claim 
things as new which the examiner clearly 
thought to be old, this would constitute no rea- 
son why the examiner should require an ac- 
knowledgment or recognition on the part of 
applicant that such things in dispute were 
really old. He should rather reject for that 
reason." Id. 

8. Rule 86 contains nothing indicating that 
in presenting an application for a patent, the 
invention being a mere improvement* the ap- 



plicant is required to disclaim anything that 
may be old. That rule only requires that the 
particular and specific claim of the applicant 
shall be put in such clear and unambiguous 
form that the public and any person called 
upon to construct the machine or device may be 
able to distinguish between the thing claimed 
as new and that which is old. Ex parte Firm, 
89 O. G. 1199, C. D. 1887. 

4. Neither rule 42 nor rule 104 has any ap- 
plication in the present case. The disclaimers 
contemplated by the former are between sev- 
eral applications of the same individual, cover- 
ing, either by claiming or showing, the same 
device or invention, and the rule was adopted 
to prevent the party from procuring a pro- 
longation of the monopoly of his patent by se- 
curing two patents for the same thing, and 
also to prevent an abuse which occasionally 
might occur of a re-issue upon a patent which 
showed but did not claim the whole inven- 
tion. Id. 

5. In Letters Patent Na 172,608, issued Jan- 
uary 26, 1876, to John W. Cassidy, for an im- 
provement in fruit-driers, the patentee first 
claimed "spring or other catches,'* but, on an 
objection that his application was not in proper 
form, amended by striking out "or other.** 
Held, that this was not a disclaimer of gravity- 
catches, which were known mechanical equiv- 
alents for spring-catche& *Hunt Bros. Fruit 
Packing Ca v. Cassidy, 02 O. G. 1966, Q D. 
189a 

II. In Patent (TJndbe the STATtrrE). 

0. Where in the original there was a dis- 
claimer of an earlier patent, and it appeared 
that in a subsequent interference proceeding it 
was determined that such subsequent patent 
was for a different invention, the omission of 
the disclaimer in a re-issue was proper. *Eames 
V. Andrews, 89 O. G. 1319, C. D. 1887. 

7. After a decision by the supreme court 
that the first claim of the re-issue was invalid 
as being for an invention different from that 
of the original patent, the owner of the re-issue 
filed a paper setting out that the specification 
and claim of the re-issue are too broad, includ- 
ing that of which the patentee was not the 
first inventor, and disclaiming the first claim. 
Held, that this disclaimer was broad enough to 
carry with it all of the specification which was 
applicable only to such claim. *Tarrant v. Du- 
luth Lumber Ca, 39 O. G. 1425, C. D. 1887. 

8. A disclaimer is properly employed for the 
surrender of a separate claim, or some other 
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distinct and separate matter, which can be ex- 
scinded without mutilating or changing what 
is left standing. Perhaps it may be used to 
limit a claim to a particular class of objects, 
or to change the form of a claim which is too 
broad ; but certainly it cannot be used to change 
the character of the invention. *Hailes v. The 
Albany Stove Co., 42 O. G. 95, C. D. 188a 

9. Sections 4017 and 4922, Bevised Stotutes, 
have reference to the same sets of circum- 
stances as grounds for disclaimer, the former 
authorizing the filing of a disclaimer and the 
other legalizing suits brought on such patents 
as have been amended under the first-men- 
tioned section. *Id. 

10. The patent might be held to be invalid 
on account of its covering the product, of 
which the patentee is not the inventor, and 
which is a material and substantial part of the 
thing patented (R & 4920) ; but regarding this 
as claimed through inadvertence, accident or 
mistake, without any wilful default or intent 
to defraud or mislead the public, the patentee 
may file a disclaimer to the second claim now, 
and thereupon have a decree for the infringe- 
ment of the first claim, without costs. *Hake 
v. Brown, 47 O. G. 1071, C. D. 1889. 

11. To disclaim the skein except for use in 
the process of dyeing would not change the 
patent into one for the process. The patent 
for the skein would still be void and the pro- 
cess of using it be still free from the patent 
♦Grant v. Walter, 47 O. G. 1220, G D. 1889. 

12. Where a case had been heard and de- 
cided upon its merits, heldf the plaintiff could 
not file a disclaimer in court or introduce new 
evidence upon that or any other subject, ex- 
cept at a rehearing granted by the court, upon 
such terms as it thought fit to impose. *Roemer 
V. Neumann, 49 O. G. 1585, C. D. 1889. 

18. Where a formal petition for rehearing 
had been filed to enable plaintiff to avail him- 
self of a disclaimer filed after decision on the 
merits and the petition had been granted con- 
ditionally, held, that the terms imposed as a 
condition precedent to the rehearing not hav- 
ing been complied with the disclaimer was not 
in the case. *Id. 

14. A patentee is not required to disclaim 
4iny thing in the specification not covered by 
the claim, and it is only when the claim follow- 
ing the specification is too broad, in the sense 
of embracing something as new which is not 
new, that he is required by section 4922 to dis- 
olaim. •The Brush Electric Ca v. The Fort 
Wayne Electric Light Ca, 50 O. G. 484, a D. 
1800. 



15. Section 4917 of the Bevised Statutes, 
lating to disclaimers, is broad enough to cover 
disclaimers made to avoid the effect of having 
included in the patent more devices than could 
properly be made the subject of a single pat- 
ent *Se8sion8 v. Romadka, 59 O. G. 939, C D. 
1892. 

16. Section 4917 of the Revised Statutes must 
be construed with reference to section 4922, 
and when so read the only effect of delaying a 
disclaimer until after the commencement of a 
suit upon the patent containing the disclaimed 
subject-matter is to prevent the recovery of 
costs. *Id. 

17. A disclaimer to so much of the claim as 
does or might make such claim apply to a skein 
which by reason of being coated with gum or 
by reason of the manner of its lacing, or for 
any other reason, is not in condition for dye- 
ing for ordinary manufacturing purposes, held 
to be insufficient to give any increased validity 
to the patent for a skein or to change it into 
one for a procesa *Grant v. Walton, 63 O. G. 
910, a D. 189a 

18. Where a disclaimer has been filed by a 
patentee as a result of litigation, the validity of 
the patent as regards the question of novelty is 
to be tested not by its original terms and scope, 
but by what remains after the disclaimer, in 
the same manner as if the matter disclaimed 
had never been a part of the patent (Dunbar 
V. Myers, 11 Q G. 85, 94 U. a 194.) «Schwarz- 
walder v. New York Filter Ca, 72 O. G. 1048, 
a D. 1896. 

19. The disclaimer of matter which is not a 
part of the description, but is merely a recital 
designed to enlarge the scope of tiie patent^ 
operates merely to expunge from the claim 
what otherwise would, by force of the recital, 
be incorporated into it constructively. *Id. 

20. It is not the office of a disclaimer to 
broaden a patent In this case the elimination 
of one element of the claim clearly broadened 
it If one element may be disclaimed out of a 
combination patent, there would be no limit to 
the changes which might be effected. *Cereal- 
ine Mfg. Ca v. Bates^ 77 Fed. Bepi 888 (1897). 



DITISION OF APPLICATION. 

(See Divisional Afplioations ; Amsndmknt- 
Election and I>ivibion; Intebfebsnck) 

L In Gbnerai* 
II. Apparatus and Process. 
IIL Classification in Patent OmcM» 



DIVISION OF APPLICATION, I. 



91 



IV. Practice. 
V. Process and Product. 
VL Status of Invention in the Arts. 

• 

I. In General. 

1. When the applicant has a claim for a com- 
bination between several elements or parts, and 
the claim for combination cannot be sustained 
for want of co-operation, then division between 
the distinct elements or parts should be re- 
quired in accordance with the principle herein- 
before announced. Ex parte Herr, 41 O. G. 
463, a D. 1887. 

3. When inventions are so near the dividing 
line as to render impossible the determination 
with certainty whether in a proper sense co- 
ordination and combination exist, so as to con- 
stitute them one invention or combination, the 
doubt should be resolved in favor of the in- 
ventor, and he should be allowed to unite them 
in one application if he so elect Id. 

8. While a patent would not be declared 
void, but would be supported in the courts, 
even though it might cover two independent 
inventions, the commissioner in the proper ad- 
ministration of the ofiQce is vested with the 
discretionary power to require division in cer- 
tain cases. Ex parte Sartell, 42 O. G. 295, C. D. 
188a 

4. The question of division as decided in Ex 
parte Herr (41 O. G. 463), re-examined and that 
decisioD adhered ta The case of Mosler Safe 
and Lock Ca v. Mosler, Bahmann & Ca (43 
O. G. 1115) considered. Ex parte Simonds, 44 
O. G. 445, a D. 188a 

l». The practice of selecting one of the ele- 
ments of a combination claim, as if it were 
claimed separately, and some other element 
which is claimed specifically outside the com- 
bination and requiring division, disapproved. 
Such practice denies an applicant the legal 
right to an appeal on his combination claim. 
(Ex parte Hyams, Ma, v. 86^ pi 260; Ex parte 
Oessner, id 277.) By taking such appeal ap- 
plicant forfeits no right, nor is his status 
changed with reference to the remaining claims 
in his application. Ex parte Gillette, 44 O. G. 
819, a D. 188a 

6. The determination of the present case 
must depend upon whether the invention con- 
sists of a new sewing-machine originally new 
In all its parts and elements, or only new in 
its combination of old or new elements or parts 
of each, or whether the invention consists 
simply of ** improvements " upon parts of an | 



old organism, but which do not disturb its 
original organism or identity as such. Ex parte 
Willcox and Borton. 45 O. G. 455, C. D. 188a 

7. Mere improvements upon an old element 
in a combination, which improvements do not 
change the identity of that element, will not 
render the element patentable in the same ap- 
plication with the combination. As corollnry 
to this, several improvements upon parts of a 
distinct organism, which tend to improve the 
proximate result of the whole but do not dis- 
turb its identity, may be claimed in the same 
application. The "improvements" here con- 
templated do not embrace or relate to mere 
additions, adaptations of new parts, or attach- 
ments which are not incorporated in the old 
organism and do not assist in improving the 
specific function of the whole organism. Id 

8. Division must be required for two rea- 
sons : first, because the distinct subjects of in- 
vention ought not to be embraced in one appli- 
cation ; second, because the applicant has not 
the right, by aggregating claims to any number 
of distinct inventions under a false claim to a 
combination, to force the office to examine and 
act upon his several inventiona Ex parte 
Garter, 46 O. G. 1891, Q D. 89. 

9. Division of an application should not be 
demanded unless there is in the given case such 
a total want of interdependence between the 
two matters claimed as would render them ab- 
solutely independent and distinct invention& 
Ex parte McMahan, 48 O. G. 255, a D. 1889. 

10. Rule 41 does not require that, in order to 
authorize a single patent for several distinct in- 
ventions which mutually contribute to a single 
result, there must be such intimacy of intercon- 
nection and co-operation as to result in a third 
invention or combination. Ex parte Lord, 50 
O. G. 987, C. D. 1890. 

11. The question of division has always been 
held to pertain to the administrative side of 
the functions of the commissioner ; jurisdic- 
tion over this question is not changed by rea- 
son of its being presented in the present form. 
Ex parte Chambers, 51 O. G. 1943, Q D. 1890. 

12. Where the machine or apparatus im- 
proved upon is old and no claims are made 
professing to cover its fundamental organiza- 
tion, the several specific improvements are to 
be grouped with reference to the several single 
functions which they mutually contribute to 
discharge^ and it is not enough to justify 
joinder in the same application that they all 
relate to the same machine or apparatus and 
in various disconnected ways tend to improve 
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it Ex parte Stearaes, 57 O. G. 1768, C D. 
1890. 

18. Two sets of claims involving separate 
and distinct inventions may be joined in the 
same application if the inventions are depend- 
ent upon each other and mutually contribute 
to produce a single result Ex parte Wahl- 
quist, 42 M& D. (2 G. W. D.), Jan., 1890 (Mitch- 
ell, Com'r). 

14. The general rule is that when a new 
combination has been invented the several ele- 
ments, if new, may be patented in the same 
application. Ex parte Blurae, 45 MS. D. (8 G. 
W. D.), Jan.. 1891 (Mitchell, CJom'r). 

15. Where, in an application for a patent de- 
scribing a series of mechanisms in one machine 
performing certain functions in succession, the 
applicant made certain claims for combina- 
tions which were not limited in their scope to 
either one of the mechanisms of the series, and 
also other claims for elements and sub-combina- 
tions which were limited to one of the mechan- 
isms of the series, but were also contained in 
the broader combinations not so limited, held, 
that division could not be required until it had 
been determined whether the broader combina- 
tions were true combinations within the mean- 
ing of the law. Ex parte Speckbauch, 54 O. G. 
1265, G D. 1891. 

16. Where the machine improved upon is as 
a whole an old and well-known machine per- 
forming in succession a series of separate and 
distinct functions, and some of the improve- 
ments are limited in their scope to the mechan- 
ism performing one function, the remaining 
improvements being limited to other mechan- 
ism performing different functions, division 
should be required and the claims should be 
grouped with reference to the mechanism to 
which they pertain. Id. 

17. Athough it appears that certain claims 
in an application are for a mechanism capable 
of use in other relations than that which forms 
the specific subject-matter of the application, 
division will not be required if these claims 
have elements in common with the more spe- 
cific claims of the application. Ex parte Kerr, 
58 O. G. 1553, C. D. 1892. 

18. Where applicant's machine was in its 
entirety a mangle or ironing machine, held, 
that the examiner properly required division as 
to certain claims in the application which re- 
lated purely to a belt-shifting devica Ex parte 
Wendell, 59 O. G. 630, C. D. 1892. 

19. Within the limits of validity of the grant, 
claims for distinct but dependent inventions 



may be joined in the same application or be 
made in separate applications, at the option of 
the applicant This general rule leaves to the 
discretion of the office the requirement of di- 
vision in those exceptional cases in which the 
inconvenience resulting from a single applica- 
tion amounts to the necessity to divide, and 
leaves room, aXao, for Che exercise of that in- 
herent discretion necessarily left on this sub- 
ject to the office. (Bennet v. Fowler, 8 Wall 
445.) Ex parte Demeny, 64 a G. 1649, G D. 
189a 

20. Division required of an application hav- 
ing claims for (1) frame of a bicycle, (2) the 
bearings, (8) the brace, (4) the toe-clips. (Ex 
parte Burgess, 80 O. G. 1758, construed.) Ex 
parte Rose, 62 Ma D., Oct^ 1897 (Greeley, Ass't 
Ck>m'r). 

21. Division is not required when certain 
claims relate to a machine, and other claims 
relate to mechanical elements which are also 
elements of the claims to said machine. It is 
not a question of difference of species, but of 
scope of claim& The invention is unitary. 
(Case distinguished from Ex parte Burgess, 80 
O. G. 1759.) Ex parte Harris, 68 Ma D., Dec., 
1897 (Greeley, Acting Qom'r). 

22. In an application for the manufacture of 
incandescent lamps, division was required be- 
tween the part relating to the lamp and that 
relating to the exhausting apparatus, since 
there is not such an interdependence between 
the two as would warrant their being joined 
in one application. Ex parte Olan, 79 O. G. 
861, G D. 1897. 

28. It does not follow because the courts 
would not hold a patent invalid that it is the 
duty of the patent office to allow more than 
one invention to be claimed in the same appli- 
cation. Whether a given invention or im- 
provement shall be embraced in one, two or 
more patents is a matter about which some 
discretion must be left with the head of the 
patent office. Ex parte Burgess, 80 O. G. 1759, 
G D. 1897. 

24. Claims for distinct and independent im- 
provements on a gun, one set of the claims 
being for a gun-barrel or false muzzle, which 
falls within a different classification from the 
other claims, cannot remain in the same appli- 
cation. Id. 

25. "Although the classes in one division 
may relate to somewhat analogous arts, it does 
not follow that two inventions which belong 
in that division are so closely related as to be 
properly claimed in one application, since the 
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inventions may be as separate, distinct and in- 
dependent of each other as if they belonged in 
different divisions.*' £x parte Southgate, 62 
MS. D.. Aug., 1897 (Greeley, Ass't Com'r). 

2^ An applicant is entitled to claims em- 
bodying essentially different statements of the 
same invention, if the art permits. Division is 
not properly required when the parts of a unit- 
ary invention are claimed separately or in dif- 
ferent combinationa Ex parte Shipley, 63 MS. 
D., Dea, 1897 (Greeley, Acting Com'r). 

n. Appakatus and Process. 

27. It must be regarded as settled by the very 
highest authority that an apparatus and a pro- 
cess are separate and distinct inventions. There 
is no requirement of law that they must or 
ought to be comprehended in a single patent, 
while there are many reasons why they should 
not be. A claim for a machine or apparatus 
and a claim for a process should be prosecuted 
in separate applications, and each, when al- 
lowed, comprehended in separate patents. Ez 
parte Herr, 41 O. G. 468, C. D. 1887. 

28. The relation between process and appa- 
ratus is not that of genus and species, but of in- 
dependent inventions. If the inventor of an 
apparatus is subject or tributary to a patent 
for a process, it is due to the patent law, which 
forbids all persons to use the invention of an- 
other for which a valid patent has been issued. 
Ez parte Atwood, 44 O. G. 841, C. D. 188a 

20. When a process and product^ or a pro- 
cess and machine, are so intimately connected 
that neither can exist without the other, the 
process is only the function of the machine, or 
the structure of the product or method of its 
construction, and when this relation does not 
exist the process and product and the process 
and machine are independent and distinct in- 
ventions, to be solicited in different applica- 
tions. A process which is merely the function 
of a machine does not constitute patentable 
matter. Such a process may be an industrial 
fact or entity inherent in a machine, or such a 
process may be inherent in its product; but 
then it possesses no patentable novelty as a 
separate invention. (Ex parte Blythe, 80 O. G. 
1324.) Ez parte Simonds, 44 O. G. 445, C. D. 
188a 

30. Where there is no ezpress provision of 
the statute limiting or controlling the discre- 
tion of the commissioner in embracing more 
than one invention in the same letters patent, 
and the courts would not for that ifeason de- 



clare such a patent void, the statute does pro- 
hibit the introduction into re-issue patents of 
new matter or other invention than that cov- 
ered by the original patent The supreme court 
has held that under this prohibition no new 
matter could be introduced ; that process and 
apparatus are separate and distinct inventions, 
and that when a patent for one has issued, al- 
though the other was distinctly shown, a re- 
issue for both could not be maintained. (Burr 
V. Duryee, 1 Wall. 581 ; James v. Campbell, 104 
U. S. 358 ; Powder Ck). v. Powder Works, 98 
U. a 126 ; Heald v. Rice, 104 U. a 737.) Ex 
parte Tainter, 47 O. G. 135, C. D. 1889. 

81. When the apparatus cannot operate for 
any other purpose than to carry out the pro- 
cess, and the process can be carried out only 
by a machine operated substantially upon the 
principle of that shown by the applicant, di- 
vision should not be required. Ez parte Mc- 
Mahan, 48 O. G. 255, C. D. 1889. 

82. In such case there is no reason for re- 
quiring a division upon the ground that the 
examination of the office would be facilitated, 
because the field of search is precisely the same 
whether the application is divided or not Id. 

83. But one substantive apparatus for carry- 
ing out a process — other, of course, than mere 
sub-apparatuses — can be joined in the applica- 
tion with the process claims. Ex parte Bayne, 
42 Ma D. (2 G. W. D.), Feb., 1890 (Mitchell, 
Ck)m*r)L 

84. Although a process and an apparatus 
for carrying out- the process are separate in- 
-ventions, they are not necessarily independent 
inventions within the meaning of rule 41, and 
when they are dependent upon each other and 
mutually contribute to produce a single result 
they may be joined in one application. £2z 
parte Lord, 50 O. G. 987, Q *D. 1890. 

85. Perhaps a good working rule would be 
that process and apparatus are presumptively 
connected in design and operation where the 
examination of both belongs to the same divis- 
ion of the office: Id. 

88. The requirement of the examiner for di- 
vision on the ground that the process and ap- 
paratus cannot be " mutually dependent ** upon 
each other unless each is *' absolutely indispen- 
sable ** to the exercise of the other, overruled, 
and held that such a construction of rule 41 is 
unwarranted. Ez parte Norwood, 50 O. G. 
1129, C. D. 1890. 

37. It is sufficient to justify joinder of pro- 
cess and apparatus if, as matter of fact, the 
single result had in view by the inventor as the 
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proximate purpose of bis invention is contrib- 
uted to by both process and apparatus. In 
such case there is mutual contribution and 
interdependence within the meaning of the 
rule. Id. 

38. Where it appeared that the method could 
not be carried out in any other way than by an 
apparatus substantially like that claimed, TieZd, 
that division should not be required. Ez parte 
Hyde, 50 O. O. 1298, C. D. 1890. 

3)^. Interdependence means no more than 
that, in the language of rule 41, process and 
apparatus are dependent upon each other and 
mutually contribute to produce a single result, 
or that they are in their nature or operation 
connected together. If they sustain this rela- 
tion it is immaterial whether or not the pro- 
cess may possibly be carried out by some other 
means. Id. 

40. It has been held by the courts and by 
the patent office that a clear line of division ex- 
ists between apparatus and process. The fact 
that the office has at some periods regarded di- 
vision as imperative, while at other periods it 
has been looked upon as optional, does not alter 
the fact that the capacity for division has al- 
ways been recognized. Ex parte Chambers, 51 
O. G. 1943, G D. 1890. 

41. When an application containing claims 
for a process and a described apparatus for 
practicing the process has been divided in com- 
pliance with the requirement of the office, and 
patent thereafter issues for the apparatus, the 
examiner is not warranted in subsequently re- 
jecting the application for the process on the 
ground that the patent for the apparatus dis- 
closed and covered the process. Such action 
is in effect a reversal of his decision requiring 
division, and if his present action be correct 
division should not have been required. Id. 

42. Where the application as filed discloses 
an apparatus and also a patentable process, and 
the relation between them is such that they 
could be joined in one application, and the ap- 
paratus only is embraced in " the statement of 
invention or claims as originally presented," 
there is no reason why claims for the process 
may not be incorporated, if seasonably pre- 
sented and supported by supplemental oath. 
Ez parte Lillie, 53 O. G. 181, C. D. 1890. 

48. There is no rule which excludes a case 
where apparatus and process are appropriately 
described and but one of them claimed from 
being brought within the scope and remedial 
agency of a supplemental oath. Id. 

44. The amendment and supplemental oath 



should be seasonably presented. The appli- 
cant has as good a right to confine his applica- 
tion to either apparatus or process as he has to 
embrace both in his claims, and where division 
is optional it is accompanied by the responsi- 
bility of electing whether to divide or not and 
also by the obligation to stand by the election, 
when decisively made. Id. 

45. Where the earlier of two applications de- 
scribed an apparatus and a process and claimed 
the former, and without claiming the process 
stated that it formed the subject of another 
application which was identified by serial num- 
ber and date, and the other and later applica- 
tion declared itself to be a division of tlie ap- 
plication first filed, which was identified also 
by serial number and date, Tield^ that the later 
application was technically a division of the 
earlier. Forbes v. Thomson, 53 O. G. 2042, C. D. 
1890. 

46. The practice of the offioe recognizes the 
right of an inventor to secure protection in 
one patent for an apparatus and a process 
under certain conditions, but applicant has the 
right, if he so elects, to file separate applica- 
tions for such inventions. Ex parte Hopkin- 
son, 54 O. G. 264, C. D. 1891. 

47. Division of an application as between 
claims for apimratus and claims for process is 
unnecessary where no wider range of search is 
required for the two than for the ona Ex 
parte Curtis, 57 O. G. 1128, C. D. 1891. 

48. As a general rule claims for a process 
and claims covering means for carrying out 
such process may be joined in one application ; 
but when the process belongs to one division 
of the office and the apparatus to another, 
joinder should not be permitted. Ex parte 
Everson, 68 O. G. 1881, C. D. 189a 

49. Claims to a method, if no such method 
is warranted by the original disclosure, rest 
upon an uncertain basis ; but such claims, if so 
bound up with the apparatus of another appli- 
cation of the same inventor as not to warrant 
different ownership of the two, may accom- 
pany the real invention, which is the appara- 
tus, proper oath being filed. Dewey v. Colby, 
75 O. G. 1300, a D. 1896. 

III. Classification in Patent Office. 

50. The decision in Ez parte Blythe (Q D. 
1885, 82) re-affirmed in so far as it is held that 
congress has recognized the natural classifica- 
tion of arts as existing in four great divisions, 
and that a single and distinct invention clearly 
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belonging in one ought not to be joined in the 
same invention with an invention belonging in 
another division. This conclusion arises from 
the fact that congress has required a careful 
examination to be made of each application, 
has recognized classification as a necessary part 
of the system, has invested the commissioner 
with large discretion in the matter, and that 
without such arrangement and classification it 
is impossible to carry out the express require- 
ment as to examination; but it is not based 
upon any statutory declaration or any ascer- 
tained intention of congress except as results 
from the system itself. Ex parte Herr, 41 0. G. 
463, G D. 1887. 

51. There has been a general practice in the 
oflSce to permit an applicant to claim in the 
flame application and secure in one letters pat- 
ent his combination and any new element which 
constitutes part of the combination, even though 
ihej are separate inventions. This has been 
allowed under a general proposition that the 
applicant may claim his invention as an en- 
tirety and also everything that goes to make 
up his invention — much as a grant for land 
in fee covers all the improvements, heredit- 
aments and appurtenances to the soil itself. 
But this general proposition has been and must 
be modified by the important necessity and use- 
fulness of classification in the arts. The exam- 
ination required by statute renders it necessary 
that some regulation and classification shall be 
adopted by which such examination shall be 
complete and satisfactory in order to prevent 
the duplication of patents for the same thing. 
It follows that there should not be a comming- 
ling of different subjects in different classes of 
art in the same patent ; for if this be allowed 
not only will examination by those expert in a 
specific art be rendered practically impossible, 
but the patent when issued can find no appro- 
priate place in classification for reference when 
future applications are to be examined. Ex 
parte Willcox and Borton, 45 O. G. 455, C D. 
188a 

52. The classification in the patent office is 
not founded upon names and titles but upon 
the actual subjects of art It determines what 
18 or is not a machine^ a tool or implement ; 
whether it is generically new and original or 
is composite, made of two recognized old ma- 
chines, tools or implements, or whether it pre- 
sents mere additions to or improvements upon 
"what already exists and is known. Id. 

U* When one particular element of a ma- 
chine 18 dependent upon and acts with the 



other elements thereof to produce a single re- 
sult, it may be claimed in the same application 
with them without regard to the office classifi- 
cation. Ex parte Coe, 48 O. G. 1119, C. D. 1889. 

54. An apparatus attached to a photogra- 
pher's lamp for feeding a magnesium spray to 
the flame may be claimed in the same applica- 
tion with other parts of the lamp. Ex parte 
Jljinsky, 48 O. G. 1399, G D. 1889. 

55. Where all the elements which go to make 
up a complete device are so connected in de- 
sign and operation as to form parts of one 
complete whole, they may stand in the same 
application regardless of the office classifica- 
tion. Ex parte Harris, 42 M& D. (2 G. W. D.), 
Jan., 1890 (Fisher, Aes't Com'r). 

56. Classification is not the controlling cir- 
cumstance in determining the question of divis- 
ion. The things to be considered are : are the 
devices interdependent ; are they connected in 
design and operation ; are they capable of use 
in other relations than that in which they are 
shown ; have they acquired a recognized stand- 
ing in the art as subjects of separate manufact- 
ure and sale? And where all these questions 
could not be answered affirmatively as to the 
devices in question, held, that they were prop- 
erly included in one application. Ex parte 
Bennett, 48 M8. D. (2 G. W. D.), July, 1890 
(Fisher, Ass't Com'T\ 

57. Independent inventions pertaining to the 
same structure cannot be joined in one appli- 
cation, especially when the office classification 
is such as to require their examination in differ- 
ent divisions. Ex parte Steinhilber, 57 O. G. 
1720, C. D. 1891. 

58. Where the inventions are classified in 
different divisions, such mere difference of the 
location of the inventions in the office classifi- 
cation is not the sole test in determining the 
question of division. Ex parte Demeny, 64 
O. G. 1649, G D. 189a 

59. The confusion and litigation likely to 
follow the grant of two patents which might 
come into the hands of two separate owners, 
neither having the full enjoyment of the right 
to work his own, if both be valid, and the 
doubt cast upon the validity of both, are more 
important considerations than the suggestion 
that the inventions are classified in different 
divisions Id. 

60. Where the requirement for division be- 
tween dependent inventions was made because 
the sub-classes in the office classification have 
acquired a distinct place in the arts to which 
the several parts of this application would go. 
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held, that this in itself presents no ground for 
a requirement to divida Ex parte Carr, 66 
O. G. 658, G D. 18M. 

61. The time arrived long since when a 
proper classification in the patent office^ so as 
to facilitate examination and prevent mistakes 
in the granting of patents, requires that im- 
provements on an old machine having a dis- 
tinct status in the arts and classified separately 
in this office should be presented in separate 
applicationa Ex parte Burgees, 80 O. G. 1759, 
G D. 1897. 

IV. Pbaotioe. 

62. An exhaustive search cannot be made in 
advance of compliance with the requirement 
of division, but the best references which the 
examiner can ftimish as the result of a cursory 
examination should be furnished upon request 
£x parte Steams, 46 Ma D. (8 G. W. D.), 
March, 1891 (Mitchell, Com'r). 

68. Under rule 64 questions of form are al- 
ways subordinate to those of merit The ques- 
tion of division, being one of form, should, if 
the applicant declines to accede to the exam- 
iner's requirement, be postponed until after a 
final determination of the merita Exception 
to this practice applies to cases in which the 
examiner is of the opinion that the patent, if 
granted, would be held invalid by the courts as 
covering two or more independent inventiona 
In such cases the examiner should reject for 
that reason. Ex parte Ofeldt, 54 Ma D., FeU, 
1894 (Fisher, Ass't Com'r). 

64. ''Since the present inventions would be 
classified in one division of the office^ the state 
of the art on both of them should be cited be- 
fore the requirement for division is insisted 
upon." Ex parte Southgate, 63 Ma D., Aug., 
1897 (Greeley, Ass*t Com'r). 

V. Pbooess and Pboduot. 

65. The examiner required division, and ad- 
vised applicant that the product could be pro- 
duced by other processes, but refused to state 
to applicant what those processes were. Held, 
that the examiner should furnish applicant 
with all the information upon which he bases 
his opinion that the product is not new, in 
order that applicant may act intelligently as to 
the requirement of division; that the exam- 
iner ought not, when he has information which 
would bar the issue of patent, require an appli- 
cant to go to the trouble and expense of filing 
an application which must necessarily fail of 



success. Ex parte Pastor Perez de la Sala, 43 
O. G. 95, G D. 188a 

66. The opposite conclusion has been reached 
in regard to process and product when both 
were new and the process could produce no 
other product and the product could be made 
by no other process. This conclusion is based 
upon the premise that such process and prod- 
uct constitute one single invention. It must 
be deemed settled by the highest authority that 
such processes and products are not separate 
and distinct but unitary inventions, and that 
the process and product may be regarded and 
claimed as parts of such invention, much as 
different elements in a combination may be 
separately claimed. This conclusion finds sat- 
isfactory support in the nature of the inven- 
tion itself, as well as in the character of legal 
property residing in it Ex parte Tainter, 47 
O. G. 185, G D. 188a 

67. This conclusion excludes all other cases 
of process and product, such as when either 
process or product is not new, or when the 
product can be made by some other process 
or the process will produce some other prod- 
uct Id. 

68. The novelty of the tablet in the present 
case doubted, but not determined ; but the nov- 
elty and patentability of the process denied 
The question of division in such case^ being a 
preliminary one, must be settled firsts and con- 
sequently the action of the examiner in requir- 
ing division is affirmed for this reason, and not 
upon the general proposition. Id. 

69. Where the article of manufacture claimed 
cQuld be made by other methods than that 
claimed, and the method, if practiced, would 
not necessarily eventuate in that particular ar- 
ticle of manufacture, Jield, that division was 
properly required. Ex parte Greenfield, 58 
O. G. 274, G D. 1893. 

70. It is the proximate result of the process 
and not its ultimate result which is to be con- 
sidered in disposing of questions of division. Id. 

71. Where it appeared that if claims for a 
method and claims for an article of manufact- 
ure were presented in separate applications, 
such applications would be assigned and exam- 
ined in different divisions of the office, held, 
that Ex parte Fefel (57 O. G. 409) and Ex parte 
Curtis (57 O. G. 1128) presented no grounds for 
overruling the requirement of division. Id. 

72. On appeal from examiner's decision re- 
quiring division between claims for a printing 
block or plate and the process of making it, 
held, that no wider range of search being re- 
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quired under the present practice of the office 
for both g^roupe of claimfi than for one of them, 
division should not be required. £x parte 
Hines, 60 O. Q. 576, Q D. 189a 

7S. Where on a question of division appli- 
cant alleges that his article cannot be produced 
except bj his process, and the examiner says 
it can, without pointing out the mode, the ex- 
aminer's position is not tenable. Id. 

74. Where it appears that the process can 
produce no other product and the product can 
be produced by no other process, the process 
and product -are parts of one invention, and di- 
vision should not be required. Ex parte Dem- 
eny, 64 O. O. 1649, G D. 1898. 

75. Where, if the application were a patent 
containing claims for a process and product, it 
-would not be invalid because of independent 
inventions, division ordinarily ought not to be 
required, and not unless some exceptional bur- 
den would be placed upon the office in conduct- 
ing the examination. Id. 

76. Where the examiner stated the issue to 
be whether articles made by numerous pro- 
cesses other than the applicant's process can 
be claimed in the same application, held, that if 
the lasae is correctly stated it is in effect equiv- 
alent to a decision that the product is old, and, 
this being the case, the claims for the product 
could never pass to issue at all, either in this 
or in a separate application. Ex parte Kny, 65 
O. G. 1403, G D. 189a 

77. It is in the* direction of good practice to 
forbear to order division between process and 
product claims unless in the exceptional cases 
alluded to in Ex parte Demeny, 64 O. G. 
164ft Id. 

78. The words " mutually contribute to pro- 
duce a single result " are not confined to the 
result of the process, but to the ultimate re- 
sult with a view to which the whole invention 
v^as made. Id. 

79. Where a process and its product are 
claimed in one application the office will not 
concern itself with the inquiry whether the 
article might be made by any other process or 
-whether the process will necessarily result in 
the particular product, for the purpose of de- 
termining whether division should be ordered 
between process and product Ex parte Thom- 
0on, 66 O. G. 053, G D. 1894. 

80. The above inquiry would be no guide in 
the case where the process was new, as to 
-which th^ office could not say with certainty 
whether it must always result in the prod- 
net Id. 

7 



81. Similarly, in the case of a new article 
such rule would require the office to solve the 
insoluble question whether the article might 
not be made by some other method not yet in- 
vented or discovered, or else when a known 
process had produced the article the order to 
divide would be followed by the rejection of 
the claim for the article as old. Id. 

82. It has been the practice to require di- 
vision upon an inspection of the prior art 
which is only cursory. Should the applicant 
follow the intimation of the office thus made 
and cancel one aspect of his claimed inven- 
tion, and further, acting upon the intima- 
tion, should forbear to file a new application 
for the elements canceled, he might lose, upon 
the suggestion of the office, protection for a 
valuable invention. If, on the other hand, 
he should file a new and divisional application, 
and the cursory examination should turn out 
to be a correct disclosure of the prior art and 
the process or its product as the case might 
be, turn out to be old, that being the ground 
upon which division was ordered, the applicant 
would have been required to file a fruitless ap- 
plication. Id. 

88. Process and its product concern inven- 
tions which are so related that they may, at 
the option of the applicant be placed in the 
same application, he taking all the risks of fut- 
ure difficulties in the courts, and it is generally 
thought to be the better practice to include them 
both in one application, since division between 
process and product may produce confusion in 
the arts and conflicting interests, as intimated 
by the court in McKay v. Dibert (19 O. G. 1351, 
5 Fed. Rep. 587X since no patent has been de- 
clared void by reason of the joinder of such 
claims, while many have been held to be valid, 
since manifest advantages would follow from 
one uniform rule as to division, and, more im- 
portant than all else, since division or joinder 
approaches, if it does not present, a question of 
right in the applicant to choose between two 
courses, both of which are open to him, it is 
broadly announced that division in such cases 
will not be required. Id. 

84. Requirement for division between claims 
for process and product overruled. Ex parte 
Kny, 58 Ma D., Jan., 1896 (Seymour, Com'r> 

85. When, upon a requirement of division, 
claims for a process were canceled and an ap- 
plication was limited to the claims for an arti- 
cle, and a seoond application for the process 
was filed while the first application was pend* 
ing, but not within two years from the can- 
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cellation of the process claims from the first 
application, Tteld, that the process claims were 
not abandoned and that the second application 
waA a division of the first Edison y. Ball, 71 
O. G. 1813, a D. 189a 

86. Where a patent first describes a new and 
patentable process producing an article chem- 
ically or technically identical with an article 
formerly known, but superior thereto, and the 
invention is a meritorious one^ a valid claim 
may be made for the product as well as for the 
procesa 'Matheson v. Campbell, 79 O. G. 684, 
C D. 1897. 

VL Status of Invention in thb 

Abts. 

87. Among the rules and principles an- 
nounced in Ex parte Herr for determining 
when division should be required was one ap- 
plicable to combinations, and the proposition 
is there stated that in the case of a combina- 
tion applicant may claim such combination 
and also any element therein which in itself is 
new and possesses individual utility separate 
from the combination ; provided, that element 
has not already obtained a distinct location in 
the arts as an independent subject of invention 
and possesses utility in various other relations 
than that in which it is used in the particular 
combination claimed. Ex parte Sartell, 42 O. 
G. 295. a D. 188a 

88. The classification referred to in Ez parte 
Herr was not a mere classification to be found 
in the different examining divisions of the of- 
fice, and it was not intended that division of 
an application should be required because one 
examining division had one subject and an- 
other division another subject^ both of which 
might be sometimes found in a combination ; 
but the principle therein announced was based 
upon the determination of the fact as to 
whether the particular device sought to be 
made a part of a combination had become a 
separate and distinct subject of invention and 
classification, made so by the inventors and 
manufacturers themselve& Id. 

89. In the case under consideration the in- 
ventors and manufacturing interests of the 
public have made the coupler a distinct sub- 
ject of invention and manufacture, and ap- 
plicant; therefore, ought not to be allowed to 
claim this particular invention in the present 
application, because as an individual coupler it 
is a distinct and separate invention from the 
combination, which it is claimed has for its 
object the heating of cars. Id. 



90. An element forming part of a combina- 
tion which has become the subject of general 
invention and manufacture, and which can be 
used in other relations, cannot be joined in the 
same application with claims covering the gen- 
eral combination. Ex parte La Borde, 44 O. G. 
700, C. D. 188a 

91. Sub-mechanisms and parts of a machine 
which have not acquired a distinct place in the 
arts and the industries and are not capable of 
use in other relations, but are manufactured 
and sold to take the place of corresponding 
parts in the general organism which have been 
broken or worn out, are not required to be sep- 
arately applied for and patented. Ex parte 
Willcox and Borton, 45 O. G. 435, C. D. 1888. 

92. Where a combination of elements is held 
to be legitimate, the elements and sub-combina- 
tions may be claimed in the same application, 
unless they have acquired a definite status in 
the arts, industries and trades — that is to say, 
pertain to and are improvements upon parts or 
devices which have acquired such status. Ex 
parte Specbauch, 54 O. G. 1265, C. D. 1891. 

98. In order to necessitate the dividing out 
of elements, when the combination as a whole 
is held to be patentable, it must appear, firsts 
that the elements or parts of the invention 
which are to be divided out have obtained a 
definite place in art and manufacture, and 
second, that they can be used in other rela- 
tions. Id. 

94. A device which has obtained a distinct 
status in the industries and trade should be the 
subject-matter of a separate application. Ex 
parte Sawn, 54 O. G. 1561, C. D. 1891. 

95. Where there are claims which severally 
cover substantially the whole mechanism com- 
prised by the invention, or a combination of 
several partially-independent but co-operating 
parts of the same, and other claims, each cov- 
ering a part or sub-mechanism, division will 
not be required unless the particular part or 
sub-mechanism in question is capable of use 
in other relations and has acquired a distinct 
status in the arts, manufactures and trades* 
Ex parte Hine, 58 O. G. 885, a D. 1892L 

96. Where a certain claim was considered as 
a combination claim and not a claim for some 
of the elements of the combination, held, that 
the subject-matter of the claim had not ao* 
quired a definite status in art and manufacturOi 
Ex parte Connelly, 59 O. G. 787, G D. 1892. 

97. Where certain devices were claimed sep- 
arately and also in. combination,. Tieldf that di- 
vision should not be required unless one or 
each of such devices could be used in other 
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relations and belonged to a class that had ac- 
quired a distinct status in manufacture and 
trada Ex parte Learned, 68 O. G. 1962, C. D. 
180a 

98. Where the respective structures have 
reached definite places in the arts and in the 
oflSce classification, they cannot be claimed in 
the same application. Ex parte Korff, 64 O. Q. 
18»7, a D. 189a 

99. Where there are claims for specific struct- 
ures and combinations of the structures, and 
the structures have acquired distinct status in 
the arts, division should be required between 
the claims for one of the structures and com- 
binations of the structures on the one hand and 
the claims for the other structure on the other 
hand. Id. 



BITISIONAL APPLICATIONS. 

(See Subsequent Applications; Division of 
Applications ; Reservation in Applica- 
tions; Interfbrinq Patents.) 

L Divisional Appucations, in Generau 
n. Issue of. 

L Divisional Applications, in Gbn- 

BRAL. 

1. Bj filing a second divisional application 
before a patent issued on the first, the applicant 
avoided and prevented the legal inference of 
dedication to the public. Ex parte Roberts, 40 
O. G. 578, C. D. 1887. 

2. Applicant has two or more separate and 
distinct applications pending, which show and 
describe, substantially, the same invention, in 
each of which respectively he has broad and 
limited claims, which are not, in the opinion 
of the examiner, drawn upon legitimate lines 
of division. An applicant should not be al- 
lowed to prosecute at the same time several 
applications for the same indivisible subject- 
matter. Ex parte Smith, 44 O. G. 1183, C. D. 
188& 

S. Such practice would enable an applicant 
to defer the exercise of option as to which in- 
vention or sub-combination he will elect to be 
the subject of his patent in any one of the ap- 
plicationa, and would result in enabling him to 
prolong the period of his monopoly. Id. 

4. Applicants must make clear distinctions 
between the InventionB in their respective ap- 
plications ; otherwise the task is thrust upon 
the office^ which properly belongs to them- 
selves^ of defining and maintaining the lines 



between divisional applications, the perplexities 
and difficulties of examinations are increased, 
and repeated and careful comparisons of all 
cases made necessary at every stage of the pro- 
ceedings. Id. 

5. If the invention be of such a character 
that it is incapable of division upon proper 
lines, then the ofiSce should refuse to recognize 
or proceed with the consideration of the divis- 
ional application. Independent applications of 
this or any other kin^ must receive examina- 
tion of a preliminary character, under rule 64, 
until some question arises beyond wliich the 
examination cannot proceed ; but unquestion- 
ably the examiner ought not to be required to 
proceed with the consideration of such cases, 
examine them, and allow or reject them as if 
they were wholly independent, separate appli- 
cations. Id. 

6. When an application is filed describing 
and illustrating more than one invention, and 
during its pendency in the office another ap- 
plication is filed by the same inventor, stating 
that it is a division of the original application 
and claiming an invention so described and 
illustrated, the later application is to be con- 
sidered a divisional application for the purpose 
of interference proceedings, whether or not the 
divisional invention was claimed in the first 
application. Forbes v. Thomson, 51 O. G. 297, 
G D. 1890. 

7. Where applicant filed an application con- 
taining a claim for a process declaring it to be 
a division of a former application, and it ap- 
peared that said process was not embraced or 
indicated in the claims or statement of inven- 
tion as originally sworn to, and that no oath 
had been filed which included said process as 
any part of the thing for which a patent had 
been solicited, held, that the examiner was cor- 
rect in ruling that the process claim as ten- 
dered could not be entered in the alleged divis- 
ional application. Ex parte Lillie, 53 O. G. 
2041, C. D. 1890. 

8. The application under discussion held not 
a division of the earlier application, because its 
subject-matter is not reached by any claim or 
statement of invention contained in said earlier 
application. Ex parte Freeman, 58 O. G. 622, 
a D. 1892L 

9. The subject-matter of a divisional appli- 
cation must always be a part of the subject- 
matter of the original application without any 
additions to that originsd subject-matter. Ex 
parte Fuller, 58 O. G. 80i C. D. 189a 

10. An application containing claims for new 
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matter in addition to claims for the matter 
shown and described in an earlier application 
of which it does not on its face purport to be a 
division is not a proper division of such earlier 
application. Searle v. Frumveller, v. Sessions^ 
58 O. G. 804, G D. 1898. 

1 1. Wliere an alleged divisional application 
describes and claims something different from 
what was disclosed m the original application, 
it is not properly a division of such original ap- 
plication. Ex parte Hunter, 60 O. G. 295, C. D. 
1893. 

12. The only questions for the examiner are 
whether or not tlie new application is a legiti- 
mate division of the earlier application, and 
whether or not the original application is in 
proper condition for the substitution of the 
divisional application. Ex parte Perkins, 61 
O. G. 1015, C. D. 1892. 

18. The action of the patent office allowing 
a separation of the claims is not conclusive 
upon the court but may be reviewed In the 
patent office applications for patents are not 
severable except upon structural, i e, physical, 
lines, which actually divide the machine into 
separable parts. *Fassett v. Ewart Mfg. Ca, 58 
Fed. Rep. 860 (1898X 

14. A divisional application should only con- 
tain matter carved out of the parent case ; but 
if the matter has been fully disclosed in the 
earlier application, although not reached by 
any claim or statement of invention, such dis- 
closure should be sufficient to secure to the 
applicant the benefit of the date of the parent 
case. Ex parte Henry, 64 O. G. 299, C. D. 189a 

15. The matter claimed additional to what 
was claimed in the parent case should always 
be supported by a proper supplemental oath, 
or if claimed in the divisional application as 
first filed the oath prescribed by rule 46 should 
be correspondingly changed. Id 

16. In a divisional application the addition 
of mere details, such as braces for a frame, 
does not affect the status of such application as 
properly divisional, especially when such de- 
tails were shown in other figures Of the orig- 
inal not included in the divisional application. 
Phelps V. Hardy, v. Gattman & Stem, 77 O. G. 
681, G D. 1896. 

II. ISSITE OF. 

1 7. When two applications by the same in- 
ventor are pending at the same time and it is 
stated in one that it is a division of the other, 
even if the divisional case should issue before 
the principal one and the inventor were re- 



sponsible for the delay, the fact of such prior 
issue would in no way mislead the publia 
They never for a moment acquired the right to 
use the broad invention. *Brush Electric Ca 
V. Electrical Accumulator Co., 56 O. G. 1334, 
G D. 1891. 

18. Where an applicant has several alleged 
divisional applications pending at the same time 
and the examiner holds that there is no proper 
line of division between the respective applica- 
tions, but one of the applications is ready for 
issue, while the others stand rejected on refer- 
ences, held, that the proper practice would be to 
pass to issue the application ready f or Jssue^ and 
if the other applications be further prosecuted, 
and the examiner still be of the opinion that 
there is want of divisibility between the claims 
of the respective applications, he reject them 
for that reason. Ex parte Cahill, 63 O. G. 1815, 
G D, 189a ' 

19. When only one of several divisional ap- 
plications is in condition for allowance^ it is 
contrary to the recent decisions and practice of 
the office and inconsistent with rule 106 to 
withhold such application from issue until all 
the other divisional applications are ready for 
allowance. Ex parte Drawbaugb, 64 O. G. 155, 
G D. 189a 

20. The doctrine announced in Ex parte 
Holt, 29 O. G. 171, that all the divisions of an 
application should be passed to issue simulta- 
neously, overruled. Id. 

21. There is no proper line of division be- 
tween one application covering a specific rail 
and implying certain adjuncts and another ap- 
plication by the same inventor for the oombi* 
nation of the rail and the adjuncts, and one 
application should not go to patent while the 
other is in interferenoa *Porter v. Louden, 73 
O. G. 1551, G D. 1895. 



DRAWINGS. 

(See Amendment; Patents— Construction 
OF, BY Drawings.) 

1. In describing a process, but few of many 
reference letters on the drawings, which show 
a complicated machine, were used. Heid, that 
the lettering of the drawings should correspond 
to the references contained in the descriptive 
portion of the specification. Ex parte Borg- 
feldt, 49 O. G. 182, G D. 1889. 

2. An applicant may illustrate in his draw- 
ings the generic apparatus claim by more than 
one figure^ provided his specific claims are all 
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confined to one preferred form of hia inven- 
tion. Ex parte Payne, 44 M& D., July, 1890 
(Mitchell, Com'r). 

8. Present rale 51 prohibits the use of the 
same reference letter to designate parts which, 
although claimed to be equivalents, are never- 
theless different in structure; If alternative 
constructions or modifications are shown, a 
permissible method is to employ the same 
letter with an appended figure or exponent, 
as A A' A^ A', thereby conforming to the rule 
and at the same time suggesting the presence 
of similarity and the absence of sameness. Ex 
parte Ckwk, 51 O. G. 1620, C. D. 1890. 

4« A drawing filed as a part of an application 
cannot be transferred to a new application filed 
in place thereof. Ex parte Ayres, 51 0. Q. 1944^ 
G D. 1890. 

5. The number of sheets of an application 
drawing should not be more than is absolutely 
necessary. Ex parte Krause, 66 O. G. 1708, 
a D. 1891. 

6. The statute requires that drawings should 
be signetl Stamped signatures are not suffi- 
cientk Id. 

7. The office rule requiring line-drawings in 
design cases held to apply to cases pending at 
the time of its adoption ; but where, in such a 
case, the acceptance of a photograph had al- 
ready been specially approved by the commis- 
sioner, ordered that the line-drawing be fur- 
nished by the office. Ex parte Poole, 61 O. G. 
1655, a D. 189a 

8. The discretion implied in section 4&80, Be- 
Tised Statutes, as to the requirements of draw- 
ing or photograph in design cases is vested in 
the office and not in the applicant Id. 

9. The dibcretion under rule 83 as to permit- 
ting the use of photographs in place of line- 
drawings vests in the office and not in the 
applicant Ex parte Petzold, 61 O. G. 1780, 
G D. 1892. 

CTfae dntwlngs should show the parts or elements of a 
luachine combined as claimed, and separate views of 
each particular feature will not suffice. Ez parte Kemp, 
15 O. G. T76, 0. D. 18T9.) 



EMPLOYES AND EMPLOYEE. 

L Employer and Employee, in Generau 

IL QOYERNMENT EMPLOYEE. 

I. Employes and Employee, in Qbn- 

SBAL. 

1. The relation of employer and employee 
cannot be established where it appears that one 



party received no pay whatever for his serv- 
ices, and that it was not pretended there was 
any promise of payment on the part of the 
other or expectation of payment on the part 
of the former, although it appears that there 
were frequent interchanges of courtesies be- 
tween the parties and "in this interchange of 
courtesies that honors were easy." Wherry v. 
Heck, 49 O. G. 559, C. D. 1889. 

2. Although a mechanic may be employed 
to devise and perfect a machine, and although 
the employer may clearly communicate the 
result to be attained by the machine proposed, 
yet if the idea of means, including the general 
plan and the specific details, is conceived and 
reduced to practice by the employee, the latter, 
and not the former, is the inventor, and to him 
the patent should be granted. Greenlee and 
Strom V. Roberts, 55 O. G. 1899, C. D. 1891. 

8. To employ a mechanic to make one ma- 
chine do what three machines have done is not 
to disclose the general plan of the machine. A 
man may be profoundly impressed with the 
idea that a competent person can make one 
machine do the work of three old machines, 
and yet have no definite idea whatever of the 
organization by which the triple function is to 
be performed. Id. 

4. Although the relation of the employer to 
the employee may entitle the former to an 
equitable interest in the invention and patent 
therefor, it does not entitle him on that ac- 
count to take the place of the inventor as the 
lawful grantee. Id. 

5. Where the conclusion reached in the 
former opinion that the employer did not ex- 
plain the invention in such a way that the 
machine could be built from the instructions 
given was professedly founded upon the testi- 
mony as to what took place prior to the build- 
ing of the machine, and it appeared that all 
the testimony as to what transpired after as 
well as before the machine was built was con- 
sidered so far as it had any bearing upon what 
instructions were given to the employee, held 
no error. Id. 

6. Where a skilled workman is employed to 
embody an inventor's idea in practical form, 
the results are the property of the inventor 
unless they show that the workman has dis- 
carded the original idea and proceeded upon a 
wholly distinct and separate plan. Hisey v. 
Peters. 58 O. G. 1691, C. D. 1892. 

7. Where an employer discloses the general 
idea and plan of his invention to an employee, 
no suggestion from the latter which does not 
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involve a radical departure therefrom will give 
him any rights as an inventor. (Citing Agawam 
Ca V. Jordan, 7 Wall. 583.) Hayes v. Hopkins, 
59 a G. 157, C. D. 1892. 

8. Where one has conceived of an invention 
and discloses the essence of it to another whom 
he employs to develop and perfect it» sugges- 
tions from the employee in the course of ex- 
periments and dependent upon the main idea 
will not ordinarily give the employee any rights 
as an inventor. (Citing O'Reilly v. Morse, 15 
How. 62, and Agawam Ca v. Jordan, 7 Wall. 
58a) Webster v. Parkhurst and Ham, 60 O. G. 
1825, C. D. 1892. 

9. A manufacturing corporation which has 
employed a skilled workman for a stated com- 
pensation to take charge of its works and to 
devote his time and services to devising and 
making improvements in articles there manu- 
factured is not entitled to a conveyance of pat- 
ents obtained for inventions made by him 
while so employed in the absence of express 
{Agreement to that effect *Dalzell v. Dueber 
Watch Case Mfg. Co., 68 O. G. 1881, C. D. 189a 

10. Where the testimony of the superior em- 
ployee that he made the invention is corrobo- 
rated by the mechanical engineer of the estab- 
lishment; where the subordinate employee 
makes the pattern for the invention of his su- 
perior, but announces no claim at the time that 
he was the originator of it, and where the in- 
vention was openly manufactured there with- 
out a circumstance or fact occurring at the 
time showing the subordinate to be the in- 
ventor, and, still more, where the acts of both 
of them are more conformable to the proba- 
bility that the former made the Invention, and 
there is no indisputable fact that is not con- 
formable to this theory, field, that the testi- 
mony leads to the conclusion that the superior 
employee was the originator of the invention. 
Leeman v. Smith, 66 O. G. 1307, C. D. 1894. 

11. Held, that an employer may assume that 
he may allot the brain-work of his employees 
as he pleases and take out in the name of one a 
patent for an invention which he knows to 
have been made by another, because it may in 
some way suit his convenience, is an assump- 
tion that may be repudiated by the common 
sense of mankind. *Soley v. Hebbard, 70 O. G. 
921, G D. 1895. 

12. A contract between an employer and 
employee, wherein the employee obtains service 
with the employer on condition that any im- 
provement he may make on the machines of 
the employer shall be for the exclusive use of 



his employer, held valid. *Hulse and Wright 
V. Bonsack Machine Ca, 70 O. G. 149^ C D. 
1895. 

13. Where an employee made a device under 
the direction of his employer, who applied for 
a patent, and received an allowance, with the 
knowledge of the employee, who made no sug- 
gestion that the device embodied his invention, 
Tield, that the employer was the orig^al in- 
ventor. Northall v. Painter, v. Bemardin, 71 
O. G. 1159, G D. 1895. 

IL GOVBENMBNT EMPLOYEE. 

14. The chief of the government bureau of 
printing and engraving, being requested by his 
superior officer to devise an internal revenue 
stamp, conceived the idea of a self-canceling: 
stamp, and under his direction the employees 
of the bureau, using government property and 
machinery, prepared a die for printing. Rec- 
ommending the adoption of this stanip^ he 
stated to the commissioner of internal revenue 
that he would make no charge for its use be- 
cause he was in the government employ and 
used government machinery in producing it^ 
He however applied for a patent^ which was 
issued December 21, 1869, to his assignee, who 
brought suit for the use of said stamps Heldy 
that the government had a right to use the 
stamp without making any compensation there- 
for. (Affirming 21 Ct CI. 479, and 22 Ot CL 
835.) *Solomons v. United States, 54 O. G. 265, 
G D. 1891. 

15. Where one in the employment of the 
government experiments and finally perfects 
an invention, he is entitled to a patent therefor 
in the absence of an explicit assent and agree- 
ment on his part that his invention shall be the 
property of the government (Discussing and 
distinguishing Solomons v. United States, 187 
U. & 842, 54 O. G. 265, G D. 1891.) RUey ▼. 
Barnard, 59 O. G. 1919, G D. 1892. 

16. " Wherever inventions are the outcome 
of the assignment of the officers making them 
to the special duty of experimenting with a 
view to suggesting improvements upon exist- 
ing methods, special facilities having been 
afforded them by the department to that end, 
it has been held that the product of their ex- 
periments is the property of the United States. 
If, however, an invention is the result of the 
personal enterprise and effort of the officer 
making it, no expense being incurred or facili- 
ties furnished by the government, the inventor 
is entitled to the fruits of his labor, and letters 
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patent issued to him for such invention are his 
property and cannot he acquired hy the gov- 
ernment without his consent and the payment 
to him of such royalty as he may demand." 
Annual Report of the Judge- Advocate-General 
(Lemley) of the Navy to the Secretary of the 
Navy, November, 1897. 

17. A workman, in the employ of another, 
manufactured for him in his shop and with 
his materials and upon weekly wages, ma- 
chines which the employer used as a part of 
his tools without objection, and for which the 
inventor obtained a patent during the term of 
his employment Held, that the workman as 
patentee could not enjoin the use by the em- 
ployer of the particular machines thus made. 
*Blauvelt v. Interior Ck>nduit & Insulation Ca, 
SO Fed. Rep^ 906 (1897). 



EQUITY. 

(SeeETiD^CTB; Injunction; Suit ; Infrinqb- 
ment; Testimony.) 

L Bills— Original^ Cross, and Supple- 
mental. 

XL JURISDICnON. 
UL PROCEDURBi 

IV. Testimony Before an Examiner. 

I. Bills — Oeiginal, Cross, and Sup- 
plemental. 

1. Where the assignment under which the 
complainant holds title employs, so far as the 
bill shows, such words as " all the right, title 
and interest," held, that the complainant had 
no right to a discovery prior to the date of 
transfer. *Kaolatype Engraving Ca v. Hoke^ 
89 O. G. 689, G D. 1887. 

2. Mere intention, not signified in an assign- 
ment of letters patent, to include therein claims 
for infringements pieviously committed, will 
not suffice to invest the assignee with any 
equitable title to those claims, and such as- 
signee, after bill filed, in a suit for infringe- 
ment brought by him, having procured an 
assignment of said claims, will not be permit- 
ted in that suit to set up by a supplemental bill 
this post assignment 'Emerson, Smith & Ca 
(Limited) v. Hubbard, 46 O. G. 976, C D. 1889. 

8. The court held that the whole basis and 
foundation of the present suit had disappeared 
by reason of its decree in a former case, and that 



the cause should be remanded to the circuit 
court with instructions to allow the appellant, 
defendant below, to file such supplemental bill 
as he may be advised, in the nature of a bill of 
review, or for the purpose of suspending or 
avoiding the decree, upon the new matter aris- 
ing from the reversal of the decree in the former 
case. *Ballard v. Searles, 47 O. G. 665, C. D. 
1889. 

4. Leave to file cross-bill in proceeding under 
section 4915, Revised Statutes, denied, the ob- 
ject of the cross-bill being to enjoin the com- 
plainant from infringing a patent for the same 
invention already issued to defendant *Mc- 
Cormick Harvesting Machine Ca v. Deering, 
47 O. G. 1222, G D. 1889. 

5. The original bill not necessarily involving 
the question of infringement of the defend- 
ant's patent, such a cross-bill is not germane 
thereta *Id. 

0. The purpose of a cross-bill is to obtain dis- 
covery of facts in aid of the defense to the 
original bill, or to obtain full relief to all par- 
ties touching the matter of the original bill. 
*International Tooth Crown Ca v. Carmichael, 
54 O. G. 1116, a D. 1891. 

7. The defendant in an equity suit for in- 
fringement of patent cannot file a cross-bill to 
enjoin the complainant from publishing the 
fact of infringement and thus interfering with 
his trade or business. In such case the fact 
sought to be presented by cross-bill, being at 
most merely an independent unlawful act by 
the complainant, would neither throw light 
upon the subject nor avail to defeat the patent 
or justify an infringement of it if "valid. *Id. 

8. A supplemental bill by the plaintiff, alleg- 
ing that since the beginning of the suit plaint- 
iff's patent had been adjudged valid by another 
court in a case to which defendant was not a 
party, on plaintiff's filing a disclaimer limiting 
the scope of the patent, and that in view of 
such disclaimer the two patents no longer in- 
terfere, will not be stricken out on general de- 
murrer, as the facts alleged can be made to 
appear by supplemental bill only. 'Electrical 
Accumulator Ca v. Brush Electric Ca, 65 O. G. 
573, a D. 1891. 

9. Under Revised Statutes, section 4915, the 
only question the court can consider is whether 
the complainant is the first inventor of a pat- 
entable device. Whether respondent or a third 
party was the inventor of the device for which 
respondent has received a patent should not be 
inquired into either by the court or by the com- 
missioner in interference proceedings between 
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the same partiea 'Christie v. Seybold, 64 O. G. 
1650, C. D. 189a 

10. On a bill by the assignee of a patent 
against the assignors for infringement, praying 
for an accounting, defaults of the assignee in 
not complying with conditions of the assign- 
ment and other wrongs on his part^ which do 
not authorize a forfeiture by the terms of the 
contract, are not grounds for a cross-bill by 
the assignors to cancel the assignment or to 
remove the cloud on their title to the patent 
arising therefrom or for other affirmative re- 
lief where all the matters complained of may 
be pleaded as defenses to the original bill and 
damages therefor may be considered on the 
accounting. *K C. Atkins & Co. v. Parke, 68 
O. G. 1519, a D. 1894. 

11. Where a defeated party to an interference 
in the patent office files a bill in equity, under 
section 4915, against his successful contestant 
and patentee as defendant^ the propositions 
submitted by the defendant that under section 
4915 something more than the ordinary quan- 
tum of evidence is required of the complainant 
and that the suit must proceed upon the same 
lines as though it were a bill filed to set aside a 
judgment at law, certainly have force. Held, 
however, that it was unnecessary to discuss 
them in this case, as the weight of evidence sus- 
tains the defense. *Rudolph v. Williams, 69 
O. G. 642, a D. 1894 

12. Claims canceled in the patent office can- 
not be reinstated or reviewed in bill in equity 
under section 4915, Revised Statu tea ^Durham 
V. Seymour, Com'r of Patents, 71 0. G. 601, Q D. 
1895. 

18. Where in a suit under section 4918, Re- 
vised Statutes, after the filing of a cross-bill by 
defendant, and the right to affirmative relief 
thereunder having been decided adversely to 
defendant, and an appeal to the court of ap- 
peals, plaintiff assigned its patent, held, that the 
assignment did not abate the suit, but directed 
that when the case is remanded to the circuit 
court that court be instructed that if the as- 
signee of complainant files an original bill, in 
the nature of a supplemental bill, within a des- 
ignated time, and proof of interest is made, and 
the validity of title sustained, a decree in favor 
of the assignee be entered. *Appleton v. Ecau- 
bert, 71 O. G. 1617, C. D. 1895. 

14. When the suit was under section 4915, 
and not under section 4918, of the Revised 
Statutes, it is a continuation of the interference 
contest in the patent office, and the only ques- 
tion that can be considered is whether the com- 



plainant is entitled to receive a patent for the 
invention described in the biU and as specified 
in his claim filed in the patent office. *Stand- 
ard Cartridge Ca v. Peters Cartridge Co., 73 
O. G. 742, C. D. 1895. 

15. Where on a suit under section 4915, Re- 
vised Statutes, much additional testimony was 
introduced, but it was mostly either in cor- 
roboration or in contradiction of the testimony 
in the interference case in the patent office, 
lidd, that the decision of the commissioner 
ought not be set aside upon merely cumulative 
or impeaching evidence^ which is no ground for 
the granting of a new trial at law. *Id. 

10. A party asking relief by bill of review 
must satisfy the court that the evidence upon 
which he relies could not, with the exercise of 
due diligence, have been secured prior to the 
hearing. *Bennett & Shepherd v. Schooley, 77 
O. G. 1432, C. D. 189a 

17. Proof that respondent wrote to a firm of 
attorneys instructing them to send him copies 
of all patents relating to a certain subject does 
not amount to proof that such attorneys made 
a search to discover all such patents, though 
they sent a number, and presumption in favor 
of such search having been made is negatived 
by the discovery of the patents now urged in 
the place where prudence would have suggested 
a search. *Id. 



II. JuEISDIOnON. 

18. A bill in equity which sets forth a license 
to defendants to use certain patents embodied 
in machines leased to them by plaintiff, the 
license providing for payment of license fees, 
or purchase and use of license stamps, and for 
rendering accounts, and which alleges failure 
of defendants in their obligations under th«t 
license, and prays for discovery and account, 
and decree for payment of fees, and an injunc- 
tion until such payment, shows a cause for 
equitable relief. *McKay v. Smith, 89 O. G. 
959. C. D. 1887. 

19. This court had jurisdiction because the 
complainant had equitable rights for which he 
had no remedy at law ; the suit did not depend 
upon an injunction and the amount in dispute 
exceeded five hundred dollars. 'Rogers v. 
Reissner, 41 O. G. 351, a D. 1887. 

20. A patentee is not compelled to sue at 
law and establish the validity of his patent. 
Questions affecting validity are usually heiurd 
and determined for themselves by courts of 
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eqaitj. *Wise v. Grand Avenae Ry. Ca, 83 
Fed Bep. 277 (1888> 

21. A bill for a discoTery and account, and 
for a decree for the payment of the royalties 
and damages sustained, and for an injunction 
against the use by the defendants in the mean- 
time of any of the inventions recited in the 
license, exhibits a case for equity cognizance. 
♦Hat Sweat Mfg. Ca v. Porter, Crof ut & Hodg- 
kinson, 44 O. O. 1070, C. D. 188a 

22, If the sole object of the bill was to en- 
force the payment of the royalties, the com- 
plainant would have an adequate remedy at 
law ; but as discovery is sought as well, and an 
order to compel the defendants to perform 
their covenants or abstain from the use of 
the patents, and as the denial of equitable re- 
lief might result in a multiplicity of suits, 
equity jurisdiction is attained even in the ab- 
sence of irreparable damage. *Id. 

28. The general powers of a court in equity 
include the right to annul and set aside con- 
tracts or instruments obtained by fraud, to cor- 
rect mistakes in them, and to require their de- 
livery for cancellation or correction. *Tbe 
United States v. The American Bell Telephone 
Co., 45 O. G. 1311, C. D. 188a 

24. A patentee who grants a license to man- 
ufacture and sell the patented article under a 
contract by which the licensee is to make 
monthly reports and pay a stipulated royalty, 
and for failure to comply with which the 
licensor may declare a forfeiture, cannot sue in 
equity to compel the licensee to make reports 
and account for royalties due, or on his failure 
to do so to enjoin him from further manufact- 
ure or sale. By such prayer he waives the 
forfeiture clause, and is left to his action at law 
for the royalties. *Washbum & Moen Mfg. 
Ca V. Cincinnati Barbed Wire Fence Ca, 52 
O. G. 2110, C. D. 1890. 

25. It is more than doubtful if an original 
bill will lie to enjoin publications injurious to 
one's trade or business; and this upon the 
ground that the injured party has a complete 
remedy at law. *International Tooth Crown 
Ca V. Carmichael, 54 O. G. 1116, G D. 1891. 

2ik Objection that equity has no jurisdiction 
comes too late when raised for first time at 
final hearing and after answer has tendered a 
number of issues upon which much testimony 
has been taken. *Vaile v. Buckeye Iron and 
Brass Works, 63 O. G. 1965, C. D. 189a 

27. The failure of a party in an interference 
proceeding in the patent oifice to raise the ques- 
tion whether his opponents invention includes 



the issue declared in the interference does not 
estop such party to raise that question in an 
equity suit, under Revised Statutes, section 4915, 
to determine his right to a patent *Christie v. 
Seybold, 64 O. G. 1650, C. D. 189a 

28. The preliminary objection of defendants 
that the complainants had created a close cor- 
poration, trust or syndicate to crush rivals and 
had resorted to vexatious and frivolous suits, 
compromises and other devices to control the 
market and fix prices of tobacco, and therefore 
that a court of equity should not and cannot 
aid the complainants in the prosecution of their 
unlawful designs, overuled, the court stating 
that, in the absence of fraudulent or improper 
conduct toward the defendants, the motives of 
the complainants in procuring and exercising 
their exclusive rights under the patents may 
not be the subject of judicial inquiry ; that pat- 
ent-rights are essentially monopolistic and pat- 
ent contracts or contracts relating to patents 
are not subject to the general rules governing 
contracts in restraint of trade ; and that it fol- 
lows that a patentee may secure and protect 
his monopoly in any lawful way by suit, pur- 
chase, sale or combination ; that a case requir- 
ing the most elaborate investigation and care- 
ftd consideration cannot be considered vexa- 
tious and frivolous, and it is not in point to 
urge that other pending suits are without merit ; 
that there can be no reason for the interference 
of the courts, notwithstanding the existence of 
patent-rights, to secure the uninterrupted manu- 
facture of cigarettes, which are neither neces- 
sary nor beneficial to the public, and that there 
should be no interference by any department 
of the government with open competition in 
the markets. *Bonsack Machine Co. v. Smith* 
73 O. G. 963, G D. 1895. 

29. Where in a patent case no equitable right 
is presented which cannot be made available at 
law, the parties should proceed in the usual 
manner in the action at law. The possible cost 
and expenses to which an applicant would be 
put by defending an action at law is no reason 
for enjoining such a pending action. *Germain 
V. Wilgus, 73 O. G. 1555, C. D. 1895. 

80. The action of a patent owner in harass- 
ing purchasers with threats of litigation when 
no possible ground of action exists against them, 
even if the patent is valid, in attempting to dis- 
miss his bill, whereby defendant, in order to 
prevent it, is compelled to file a cross-bill, and 
in delaying the taking of evidence until after 
defendant begins the taking of testimony, is 
not such as commends the cause to a court of 
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equity. ♦American Fibre Chamois Ca ▼. Port 
Huron Fibre-Garment Mfg. Ckx, 75 O. G. 836, 
C. D. 1896. 

81. When a bill in equity discloses that more 
than forty -nine thousand machines are in use 
and charges a long-continued infringement and 
a purpose to continue therein, both upon the 
ground of avoiding a multiplicity of law-suits 
and upon the general and apparent inadequacy 
of a suit at law for damages, a court of equity 
has jurisdiction. *Heaton-Peninsular Button 
Fastener Ca v. Eureka Specialty Co., 78 O. G. 
171, G D. 1897. 

III. Prooedueb. 

(See PBAcncE in the Courts; Pleading.) 

82. In a proceeding under a bill in equity 
alleging the assignment of an invention to the 
complainant and the identity of said invention 
with an invention alleged by the defendant to 
have been subsequently made by him and not 
assigned, and also alleging the consequent own- 
ership by the complainant of both inventions, 
aud apparatus embodying both of said inven- 
tions being in possession of the defendant and 
inaccessible to the complainant, heU a court 
in equity has the inherent power, on motion 
of the complainant, to g^ant him an order of 
inspection of the apparatus in possession of the 
•defendant which is alleged to embody the in- 
ventions in controversy, to the end that the 
complainant may be enabled to adduce evi- 
dence in support of the allegations of his bill 
fWilson V. Keely, 43 O. G. 511, C. D. ;88a 

88. On a bill to set aside an alleged assign- 
ment of a patent by defendant as being a cloud 
on complainant's title, he claiming under an 
assignment of the inventor, the issue raised by 
the plea was that the patent belonged to de- 
fendant because it was included in an instru- 
ment executed while the application was pend- 
ing, by which the inventor assigned to defendant 
all inventions and applications that did or might 
interfere with pending applications of defend- 
ant Patents were afterward granted upon 
said applications of both parties. Held^ that 
the presumption from this result is that the ap- 
plications did not interfere, and the burden is 
on defendant, in order to sustain his plea, to 
fihow from the patents or their file or papers 
that there might have been such an interfer- 
ence. *LiOwry v. Cowles Electric Smelting and 
Aluminum Ca, 65 O. G. 295, a D. 189a 

84. To a suit in equity to have an assignment 



of patent-rights, alleged to be fraudulent and 
to constitute a cloud on plaintiff's title, declared 
to be fraudulent and void, for the cancellation 
of such assignment and that the record thereof 
be expunged from the records of the patent 
office, tli3 parties by whom the alleged assign- 
ment was made are indispensable parties, and 
no decree declaring the assignment fraudulent 
and void and directing its cancellation can be 
made in their absenca *Backus Portable Steam 
Heating Ca v. Commissioner of Patents, 66 
O. G. 1898, G D. 1894 

85. The rights involved in such a suit are 
strictly in personam, and no decree can be 
made affecting them unless it be founded upon 
control of the parties by the court after due pro- 
cess served or their voluntary appearance. *Id. 

88. Where the title to a patent passed to the 
assignee upon a contract which was champer- 
tous, the as8ignee*s bill in equity will be dis- 
missed. *Eeiper v. Miller, 71 O. G. 1916, C. D. 
1894. 

87. The assignee's title, founded upon an 
agreement that the assignee should bring suita 
at his own expense and divide with the assignor 
the amount recovered, is tainted with cham- 
perty. *Id, 

88. Evidence was developed upon cross- 
examination of the patentee to require of com- 
plainant to set forth with fullness the actual 
contract upon which title to the patent was 
founded and to require of him to clear the con- 
tract of its champertous features. *Id. 

89. The distinction between complainant's 
agreement upon which he sues and a cham- 
pertous agreement for the compensation of an 
attorney discussed. *Id. 

40. A court of equity will not grant a decree 
on another ground where the bill charges act- 
ual fraud as the ground for relief and the fraud 
is not proven. (63 Fed. Rep. 684, reversed.) 
*Da8hiell v. Grosvenor, 74 O. G. 500, C. D. 1896l 

41. A court of equity will not be overzeal- 
ous in behalf of a defendant who persists in 
producing an old article which concededly con- 
tains all the elements save one of a combina- 
tion uniformly forbidden him in previous suits. 
•Beach v. Inman, 77 O. G. 1275. (X D. 1896L 

42. When it is urged by the defendant, a cor- 
poration, in justification of failure to answer 
certain interrogatories propounded that the 
complainants* waiver of an answer under oath 
is a waiver of all right to exceptions for insuffi- 
ciency, held that, the cause being against a 
corporation only, an answer under oath, even 
if not waived by the bill, could not have been 
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required. Corporations answer under the sanc- 
tion and solemnity of their seals only. But 
whether defendant answers under oath or 
under corporate seal, when oaths are waived 
they are required to answer fully on every 
material issue. 'National Hollow Brake-Beam 
Ca V. Interchangeable Brake-Beam Ca (No. 
4,047X Chicago Railway Equipment Ca v. In- 
terchangeable Brake-Beam Ca (Na 4,048), 81 
O. G. 1428, G D. 1807. 

48. The waiver of an oath in any case is 
made by the complainant for the purpose of 
depriving the defendant of the advantage of 
his answer as evidence in his favor. If no 
such waiver is made^ a sworn answer is taken 
as evidence in favor of the defendant so force- 
ful as to require two witnesses or one witness 
and corroborating circumstances to overcome 
it *Id. 

44. The sole purpose of a waiver of an oath 
to an answer is to affect the evidential charac- 
ter and value of the answer. It has nothing 
to do with the answer as a pleading, and the 
rule prevails that the defendant must answer 
fairly and fully to each and every material fact 
alleged in the bill. This fair and full answer 
should serve the purpose of eliminating many 
undisputed facts from the casa *Id. 

45. Equity rule 89 discussed and construed. 
•Id. 

lY. Testtmony Before an Examinee. 

(See Testimony.) 

44L On a motion for the appointment of an 
examiner to take testimony in an equity cause 
the court will not limit or restrict the taking 
of testimony or determine what is proper tes- 
timony. Objections taken to evidence on the 
ground of incompetency or irrelevancy prop- 
erly come before the court at the final hearing. 
•United States v. American Bell Telephone Co. 
and Alexander Graham Bell, 48 O. G. 824, C. D. 
1889. 

47. Under the sixty-seventh rule in equity of 
the United States courts an examiner is re- 
quired to note the exceptions, but cannot de- 
cide their validity, and must take down all the 
examination in writing and send it to the court 
with the objections noted. *Appleton v. Ecau- 
bert, 55 O. G. 717, G D. 1891. 

48. The materiality of the questions pro- 
pounded on the direct examination will not be 
passed upon in advance. *Id. 

49. Testimony taken under a stipulation by 
the parties before an officer qualified, but with- 



out special appointment by the court, as an ex- 
aminer, is beyond the control of the party in 
whose behalf it was taken, and cannot be with- 
held if the opposing party insists upon its in- 
troduction. *J. L. Mott Iron Works v. Stand- 
ard Mfg. Ca, 68 O. G. 277, C. D. 1892. 



EQUIYALENTS. 

(See C^LADCS fob.) 

1. ''Where change of form or combination 
only is involved, each inventor must be content 
with the structure described and claimed by 
him." ** The doctrine of equivalents cannot be 
invoked to suppress improvements on a well- 
known machine." *Hill v. Sawyer, 81 Fed. Rep. 
282 (1887). 

2. Where there were a number of devices 
similar to that covered by the patent in exist- 
ence when the patent was applied for, the doc- 
trine of mechanical equivalents should have a 
restricted operation. *Archer v. Amd, 40 O. G. 
1032, C. D. 1887. 

8. A stationary plate with radial slots and a 
perforated disk rotating in close proximity to 
the same in a prior patent is not the equivalent 
of complainant's stationary perforated plate 
and knives rotating in close proximity thereto. 
•Enterprise Mfg. Ox of Pennsylvania v. Sar- 
gent & Ca, 42 O. G. 1408, a D. 188a 

4. The mechanical devices used by the de- 
fendant are known substitutes or equivalents 
for those employed in the Morley machine to 
effect the same results, and this is the proper 
meaning of the term " known equivalents,'* in 
reference to a pioneer machine, such as that of 
Morley. *Morley Sewing Machine Ckx v. Lan- 
caster, 47 O. G. 267, C. D. 1889. 

5. The doctrine of equivalents is as appli- 
cable to improvements and combinations of old 
elements as to original inventions and new de- 
vices. (Citing Gould v. Rees, 15 Wall 192 ; Sey- 
mour V. Osborne, 11 Wall 555, and Gill v. Wells, 
22 Wall. 28.) *Tatum v. Gregory, 41 Fed. Rep. 
142 (1890). 

6. If two devices do the same work in sub- 
stantially the same way, and accomplish ex- 
actly the same results, in the sense of the 
patent law they are the same devices, notwith- 
standing the differences in name, form or 
shape. (Cases cited.) •Harmon v. Struthers, 
48 Fed. Rep. 487 (1890). 

7* The invention being of a primary char- 
acter, the patentee and his assignees are en- 
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titled in full measure to the benefit of equiv- 
alents. (Cases cited.) *Id. 

8. It is a well-established rule of the office 
that the words ** or its equivalent " may not be 
used in a claim unless an equivalent device is 
described in the specification. (Dolph, Ex parte, 
39 O. G. 239 ; Cook, Ex parte, 48 MS. D. 1.) Ex 
parte Lockwood, 43 Ma D. (2 G. W. D.), June, 
1890 (Fisher, Ass't (>)m'r). 

9. An inventor is always entitled to equiv- 
alents — that is to say, to devices which oper- 
ate in substantially the same way to accomplish 
substantially the same result in a combination. 
If he desires some advantage beyond that 
which the law of equivalents gives him, he is 
seeking more than can properly be accorded 
to him. Ex parte Cook, 51 O. G. 1620, C. D. 
1890. 

10. In combinations the doctrine of equiv- 
alents is construed most strongly against him 
who alleges infringement^ and each party is 
held to his own element or device or a positive 
and exact equivalent which performs the same 
functions in tlie same manner, the burden being 
upon the complainant to show this. ^Dudley 
E. Jones Ca v. Munger Improved Cotton Ma- 
chine Mfg. Ca, 58 O. G. 27^ C. D. 1892. 

11. The general principle is that, in order to 
be considered an equivalent of another, one de- 
vice must perform the same functions and per- 
form them substantially in the same way. *Id. 

12. Where change of form or combination 
only is involved, the doctrine of equivalents 
cannot be invoked to suppress improvements, 
and each inventor must be content with the 
mechanism claimed by him. *Dederick v. 
Gardiner, 69 O. G. 790, C. D. 1892. 

18. When patents deal with inconsequential 
details, each patentee must be confined to the 
precise structure which he has contributed to 
the art (Cases cited.) There is no room in 
such a case for the doctrine of equivalents. 
♦Dietz V. C. T. Ham Mfg. Co., 58 Fed. Rep. 367 
(1893). 

14. When an iuvention is of a primary char- 
acter, a larger latitude is to be given to the 
doctrine of equivalents than if the art had been 
well explored. *Dederick v. Seigmund, 60 O. G. 
1193, C. D. 1892. 

(See numerous cases cited in this decision.) 

16. When a combination patent covers a new 
arrangement of old elements, producing a new 
and useful result, the same may be protected 
by invoking the doctrine of equivalents, as 
against the substitution for any particular ele- 



ment of a different device known at the date 
of the patent as a means of performing similar 
work; and the fact that the substitute per- 
forms some additional functions does not pre- 
vent it from being an infringement 'Norton 
V. Jensen, 60 O. G. 1326, Q D. 1892. 

10. In comparing the patented combination 
with the defendant's machine, "though some 
of the corresponding parts of the machinery are 
not the same, and, separately considered, could 
not be regarded as identical or conflicting, yet; 
having the same purpose in the combination 
and effecting that purpose in substantially the 
same manner, they are the equivalents of each 
other in that regard. 'National Cash Register 
Co. V. American Cash Register Ca, 62 O. G. 
449, C. D. 189a 

1 7. Two things are the same in the sense of 
the patent law when they perform the same 
function in substantially the same way and ac- 
complish the same result *Sayre v. Scott, 63 
O. G. 1818, C. D. 189a 

18. Ck>mplainants are not entitled to claim, 
broadly, the benefit of the doctrine of equiva- 
lents, which is rightly applicable to inventions 
of a primary character, Poyton being a mere 
improver, structurally, of an old and commonly- 
used device and having applied no new princi- 
ple and produced no distinctively new result 
♦Vincent v. Rigby, 64 O. G. 861, C. D. 189a 

19. The substitution of spring-rockers for a 
pivot or hinge to produce a tipping move- 
ment in one of the plates of a lasting-machine 
is an infringement, for the two are equivalents. 
*McKay So Cope! and Lasting Ca v. Dizer, 68 
O. G. 281, C. D. 1894. 

20. Where the patented machine never be- 
fore existed, it will not be carrying the doctrine 
of equivalents too far to hold a device an in- 
fringement which does the same work as the 
patented machine, if not by the same, certainly 
by equivalent means. *Bcach v. American Box 
Machine Ca, 69 O. G. 1067, G D. 1894. 

21. The patentee is not **a pioneer in the 
art," and therefore the doctrine of equivalents 
does not apply to this case, so as to include all 
forms of devices which operate to perform the 
same functions or accomplish the same results. 
(Citing Miller v. Manufacturing Co., 151 U. S. 
186.) * Wells V. Curtis, 66 Fed. Repi 318 (1895)i 

22. Such an addition to the mechanical de- 
tails of the combination embraced in the claims 
is within the doctrine of equivalents when the 
patented invention is a broad one, as this is, 
and cannot be evaded by the fact that the ad- 
dition itself is an improvement ^Westing- 
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hoDse Air Brake Co. ▼. New York State Air 
Brake Ca, 70 O. G. 388, C. D. 1895. 

28. Held, that powdered asbestos is the equiv- 
aleot of powdered soapstone within the mean- 
ing of the issue. Pratt and Johns v. Thomson, 
72 O. G. 1347, C. D. 1895. 

24. As a general definition, a mechanical 
equivalent that may be properly substituted for 
an omitted mechanical element, device or 
agency in a patented machine is one that per- 
forms the same function by applying the same 
force to the same object through the same 
mode and means of application. As applied 
to a combination of old elements, it is special 
in its significance and materially narrower in 
its range than when applied to an invention 
consisting of a new device or an entirely new 
machine. *Carter Machine Ca v. P. H. Uanes 
& Ca. 74 O. G. 1277, C. D. 1896. 

25. In applying the doctrine of equivalents 
a distinction is made between inventions of 
specific devices and those of combinationa In 
a simple invention the range of equivalents is 
much wider than in a combination. In the 
former a change which would be held to be a 
sabstitution of equivalents may in the latter be 
considered to be an introduction of a new idea 
of meana *£rie Rubber Ca v. American 
Dunlop Tire Ca, 74 O. G. 1448, G D. 189«. 

26. In applying the doctrine of equivalents 
it is essential there be an identity of func- 
tion, and the function must be performed 
in substantially the same way by ^e alleged 
equivalents. *Engle Sanitary and Cremation 
Ca V. City of Elwood, 73 Fed. Rep. 484 (1896). 

27. It is an essenti&l rule governing the ap- 
plication of the doctrine of equivalents that 
not only must there be an identity of function 
between the two things claimed to be equiva- 
lents, but also that function must be per- 
formed in substantially the same way. *Engle 
Sanitary and Cremation Ca y. City of Elwood, 
75 O. G. 1718, C. D. 1896. 

28. Where an invention is fundamental the 
patentee should have the benefit of the doctrine 
of equivalents. *Soci6t6 Anonyme Usine J. 
Cleret v. Rehf uss, Same y. Selig, 75 Fed. Rep. 
657 (1896X 

21^. When two forms are known interchange- 
able substitutes for each other at the time of 
the patentee's invention, a claim for one must 
be held to include the other as its manifest 
equivalent *Id. 

30. For the purpose for which the thimbles 
or bushings are employed, metal is not the 
mechanical equivalent of wood. *Dodge v. 
Poet & Ca, 78 O. G. 839, G D. 1897. 



81. When at the date of the invention of an 
improvement the state of the art is such that 
an inventor can only claim the exact construc- 
tion which he has selected as the embodiment 
of his improvement or its ordinary equivalent, 
the broad range of equivalents permissible in 
the case of a primary invention cannot be al- 
lowed. *Ed ward Miller & Co. v. Meriden Bronze 
Co., 79 O. G. 1520, C. D. 1897. 

83. A patentee cannot speculate on the 
equivalents of his invention, and thereby oblige 
the public to resort to experiments in order to 
determine the scope of his patent He has no 
right when he has made a discovery relative to 
one or more specific substances of a certain 
class, to base upon this a contention that his 
patent relates to and covers the use of all sub- 
stances of that class, especially when it appears 
that his discovery does not in fact relate to 
most of such substances. *Matheson v. Camp- 
bell, 79 O. G. 686, G D. 1897. 

88. Claims 2 and 5 of Letters Patent No. 

472.094, and claim 2 of Letters Patent Na 

472.095, granted to Charles H. Willcox, for a 
sewing machine, cannot be construed to cover 
defendants' device without unduly straining 
the doctrine of equivalentsL * Willcox & Gibbs 
Sewing Machine Ca v. Merrow Machine Ca, 
81 O. G. 1618, C. D. 1897. 

84. An equivalent is an element or device 
which was well known as a proper substitute 
for the one described in the specification at the 
date of the patent Hence he is an infringer 
who employs a substitute which ** performs the 
same function as the ingredient for which it 
is so substituted, and it appears that it was 
well known at the date of the patent that it 
was adaptable to that use." (Gill v. Wells, 23 
Wall. 1.) *Norton v. Jensen, 81 Fed. Repi 494 
(1897). 

85. The term ''equivalent" is special in its 
signification when applied to an invention con- 
sisting merely of combinations of old ingredi- 
ents, and somewhat different from what is 
meant when the term is applied to an inven- 
tion consisting of a new device or an entirely 
new machine. *Id. 



ESTOPPEL. 

(See Prior Adjttdication ; iNjuNcnoN, Prior 

JUDaHENT.) 

1. The defendant in this suit having been a 
defendant in a former suit upon the same pat- 
ent where the assignor of the complainant 
corporation was the party complainant, and 
wherein the defendant had filed an answer 
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setting up substantial defenses and then per- 
mitted a decree by consent for nominal dam- 
ages, with no costs, and with an injunction, 
held, that upon this state of facts it is not open 
to the defendant on this motion to deny the 
validity of complainant's patent in suit 
^United States Metallic Packing Ca v. Tripp, 
89 O. G. 1554, C. D. 1887. 

2. The defendants, having had and enjoyed 
the exclusive rights under the patents, cannot 
question their validity. *Rogers v. Beissner, 41 
O. G. 351, C. D. 1887. 

8. Where a patentee has assigned his patent 
he is estopped, in an action brought against him 
for infringement by his assignee, from denying 
the validity of re-issues of his patent, though 
such re-issues were obtained since the assignee 
acquired an interest in the patent, and the lat- 
ter might have known that they were void 
when he accepted them. *Burdsall v. Curran, 
42 O. G. 1167, C. D. 188a 

4. A party applying for a patent as a joint 
invention of himself and another should be es- 
topped as against a bona fide owner of the pat- 
ent from defeating it by proof tending to show 
that he took a false oath or otherwise imposed 
upon the patent office. Having given life to 
the patent by one oath, he cannot be heard to 
destroy it by another. *Schlicht & Field Ca v. 
Chicago Sewing Machine Ca, 46 O. G. 1304, C. D. 
1889. 

5. A former licensee is not estopped from 
questioning the validity of a patent after his 
license has expired in vindication of acts done 
subsequent to its termination. *£L Tibbe & 
Son Mfg. Ca v. Heineken, 47 O. G. 1221, G D. 
1889. 

6. Held, that defendant was estopped from 
setting up the invalidity of the patents that were 
still in force, as it appeared tliat from the date 
of the license until after the period for which 
recovery was brought in this action the defend- 
ant acted under the license and enjoyed its ben* 
efita ^National Rubber Ca v. Boston Rubber 
Shoe Co., 50 O. G. 559, C. D. 1890. 

7. Though a patent is void by reason of its 
anticipation by ap earlier foreign patent, the 
patentee is estopped from urging that as a de- 
fense to a suit by his assignee for an infringe- 
ment of the patent, *Adee v. Thomas, 61 O. G. 
1132, C. D. 1890. 

8. A patentee who has assigned his patent 
cannot deny its validity, as against his assignee^ 
on the ground that it infringes another patent 
previously acquired by him, where the applica- 
tion for the assigned patent is sufficiently broad 



to include the previous one. *Adee v. Thomas^ 
51 O. G. 1134, G D. 1890. 

9. Where defendants admit that they have 
manufactured and sold under a license, and 
that they have assigned whatever rights they 
had thereunder, they will not be permitted to 
plead that they were led to make the contract 
by complainant's false and fraudulent repre- 
sentations, nor that the patent was invalid, as 
complainant knew. *Hatfield v. Smith, 54 O. G. 
1892, G D. 1891. 

10. After a stipulation by the defendant that 
a decree might be entered for a royalty, he is 
estopped from claiming that the invention is 
useles& ^Western Electric Ca v. La Rue, 55 
O. G. 571, G D. 1891. 

11. One who has adopted and used in the 
manufacture of an article some feature cov- 
ered by a patent is estopped from afterward 
denying the utility of the invention. *Gkindy 
V. Main Belting Ca, 59 O. G. 1106, C. D. 1893. 

12. Where a manufacturer of mantels pur 
chased two mantels of a design not then pat 
en ted, for the usual price and for the avowed 
purpose of using them as copies in his business, 
held equivalent to the consent on the part of 
the inventor that the manufacturer might use 
the design, and that, having subsequently ob- 
tained a patent therefor, he could not maintain 
a suit for infringement against the manufact- 
urer. *Ander8on v. Eiler, 60 O. G. 740. G D. 
1892. 

18. The fact that the defendant sought 
through one of his employees to obtain a pat- 
ent for the device, held to be no ground of es- 
toppel to prevent him from asserting that 
there is no patentable novelty in the device. 
*Haughey v. Lee, 66 O. G. 1450, G D. 1894. 

14. The rule that a patentee is estopped from 
claiming a construction of the claims equiva- 
lent to those canceled applies when the can- 
celed claim is narrower as well as when it is 
broader than those rejected. (Morgan Envel- 
ope Ca V. Albany Perforated Wrapping Paper 
Ca, 67 O. G. 272.) ♦Johnson v. Olsen, 68 O. G. 
1146, G D. 1894 

15. Where the patents of several parties are 
assigned to a corporation, which corporation 
subsequently re-assigns to each party his pat- 
ents in order that he might resume what he 
had put into the corporation, held, that this 
was a mere transfer of stock in the corpora- 
tion and did not estop the corporation from 
denying the validity of the patents. *Electrio 
Ry. Co. of the U. S^ v. Jamaica & Brooklyn R 
Ca, 68 O. G. 769, C. D. 1894. 
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1^ Where a patentee was advised by the 
patent office that his application disclosed, 
bat did not claim, an invention claimed in a 
pending application by another party, and upon 
this information added claims for the inven- 
tion, and the resalting interference was decided 
in his favor, but subsequently canceled the ad- 
ditional claims because the patent office, on 
change of opinion, rejected them on reference 
to a patent and took his patent with his original 
claims, held, that he was not estopped from in- 
sisting on his narrower construction of the 
original claims in order to avoid anticipation 
of them as not including the invention in the 
canceled claims nor met by the patent that 
caused their rejection and cancellation. *Id. 

17. Where a party to an interference prac- 
tically withdrew by means of a stipulation by 
which he agreed that the preliminary statement 
of the other party should be accepted as evi- 
dence, that no additional evidence should be re- 
ceived, and that priority should be decided on 
this evidence and without argument, and where, 
a patent having been issued to his opponent^ he 
accepted a license thereunder, held, that the 
stipulation amounted to an admission of prior- 
ity sufficient, as evidence in a suit for inf ringe- 
ment» to show, prima facie, that the successful 
party in the interference was the first inventor. 
*Shoemaker v. Merrow, 68 O. G. 1628, C. D. 1894. 

18. Where an interferant in the patent of- 
fice dissolved the interference by canceling his 
claim for the specific element forming the issue, 
held, that he is estopped from asserting such 
element as part of his claim in his patent *Id. 

19. Where an applicant in the patent office 
withdrew claims which were rejected and sub- 
stituted others, with the statement that they 
were the ones on which he would want a final 
decision, held, that such action was a waiver 
by the applicant qf his right to assert title to 
the withdrawn claims in a bill in equity under 
section 4915. *Durham v. Commissioner of 
Patents, 69 O. G. 607, C. D. 1894. 

20. The assignment of a patent by a patentee 
for a valuable consideration estops him, when 
sued for infringement thereof by an assignee 
deriving title under the assignment, from set- 
ting up the question of validity, except as af- 
fected by the state of the art and anticipatory 
matter as a part of the state of the art, and 
these only as bearing on the construction of 
the patent *Babcock v. Clarkson, 69 O. G. 
1778^ a D. 1894 

21. In a suit for infringement brought by 



the assignee against the assignor of a patent 
the latter is estopped from denying its validity ; 
but the prior state of the art is admissible in 
evidence to aid the court in the construction 
of the patent (Ball & Socket Fastener Ca v. 
Ball Glove Fastening Ck)., 58 Fed. Hep. 818; 
Babcock v. Clarkson, 69 O. G. 1773, 68 Fed. Rep. 
607.) *Martin & Hill Cash-Carrier Co. v. Mar- 
tin, 72 O. G. 744, a D. 1895. 

22. An interference judgment in the patent 
office in a proceeding between the complainant 
and the patentee whose device the defendant is 
using does not estop the defendant from deny- 
ing novelty and priority of invention of -com- 
plainant's patent when the issue in such pro- 
ceeding included an additional element and the 
only evidence that the defendant was a party 
in privity or that the opposing application was 
made in its interest rested upon a single incon- 
clusive reply to a question. *McCarty v. Le- 
high Valley R Ca, 73 O. G. 1707, C. D. 1895. 

28. Defendants set up, as anticipating the 
patent sued on, another patent owned by com- 
plainant It appeared that this patent, together 
with numerous others relating to the same art, 
owned by complainant and other parties, had by 
agreement been conveyed to a trustee to issue 
licenses to others for the use of all the patentsy 
and that in this way licenses had been granted 
under the alleged anticipating patent^ but not 
to the defendant Held, that complainant was 
not estopped by reason of such licenses from 
showing, as against the claim of anticipation, 
that the patent in question was inoperative, and 
that the fact of such licenses was only eviden- 
tial in character, as an admission, and its force 
as evidence was rebutted by the character of 
the arrangement under which the licenses were 
granted. *McCormick Harvesting Machine 
Co. V. C. Aultman & Co., 78 O. G. 1999, C. D. 1895. 

24. When a claim of an application assigned 
was void at the time of the assignment, in view 
of references cited thereto, and the vendees 
completed the payment of the consideration 
after they learned that such claim had been re- 
jected, their act amounts to an election of the 
reiredy by ratification and estoppel in prefer- 
ence to that by repudiation for fraud. *Na- 
tional Conduit Mfg. Ca v. Connecticut Pipe 
Mfg. Ca, 75 O. G. 1861, C. D.^ 1896. 

25. The foundation of the estoppel against a 
vendor patentee to deny the validity of his 
patent is the fact that he has received and re- 
tained a valuable thing in consideration of the 
statement contained in the application. *Id. 
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26. Sach a sale is an agreement by the 
vendor that» whatever may be the status of the 
patent as to the public, he will not thereafter 
interfere with the vendee's rights in the inven- 
tion covered by the patent duriug the life of 
the patent *Id. 

27. Manufacturers being defendants, having 
stamped articles made by them under a patent 
in the manner provided by the statutes, and 
having accounted to and paid royalty to the 
patentee, are estopped to deny that they con- 
tain the patented improvement ^Andrews v. 

Landers, Frary & Clark, 75 O. G. 510, Q D. 
1896. 

28. Said defendants are not estopped to deny 
that other articles do not contain the patented 
improvement when such articles do not con- 
tain the elements of the patented article, have 
not been represented by them as containing 
such improvement, and when there is nothing 
to show that by any act or omission of theirs 
was the position of the patentee, who is the 
plaintiff, affected to his prejudica *Id. 

29. It would be carrying the doctrine of es- 
toppel to an extravagant length to hold that an 
unsound and unsuccessful argument made in 
the patent office by the applicant with respect 
to a rejected claim should have the effect of 
imposing a destructive limitation upon allowed 
claima An estoppel is not to be implied from 
circumstances of doubtful import *Soci^t6 
Anonyme Usine J. Claret v. Rehfuss, 76 O. G. 
336, C. D. 1896. 

80. From defendants in privity with former 
interferants with a patentee a contention that 
there is no patentable novelty in the invention 
comes with ill grace. *Fenton Metallic Mfg. 
Ca V. Chase, 76 O. G. 478, C. D. 189a 

81* The fact that defendant was a licensee 
cannot estop him from disputing the validity 
of the patent under which he takes his license 
in a suit for infringements charged to have 
taken place after the license was drawn, though 
in a doubtful case it might have considerable 
evidential force as an admission of validity. 
♦Dueber Watch Case Mfg. Ca v. Bobbins, 77 
O. G. 154, G D. 1896. 

82. Under the rule that if one was silent 
when it was his duty to speak he shall not be 
permitted to speak when he should be silent 
since defendants, when threatened with a 
former suit upon the patent now sued upon 
failed to claim any interest in said patent, they 
should not be permitted to assert it now. *In- 
dependent Electric COi v. Jeffrey Mfg. Ca, 78 
O, G. 797, C. D. 1897. 



ETIBENCE. 

(See Testimony ; Defenses ; Estoppel ; Plead- 
ing.) 

L In General. 
IL Adhissibilitt. 
IIL Weiohino. 

I. In Genebal. 

1. Where in the patent in suit the only cut- 
ting claimed was by a revolving knife in close 
proximity to a stationary perforated plate, and 
the contention of the defendants was that in 
their machine there was a preliminary cutting 
before the material reached the perforated 
plate, the silence of defendants* patent in this 
respect is persuasive evidence to the contrary. 
'Enterprise Mfg. Ca of Pennsylvania v. Sar- 
gent & Ca, 42 O. G. 1408, C. D. 18Sa 

2. Orders procured by fraud which affect 
the rights of person or property or are inju- 
rious to the persons affected should be vacated ; 
but an order recognizing the right of a party 
to secure and present to the court all his evi- 
dence in support of his allegations, which in no 
sense invades or affects the rights of his ad- 
versary, should not be disturbed. Osgood v. 
Badger, v. Bennett, 44 O. G. 1065, a D. 188a 

8. Pullman, in his affidavit of April 1, 1889, 
forwarded to the patent office, stated that he 
completed his invention prior to the filing of 
the Sessions application, and it was contended 
by the defendants that Pullman finally ob- 
tained his patent because the patent office be- 
lieved that his invention was prior to Sessions', 
and not that it embraced anything patentable 
outside of Sessions'. Held, that in the absence 
of record proof the court had no right to as- 
sume that the patent was issued on that affida- 
vit or for that particular reason, it appearing 
by the record in the present case that Sessions 
swore that what Pullman said in his affidavit 
as to his invention was true in point of fact 
*Pullman*8 Palace Car Ca v. Boston & Albany 
R Ca, 58 O. G. 1255, a D. 1890. 

4. When a patent has been referred to and 
used in the examination, marked as an exhibit 
in the cause by the examiner, and returned and 
certified as part of the record, it will be re- 
ceived as offered in evidence, even though the 
depositions contain no express minute that the 
patent was so offered. *Clark Thread Ca t. 
Willimantic Linen Ca, 56 O. G. 805, G D. 1891. 
' 5. The doctrine of privileged communica- 
tions if confined to cases of counsel, solicitor 
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and attorney. *Bnuigger t. Smith, 58 O. G. 
388, a D. 1802. 

8b Testimony must be construed ivith refer- 
ence to " the ordinary laws that govern human 
conduct" (Quoting and discussing Atlantic 
Works V. Brady, 83 a Q. 1880, 107 U. a 192, 
and The Telephone Cases, 48 O. G. 877, 126 
U. a 1.) *Brungger t. Smith, 62 O. G. 1518, 
CD. 180a 

(XoCkm for lefafiaiiiig.) 

7. Anticipations must be proven by evidence 
60 cogent as to leave no reasonable doubt in 
the mind of the court that the transaction oc- 
curred substantially as stated. *Deering v. 
Winona Harvester Works, 69 O. G. 1641, a D. 
1894. 

a Certified copies of assignments are suffi- 
cient to establish prima facie evidence of titie 
to a patent ^American Cable By. Ca v. Mayor, 
etc. of the City of New York, 64 O. G. 1008, 
a D. 189a 

(Gbtmit court, Ooze, J.) 

9. A copy of an assignment of letters patent, 
certified by the commissioner of patents to be 
a true copy from the records of the patent 
office^ if objected to at the time of ofifer, is not 
competent evidence of titla ^American Cable 
Ry. Co. V. Mayor, etc. of the City of New York, 
67 O. G. 1884, a D. 1894. 

(Circuit court of appeals.) 

10. The inventor's application oath, espe- 
cially when accompanied by an affidavit filed 
in the course of prosecution further supporting 
JtB statements, is not to be overcome by the tes- 
timony of a former employee of the inventor 
after nine years of silence and after the death 
of the inventor so that the testimony cannot 
be met *Thomson-Hou8ton Electric Ca v. 
Winchester Avenue R Ca, 78 O. G. 2155, C. D. 
1895i 

11* It 18 not for a moment supposable that 
if a device produced in an incomplete state by 
the defense in a court suit was or had been 
practically operative, it would not have been 
produced in evidence in an operative condition. 
In view of this and in view of a finding by the 
supreme court that the original instrument did 
not disclose the complete invention and that 
all claims to the contrary are wholly unfounded 
in truth, such finding will be accepted as final 
and conclusive Drawbaugh v. Seymour, Com'r 
of Patents, 77 O. G. 818, C D. 1896. 

12. The fact that one contestant witnessed 
the signature of a second contestant, as in- 
8 



ventor, to a drawing made by the latter and 
disclosing the invention in controversy may 
be overcome by testimony in behalf of the first 
contestant that said drawing was intended to 
disclose as the invention of the second contest- 
ant an improvement merely and by additional 
facts tending to show conception by the first 
contestant and then disclosure by him to the 
second. ^Standard Cartridge Ca v. Peters Cart- 
ridge Ca, 78 O. G. 621, G D. 1897. 

11. Admissibility. 

18. Parol evidence as to the existence of an 
established license for a patent is not hearsay. 
•Timken v. Clin, 51 O. G. 1469, G D. 1890. 

14. The foreign publication held to be com- 
petent as evidence in regard to the state of the 
art and as a foundation for the inquiry whether 
it required invention to pass from the structure 
therein disclosed to the patented structure. 
♦French v. Carter, 63 O. G. 1572, G D. 1890. 

15. Where in the preparation for trial of 
several suits it was agreed by the parties thereto 
that testimony taken in either of the suits might 
be used in either of them, and where the com- 
plainant introduced a patent in rebuttal in ex- 
planation of the record in one of the cases, but 
it was not mentioned in the pleading of either 
party and no testimony was given in respect to 
it, such patent is not admissible under the gen- 
eral issue in the other of the suits as an antici- 
pation of the patent sued upon, without an 
amendment of the pleadings setting it up. 
♦Vermont Farm Machine Ca v. Gibson, 64 O. G. 
800, a D. 1898. 

16. That a witness may be twice called is a 
circumstance touching his credibility alone, 
and not the competency of the evidence. A 
second deposition by a witness, therefore, can- 
not» as mere matter of law, be excluded from 
the consideration of the various tribunala Jen- 
kins V. Burke, 77 O. G. 973, G D. 1897. 

III. Weighing. 

17. A court would not be warranted in re- 
jecting the positive testimony of two respect- 
able and unimpeached witnesses as to the fact 
of invention at a certain date upon the pre- 
sumption that the same idea, alike even in 
mutual details, could not have occurred to two 
persons in different continents without one of 
the persons had known of the other device. 
♦Bliss V. Merrill, 42 O. G. 97, G D. 188a 

18. An ex parte test made by the defendant 
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and a defective test made by the complainant 
held to be entitled to no weight in evidence. 
*Fernoline Chemical Co. v. Carolina Oil and 
Creosote Co., 46 O. G. ^74, C. D. 1889. 

19. When a cross-examiner allows an am- 
biguous answer of the witness to go unex- 
plained, the mere uncertainty in the witness' 
answer will not necessarily be construed against 
hioL His testimony will be considered with 
reference to the probabilities and surrounding 
circumstances. Woodward v. Burton, 57 O. G. 
1597. C. D. 1891. 

20. Where parties to an interference flatly 
contradict each other upon a material point, 
the preponderance of evidence may be deter- 
mined by reference to surrounding circum- 
stances and the natural probabilities. Ligow- 
sky V. Peters, v. Hisey. 57 O. G. 1593, C. D. 1891. 

21. When the court takes the responsibility 
of branding as unworthy of belief the uncon- 
tradicted testimony of reputable witnesses, it 
should have some reason to advance for a 
course so unprecedented. ^American Tubing 
and Webbing Ca v. NichoUs, 75 O. G. 183, C. D. 
1896. 

22. Tlie negative opinion of a witness, how- 
ever skilled or expert, that a drawing is mean- 
ingless of which he was not informed what the 
subject-matter was does not weigh greatly 
against the positive testimony of another wit- 
ness who finds meaning in the same drawing, 
when the drawing itself appears naturally to 
support such meaninjc. All the testimony must 
be construed together and in such manner that, 
like charters and statutes, it may have meaning, 
if it reasonably may, rather than that it fall 
away. Scudder v. Mergenthaler, 76 O. G. 1851, 
C. D. 1896. 

28. Numerous witnesses of unquestioned 
credibility concurring in one matter may never- 
theless be mistaken, particularly upon the ques- 
tion whether what is shown them as they tes- 
tify is the identical thing which they saw more 
than two years before. In such a case, in 
weighing the testimony, the circumstances 
must be taken into account, considering that 
that which is conformable to experience is 
more probable than that which runs counter 
to it Johnston v. Stone, 77 O. G. 2137, C. D. 
1896. 

24. The inherent improbability of the story 
is sufficient to negative the testimony of wit- 
nesses. *Dodge V. Post & Ca, 78 O. G. 889, C. D. 
1897. 

25. Evidential weight of alleged declarations 
of one contestant in favor of his opponent, in 



a suit under Revised Statutes, section 4916, is 
much impaired by the fact that, though access- 
ible, they were not introduced during the in- 
terference proceedings. *Standard Cartridge 
Ca V. Peters Cartridge Ca, 78 O. G. 621, C. Di 
1897. 

26. Held, that the decided weight of the evi- 
dence supports the claim of the appellee, and 
that the decision of the commissioner of pat- 
ents is correct and must be affirmed. ^Roberts 
V. Brinkman, 79 O. G. 1190, C D. 1897. 



EXAMINATION OF APPLICATION. 

(See Amendment; Claims; Intbrfebsnce ; 
Patentability; Division op Appuca- 
noN.) 

L In General 

IL Information and Advice to Applicants. 
IIL Liberality in Allowance of Claim. 
rv. Rejection. 

V. Actions Other than Rejection. 

I. In General. 

1. Any opinion which the examiner of trade- 
marks may express as to the propriety of cov- 
ering matter by a mechanical application is 
purely dictum and cannot bind the examiner 
before whom the question of patentability 
comes in regular order. Ex parte Eiche, 41 
Ma D. (1 G. W. D.X Oct, 1889 (Fisher. Aas't 
Com'r). 

2. Where no references are found, no qaea- 
tions of form are to be antecedently insisted 
upon which are inconsistent with the allow- 
ance of the broadest claims to which the in- 
ventor of a new machine or art is entitled. Ex 
parte Ambler, 41 M& D. (1 G. W. D,\ Oct, 188» 
(Mitchell, Com'T). 

3. An application which is practically a di- 
vision of another pending application will not 
be given precedence in order of examination 
because of applicant's intention to obtain for- 
eign patents and because the time for payment 
of final fee on the parent application is aboat 
to expire. Ex parte Dickermann, 52 MS. D.» 
Feb., 1893 (Frothingham, Ass't Com*r). 

4. A requirement for new drawings waived 
until the result of action on the merits shall 
enable applicant to determine to what extent 
the application can be advantageously prose- 
cuted. Ex parte Herzog, 60 Ma IX, Sept, 1896 
(Fisher, Acting ComV). 

5. Rule 63, section 8, giving preference in eac- 
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amination to applications for inventions pat- 
ented abroad, applies to interference proceed- 
ings at every stage of their progress. Bolt v. 
Burton, ▼. Gatchell, 62 Ma D., Sept, 1807 (Gree- 
ley, Acting Com*r). 

(It had been previoualy the custom not to apply the 
rule after formal declaration of an Interference hy the 
primary ezaminer.) 

6. A petition taken from the action of the 
examiner rejecting claims on the ground of in- 
operativeness of the device and suggesting a 
model as a possible way in which the operative- 
ness might be established, although the struct- 
ure of the apparatus was understood, was dis- 
missed, holding that, the claims being rejected, 
the applicant may either show to the examiner 
that the apparatus is operative or appeal to the 
examiners-in-chief. Ex parte Beach, 80 O. G. 
1476^ C. D. 1897. 

7. The commissioner should not be called 
upon to instruct an examiner as to how he 
should act upon an application or pass upon 
questions arising during the prosecution of a 
case until the case is properly before the com- 
missioner by petition or appeal It is the ex- 
aminer's duty to act on applications as they 
come before him, using his best judgment in 
deciding any question that may arise in the 
consideration of the casa If exception is taken 
to his ruling, there is relief by petition or ap- 
peal Ex parte Sellers, 81 O. G. 808, C. D. 1897. 

8. An application will not be transferred from 
one division to another on the ground that it 
is not receiving proper treatment by the ex- 
aminer in charge of it. Otlier relief will be 
applied when it is clear that an examiner is 
not performing his duties as he should. Ex 
parte Weaver, 81 O. G. 967, G D. 1897. 

9. While a claim deemed allowable by one 
examiner is always subject to rejection by his 
successor upon references or reasons not before 
considered, and it may be, in exceptional cases, 
on the references previously considered, the 
spirit of rule 144 would seem to indicate that 
the favorable action of an examiner should be 
at least extremely persuasive upon his suc- 
cessor. Ex parte Nealon, 81 O. G. 1787, C. D. 
1897. 

IL Ikfobmation and Advioe to Ap- 
plicants. 

10. It is the duty of the examiner when he 
IS satisfied that an application contains a pat- 
entable invention which is not claimed, but 
whioh he has reason to believe the applicant is 
seeking to cover, to advise the applicant briefly 



and specifically in the premises, precisely as the 
examiners-in-chief and commissioner are "ku- 
thorized to make suggestions and recommenda- 
tions. Ex parte Donovan, 44 O. G. 698, C. D. 
1888. 

11. Rules 68 and 139 provide that at all times 
in the investigation of an application and in 
the progress of appeals it is the duty of each 
tribunal to see to it that the inventor shall se- 
cure a patent for whatever patentable subject- 
matter may be shown in his application. The 
office must put itself in the attitude of a friend 
and not of a litigant with the applicant Id. 

12. It should never be a work of supereroga- 
tion on the part of an examiner to give to an 
applicant such full and complete information 
as to objections as will enable him to judge of 
the propriety of complying with the demands 
of the examiner or of taking a petition or ap- 
peal. Ex parte Burt, 49 O. G. 1986, C D. 1889^ 

13. When an applicant asks for advice, there 
is no reason why it should not ordinarily be 
given. Rule 14 makes an exception '*as to 
questions arising within the office.'* Ex parte 
Bailey, 52 O. G. 608, C. D. 1890. 

14. On petition that the references be ex- 
plained and their pertinency pointed out as 
clearly and fully as would be done in the ex- 
aminer's answer to appeal, should appeal be 
taken, held, that an applicant is entitled, before 
the case is closed before the examiner, to an 
explanation of the references and their bear- 
ing on the claims rejected, as full and clear as 
any explanation that would be considered nec- 
essary to be made at any subsequent stage in 
the progress of the case. Ex parte Barnes, 80 
O. G. 2038, C. D. 1897. 

(An attorney may properly ask information from an 
examiner, orally or in writing — say bis opinions on 
points of interference — when tt is done In good faith; 
but in the particular case, fields the counsel being ex- 
perienced, it is unnecessary to instruct him in respect 
to the references (patents). Ex parte Deacon, Fleming 
and Neiman, 30 MS. D. 1886 — Montgomery, Oom*r.) 

IIL Liberality in Allowance of 

Claim. 

15. The patent office, in cases where the prior 
art admits of such a course, should grant to the 
applicant a claim or claims which will enable 
him to cover his invention, even when an in- 
fringer interchanges or reverses some of the 
elements, otherwise the invention made is in- 
adequately protected. Ex parte Tobie, 50 O. G. 
992, C. D. 1889. 

Itt. In the case of patents which represent 
the infancy of an art or the stage of its earliest 
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practical development; this office is solicitous 
that the inventor should be accorded a breadth 
of claim which is commensurate with the ex- 
tent and importance of the invention which he 
desires and is entitled to protect While the 
office will insist upon as much definiteness in 
the language of the claim as the statute calls 
for, it will also, if it properly discharge its func- 
tion as the protector of the inventor, leave 
something to the salutary and benignant 
agency of construction in the courts. £z parte 
Pacholder, 51 O. 6. 295, C. D. 1889. 

17. There is a permissible latitude of choice 
in the use of language which may be safely ac- 
corded to the inventor or his solicitor without 
violating the statute, and without detriment to 
that branch of the public service which has 
for its object not only to grant letters patent 
for new inventions, but to grant them at the 
earliest possible data Id. 

18. When clear differences of construction 
between the device claimed and the references 
cited against it are such that a doubt is raised 
as to whether they oonstitute patentable inven- 
tion, the applicant should have the benefit of it 
Ex parte Fanshawe, 57 O. G. 1127, C. D. 1891. 

19. An applicant will generally be allowed 
all possible latitude in framing his daioL Ex 
parte Cahill, 63 O. G. 1815, C D. 189a 

20. There being no doubt as to lack of inven- 
tion in this case, there is no room for the ap- 
plication of the doctrine which the appellant 
enunciates — that in cases of doubt of inven- 
tion that doubt should be solved in favor of the 
applicant Ex parte Snider, 66 O. G. 1309, C. D. 
1894 

IV. Eejbction. 

21. Claims rejected during the pendency of 
an application should be prosecuted under the 
regular course of appeal pending the issue of 
the patent^ and not by a separate application 
on a so-called division after the issue of the 
patent Ex parte Ransom, 40 O. G. 119, C. D. 

1887. 

22. An applicant has the right to present 
claims to combinations, and he cannot be de- 
prived of those claims by the requirement for 
division. If there be no combination, but only 
aggregation, the claims must be rejected and 
the applicant allowed his right of appeal be- 
fore division can be required. Ex parte Will- 
cox & Borton, 45 O. G. 455, C. D. 188& 

28. Amendments which present claims in- 
volving a departure from tJie original inven- 



tion shottld be admitted for consideration, and 
(under rule 183) rejected for such reason. Ex 
parte Regan, 45 O. G. 589, C. D. 188a 

24. The action of the examiner requiring a 
division before the question of combination was 
finally disposed of was irregular. The commis- 
sioner has repeatedly held that when a claim is 
presented which, in the opinion of the exam- 
iner, does not cover a patentable combination, 
the proper course for the examiner to pursue 
is to reject for such reason, in order that appli- 
cant may exercise his right of appeal to the 
examiners-in-chief. Ex parte Bullard, 45 O. G. 
1569, a D. 188a 

25. It is the province of claims to relegate to 
the specification the enumeration of such de- 
tails of construction as shall be found upon 
examination to be immaterial to the true scope 
of the actual invention. The object of enumer- 
ating these parts is to enable persons skilled 
in the art to practice the invention in the form 
set out in the patent, but not to so limit the 
claim of the inventor as to make it the easy 
prey of the infringer. Ex parte Laskey, 48 O. G. 
539, C. D. 1889. 

26. The examiner should act with reference 
to all questions which may be raised in rejec- 
tion of any or all of the claims, so that the case 
may go forward to the examiners-in-chief as a 
whole, and all matters relating to patentability 
may be determined by that tribunal in one pro- 
ceeding. Ex parte Burt, 49 O. G. 1986, C D. 
1889. 

27. An action by an examiner, which, if in- 
correct, would entitle the applicant to an ap- 
peal upon the merits, should oonsist in a full 
rejection, and not merely in noting that the 
claims are objectionable. Ex parte Baker, 49 
O. G. 1863, C. D. 1889. 

28. Where the examiner had objected to a 
claim because of its undue breadth only, and 
declined to further consider it upon the merits 
until it had been restricted in form, held, that 
the reason given was a reason why the claim 
should be rejected and not why an examina- 
tion should be refused. Ex parte Opdyke, SO 
O. G. 1293, G D. 1890. 

29. All grounds of rejection should be stated 
by the examiner, in order that the entire 
merits of the application may be determined 
upon a single appeal to the examiners-in-chief. 
Ex parte Wiard, 51 O. G. 155^ C. D. 189a 

(See, also, £z parte Roberts, same volume and page.) 

80. An application having been rejected 
upon the ground that its claim described an 
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article of manufacture merely by the process 
of making it, which rejection was sustained by 
the examiners-in -chief and the commissioner, 
upon petition the application was remanded 
to the primary examiner for an examination 
upon the merits, so that if it should be desired 
to take an appeal to the supreme court of the 
District of Columbia the whole case might go 
up at one time, or so that the applicant might 
be fully advised of the state of the art before 
deciding whether to adopt a claim suggested 
by the examiners-in-chief or a suggestion made 
by the commissioner that the proper form of 
claim was a process. Ex parte Rogers, 52 O. G. 
460, a D. 1890. 

51. Where claims are rejected they should 
be rejected for all the reasons which, in the 
opinion of the examiner, are applicable, in 
order that each case may, upon each appeal, 
take a decisive step forward toward comple- 
tion. Ex parte Bailey, 52 O. G. 608, C. D. 1890. 

52. A patent granted subsequently to appli- 
cants filing date, but on an application filed 
prior thereto, which patent shows and de- 
scribes, but does not claim, the invention, is a 
proper reference. Ex parte Eddleblute, 52 O. G. 
751, G D. 1890. 

38. If the examiner is of the opinion that 
the proposed process claim, seasonably pre- 
sented, covers new matter, he should incorpo- 
rate the claim and reject it, in order that an 
appeal may be taken to the examiners-in-chief. 
Ex parte Perkins, 53 O. G. 139, C. D. 1891. 

84. Where the claims of an application are 
rejected in whole or in part, it is the duty of 
the commissioner to notify the applicant in 
order to enable him, if he desires, to make his 
description and specification of claims more 
specific and precise. *Pullman Palace Car Co. 
▼. Boston and Albany R Ca, 53 O. G. 1255, C. D. 
189a 

85. The proper course to be pursued by an 
examiner on discovering a new ground for re- 
jection subsequently to an appeal to the ex- 
aminers-in-chief is to direct the attention to it 
of both the applicant and the examiners-in- 
ch ief. The applicant may then elect to con- 
tinue the prosecution of the appeal or to with- 
draw the appeal and be heard by the primary 
examiner. Ex parte Mevey, 56 O. G. 805, C. D. 

1891. 

86. The action of the examiner requiring 
the elimination of claims because they pre- 
sented illegitimate combinations overruled, and 
held that in such case the examiner is required 
l^ the rules to reject the claims. Applicant is 



entitled to have his claims allowed, or to have 
them rejected in such language as to make it 
unmistakable that action has been had under 
Revised Statutes, section 4909. Ex parte Wiard, 
57 O. G. 155, C. D. 1891. 

87. The following practice is prescribed in the 
treatment of ex parte cases : 1. The first action 
(unless there are vital objections as to form) 
should state all the objections to every part of 
the application and the best references should 
be cited 2. The application as a whole should 
not be rejected, but only the claims thereof. 
3. Rejection should be in plain, unmistakable 
terms, and the word "reject" should be used. 
4 Final rejection should not be given until all 
matters of form are settled. 5. Final rejection 
should not be given until all the non -allowable 
claims are in condition for such action. Ex 
parte Eastman, 57 O. G. 410, C. D. 1891. 

38. If the examiner is of the opinion that 
there is a want of divisibility of invention be- 
tween the claims of an application and the 
claims of a patent to the same applicant, both 
applications having been pending concurrently, 
he should r^'ect the claims of the application 
for that reason. Ex parte Feister, 61 O. G. 152, 
C. D. 1892. 

39. Rule 65 provides that when a case is re- 
jected by an examiner *' the reasons for such 
rejection will be fully and precisely stated, and 
such information and references will be given 
as may be useful in aiding the applicant to 
judge of the propriety of prosecuting his ap- 
plication or of altering his specification," and 
when an applicant receives an ofiice letter stat- 
ing objections to his application, and he, with- 
out demanding action under said rule, proceeds 
to ask for a reconsideration, which ultimately 
results in a second rejection, he has waived any 
right he may have had under the rule. Ex 
parte Mahlecke, 61 O. G. 285. C. D. 1892. 

40. The question whether or not a claim for 
a so-called *' process " is a claim for the func- 
tion of a particular machine is one relating to 
the merits. The examiner's action in such a 
case should take the form of a rejection. Ex 
parte Williams, 61 O. G. 423, C. D. 1892. 

41. A rejection for "lack of invention," held, 
in effect, a rejection for "want of novelty," 
and that the examiner must cite references 
under rule 66. Ex parte Clifford, 62 O. G. 316, 
C. D. 1893. 

43. An examiner should not merely object 
to claims, but should make his objection the 
basis for rejection. Ex parte Bishop, 63 O. G. 
153, a D. 189a 
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43. A claim containing words of limitation 
which are dependent upon the location or op- 
eration of mechanism that forms no part of 
the invention claimed and is neither shown nor 
described is objectionable. £z parte Baackes, 

63 O. G. 909, C. D. 189a 

44. Parenthetical clauses which do not con- 
tribute to clearness or exactness in stating the 
applicant's invention, but which at least are 
only superfluous, will not be allowed. Ex parte 
Cahill, 68 O. G. 1815, C. D. 1893. 

45. Final rejection should not be given until 
all matters of form are settled. Ex parte Klaus, 

64 O. G. 299, a D. 1898. 

46. A rejection may be given upon a patent 
granted to the same inventor upon an applica- 
tion which was pending concurrently with the 
application containing the rejected claim, and 
such rejection is, like all others, appealable to 
the examiners-in chief. Ex parte Hulbert, 66 
O. G. 816, C. D. 1894. 

(See, also, Ex parte Feister, Gl O. G. 162, C. D. 1882.) 

47. The examiner decided the claims were 
met by Hie references, but the examiners- 
in-chief held there was no invention in the 
device. Ex parte Fergusson, 66 O. G. 651, C. D. 
1894. 

48. Complete anticipation is rare, and to re- 
ject a claim on the ground that it is substantially 
met by a reference is practically the same as to 
reject it on the ground of lack of invention in 
view of the reference, such differences as remain 
not involving invention. The two grounds of 
rejection, as applied to this case, are the same 
subject-matter of thought viewed from differ- 
ent points. Id. 

49. Whether an amended claim can properly 
be finally rejected on the first action does not 
depend upon avoidance of the references, but 
whether, as a matter of language, the amended 
claim presents the same idea of invention as 
the old ona (Ex parte Pfeffer, 66 O. G. 845; 
Ex parte Griswold, 50 O. G. 88a) Ex parte 
Holland, 62 Ma D., Aug., 1897 (Greeley, Ass't 
Com*r). 

50. An examiner may always reject on new 
reasons or references a claim which his prede- 
cessor deemed allowable, or, in exceptional 
cases, upon a reference previously considered ; 
but the favorable action of the former exam- 
iner should be at least extremely persuasive 
upon his successor. Ex parte Nealon, 6S MS. D., 
Oct, 1897 (Greeley, Ass't Com'rX 

51. In this case the favorable view of the 
former examiner, and the fact that the appli- 



cation has been twice in interference, are evi- 
dence of full and careful consideration and the 
claim should be allowed to remain. Id. 

5!!. It is not necessary that a duly certified 
transcript record of a case in a federal court 
be filed in the patent office in order to render 
it competent for its tribunals to take notice of 
and be guided thereby. The officials of the 
patent office are not obliged to find their con- 
clusions and judgments upon such evidence 
produced in such manner and form as is re- 
quired by the rules of common law. They are 
not confined to merely technical evidence, but 
may resort to any source of intelligence upon 
which they can reasonably and safely act The 
findings and judgment of a court as published 
in an official report are therefore competent to 
them, and were in this case ample ground for 
the rejection of claim& *Drawbaugh v. Sey- 
mour, Ck)m'r of Patents, 77 O. G. 318, a D. 1897. 

V. Actions Other than Bbjbotions. 

58. In an application for patent for "a mere 
improvement '* the primary examiner may re- 
quire applicant, in conformity to rule 86, to 
'' broadly point out the parts to which it (the 
improvement) relates," and ''by explicit lan- 
guage distinguish between what is old and 
what is claimed as new." £x parte Massicks 
and Crooke, 38 O. G. 1489, C D. 1887. 

54. When an application contains claims both 
for genus and for several species, one of which 
latter claims imperfectiy describes a feature 
clearly illustrated in the drawings, it is irregu- 
lar on the part of the examiner to first require 
applicant to elect which of the species he will 
retain and prosecute. Ex [kurte Johnston, 40 
O. G. 574, C. D. 1887. 

55. The first proper action in such case is 
for the examiner to require applicant to amend 
such claim so as to disclose the subject-matter 
thereof more clearly. Id. 

56. In examining an application there are 
two steps to be taken: ftraty to determine 
whether it is in proper form ; second, the con- 
sideration of the merits. These steps are to be 
continuous and practically one^ except where 
a vital objection as to form exists. In sucb a 
case the examiner will proceed no further, but 
clearly point out to applicant the objections, 
and inform him that no action on the merits 
can be taken until the informalities are re- 
moved. Ex parte Mill, 40 O. G. 918, C D. 1887. 

57. When the formal objections are not viUU, 
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or when found to exist in certain claims only, 
while others may be free from objection, the 
examiner will proceed to consider the meritB, 
and in his first letter clearly point out to ap- 
plicant the formal objections, reject the one 
class of claims and allow the others, and fur- 
ther state that further action on the merits 
cannot be had until the formal objections are 
disposed of. By such course the applicant re- 
ceives at the earliest moment full information 
as to the opinion of the oflQce upon his applica- 
tion, and is enabled to act advisedly, and the 
examiners are saved multiplied examinations, 
the tendency to make examinations slightingly 
is avoided, and the results generally are more 
satisfactory. Id. 

58. The question of division would be a vital 
objection, or a claim for a combination where 
one of the elements was so vague and indis- 
tinct as to be incapable of examination on its 
merits, or where an important element was 
whoUy lacking; but as to the dividing line be- 
tween objections which are vital and those 
which are not, much must be left to the judg- 
ment and discretion of the examiner. Id. 

59. The examiner may refuse to enter an 
amendment describing an alleged equivalent 
which constitutes n ew matter. Ex parte Johns- 
ton, 43 O. a. 507, C. D. 188a 

60. The office has no right to say that an 
element of a combination claim is not a part of 
the combination in advance of an action on the 
merits thereof. Ex parte Connelly, 59 O. G. 
787, G D. 189a 

61. The examiner's action in holding that no 
testimony as to the operativeness of an inven- 
tk>n would be sufficient to warrant the with- 
drawal of the objection to the granting of a 
patent unless confirmed by personal inspection 
of the examiner or his deputized assistant 
held not warranted by the rules. (Rule 76.) 
Ex parte Munn & Ca, 63 O. G. 153^ C. D. 189a 

62. It is the settled practice of the office not 
to detail examiners to supervise and report 
upon test9 of inventions outside of the city of 
Washing^n. Id. 

6S. While an exhaustive search cannot be 
made in advance of compliance with the re- 
quirement of division, the best reference which 
the examiner can furnish as the result of a 
coisory examination should be furnished, upon 
request, to assist the applicant in determining 
what course to pursue in view of the decision 
of the office that the application must be di- 
Tided. Information readily accessible should 



not be withheld which would enable the appli- 
cant to act wisely with reference to the re- 
quirement of division. Ex parte Stearnes, 50 
O. G. 1768, G D. 1890. 

64. Objection to a drawing that an unneces- 
sarily large variety of forms is shown should 
not be insisted upon when it appears that the 
several figures relate to and show modifica- 
tions of tlic generic invention claimed. Ex 
parte Nolan, 79 O. G. 861, G D. 1897. 

65. The examiner's action in making formal 
requirements after the case had been decided 
by the examiners-in-chief and the commis- 
sioner on appeal was regular and in accordance 
with rule 25. Id. 
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L Payment. 
It Refundment. 

I. Payment. 

1. Where the original application had been 
stricken from the files because it appeared that 
the inventor had signed and sworn to it in 
blank, held, that the fee formerly paid upon 
said application could not be applied to a new 
application filed in place thereof. Ex parte 
Ayres, 51 0. G. 1944» G D. 189a 

2. The fee on an application must be paid 
within two years from date of filing, to save 
an application from abandonment £x parte 
Fenno. 52 O. G. 1665, G D. 1890. 

3. The commissioner of patents has no au- 
thority to directly or indirectly extend the time 
for paying a final fee to a period later than six 
months from thckt allowance of the application 
which results from proceedings according to 
law in the office. Ex parte Simonson, 53 O. G. 
1571, G D. 1890. 

4. Held, where one of two sub-treasury cer- 
tificates had been held by the applicant nearly 
two years, and the other token out on the last 
day of the six months, the certificate could not 
be received. In re Wiegand, 45 MS. D. (8 
G. W. D.), Jan., 1891 (Mitchell, Ck>m'r). 

5. It is proper that a rule should be adopted 
requiring the prompt presentation of the evi- 
dences of payment of final fees, made in con- 
formity with section 4935, Revised Statutes; 
but in view of the different practice that has 
been allowed to obtain, the public should have 
due notice of the adoption and enforcement of 
the new rule of practice, f Ex parte Wiegand^ 
56 O. G. 808, G D. 1891. 
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6. If the final fee is not received by the of- 
fice within the six-months period provided bj 
statute, the application will be held to be for- 
feited, even though said fee was mailed before 
the six months had expired. Ex parte Riley, 

66 O. G. 1203, C. D. 1891. 

7« Handing twenty dollars to a watchman 
not employed by the patent office at 11 :55 P. M. 
on the last day of the six-months limit is not a 
payment of a final fee to the office within the 
six months allowed by law. £Ix parte Poulter, 

67 O. G. 1128, C. D. 1891. 

8. A final fee, which reached Washington 
on Thanksgiving day — the last day for paying 
it — when the patent office was closed, not ac- 
cepted. Ex parte Robertson, 51 Ma D. (4 G. 
W. DO, Dea, 1892 (Frothingham, Ass't Com'r). 

9. Section 4985, regulating the payment of 
patent fees, is specific in its terms, and limits 
the officers of the government authorized to 
receive such fees to those mentioned therein. 
tEx parte Poulter, 58 O. G. 519, C. D. 1892. 

10. That provision of section 4885 which re- 
quires the payment of a final fee within six 
montlis after its allowance is mandatory and 
leaves the commissioner no discretion to ac- 
cept it after the expiration of such time. Ex 
parte Anderson, 61 O. G. 886, Q D. 1892. 

11. No discretion is vested in the commis- 
sioner by virtue of the terms of section 4885 of 
the Revised Statutes to accept and apply a final 
fee received more than six months after notice 
of allowance sent to the applicant, even though 
the last day of the six months falls upon a na- 
tional holiday. Ex parte Mills, 62 O. G. 317, 
C. D. 1893. 

12. Under the practice of the patent office 
the time within which a final' fee may be paid 
is six calendar months from the date of the 
notice of allowance. Ex parte Brown, 63 O. G. 
759, C. D. 189a 

18. A patent regular on its face is not sub- 
ject to collateral attack because the patent 
office fee was not paid within the time pre- 
scribed by the Revised Statutes of the United 
States, section 4807. *Lamprey Boiler Furnace 
Mouth Protector Co. v. Economy Feed Water 
Heater Ca, 69 O. G. 509, C. D. 1894 

14. An appeal fee may be applied as final fee 
on an application when a reference has been 
found and cited which meets the claim ap- 
pealed. Ex parte Kratzer, 59 MS. D., May, 1896 
(Fisher, Ass't Ck>m'rX 

15. The six months in which to pay the final 
fee expired on a Sunday. The fee was mailed 
the day before, but not received in due tim& 



Application held forfeited. (Ex parte Riley, 
a D. 1891, 1361) Ex parte BBury, 60 Ma D., 
Dec., 1896 (Fisher, Ass^t Gom'rX 

II. BEFUNDMEin'. 

16. A fee paid on a caveat for a design will 
be returned, since there is no law authorizing 
the ffiing of such a caveat Ex parte Carty, 44 
O. G. 670, C. D. 1888. 

17. In a case where indistinctness of date of 
circular of allowance has misled an applicant, 
field, that no relief can be afforded him ; the 
commissioner has no power to remit the office 
fee. Ex parte Chumard, 41 Ma D. (1 G. W. D.), 
Dec., 1889 (Mitchell, Com'r). 

18. Where an application was filed to take 
the place of an application which had been 
stricken from the ffies because signed and 
sworn to in blank, held, that the fee paid on 
the first application could not be applied to the 
second application, as the case came within the 
principle laid down in Ex parte Hogan. Ex 
parte Sereno N. Ayres, 43 Ma D. (2 G. W. D.X 
May, 1890 (Fisher, Acting ComY). 

19. An appeal fee cannot be refunded after 
reversal of the examiner's decision on appeal, 
and after the examiner has again rejected the 
claim upon a newly-discovered reference and 
the claim has been canceled. Ex parte Ellis 
& Spence, 46 Ma D. (3 G. W. D.X May, 1891 
(Frothingham, Ass*t Com*rX 

20. Where an applicant paid a second re- 
newal fee on the very^ day that a decision was 
published to the effect that there was no au- 
thority in the statute for more than one re- 
newal of an application for patent, keld, that 
the fee was paid by mistake and that it should 
be returned. fEx parte Smith, 71 O. G. 297, 
C. D. 1895. 

21. Request after examination for the return 
of fee paid upon an application for a design 
upon the same day that a patent issued to the 
same inventor for the same design refused. 
fEx parte Flomerfelt» 73 O. G. 1411, C, D. 
1895. 

22. Section 4885 of the Revised Statutes ap- 
plies only to mechanical cases, and not to ap- 
plications for designa fid. 

23. A request for the return of an appeal fee 
where the appeal was not prosecuted denied, 
as the law establishes certain psyments to be 
made upon filing certain papers, and this irre- 
spective of whether the case is further prose- 
cuted or not Ex parte Borton, 77 O. G. 2187, 
C. D. 189& 
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24. Where an appeal is regularly taken and 
the fee therefor paid, but thereafter the appel- 
lant changeB his purpose and ooncludes not to 
prosecute the appeal, held^ that there was no 
such mistake in the payment as would war- 
rant the return of the appeal fee. f^i^ '^ Borton, 
81 O. G. 800, a D. 1807. 

8&« Where a draft presented in payment of 
the fee in an application for patent is dishon- 
ored because of the failure of the bank by which 
it was issued, held, that it did not constitute 
payment of the fea f^Q '^ Ji^sah, 81 O. G. 700, 
a D. 1807. 

Stt. Such draft was not a compliance with 
rule 223, specifyin)? the manner in which money 
shall be paid, since the money was never re- 
ceived by any ofHoer of the United States, fid. 

27. An appeal fee should be returned in a 
case where the commissioner held (on petition) 
that appeal lay to the examiners-in-chief, and 
they dismissed it Ex parte Crowell, 62 Ma D., 
Oct, 1807 (Greeley, Ass*t ComV). 



FOREIGN PATENT. 

(3ee Anticipation — Patents and Peintkd 
Publications; Interferencb— Priority, 
Foreign Patents.) 

1. Where an earlier English provisional spec- 
ification did not precisely anticipate the pat- 
ent in suit, it may be used to show that no 
invention was required to make the simple 
alteration or addition which distinguishes it 
from the patent in suit *McNab & Harlem 
Mfg. Ckx V. Nathan Mfg. Ckx, 40 O. G. 1240, C D. 
1887. 

S. An English patent is only effective from 
tbe date of its sealing as an anticipatory publi- 
cation. *Bli88 V. Merrill, 42 O. G. 07, C. D. 1888. 

8. The'filing of a "provisional specification" 
in the English patent oflfice secures to tbe ap- 
plicant for the term of six montlfe "provisional 
protection'* — i e., during this period the in- 
vention may be used and published without 
prejudice to any letters patent to be granted 
for the same, but does not invest the applicant 
^with any of the powers, rights or privileges of 
a patentee. 'Emerson, Smith & Ckx (Limited) v. 
Uppert, 42 O. G. 964, C D. 1888. 

4. The filing of a complete specification not 
only protects the invention for six months, but 
during that period the applicant is clothed with 
the like powers, rights and privileges as if let- 
ters patent had already issued. *Id. 

6. Foreign patents containing limited claims 



will not bar an applicant from securing in this 
country claims for a broader invention, pro- 
vided he can maintain and substantiate them 
in an interference contest Faure v. Bradley 
and Crocker v. Cowles and Co.wles, 44 O. G. 945, 
G D. 1888. 

6. When an English patent, though dated as 
of November 1, 1870, was not sealed until April 
2, 1871, held, that said English patent was not 
in fact issued until said latter data *The 
Holmes Burglar Alarm Telegraph Ca v. The 
Domestic Telegraph and Telephone Ca, 51 0. G. 
2083, a D. 1890. 

7. An invention patented abroad was not 
patented under the British law prior to the 
patent amendment act of 1852^ so as to operate 
as a bar to the grant of a patent or as a defense 
to a patent already granted, until the enroll- 
ment of the complete specification, and under 
that act and acts amendatory thereof prior to 
the act of 1883 the invention did not become 
patented until the filing of the complete speci- 
fication. De Ferranti v. Westinghouse, 52 O. G. 
457, C. D. 1890. 

8. The ffict that the specification of a British 
patent was accessible to public inspection on a 
certain date is immaterial, for it was not then 
a printed publication, and it certainly was not 
a patent Id. 

9. It cannot be contended that an invention 
was either patented or described in a printed 
publication by reason of the filing of the pro- 
visional British specification or the later filing 
of the complete specification. Under the Brit- 
ish act of 1883 the filing of the complete speci- 
fication is not accompanied by publication as 
was the case under the prior acts. Id. 

10. It cannot be said that under the present 
law an invention is patented before the seal is 
finally attached. Id. 

11. The Spanish law permits a patent for 
twenty years, but if a patent has been obtained 
in one or more foreign countries the term is 
for ten years only. 'Accumulator Ca v. Julien 
Electric Ca, 57 Fed. Rep. 605 (1898). 
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FORMER DECISIONS AFFIRMED. 

1. Commissioners' decisions in Ex parte Dem- 
ming, C. D. 1884, 18, 26 O. G. 1207 ; Ex parte 
Kerr, id. 27, 28 O. G. 95 ; Ex parte Holt, id. 48, 
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29 O. G. 171 ; and Ex parte Wilkin, id. 71, 29 
O. G. 950, approved. Ex parte Paige, 40 O. G. 
807, C. D. 1887. 

2. The decision of the United States court in 
the case of Uhlmann ▼. Bartholomae & Leicht 
Brewing Co. followed in holding that the pat- 
ent granted to the senior party was a yalld pat- 
ent Zwietusch v. Stockheim, 58 O. G. 755, 
C. D. 1890. 

8. Smith & Griggs Mfg. Ca ▼. Sprague and 
City of Elizaueth v. Pavement Ck>. applied and 
explained. *Root v. Third Avenue R Ca, 46 
O. G. 1393, G D. 1889. 

4. Previous decisions discussed and prin- 
ciples deduced. *Reeoe Button-Hole Machine 
Co. v. Globe Button-Hole Machine Ca, 67 O. G. 
1720, a D. 1894 

INDUSTRIAL UNION. 

(See International Convention.) 



INFRINGEMENT. 

(See Damages and Profit; Injunction; 
MARXiNa Articles ''Patented;" New 
Trial; Practice in the Courts; Suits 

FOR INFRINOEMENT ; TRADE-MARK&) 

L In General. 
n. Burden op Proof. 
IIL Claims for Combination. 
IV. Contributory. 
V. By Counties and Corporations. 
VL By Manufacture Without Use. 
VIL Making and Selling. 
VHL Process, 
IX. Secret Use. 
X. State of the Art. 
XL Particular Cases. 

I. In General. 

1. The aBsignment by a patentee of his inter- 
est in a patent does not prevent him from re- 
covering for an infringement during the time 
he was owner of it 'May v. Saginaw Co., 82 
Fed. Repi 629 (1887)l 

2. There may he several judgments in respect 
to the same act of infringement, but there can 
only be one satisfaction. *Jennings v. Dolan, 
88 O. G. 1018, G D. 1887. 

8. Where an improvement is made and pat- 
ented in a machine, the first patentee cannot use 
the improved machine without the consent of 
the second, and the second cannot use his ma- 



chine without the consent of the first *Royer ▼. 
Coupe, 39 O. G. 239, G D. 1887. 

4. If the first patentee's machine is not oper- 
ative and the second patentee's is operative, the 
first patentee must be confined to his own par- 
ticular application of his principle, and there is 
no infringement by the second patentee. *Id. 

5. The patent hdd infringed by defendants' 
I4)paratus, although the latter diffeiB somewhat 
in construction from that described in the pat- 
ent The fact that the main features in the 
patented apparatus — such as the circuit- 
breaker, single circuit, operating the gas-cock 
directly by the armature — are old should not 
limit the patentee to the exact form of mech- 
anism found in the patent *Boston Electric 
Ca V. Fuller, 39 O. G. 710, G D. 1887. 

6^ An infringement results when defendant 
employs the equivalents of the elements of the 
combination claims of the patent in suit for 
substantially the same purposes and with sub- 
stantially the same result *Bames v. Ruthen- 
burg, 40 O. G. 693, G D. 1887. 

7. The use of a device doing the same work 
in substantially the same way and accomplish- 
ing substantially the same result as another 
patented device is an infringement of the pat- 
ent ^Shaver v. Skinner Mfg. Ca, 41 O. G. 232, 
G D. 1887. 

8. An improvement including a patented de- 
vice or combination infringes the patent *Id/ 

9. Where the supposed infringing machine 
was for the same purpose as complainant^s pat- 
ented machine and produced the same result 
in operation but by different means from those 
claimed in the patent in suit there was no in- 
fringement *Dryfoos v. Wiese, 42 O. G. 490, 
G D. 188a 

10. A claim is not avoided because the speci- 
fication does not describe details of construc- 
tion in elements of the claims well known in 
the particular art and employed only by the 
defendant *Triompson v. Gildersleeve^ 43 O. G. 
886, G D. 188a 

11. The infringement of a patent is in the 
nature of a trespass upon the exclusive rights 
of the owner of the patent secured by it^ for 
which an action would lie at common law. 
The action would be an action on the case as 
for a tort in which all who participate are 
principals, and for which they are jointly and 
severally liable for the whola *Babcock & 
Wilcox Ca V. Pioneer Iron Works, 48 O. G. 756^ 
GD. 188a 

12. The mere change in form or an altera- 
tion in unessential parts, or the use of known 
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equivalent powers not varying essentially the 
machine or its mode of operation or organiza- 
tion, will not avail to avoid infringement 
*The Butz Thermo-EIectric Regulator Ca v 
Jacobs Electric Ca, 45 O. G. 833, C. D. 188a 

IS. Where an invention is one of a primary 
character and the mechanical functions per- 
formed by the machines are as a whole en- 
tirely new, all subsequent machines which em- 
ploy the same means to accomplish the same 
results are infringements, although the subse- 
quent machines may contain improvements in 
the separate mechanisms which go to make up 
the machine. *Morley Sewiug Machine Co. v. 
Lancaster, 47 O. G. 267, C. D. 1889. 

14. To justify a decree for infringement act- 
ual proof must be presented of the defendant's 
illegal acta It will not do to substitute there- 
for suspicion and conjecture. *Winne v. Bedell, 
49 O. G. 2152, C. D. 1889. 

15. Where defendants in their apparatus 
used an instrument which was recognized in 
the art as an equivalent of certain devices 
shown in the patent^ the fact that said instru- 
ment is made to perform an additional func- 
tion in the defendants' apparatus will not relieve 
them from the charge of infringement so long 
as all the elements of the complainants' patent 
are embraced in their system. *The Holmes 
Burglar Alarm Telegraph Ca v. The Domestic 
Telegraph and Telephone Ca, 51 O. G. 2083, 
a D. 1890. 

16. Where in a suit for infringement it ap- 
peared that an interference had been declared 
between the claims of the patent in suit alleged 
to have been infringed and a prior and still 
pending application for patent, and that in 
said interference proceeding priority of inven- 
tion was awarded in favor of the applicant as 
against plaintiff's assignor, and that under the 
proofs before the court such an award was in- 
disputable, held, that said application was com- 
petent evidvDce upon the issue whether the 
plaintiff's assignor was the original and first 
inventor of the thing alleged to be within the 
claims of the patent in suit *Westinghouse, 
Jr. V. The Chartiers Valley Gas Ca, 53 O. G. 
599, a D. 1890. 

17. Where in a suit for infringement it ap- 
peared that plaintiff was not manufacturing 
and had not manufactm*ed or sold any ma- 
chines under the patent in suic» but manufact- 
ured a machine made under an earlier patent 
and seemed to be using the latter patent merely 
to keep other manufacturers out of the mar- 
ket, held that, whatever its technical right to 



make use of the patent might be, its conduct 
evidently deprived the public of whatever ad- 
vantage the patent in suit possessed, contrary 
to the true policy of the patent lawa •Amer- 
ican Roll Paper Ca v. Knopp, 54 O. G. 139, C. D. 
1891. 

18. A foundation patent is infringed by a 
machine in which each of the mechanisms per- 
forms the same function as the corresponding 
mechanism in the patented machine in sub- 
stantially the same way and with substantially 
the same result, even though there are differ- 
ences in form and structure tending to sim- 
plicity and perhaps improvement ^National 
Typographic Ca v. New York Typograph Ca» 
56 O. G. 661, G D. 1891. 

19. The defendants were not bound to in- 
quire whether their purchasers were licensed 
by the plaintiff to use the invention, and hav- 
ing done no wrong themselves they are not 
answerable for the unlawful acts of others. 
♦Lane & Park, 59 O. G. 788, G D. 189a 

20.. An infringement takes place whenever 
a party avails himself of the invention of the 
patentee without such a variation as consti- 
tutes a new discovery. *Norton v. Jensen, 60 
O. G. 1326, G D. 1892. 

21. Where there is a difference between the 
construction of a patent and the construction 
used by the defendant it is evidence of non- 
infringement, where the device of the defend- 
ant does not accomplish the results of the pat- 
ent *Simpkins v. Perry Pie Ca, 64 O. G. 869, 
G D. 1893. 

22. The patent is upon the device and not 
upon the functions, real or supposed, and if 
the device is appropriated in its essential feat- 
ures it will be an infringement notwithstand- 
ing some change in the location or relation of 
parts whereby a doubtful function of little 
comparative worth is eliminated. 'Western 
Electric Ca v. Sperry Electric Ca, 65 O. G. 597, 
G D. 1893. 

28. Although the defendants' improvement 
be an invented addition to the device in the 
complainant's patent and patentable as an in- 
dependent invention, yet a patent for the im- 
provement does not carry with it the right to 
use the complainant's invention. 'American 
Bell Telephone Ca v. Brown Telephone and 
Telegraph Ca, 65 O. G. 894, C. D. 189a 

24. Where the essential operations of two 
devices are wholly different held, that there is 
no equity in charging infringement upon a de- 
fendant who apparently accidentally adopts in 
the practice of his invention an immaterial 
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feature of the plaintifTs patent, which feature 
is of no value to the alleged infringing device 
and an alleged advantage to the patentee never 
contemplated by him nor alluded to in his 
specification. *Ball and Socket Fastener Co. 
V. Kraetzer, 65 O. G. 1591, C. D. 1893. 

2o. Where the specific device described in 
and covered by the patent sued on could not 
be used in the defendant's combination, nor 
his device be used in the machine in the pat- 
ent» this intercbangeability or non-interchange- 
ability is an important test in the question of 
infringement (Prouty v. Ruggles, 16 Pet 836 ; 
Brooks V. Fiske, 15 How. 212 ; Eames v. God- 
frey, 1 Wall. 570.) ♦Miller v. Eagle Mfg. Co., 

66 O. G. 845, G D. 189a 

26. Where the identity of the device sued on 
and the infringing device is admitted they can- 
not be patentably distinguished by a suggested 
distinction in the purposes to which they are 
respectively applied. (Knapp v. Morss, 65 O. G. 
1598, 150 U. a 221.) *Wollen8ak v. Sargent & 
Ca, 66 O. G. 1007, C. D. 189a 

27. Claim 20 is not invalid because inopera- 
tive for want of additional elements. The ap- 
propriate means for rendering the combination 
operative will be understood in any such case. 
This claim is valid and infringed. *I>eering v. 
Winona Harvester Works, 69 O. G. 1641, C. D. 
1894. 

28. The use of an infringing device is not 
justified by the fact that defendant had previ- 
ously attempted to use one made under com- 
plainant's patent, which proved to be uselesa 
♦Masseth v. Johnston, 67 O. G. 143, C. D. 1894. 

29. The refusal of a patentee to furnish his 
device, when requested, do&s not justify the use 
of an infringing article. *Masseth v. Reiber, 

67 O. G. 143, C. D. 1894. 

30. The fact that a person has made an im- 
provement on a patented machine does not give 
him the right to use such machine with his 
improvement nor absolve such use from being 
an infringement of it *Traver v. Brown, 69 
O. G. 1071, C. D. 1894 

31. A process patent, when involving a com- 
bination of different, elements, is similar to a 
patent for a combination of mechanical de- 
vlcea No infringement can be sustained unless 
every one of the constituent elements is em- 
ployed. (Cases cited.) *Kennedy v. Solar Re- 
fining Co., 69 Fed. Rep. 715 (1893). 

32. The infringement of a patented art or 
process consists only in the performance of all 
the acts of which it is composed, or their 
equivalents, in the manner and in the order in 



which they are claimed in the patent (8 Bolx 
Pat, sec. 925.) ♦Id. 

83. One who purchases a patented machine 
from an infringer and operates it unlawfully 
for a term of years cannot acquire a right to 
its use because the vendor and owner of the 
patent subsequently enter into partnership, and 
the owner is not estopped from charging in- 
fringement when no act calculated to deceive or 
mislead the defendant can be shown. ♦Thom- 
son-Houston Electric Ca v. Elmira and Horse- 
heads Ry. Ca, 74 O. G. 144, G D. 189a 

34. A device is none the less an infringe- 
ment because it contains an improvement upon 
the patented invention. ♦Robbins v. Dueber 
Watch Case Mfg. Ca, 74 O. G. 965, Q D. 18»a 

35. An inventor of a machine consisting of 
a new combination of old elements, which is 
shown by experiment to be valueless and im- 
practicable for the purpose intended, cannot, 
after obtaining a patent therefor, abandon his 
specifically-described novel invention and sub- 
stitute as a mechanical equivalent the methods 
of old machines which he claimed to have im- 
proved upon, and sue as infringers persons who 
employed the old device in the old way. ♦Car- 
ter Machine Ca v. P. H. Hanes & Co., 74 O. G. 
1277, C. D. 189a 

36. Mere change of proportion is not suffi- 
cient to avoid a charge of infringement, and is 
not, therefore, sufficient to establish difiference 
of invention. ♦Thomson-Houston Electric Ca 
V. Western Electric Co., 75 O. G. 847, G D. 
1896. 

87. A contention that defendants* device 
being patented is prima facie proof that it does 
not infringe complainant's patent, and that 
therefore it is not competent for the court 
upon inspection of the patents alone to adjudge 
infringement might be sustained in some 
cases ; but it cannot be in this one, where the 
patent set up by defendants is manifestly for 
an alleged improvement upon complainant's 
invention, the use of which it necessarily in- 
volves. ♦Hardwick v. Masland, 75 O. G. 350, 
G D. 189a 

38. A trespasser cannot acquire a legal right 
to the continuance in his wrongful acts with- 
out affirmative proof of some such act or omis- 
sion to act on the part of him whose property 
rights are invaded as would make it inequi- 
table to assert such rights. The inequity of 
permitting the enforcement of such claim is 
founded on knowledge of an opportunity to 
enforce rights on the one hand, and on changes 
in the conditions or relations of the adverse 
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party on the other. 'Imperial Chemical Mfg. 
Ca V. Stein, 75 O. G. 1551, G D. 1896. 

89. A claim which inclades '* means . . . 
for automatically opening and retaining*' is 
not infringed by a device which has means for 
performing but one of these functions. *Gou1d 
Coupler Ca t. Trogan Car Coupler Ca,75 O. G. 
2009, a D. 1896. 

40. A construction which might perform 
the functions of a complainant^s device to some 
extent) but which lacks a communication be- 
tween two parts substantially as described in 
complainant's specification, does not infringe a 
claim in which such communication is claimed 
"substantially as described." *Scarborough v. 
NeflP, 76 O. G. 475, G D. 1896. 

41. The court is not prepared, ii^ view of 
authorities, to sanction the proposition that the 
infringer of a patent may escape liability by 
showing that the legal owner is engaged In a 
supposed unlawful combination or trust *Na- 
tional Harrow Co. v. Quick, 76 O. G. 1574, C D. 
1896. 

42. In determining the question of rights in- 
tervening after the grant of a patent and be- 
fore an application for a re-issue, the office does 
not decide whether any of the claims of the 
original patent are infringed. The question of 
infringement is not involved. Loewer v. Ross, 
76 O. G. 1711, C. D. 1896. 

48. A mere transposition or reversal of parts 
is not a material departure from a patented in- 
vention and will not avoid a charge of infringe- 
ment *Soci6t6 Anonyme Usine J. CI6ret v. 
Hehfuss, 76 O. G. 886, G D. 1896. 

44. The fact that the infringing part is ca- 
pable of a lawful as well as an unlawful use, 
by way of reparation or restoration of a pat- 
ented device, does not raise the presumption 
that the lawful use is the one for which it is 
alone intended. *Thomson-Houston Electric 
Oa V. Kelsey Electric Railway Specialty Ca, 76 
O. G. 609, G D. 1896. 

45. Mere differences in form are not suffi- 
cient to avoid infringement ^Taylor v. Sawyer 
Spindle Ca, 77 O. G. 452, G D. 189a 

46. A series of guesses will not suffice to in- 
culpate a defendant Neither wiU the fact that 
lie received a bid for alleged infringing devices 
in behalf of another party, in the absence of 
any threat on his part and in the absence of 
any showing of profit resulting to him, render 
him liable.^ *Edison Electric Light Ca v. Kael- 
ber, 77 O. G. 1480, d D. 1896. 

47. Every patent for a composition must 
identify the composition by certain character- I 



istics or tests, and it is sound law and reason- 
able common sense to hold that the tests of 
prime importance in a suit for infringement 
are those which the patent itself sets up. 
*Matheson v. Campbell, 79 O. G. 686, G D. 1897. 

48. Mere reversal or immaterial change of 
parts will not avoid a charge of infringement 
(Cleret v. Rehfuss, 76 O. G. 836, 75 Fed Rep. 
657; Devlin v. Paynter, 69 O. G. 1365, 64 Fed. 
Rep. 390.) *Edward Miller <& Ca v. Meriden 
Bronze Ca, 79 O. G. 1520, G D. 1897. 

49. The fact that a defendant was using an 
article four or six months before a patent on 
the article issued and the further fact that the 
defendant did not respond to a notice advising 
him of the issue of the patent is not sufficient 
to prove infringement or an intent to infringe. 
♦Brill V. St Louis Car Co., 79 O. G. 2017, G D. 
1897. 

50. The Bowers patent has broad, generic 
claims, and all subsequent machines which em- 
ploy substantially the same means to accom- 
plish the same result are infringements, not- 
withstanding the subsequent machine may 
contain improvements in separate mechanism 
which go to make up the machine. *Von 
Schmidt v. Bowers, 80 O. G. 847, C. D. 1897. 

51. The fact that the first machine built by 
a patentee whose patent is sued on was not suc- 
cessful in operation is unimportant and no rea- 
son for denying him relief, especially where his 
subsequent machines have proved successful 
in practice. *Id. 

53. A patent owner who is suing an importer 
for infringement by the importation of infring- 
ing goods which have been detained by the 
customs officials and libeled for forfeiture be- 
cause of fraudulent undervaluation may, for 
the protection of his interests, be permitted to 
intervene in the forfeiture proceedings on giv- 
ing proper security. *United States v. One 
Case Chemical Compound (two cases). In re 
Soci^t^ Fabriques de Produits Chimiques de 
Thaun et de Mulhouse (two casesX 81 O. G. 804, 
C. D. 1897. 

II. Burden of Peoof. 

58. The burden of proof upon the issue of 
infringement is not satisfied merely by show- 
ing a state of facts from which infringement 
may be conjectured. *Morgan Envelope Co. v. 
The Albany Perforated Wrapping Paper Ca, 
60 O. G. 803. C. D. 1890. 

54. The burden of proving an infringement 
rests on complainant and it is not enough to 
show that defendant's furnace ought theoret- 
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icallj to perform the functions covered by the 
patent sued upon ; but the facts must be shown. 
^Siemens v. Chambers & M'Kee Glass Co., 62 
O. G. 1351, C. D. 1893. 

55. It is not presumptive evidence of in- 
fringement when a defendant offers no proof 
in support of his answer of intention not to in- 
fringe. The burden of showing infringement 
rests on complainant, and the law and well- 
settled practice forbids this burden being 
shifted upon the defendant. *Brlll v. St Louis 
Car Ca, 79 O. G. 2017, C. D. 1897. 

50. In a suit for infringement of a process 
and product patent covering a composition or 
chemical product, the complainant has sus- 
tained the burden of proof resting on him as to 
infringement when he shows that defendant's 
product corresponds to the tests of identity, 
and the burden is then upon defendant to show 
that it was not made by the patented process. 
♦Matheson v. Campbell, 79 O. G. 6^, G D. 1897. 

III. Claims for Combination. 

57. A patent for a combination is not in- 
fringed by the use of less than the entire num- 
ber of elements claimed. *Royer v. Schultz 
Belting Ca, 88 O. G. 898, C. D. 1887. 

58. The doctrine that a party may be held 
liable as an infringer solely because an article 
sold by him might be used by the purchaser as 
one element of a patented combination would 
be too dangerous to be upheld. *Snyder v. 
Bunnell, 38 O. G. 1180, C. D. 1887. 

59. Where all the parts claimed, with one 
exception, were old and had been used in a 
similar combination in other things of the same 
general character, the defendant not using the 
excepted part escapes infringement '^Bragg v. 
Fitch, 39 O. G. 829, C. D. 1887. 

60. When the patent in suit is the first in 
its particular field of invention, its claim is in- 
fringed by a combination which employs well- 
known mechanical equivalents to accomplish 
the results which follow from the combination 
claimed in the patent. *Tarrant v. Duluth 
Lumber Ca, 39 O. G. 1426, C. D. 1887. 

61. When defendants* machine did not have 
elements which could be successfully employed 
in the combination claimed in the patent there 
was no infringement *Gray v. Bangs, 40 O. G. 
812, C. D. 1887. 

62. The defendant using that part of the 
construction which produced the principal 
effect of the combination in the claim of com- 
plainants* patent, although dispensing with 



other parts of such combination, infringed 
such claiuL ^Thompson v. American Bank 
Note Ca. 45 O. G. 347, C. D. 188a 

68. Applying the rule that where none of 
the elements of a combination are new or are 
claimed separately and there are other similar 
kindred combinations in use, the patentae is 
limited to the particular form of the various 
elements composing the combination shown 
by his drawings to Letters Patent Na 804,195, 
granted August 26, 1884, to Herman Heine, for 
purifiers for the feed-water of steam-boilers, 
the patent is not infringed by a device differ- 
ing essentially therefrom in construction. 
♦Heine Safety Boiler Co. v. Smith Feed Water 
Heater and Purifier Co., 47 O. G. 1634, C. D. 1889. 

64. When the same thing is used in a series 
this should be considered as one entire thing 
and not a mere combination, and therefore the 
appropriation of any one of these things is an 
infringement of the whole. ^Morrison v. The 
Canton Surgical and Dental Chair Ca, 49 O. G. 
783, C. D. 1889. 

65. Where the patentee had described a de- 
vice of a certain shape and a use to which it 
might be put but did not claim it in that shape, 
either singly or in combination, Jield he could 
not maintain infringement against one who 
sold the device in that particular form only and 
who had not adopted the combination of the 
claim. *Winne v. Bedell, 49 O. G. 2150, C. D. 
1889. 

66. A party who uses a patented combina- 
tion cannot escape the consequences of in- 
fringement by showing that he uses something 
in addition to the combination. *Williame8 v. 
Barnard, 41 Fed. Rep. 358 (1890). 

67. To defeat a patent for a combination it 
is not enough to show that all the elements of 
the combination, separately considered, were 
old at the date of the invention. *Ala8ka Re- 
frigerator Ca V. Wisconsin Refrigerator Ca, 51 
O. G. 125, C. D. 1891. 

68. There cannot be any infringement of a 
combination claim unless every element of the 
combination or a mechanical equivalent of an 
omitted element is used. *Norton v. Jensen, 69 
O. G. 1326, C. D. 1892. 

69. The principle that "a combination is an 
entirety, and if one of the elements is given up 
the thing claimed disappears," prevails (Vance 
V. Campbell, 1 Black, 427), even where the pat- 
entee has claimed more than is necessary to the 
successful working of his device (McClain v. 
Ortmayer, 141 U. S. 419). *Vincent v. Rigby, 
58 Fed. Rep. 371 (1893). 
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71. Where a patent shows and describes a 
daplicate construction, but contains no descrip- 
tion of the manner in which one of the mem- 
bers of the construction can be used, and the 
defendant is using one member only, the bill 
will be dismissed. 'Pacific Cable Ry. Co. v. Butte 
City Street Ry. Ca, 66 O. G. 1768. G D. 1894. 

72. To constitute infringement of a combi- 
nation the alleged infringing device must in- 
clude every element of the combination as 
claimed. The fact that the omitted element is 
not of the essence of the invention is immate- 
rial 'Kinzel v. Luttrell Brick Ca, 73 O. G. 900, 
a D. 1895. 

78. A machine is a concrete thing, being an 
entirety of co-operating elements and agencies. 
When it consists of a combination of old ele- 
ments and devices, tlie leaving out of one of 
the essential elements of the combination de- 
stroys the identity of the combination, and a 
pereon cannot be sued as an infringer who uses 
a machine in which a material part of the com- 
bination patent is omitted. *Id. 

74. Where a patent is for a combination, to 
support a charge of infringement it must be 
shown that the infringer has used substantially 
the same combination, including every one of 
the elements thereof, or a mechanical equiva- 
lent for any one that has been omitted. *Erie 
Rubber Ca v. American Dunlop Tire Ca, 74 
O. G. 1443. C. D. 1896. 

76. The omission of a part whose presence 
or absence does not affect, essentially, the mode 
of operation nor determine whether a particu- 
lar apparatus exemplifies one patent or the 
other is of no significance. Thomson-Hous- 
ton Electric Ca v. Western Electric Ca, 75 O. G. 
347, C. D. 1890. 

7C. It is a rule of universal application in 
coDStruing "combination" claims that the 
omission in an alleged infringing device of one 
element of the combination embodied in any 
claim will repel the charge of infringement 
baaed on that claim. *Engle Sanitary and Cre- 
mation Ca V. City of Elwood, 75 O. G. 1718, 
C D. 1896. 

77. Combination patent held infringed by a 
device using but one element of the combina- 
tion. *American Graphophone Co. v. A met, 74 
red. Rep. 789 (1896> 

(The dalm in this case was substantially for the oom- 
Mnation, with a sound record formed in wax, of a re- 
lirodaoer haviiig a rubbing style for receiving sonorous 
Tlbratloiis from said record.) 

7H. Separate sale of such element by the pat- 
entee does not release it from the patent *Id. 



rV". Contributory. 

79. Where one makes and others sell infring- 
ing articles they are liable jointly and severally. 
♦Jennings v. Dolan, 38 O. G. 1018. C. D. 1887. 

80. Where a person makes and puts on the 
market an article which of necessity and to 
the knowledge of such person is to be used for 
the purpose of infringing a patent, such person 
will be held liable under the doctrine of con- 
tributory infringement *Snyder v. Bunnell^ 
88 O. G. 1130, C. D. 1887. 

81. In order to hold a party liable under the 
doctrine of contributory infringement, there 
must be proof that what he did was for the 
purpose and with the intent of aiding infringe- 
ment (Saze V. Hammond, 1 Holmes, 456.) *Id. 

82. The claims cover a window-screen frame 
made up of side pieces or bars having several 
specified features of construction. While it 
may not be an infringement to make these 
bars, defendants will be liable as infringers if 
they manufacture them with the intent that 
they shall be put together in the form of win- 
dow-screens. (Walker, Pat, sec. 407.) *SteamB 
V. Phillips, 43 Fed. Rep. 792 (1890). 

88. The sale of an element of a combination 
segregated from the whole combination does 
not break the patentability of the combina- 
tion. ^American Graphophone Co. v. Amet, 
76 O. G. 1273, C. D. 1896. Also 74 Fed. Rep. 789 
(1896). 

84. Claims 6, 7, 8, 12 and 16 of Letters Pat- 
ent Na 495,443, granted April 11, 1898, to the 
administrators of Charles J. Van Depoele, for 
a traveling contact for electric railways, which 
cover the combination consisting generally of 
an electric railway having an overhead con- 
ductor and a car for said railway provided 
with a *' trolley -stand " carrying a trailing arm 
which is pressed into engagement with the 
under side of the conductor, are not oontribu- 
torily infringed by defendant who makes and 
1 ells only the " trolley -stand " of the combina- 
tion. Thomson-Houston Electric Co. v. Kel- 
sey Electric Railway Specialty Ca, 76,0. G. 
2008, C. D. 1896. 

85. Where a patent covers the combination 
of a draw-head, a knuckle, a pivot-pin and a 
locking-pin, it is not infringed by a defendant 
who furnishes the knuckles to replace broken 
ones. *Shickle, Harrison & Howard Iron Ca 
V. St Louis Car Coupler Ca, 77 O. G. 2142, G D. 
1896. 

86. Defendants who aid and abet infringe- 
ment by intentionally and maliciously persuad- 



128 



INFRINGEMENT, V, VL 



ing and indacing the licensees of machines to 
exceed their licenses, and who furnish them 
with the means for such infringement, are 
themselves infringers and liable as tort-f easora 
The knowledge that the articles made and sold 
by defendants are to be used for infringing, 
coupled with an active intent that they shall 
be so used, constitutes contributory infringe- 
ment *Heaton Peninsular Button Fastener 
Ca V. Eureka Specialty Ca, 78 O. G. 171, Q D. 
1897. 

87. The principle governing infringement of 
combination patents, by furnishing a necessary 
element in the combination with the intent 
that it be used to eflfect infringement, is ap- 
plicable to a case where one sells an unpat- 
ented article with the knowledge and intent 
that it will be used to effect infringement by 
enabling a licensee to violate the conditions of 
his license. *Id. 

88. When complainant insists in his patent 
that one of the essentials to his device is a cer- 
tain connection with which the defendant may 
dispense, and which at best he uses not as es- 
sential to its construction, but as a mere con- 
venience to its operation, Jield, that infringe- 
ment is not shown. *£dward Miller & Co. 
v. Meriden Bronze Ca, 79 O. G. 1520, 0. D. 
1897. 

89. Where one makes and sells one element 
of a combination covered by a patentt with 
the intention and for the purpose of bringing 
about its use in such a combination, he is 
guilty of contributory infringement and is 
^ually liable to the patentee with him who 
in fact organizes the complete combination. 
*Thomson-Houston Electric Co. v. Ohio Brass 
Co., 80 O. G. 654, C. D. 1897. Also 80 Fed. Rep. 
713 (1897). 

90. Where a party makes a device which is 
adapted to be used only in a patented combi- 
nation and is offering said device for sale to 
the public, he is legally presumed to intend the 
natural consequences of his act, and it is there- 
fore held that he intended that the device made 
should be used in the patented combination, 
and an injunction will be granted. *Id. 

91. Many of the most valuable patents are 
combinations of non-patentable elements, and 
the only effective mode of preventing infringe- 
ment is by suits against those who, by furnish- 
ing the parts which distinguish the combina- 
idon, make it possible for others to assemble and 
use the combination, and who by advertise- 
ment of the sale of such parts and otherwise 



intentionally solicit and promote such inva- 
sions of the patentee's rights. *Id. 

92. A party may furnish parts for repairing 
and renewing a patented combination; but 
when he does so he must ascertain, if he would 
escape liability for infringement, that the one 
buying and using them for this purpose has a 
license, express or implied, to do sa *Id 

(The leading case on this subject to Wallaoe t. Holmes^ 
9 Blatchf . 66. 29 Fed. Bep. 79.) 

V. By Counties and Corporations. 

93. A suit brought against a county for in- 
fringement of a patent^ or for damages after 
the expiration of a patent^ may be maintained. 
♦May V. County of Ralls, 40 O. G. 57J, G D. 
1887. 

94. A contract for building a county jail 
provided for a patent lock device, which was 
put in by the contractor or a subcontractor, 
but without authority from the owner of the 
patent In less than two years after the county 
took possession of the jail the patent expired, 
and in the meantime the lock device was not 
used. The county authorities knew nothing of 
the contractor having put in the lock without 
authority from the patentee. Hdd^ that the 
county was not liable in tort for infringement 
of the patent *May v. Juneau Ca, 41 0. 6. 578, 
G D. 1887. 

95. Counties are liable for infringements of 
patents. Jacobs v. Hamilton Ca (1 Bond, 500) 
disapproved. *May v. Logan Ca, 41 O. G. 1887, 
G D. 1887. 

96. Where the council of Portland author- 
izes a contractor to lay a sewer in one of its 
streets in pursuance of a power contained in 
its act of incorporation, and in so doing the 
contractor infringes upon the patent of an- 
other for making sewer-pipe, the act being a 
corporate one for the benefit of the corpora- 
tion, it is liable for such infringement the same 
as a private corporation or person. *AsbestiDe 
Tiling and Mfg. Ca v. Hepp, 49 O. G. 413, G D. 
1889. 

VI. By Manufacture Without Use. 

97. It constitutes an infringement to manu- 
facture for the purpose of use^ even if not act- 
ually used. *The Butz Thermo-Electric Regu- 
lator Ca V. Jacobs Electric Ca, 45 O. G. 83^ 
G D. 188a 
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YII. Making and Selling. 

9S. It 18 DO justification for sach sales to al- 
lege that the patentees have violated their 
license contract with the vendor. ^Willis v. 
McCollin, 88 a a 1017, G Dl 1887- 

99. The claim being for a composition of 
matter or diy miztnre^ held not infringed by 
the sale of one of the materials forming part 
of the mixture, the use of both materials form- 
ing the mixture being old in the art *Greis v. 
Kimber, 44 O. O. 108, Q D. 188a 

109. The mere fact that a person sells an 
article to which a patented device may be at- 
tached does not make him an infringer, pro- 
vided the article is not so constructed that the 
patented device and no other can be used with 
it *Bli88 V. Merrill, 43 O. G. 97, C. D. 188a 

101. Where the article produced is perish- 
able in its nature, which it is the object of the 
Apparatus to deliver, and which must be re- 
newed periodically, whenever the apparatus is 
used, and where the article so produced is not 
patented, held, that there is no infringement of 
Che combination by the making and sale of the 
article. *Morgan Envelope Ca v. Albany Per- 
forated Wrapping Paper Ckx, 67 O. Q. 271, Q D. 
1894 

102. The fact that a defendant made and 
sold a patented article before the patent issued 
does not prove or tend to prove infringement 
•Brill V. St Louis Gar Ca. 79 O. G. 2017, C. D. 
1897. 

VIII. Process. 

108. It does not follow that processes are 
different because the various steps do not suc- 
ceed each other in precisely the same order, 
and an infringement is not thereby avoided. 
•Hammerschlag Mfg. Ca v. Bancroft 40 O. Q. 
1889, a D. 1887. 

104. When a patentee emphasizes in his 
specification and makes a part of the claim al- 
lowed by the patent office a particular step in 
a particular process, which step in the process 
the defendant does not use, it is not allowable 
for him to disregard that step or to contend 
that it is not essential. *Van Camp v. The 
Maryland Pavement Ca, 48 O. G. 884, Q D. 188a 

105. Even in a good claim for a composition 
of matter which is not described otherwise 
than by the process of making it nothing can 
be in infringement which is not made by the 
process described. *Id. 

100. The omission of a step of a process 
claimed averts the charge of infringement *Id. 

9 



107. A person who subsequently discovers a 
new mode of carrying out a patented process 
is not entitled to use the process without the 
consent of ihe patentee. *Morley Sewing Mar 
chine Co. v. Lancaster, 47 O. G. 267, G D. 1889. 

108. The discoverer of a process is only re- 
quired to point out one practicable method of 
using his process and may claim tribute from 
all who thereafter use the process, whether 
with his apparatus or with a different or im- 
proved meana *McCormick Harvesting Ma- 
chine Ca V. C. Aultman & Ca, 78 O. G. 1999, 
a D. 1895. 

109. Process claims of a patent in which one 
specific step of the process is described as af- 
fected by means of a particular device and in 
which there is no suggestion that such means 
could be dispensed with, even when the step 
referred to is stated in broad terms, are not in^ 
fringed by a process which employs some other 
meana ^Philadelphia Creamery Supply Ca 
(Limited) v. Davis and Rankin Building and 
Mfg. Ca, 79 O. G. 1194, G D. 1897. 

IX. Secbet Usb. 

110. In a suit for an alleged infringement 
conducted secretly in a manufactory, reliable 
evidence tending to show such infringement 
must be produced. The plaintiff cannot de- 
pend upon the chance of obtaining evidence to 
support the charge from the defendant and his 
workmen or from an inspection of his machin- 
ery. *Dob8on V. Graham, 48 O. G. 976, C. D. 
1889. 

111. Defendant's business is conducted in 
private. By contract and in equity his work- 
men are bound to secrecy. They have not been 
permitted to answer questions when it would 
tend to describe peculiarities of defendant's 
machinery, and the court cannot properly com- 
pel them to go further, nor compel defendant 
to submit his machinery to inspection, in ab- 
sence of a sliowing of positive knowledge that 
he infringes. *Dobson v. Graham, 49 Fed. Rep. 
17 (1889). 

112. Order to inspect premises of respondent 
where a process infringing a patent was alleged 
to be in use, granted on term& ^Maryland 
Hominy and Ceralline Ca v. Dorr, 55 O. G. 1143, 
G D. 1891. 

118. The defendants concealed their ma- 
chines so that the complainant could not make 
satisfactory proof of infringement Complain- 
ant thereupon called one of the directors of 
the defendant corporation and proved by him 
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cranks and levers visible to the senses and 
those employing compressed air, which oper- 
ates by modes not visible to the senses, as to 
which latter devices the circuit court held that 
" in judging of an infringement we are to di- 
rect our attention rather to functional equiva- 
lents than to mechanical equivalents,** we do 
not think well taken, even in favor of pioneer 
inventiona*' *Boyden Power Brake Ca v. 
Westinghouse Air Brake Ga, 73 O. G. 857, 
C. D. 1895. 

118. With respect to a primary or pioneer 
patent the well-settled rule is that the patentee 
who has by the success of his patent pointed 
out the combination of functions needed to 
reach the new result, and has claimed the 
combination of mechanical parts performing 
those functions, may enjoin the use of another 
machine producing the same result where the 
second machine differs from the first only in a 
substitution for parts or elements in the pat- 
ented device of parts or elements which, though 
different in form and kind, perform the same 
functions in substantially the same way. It 
may be that the substituted parts are well- 
known equivalents of those shown in the pat- 
ent for the performance of the functipns to 
which they are respectively applied, in which 
case there is manifestly no inventive faculty 
shown in the change ; or it may be that, being 
shown by the successful operation of the pat- 
ent the exact nature of the functions to be per- 
formed by a part of the patented device, the 
infringer by the use of his inventive faculty 
hits upon something as a substitute which wiU 
perform the same functions more completely 
and satisfactorily. In the latter case he is a 
tributary inventor; but he is none the less an 
infringer if he uses the whole machine, with 
equivalent combinations, even though the ma- f his substituted part» to accomplish the same 



that the defendants* machines contained the 
elements mentioned in certain claims of com- 
plainant's patents, and then moved the court 
for an order requiring the defendants to pro- 
duce drawings or a model of said machines or 
to permit complainant's experts to visit their 
shops and make such drawings from the ma- 
chines. Held, first, that although such order 
should not be granted upon mere suspicion or 
allegation of infringement* yet here, as the 
complainant had shown probable cause for be- 
lieving that infringement was going on, the 
order should be granted ; second, that the fact 
that an application for a patent on one of the 
defendants* machines was pending was no 
ground for denying the order, the rule of se- 
crecy in the patent office having no applica- 
tion to investigations of causes by the courts ; 
third, rule entered for the defendants to pro- 
duce drawings of the alleged infringing ma- 
chines upon payment of the cost thereof by 
the complainant 'Diamond Match Co. v. Osh- 
koeh Match Works, 69 O. G. 1508, Q D. 1894. 

« 

X. Statb of thb Art. 

114. Where an infringer has attempted to 
avoid the patent by the use of a well-recog- 
nized mechanical equivalent, the court is bound 
to look to the state of the art at the time the 
patent was applied for to determine the limita- 
tions of the claim. *Rodebaugh v. Jackson, 47 
O. G. 658. C. D. 1889. 

115. Where an invention is of a primary 
character and stands at the head of an art, it 
is entitled to a liberal construction of its claims, 
and all persons who make devices or machines 
operating on the same principle and perform- 
ing the same function by analogous means or 



chine may be an improvement of the original 
and patentable as such, are to be treated as 
infringers. *Norton v. Jensen, 60 O. G. 1326, 
a D. 189a 

lid. Where a device covered by a patent 
granted two and one-half years after the date 
of the patent in suit was invented before that 
of the earlier patentee, and such earlier pat- 
entee had full knowledge of it before he made 
his alleged invention, hddf that the device cov- 
ered by the later patent should be considered 
as part of the art as it existed at the date of 
the earUer patent *Duer v. Corbin Cabinet 
Lock Co., 63 O. G. 1060, C. D. 189a 

117. "The distinction suggested by the cir- 
cuit court between inventions employing 



new result *McCormick Harvesting Machine 
Ca V. C. Aultman & Ca, 73 a G. 1999, C B. 
1895. 

119. The rule as to infringement of patents 
for pioneer inventions, which point the way to 
new products or results, is analogous to that 
applied to cases involving process patents. *Id. 

XI. Pabtioulab Oases. 

120. Each of the claims of this patent being 
limited to a buckle having a spring-clainp 
composed of two elastic wings or arms ap- 
proaching each other, but not connected, they 
are not infringed by a buckle having its wings 
or arms firmly joined, and poeseBsing no more 
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TeeilieDcy than is due to the character of the 
material, although it performs all the func- 
tions of the patented buckla *Brufif v. Water- 
bury Buckle Ca, 38 O. G. 1250, C. D. 1887. 

121. In action for infringement of Letters 
Patent Na 77,920, issued to Herman and Louis 
Royer, May 12, 1868, for a machine for treating 
hides, plaintiffs' machine softened the hide by 
fastening it to a vertical shaft revolving in a 
crib, in which the hide was revolved under the 
pressure of a weight in the upper part of the 
crib, through which the shaft passed. Defend- 
ant's machine softened hides in the same way, 
except that his shaft was horizontal and the 
pressure on the hides was applied through tlie 
head of the crib by screws. Held an infringe- 
mentk the principle and method of the plaint- 
iffs being used in the design of the defendant 
•Royer v. Coupe, 89 O. G. 239, a D. 1887. 

IS!!. Where the specification showed that 
one material part of the invention was the de- 
tachment of the piston from the piston-rod, 
Ae^ that a steam bell-ringer not containing 
this contrivance did not infringe the patent, 
although the most important features of the 
bell-ringer were suggested by the invention of 
the patentee. Decree of court below af^med. 
""Snow V. The Lake Shore and Michigan South- 
em Ry. Ca, 89 O. G. 1081, C. D. 1887. 

128. When the original patent described and 
claimed a "bridge-piece," it described and 
claimed a piece which crossed an open space. 
*Patent Clothing Ca (Limited) v. Glover, 40 
O. G. 1185, a D. 1887. 

124. The defendants, not using a bridge- 
piece which crossed an open, spacer did not in- 
fringa *Id. 

125. Although defendant employed a higher 
heat than that described in the patent and 
cooled the springs by plunging them into cold 
mrater, the patent being silent as to the method 
of cooling the springs, the patented method 
ip^as infringed. *Cary v. Lowell Mfg. Co. (Lim- 
itedX 40 O. G. 1289, C. D. 1887. 

126. Where a patent is limited by disclaimer 
to a flat or *' tape-wire" knife for cutting 
dough, there is no infringement in the use of a 
round wire. *I>osh v. A. J. Medlar Ca (Lim- 
itedX 40 O. G. 1242, a D. 1887. 

127. Buttons similar to those made by the 
patentee's process were old, and the defendant 
in manufacturing a like article is not liable for 
infringement of any patent *Cottle v. Kre- 
mentz, 40 O. G. 1948, G D. 1887. 

128. The claim in controversy called for 
^'oater sheets or layers of celluloid and an in- 



terlining of textile or fibrous material" The 
infringing article was made by one of the de- 
fendants of two sheets of muslin or cloth with 
a paper interlining, and sent in this form to 
another of the defendants, who placed a thin 
coating of zylonite upon one side of the com- 
pressed fabric and returned the same to the 
first defendant, who shaved off the clotli edge 
of the fabric and turned the zylonite side over 
upon itself, so that there was a surface of zy- 
lonite upon both sides of the collar except at 
the neckband. These collars were then sold 
by the third defendant Held, that the claim 
of the patent had been infringed by each of 
the defendanta ^Celluloid Mfg. Co. v. Ameri- 
can Zylonite Ca, 40 O. G. 1453, C. D. 1887. 

129. It being contended that the fabric as 
manufactured did not infringe the patent, and 
the conversion of it into a collar being by an 
old and well-known method, held, that the ques- 
tion was whether an unpatented fabric had 
been changed into a patented one, and not 
whether a change had been effected by a fa- 
miliar method. *Id. 

130. A patent upon a device for an improve- 
ment in wagon-gear, designed to render the 
wagon-gear elastic and to relieve the strain 
upon the side springs, reach and head-block, is 
infringed by using a device substantially the 
same, although the latter is utilized also to aid 
the wagon to track. *Shaver v. Skinner Mfgp. 
Ca, 41 O. G. 282, C. D. 1887. 

181. Although the bustle manufactured and 
sold by defendant was made^ for all practical 
purposes, in imitation of the bustle patented by 
complainant, except that it was of rattan in- 
stead of wire, yet, as complainant in his speci- 
fication limited himself to a bustle made of 
wire^ he authorized the public to make and use 
bustles of any other material, and cannot com- 
plain of such use as an infringement of his 
rights. 'Western & Wells Mfg; Ca v. Boeen- 
stock. 41 O. G. 864, C. D. 1887. 

132. Round rock-shafts in tilting malt-kiln 
trays are old and now common property, and 
it is an old expedient to tilt frames by square 
rock-shafts ; but where the patentee sees fit to 
limit his claim to a square rock-shaft, the de- 
fendants who use a round shaft cannot be held 
liabla Also, while a patent may cover a new 
hook, it cannot prevent the use of an old door- 
latch. •Toepfer v. Goetz, 41 O. G. 988, G D. 
1887. 

138. A patent claiming as an element in a 
combination "double braces,** which are de- 
scribed in the specification and shown in the 
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dnwinga as extended in oppoeite directiona, 
is nofe infringed by a construction where the 
" braces " extend in tlie same direction with a 
manifest advantage. *Moras t. Manchester, 41 
O. G. 18»2, G D. 1887. 

184. Where complainant's patent claimed 
*' conical feed-rolla," and the defendant's ma- 
chine had short cylindrical feed-rolls feeding 
in a circular direction, these latter rolls were 
not the equivalent of complainant's conical 
feed-rolls, and there is no infringement *Dry- 
foos V. Wiese, 43 O. G. 490, C D. 188a 

185. The complainant's patent is held to 
claim a spring-impelled cash-carrier and to 
have been infringed by a cash-carrier impelled 
by the expansion of compressed air. *Rapid 
Service Store By. Ca v. Taylor, 42 O. G. 721, C. D. 
188a 

18^ Where the defendant's anvil was made 
in separate parts, while the complainant's was 
a single piece, if the operation and results of 
each wer^ the same, one construction was the 
equivalent of tlie other. *Thompeon v. Gilder- 
sleeve, 43 O. G. 886, C. D. 188a 

187. The claim of the patent embracing a 
longitudinal groove as a guide for honey combs, 
the employment of pieces of wax as a guide is 
not a mechanical equivalent and not an in- 
fringement *Forncrook t. Boot 43 O. G. 984, 
a D. 188a 

188. The cylinder of the claim being de- 
scribed as having chambers or depressions, 
and the defendants' cylinder being smooth 
throughout there was no infringement in this 
particular. *Hendy v. The Golden State and 
Miners' Iron Works, 43 O. G. 1117, C. D. 188a 

189. The process consisting of subjecting the 
slab of celluloid to pressure, then heating the 
mass from below, then applying the heat above, 
held infringed by defendants' process, in which 
the heat is first applied from above and after- 
ward from below. *Ce]luIoid Mfg. Ca v. Amer- 
ican Zylonite Ca, 42 O. G. 961, Q D. 188a 

140. A hay-press adapted to bale two bales 
at the same time, having a partition-board at- 
tached to and moving with the follower, is not 
infringed by a press having a partition-board 
which is removed before the pressure is ap- 
phed and does not perform the offices of the 
complainant's board except to a limited ex- 
tent *Kulp V. Souder, 45 O. G. 712, C. D. 188a 

141. The first claim of Letters Patent No. 
252,230, granted January 10, 1882, to George 
Ligowsky, for a target-trap — being " the com- 
bination, in a target-trap, of a spring-lever, a 
rack, and an adjustable tension-arm carrying 



the trigger, with which latter is engaged said 
lever " — is not infringed by a target-trap not 
haying such notched rack and in which the 
adjustable tension is not produced by means of 
the tension-arm, but by means of a screw which 
operates a rod attached to the lower end of a 
coiled spring. ^ligowsky Clay Pigeon Ca ▼. 
Peoria Target Ca, 45 O. G. 1457, C D. 188a 

142. The distinguishing feature of the Teipel 
patent being that it is adapted to the use of 
the longitudinally-strained spring, and not the 
coiled spring, and the first and second claims 
being for the combination of the spring strained 
between the end of the lever and the point at 
which it is fastened to the bed-piece, they are 
not infringed by the defendants' device, in 
which such strained spring does not appear. *Id. 

148. Where the claim is limited to a lever 
locking in vertical position, and defendants' 
lever, like a prior patented lever locked in a 
horizontal position, held, that the claim is either 
anticipated or not infringed. *Bodebaugh v. 
Jackson, 47 O. G. 658, Q D. 1889. 

144. Where after official rejection a pat- 
entee's claim was limited to the specific dcTice 
described, in which the lever for operating the 
dog-bar locked when in vertical position, and 
the defendant's lever was so arranged as not 
to lock in that position, held to be no infringe- 
ment *Bodebaugh y. Jackson. 47 O. G. 660, 
G D. 1889. 

145. The combination covered by the third 
claim of plaintiffs' patent which includes an 
inclined and retreating anyil to sustain the wire 
of the staple while being bent and to support 
the staple while being driven, is infringed by 
defendant's device having a two-part anvil, 
which, though different in form, accomplishes 
the same result in the same way. ^Tliompsoa 
V. American Bank Note Ca, 48 O. G. 540, a D. 
1889. 

146. The only difference between the two 
gripping devices is that the pulleys in the de- 
fendant's device are connected with the mov- 
able jaw, while in the device of the patent they 
are conoected with the fixed jaw; and in the 
patented devices the movement of the lower 
jaw to release the cable is a yertical movement 
both as respects the fixed jaw and the pulleys; 
while in the defendant's apparatus the moye- 
meut of the lower jaw is a vertical moyement 
as respects the fixed jaw, but not as respects 
the pulleys. These are merely formal differ- 
ences. They do not involye any inventiye 
thought and are immaterial as respects the 
function and mode of operation of the pfurts of 
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the Gombination. *Root v. Third Avenue R Co., 

48 O. G. 674, C. D. 1889. 

147. The selling by the defendant of valves 
under the name of "Foley's," or "Foley's Pat- 
ent Valves and Overflows," signifies that they 
are the kind of valves invented and patented 
by Fol^, but not that they are the valves which 
he or his sucoessor is manufacturing. *Adee 
V. Peck Brothers & CkK, 48 O. G. 823. C. D. 1889. 

148. Defendant's lock was substantially 
identical with the lock of the defendant in 
Yale Lock Ca v. Berkshire Nat Bank, except 
that in the latter there was an additional dog 
controlled by the time mechanism, which dog 
added nothing to the efficiency or value of the 
lock. The defense of that case was assumed 
by a lock company, or its president, who after- 
ward became president of defendant, and all 
the questions presented here were presented in 
that case. On the authority of that case, held, 
that defendant's lock was an infringement. 
•Yale & Towne Mfg. Co. v. Consolidated Time 
Lock Ca, 48 O. G. 1399, C D. 1889. 

149. Letters Patent Na 170,012, granted No- 
vember 10, 1875, to John B. Newbrough, for 
improvement in dental chairs, Md not to be 
infringed by a device used by the defendant^ 
which simply operates to regulate the tilt of 
the back of the chair and not to tilt the body 
of the chair, which was the object of patentee's 
invention, and where it appears that the tilting 
of the back of the chair in the complainant's 
case is made by a different apparatus entirely 
from that used by defendant 'Brush v. Condit 

49 O. G. 1211, C. D. 1889. 

150. The construction claimed in Letters 
Patent Na 272.598, granted February 20, 1883, 
to John F. Steward, has for its object to pro- 
vide means in an automatic grain-binder to 
automatically regulate the position of the band 
on the gavel without aid or attention from the 
operator, and in view of the prior state of the 
art the claims must be restricted to the exact 
combinations set forth in them, and such 
claims are not infringed by parties using a dif- 
ferent construction. *Deering v. McCormick 
Harvesting Machine Co., 52 O. G. 1223, C. D. 1890. 

151. A claim in Letters Patent No. 266,918, 
granted October 31, 1882, to John F. Steward, 
relating to a construction for compressing the 
g^ain before tying, in connection with a spring- 
link for relieving the strain and avoiding break- 
age, is not infringed, in view of the prior state 
of the art, by a device for the same purpose 
which is not identical with the construction 
aet forth in such claim. *Id 



152. The Scribner lamp held to infringe the 
Brush patent, as it contemplates a dissimulta- 
neous arc-forming separation by mechanism 
not radically different from that of Brush. 
♦Brush Electric Co. v. Western Electric Light 
and Power Co., 52 O. G. 1950, a D. 1890. 

158. The patent is infringed by a device 
whose only difference from the patented ma- 
chine is that its trip-rod receives the stroke of 
the hammer in its backward instead of its for- 
ward motion. *Walker v. City of Terre Haute, 
54 O. G. 507, C. D. 1891. 

154. Where in a suit for infringement it 
appeared that the patent in suit was granted 
August 13, 1889, on an application filed Decem- 
ber 2, 1887, and renewed March 28, 1889, and 
that the defendants manufactured and sold the 
alleged infringing machine made in accordance 
with letters patent issued to defendants' as- 
signor December 4, 1888, on an application filed 
September 8, 1888, held, assuming that defend- 
ants' machine embodied substantially the same 
invention claimed and described in the patent 
in suit, and that the device of said patent 
possessed patentable novelty, that under the 
circumstances and in the absence of other evi- 
dence, the court would not presume that plaint- 
iff's assignor was the first inventor, simply 
because his application for a patent was first 
filed. Held, further, that the burden was on 
the plaintiff to establish that he was the first 
inventor; that such fact had not been shown, 
and that it was just as reasonable to infer that 
defendants' assignor was the first inventor. 
♦American Roll Paper Ca v. Knopp, 54 O. G. 
139, C. D. 1891. 

155. A patent for a lens-holder is infringed 
by a lens-holder having a number of pieces 
operating in substantially the same way as the 
patented article, even though the number of 
pieces is not the same in the two holders. 
♦White V. Walbridge, 56 O. G. 1204, C D. 1891. 

156. The words of the claim and specifica- 
tion which refer to the body of the vessel as 
"globe-shaped" or "spherical" must be taken 
in their ordinary rather than their mathemat- 
ical signification, and infringement cannot be 
avoided by merely elongating the body so as 
to render it an ovoid rather than a sphere or 
globe. «Ripley v. Elson Glass Ca, 60 U. G. 298, 
C. D. 1892. 

157. The claim for "A new article of man- 
ufacture, a smoking pipe made of corncob, in 
which the interstices are filled with a plastic 
self-hardening cement, substantially as and for 
the purposes set forth/' Jield infringed when 
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any plastic mixture — such as ground corncob 
and starch or ground corncob and shellac — 
which will set or harden is applied as a filler 
to the exterior surface of the bowl of a 
corncob pipe, and that it makes no difference 
whether the plastic self -hardening mass is 
moistened and mixed before it is applied or in 
the act of applying. *IL Tibbe & Son Mfg. 
Ckx T. Lamparter, 61 O. G. 427, Q D. 1892. 

158. Where the claim is for " the treatment 
of the prepared rawhide in the manner and 
for the purposes set forth/' and the process as 
described comprehends "the removal of the 
hair firom the hide by means of sweating/' and 
further avers that the patentee avoids "the 
Qse of lime, acid or alkali," a treatment which 
omits the ** sweating" but uses the "liming" 
process is not an infringement *Royer v. 
Ck)upe, 62 O. O. 818» Q D. 189a 

159. Where the complainants' instruments 
differed in mechanical structure from those of 
the defendant to such an extent as to result in 
a noticeable difference in the tones of the in- 
struments, calling for a different kind of trade, 
heid, that there was no infringement *Dob- 
son ▼. Oubley, 63 O. G. 1059, C. D. 1893. 

160. The infringement is not avoided by so 
attaching the gripping device that it may be 
detached when required, for the terms " per- 
manently attached" in the claim import 
merely, that the gripping device is an essential 
part of the car, and not that it is incapable of 
removal 'Pacific Cable Ry. Co. v. Butte City 
Street Ry. Ca, 64 O. G. 1897, Q D. 189a 

161. Claim 1 of Patent Na 228,812, dated 
January 27, 1880, describing a swinging ele- 
vator located upon the grain or ascending side 
of the main belt» pivoted at its lower end and 
movable at its upper end, cannot be construed 
to cover a similar device located upon the stub- 
ble side, pivoted at its upper end and swing- 
ing at its lower end, particularly in view of the 
facts that the patent is not a pioneer patent 
that the specification confines the invention to 
the terms of the claim, that in no one of the 
six claims is there a suggestion that the ele- 
vator or belt could be located upon the stubble 
side, that the invention was of doubtful utility 
and never went into practical use, that the 
mechanism set forth in the patent to Bullock 
and Appleby of October 81. 1882, No. 266,949, 
under which the defendant manufactured its 
machines, was extensively sold throughout the 
country for about eight years before any asser- 
tion of adverse right under the Olin patent the 



plaintiff himself becoming a licensee under the 
patent and that though Olin, while in the pat- 
ent office, was thrown into an interference with 
another application having broader claims, he 
made no attempt to insert such broader claims. 
The Olin patent was not infringed. *Deering 
V. Winona Harvester Works, 69 O. G. 1641, 
C. D. 1894. 

162. The claim for " a toy bank consisting 
of a hollow toy provided with a coin-receiving 
and coin-discharging aperture^ a movable 
cover for the discharging aperture^ and a 
spring-latch to secure the same from within, 
said spring-latch being normally closed, but 
constructed to be opened by the weight of the 
coin within," held infringed by a device con- 
sisting of the same elements, but in which the 
cover to the discharging aperture is retained 
in place until a pressure applied through the 
contained coin greater than the weight of the 
coin releases said cover. *Colby v. Card, 69 ^ 
O. G. 126, G D. 1894. 

168. A patent for an improvement in shirts, 
all the claims of which apply only to shirts 
which have a double or supplementary front 
is not infringed by a shirt having a false front 
forming part of the shirt, giving the appear- 
ance, without the reality, of a double or sup- 
plementary front *Knit Goods Patents Ca v. 
Shuman, 69 O. G. 511, G D. 1891 

164. Claims 1, 2 and 4 in Patent Na 860,070, 
dated March 29, 1887, to George Westinghouse, 
Jr., for an improvement in brake mechanism, 
which broadly covers " an auxiliary valve de- 
vice, actuated by the piston of the triple valve 
and independent of the main valve," heid in- 
fringed by a structure in which the piston of 
the triple valve acts upon the auxiliary valve, 
not directly, but by opening a port which re- 
duces pressure on one side of another piston in 
a supplemental chamber, the movement of such 
supplementary piston opening the auxiliary 
valve. *Westinghouse Air-Brake Ca v. New 
York Air-Brake Ca, 70 O. G. 888, G D. 1895. 

165. aaim 1 in Patent Na 876,837, dated 
January 24, 1888, to George Westinghouse^ Jr., 
for an improvement in fluid pressure aiitomatio 
brake mechanisms, which broadly is for a 
piston actuated '* by pressure from an auxiliary 
reservoir," held infringed by a structure in 
which the piston is moved by a charge from 
an additional reservoir charged in the same 
way as the auxiliary reservoir is charged. *Id. 

166. Because the differences do not involve 
invention and the function is the same in both. 
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there is iDfriDgement *Holmes v. Trumaa, 78 
a G. 448, C. D. 1895. 

167. Claim 1 of letters patent to A. A. White- 
ley, Na 418,257, for an elastic cord exercising^ 
apparatus, issued December 81, 1889, field in- 
fringcxL "The function, utility or result of 
defendant's apparatus is contained in that of 
complainant • . . An infringement is not 
avoided because the infringing device is bet- 
ter, more useful and more acceptable to the 
public than that of the patent infringed, nor, 
on the other hand, because the infringing de- 
vice by some colorable variation or expedient 
merely impairs or narrows the function and 
usefulness of the device infringed.'* *Whiteley 
V. Fadner, 74 O. G. 968^ Q D. 1890. 

168. Browning's device does away with the 
presence of a trainman in coupling cars, since 
it is automatic in its character, and a claim for 
it is not infringed by a device which is without 
any automatic means for necessarily placing 
Uie device in position for coupling. *Gould 
Coupler Ca v. Trojan Car Coupler Ca, 75 O. G. 
9009, a D. 1890. 

169. The patentee placed between the dies 
used in making his articles short sections of a 
smooth straight-sided tube. One efifect of the 
dies is to change the thickness of metal of these 
sections by swaging or upsetting. This is not 
infringed by a process for making similar arti- 
cles in which sections of a corrugated tube are 
used, in operating upon which the effect of the 
dies is to fold or unfold the corrugations with- 
out upsetting the metal or changing its thick- 
neas. *Jackson v. Birmingham Brass Ca, 75 
O. G. 677. G D. 1896. 

1 70. The fact that defendant employs a paper 
impregnated with a wax having a melting- 
point different from that of the wax used by 
complainant is not sufficient to avoid infringe- 
ment when the essential characteristic of the 
wax employed in each case is its hardness and 
the degree of hardness is the same in both. 
•A. B. Dick Ca v. Henry, 75 O. G. 1304, a D. 
1806. 

1 71. A claim for a torpedo, a detachable clip^ 
and means for attaching the clip to the torpedo 
is infringed by a device which has the same 
elements, although differing in detaila *Ben- 
nett V. Schooley, 76 O. G. 885. C. D. 1896. 

172. A claim which includes as a persistent, 
express and pronounced feature an air-chamber 
is not infringed by a device some particular 
pcurt of which may be a "compartment" or 
''inclosure/' but which part never contained a 



volume of air. *Scarborough v. Neff, 76 O. G. 
475, C. D. 1896. 

1 78. The contention that, since it is physic- 
ally impossible for two sets of carbons to be 
separated at one and the same electrical instant^ 
tiie defendant's devices must infringe is man- 
ifestly fallacious. *Brush Electric Ca v. West- 
ern Electric Ca, 77 O. G. 1278, C. D. 1896. 

1 74. Devices which effect a distinctly simul- 
taneous separation of pairs of carbons of a 
lamp do not infringe a patent in which there 
is claimed a device for securing a dissimulta- 
neous separation of such pairs of carbons. *Id. 

175. The substitution of a horizontally-mov- 
ing roller presser and cutter for a vertically- 
moving direct plunger and cutter will not suf- 
fice to avoid infringement in the case of a 
defendant who was also an unsuccessful de- 
fendant in a long course of prior litigations, 
even though the structure complained of evades 
the wording of the claims in suit 'Beachv. 
Inman, 77 O. G. 1275, C. D. 1896. 

176. A centrifugal separator in which a 
pump is employed to remove the separated 
cream is not infringed by a device in which the 
pump is omitted, when its omission is attended 
with a corresponding omission of its function, 
the same result being attained by a nice ad- 
justment of the remaining parts. *PhiladeI- 
phia Creamery Supply Ca, Limited, v. Davis & 
Rankin Building and Mfg. Ca, 79 O. G. 1194, 
a D. 1897. 

1 7 7. A device which uses a single continuous 
admission of air does not infringe a claim of 
which a second admission has been made a 
material feature. *Westinghouse Air-Brake Ca 
V. New York Air-Brake Ca. 79 O. G. 1679, C. D. 
1897. 

178. When any two parts or spaces abut di- 
rectly upon each other, the idea of a connect- 
ing-passage is necessarily dispensed with, and 
such construction does not infringe a claim in 
which the connecting-passage is an essential 
element *Id. 

1 79. A construction which has air in a cham- 
ber in free communication with a train-pipe is 
still train-pipe air in effect and has train-pipe 
pressure, and is not infringed by a device which 
is worked by air in a chamber absolutely cut 
off by a slide from a train -pipe. *Id. 

180. A claim, one element of which is a 
curved spring-plate upon the vibrating end of a 
pitman, is not infringed by a press which lacks 
this element *Kansas City Hay-Press Ca v» 
Devol, 81 O. G. 1277, C. D. 1897. 
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INJUNCTION. 

(See Daicagbs and Pbofits; Equitt.) 

L In Qbnerai* 
IL Dissolution. 

IIL Prbliminabt, when Granted. 
rv. Prbldonary, when Denisdii 
V. Permanent. 
VL Prior Judgment. 
VIL Stay of. 

I. In General. 

1. Where a patent has been applied for on 
an invention, the court has jurisdiction to 
grant an injunction to restrain its infringe- 
ment pending the hearing. *Butler ▼. Ball, 88 
O. G. 420, a D. 1887. 

2. There is no jurisdiction in the United 
States courts of equity to enjoin a libel on the 
rights or title of an owner of letters patent 
'Baltimore Car Wheel Ckx v. Bemis, 38 O. G. 
1132, C. D. 1887. 

8. The sale of materials to be used in an in- 
fringing process — the paities using said pro- 
oess having no license therefor — will be en- 
joined. 'Willis V. McCoUen, 38 O. G. 1017, 
G D. 1887. 

4. An injunction granted in this cause Feb- 
ruary 5, 1886, is not violated by the defendant 
in the use of a device which is a stop on mov- 
ing the trip-hand of a fare-register forward 
beyond zero, but is not capable of being fixed 
where registration is begun away from the 
proper place so as to indicate that fact 'Rail- 
way Register Mfg. Co. v. Broadway and Sev- 
enth Avenue R Co., 40 O. G. 1243, C. D. 1887. 

5. The fact that defendant used a coaibiua- 
itation of his own in his self -feeding pen was 
not sufficient to overcome the fact that his 
combination was merely additional to plaint- 
iff's combination, which he was using, and to 
prevent which an injunction would be granted. 
*Wirt V. Brown, 41 O. G. 236, C. D. 1887. 

6. The complainant having filed his bill for 
infringement in the usual form, o^e of the de- 
fendants — a manufacturing company — applied 
for an order restraining the complainant from 
suits for infringement against its customers 
during the pendency of the suit against it The 
petition for the restraining order was sworn to, 
and set out the defenses which would be made 
in the answer, particularly its own patent 
under which it manufactured governors, and 
was supported by affidavits. The complainant 
put in no evidence in answer to the petition, but 



rested upon the proposition tbati as a matter of 
law, the grant of the patent gave him the right 
to sue all infringers of it Heldj that the pe- 
tition was proper, and the order was granted. 
*Ide V. Ball Engine Ca, 41 O. G. 1271, G D. 
1887. 

7. The court has autliority under the general 
chancery powers to issue such an order before 
the filing of an answer or of a croes-bilL The 
form of such restraining order stated. *Id. 

8. The use of words which are technically 
descriptive will be enjoined where it appears 
that they are used as a means of effecting a 
fraud. *Mozie Nerve Food Ca v. Various De- 
fendants, 43 O. G. 888, C. D. 188a 

9. Complainants' licensees established tele- 
phone exchanges in certain cities and towns in 
the state of Indiana, but withdrew them upon 
the passage by the legislature of that state of 
an act limiting the rates of charges. The de- 
fendants re-established them, using the "Cush- 
man '* telephones, which have been held by this 
court to infringe the complainants' patenta 
Held, that the fact that the complainants' licen- 
sees had withdrawn their telephonic service 
from these cities furnished no excuse or de- 
fense for the infringement of their patents by 
the defendant& Injunction granted. 'Ameri- 
can Bell Telephone Ca v. Cushman Telephone 
Service Ca, 45 O. G. 1193, G D. 1888. 

10. Under the law the monopoly secured by 
a patent ceases with the expiration of the 
patent and articles made during the life of the 
patent in infringement of it cannot be enjoined 
after its expiration, and an injunction already 
granted as to such articles wilt be dissolved. 
' Westinghouse v. Carpenter, 46 O. G. 344* CL D. 
1889. 

11. In a suit for infringement of a patent a 
court of equity has the power, upon petition of 
defendants, to restrain complainant from bring- 
ing further suits against the purchasers or users 
of the patented article, and will do so when the 
affidavits filed by defendants show that the 
suits brought are vexatious and oppressive. 
'National Cash Register Ca v. Boston Cash In- 
dicator and Recorder Co., 51 O. G. 626^ C. D. 
1890. 

12. Section 4921 of the Revised Statutes con- 
fers upon courts vested with jurisdiction of 
cases arising under the patent laws power to 
grant injunctions according to the course and 
principles of courts of equity ; but the exercise 
of the power is limited to a specific purpose — 
namely, to prevent the violation of any rights 
secured by patent 'Ulingworth v. Atha and 
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Commiasioner of Patents, 51 O. G. 803, C D. 
1890. 

18. A defendant in a patent suit who was 
the manof acturer of certain articles claimed to 
be an infringement of plaintifTs patent sought 
to obtain an order enjoining the prosecution 
of three suits begun in other districts against 
its customers, as well as the commencement of 
new suits, and the sending of letters and circu- 
lars to others engaged in the trade threatening 
prosecution for selling articles made by the de- 
fendant Held, first, that the prosecution of 
suits in other districts should not be enjoined, 
because such suits were begun before this suit, 
and because comity demanded that applica- 
tion should be made to the court in which such 
suits were pending. *Kelley ▼. Ypsilanti Dress- 
Stay Mfg. Ca, 54 O. G. 659, Q D. 1891. 

14. Held, further, that as the plaintiff might 
r€HX>ver substantial damages against the de- 
. fendant^s vendees, in addition to those which 
lie would be entitled to recover against the de- 
fendant as manufacturer, the commencement 
of new suits should not be enjoined unless ir- 
reparable injury was threatened to defendant's 
business, or there was evidence of malice or 
bad faith on the part of the plaintiff in com- 
mencing such suits. *Id. 

lo. And held, further, that plaintiff had a 
right to notify persons using his device of his 
claim and to call attention to the fact that by 
selling or using it they were making them- 
selves liable to prosecution, and that an in- 
junction would not be ordered unless the 
language of his letters or circulars was false, 
malicious, offensive or opprobrious, or they 
were used for the wilful purpose of inflicting 
an injury. *Id. 

16. It is not necessary to show in a suit for 
infringement of a patent that the plaintiff is or 
has been engaged in the manufacture, sale or 
use of the patented inventions, or that they 
have been a source of profit to him, or a prior 
adjudication upon the validity of the patent, or 
acquiescence by the public in the use and en- 
joyment thereof, if a preliminary injunction is 
not asked for. «Wirt v. Hicks, 56 O. G. 668, 
C. D. 1891. 

17. It is proper to issue an injunction against 
one who has already infringed a patent, even 
though he denies that he ^intends to make any 
further infringement "White v. Walbridge, 
56 O. O. 1204, G D. 1891. 

18. On the question as to whether an injunc- 
tion should issue it is immaterial that the owner 



of the patent has never made, used or sold any 
of the patented articles or licensed any one to 
do so, especially when it appears that he has 
not done so because defendant and other rail- 
road companies, being unwilling to pay the 
price asked by him, adopted his invention with- 
out leave, expecting to pay a less sum by way 
of damages for infringement *Campbell Print- 
ing Press & Mfg. Ca v. Manhattan Ry. Ca, 60 
O. G. 894, G D. 1892. 

19. Defendant cannot escape the injunction 
on the ground of hardship to itself or to the 
public, since the decree may provide for a 
gradual removal from its cars of the patented 
article so as not to cause the withdrawal from 
service of a large amount of rolling stock at 
any one time, and for that purpose the amount 
of rolling stock required and available for its 
business may be proved by affidavits or the 
oral examination of its superintendent or mas- 
ter-mechanic. *Id. 

20. Where a defendant has been guilty of 
bad faith toward a complainant in an infringe- 
ment suit, he is not equitably entitled to ask a 
bond from complainant as a condition to the 
granting of a preliminary injunction, and the 
court will waive the requirement of bond where 
the record discloses proof of such a state of 
facts. *Pa8teur Chamberland Filter Ca v. 
Funk, 60 O. G. 1479, G D. 1892. 

21. The right to an injunction rests on an- 
ticipated and threatened infringements, and 
where a bill avers reasonable ground for fear- 
ing such future infringements a failure to show 
prior infringements is unimportant except on 
question of damages. *Canton Steel Roofing 
Co. V. Kanneberg, 61 O. G. 424, G D. 1892. 

22. On motion for a preliminary injunction, 
where a patent is set up as anticipation, which 
on its face antedates the patent in suit, com- 
plainant may show, if he can, that his patented 
invention was actually made prior to the date 
of .the anticipating patent and he will thereby 
avoid anticipation, and the alleged anticipating 
patent will not be considered. ^Norton v. 
Eagle Automatic Can Ca, 65 O. G. 442, C. D. 

189a 

23. The rule is well established that a patent 
does not create a sufficiently strong presump- 
tion of its own validity to justify a court in a 
preliminary injunction. ^Palmer Pneumatic 
Tire Ca v. Newton Rubber Works, 73 Fed. Rep. 
218 (1896). 

24. The monopoly under a patent does not 
commence until the patent issuea An inventor 
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has DO right to in junctiTe relief while his ap- 
plication for a patent is pending in the patent 
office. *Brill v. St Louis Car Ca, 79 O. G. 2017, 
a D. 1897. 

25. Where devices covering several patents 
are capable of embodiment and conjoint use in 
a single machine and it was sought to recover 
in a single suit for infringement the failure of 
Xhe complainant either to establish title to one 
of the patents or to show infringement of one 
or more of them does not affect his right to an 
injunction and an accounting in respect of 
others if the proof is sufficient to show that 
they are infringed. *Kansas City Hay-Press 
Ca V. Devol, 81 O. G. 1277, G D. 1897. 

2^ While the issuance of an injunction 
would be advantageous to the complainant in 
its efforts to protect its business and prevent 
an onslaught upon it yet when there are seri- 
ous doubts as to the validity of the contested 
claims of the patent injunction against in- 
fringement should not issue. Such an inter- 
ference with the business of one manufacturer 
to strengthen the position of another pending 
an attack upon the validity of his patent seems 
to be an undue stretch of the power of a court 
of equity. *Welsbach Light Ca v. Benedict 
and Burnham Mfg. Ca, 83 O. G. 2247, G D. 1897. 

II. Dissolution. 

27. Motion to dissolve an injunction on the 
ground that the invention covered by the pat- 
ent was described in a prior patent to same in- 
ventor denied. *Holmes Electric Protective 
Ca V. Metropolitan Burglar Alarm Ca, 40 O. G. 
1242, G D. 1887. 

28. An injunction as to articles made during 
the life of the patent in infringement of it will 
be dissolved after expiration of the patent 
*We8tinghouse v. Carpenter, 46 O. G. 244, G D. 
1889. 

29. After a patent, the infringement of 
which has been enjoined, expires the injunc- 
tion will be dissolved without reference to such 
articles as were manufactured while the patent 
was alive. The patentee may recover damages 
for such acts of infringement *Westinghou8e 
V. Carpenter, 54 O. G. 140, G D. 1891. 

80. The burden of proof is on defendant to 
show cause for dissolving a temporary injunc- 
tion; but nevertheless a dissolution will be 
granted upon new evidence sufficient to raise 
grave doubts as to the complainant's right to 
such injunction. *Edison Electric Light Ca 
V. Buckeye Electric Ca, 67 O. G. 529, G D. 1894. 



IIL Preliminary, When Granted. 

8L Should plaintiff use the injunction to in- 
jure the defendants* business, without regard 
to their use of the invention, his standmg in a 
court of equity will be destroyed and the in- 
junction promptly dissolved. ^Russell v. Lun- 
deen, 72 O. G. 420, 0. D. 1895. 

82. A preliminary injunction to restrain in- 
fringement of a patent will not be granted un- 
less there is a special presumption that the pat- 
ent is valid. The presumption may arise by- 
proof that the patent has been suitably adjudi- 
cated in the federal courts and there held valid, 
or that its validity has been suitably acquiesced 
in by the public, or that the patent has success- 
fully undergone an interference in the patent 
office. *£dward Barr Ca (Limited) v. New^ 
York So New Haven Automatic Sprinkler Ca, 
S2 Fed. Rep. 79 (1887). 

38. It appearing that the packing made by 
defendant since the injunction in the former 
suit differed only in form from that enjoined* 
but operated in the same way, a preliminary- 
injunction is proper. *United States Metallic 
Packing Ckx v. Tripp, 89 O. G. 1554, C, D. 1887. 

84. Where the injury to the defendants 
would be trifling should a preliminary injunc- 
tion be granted, and where the injury to the 
complainants would be destructive if the pre- 
liminary injunction should not be granted, and 
the infringement is not seriously denied and 
acquiescence is proved, the court will not hesi- 
tate to grant the relief asked for. *Hat Sweat 
Mfg. Ca V. Davis Sewing Machine Ca, 41 O. G. 
127a G D. 1887. 

85. The mere fact that a defendant has 
ceased to infringe a patent is not a sufficient 
reason to withold the issuance of preliminary 
injunction. *CelIuloid Mfg. 0>. v. Arlington 
Mfg. Ca. 42 O. G. 828, C. D. 188a 

86. A complainant may have a preliminary 
injunction against an infringing defendant 
who is a mere selling agent, where, the patent 
having nearly expired, the court might refuse 
it against a manufacturer giving proper secu- 
rity. ^Remington Standard Type- Writer Mfg. 
Ca V. Bailey, 60 O. G. 440, G D. 1892L 

87. Although the complainant has not shown 
the manufacture by the defendants of the in- 
fringing articles, preliminary injunction will 
be granted based upon proof that they have 
kept such articles in stock and offered them 
for sale. Although the defendants may have 
no present intention of continuing such sales, 
in view of the fact that there is a final decision 
sustaining the patent, the court will exercise 
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ite discretion to secure the continuance of that 
intention by the granting of a preliminary in- 
junction. *New York Belting and Packing 
Oa y. Gutta-Percha and Rubber Mfg. Ckx, 61 
O. G. 8d% a D. 1892. 

8S. A patentee assigned all his interest in a 
patent, agreeing not to manufacture or sell the 
patented machine or make any improvement 
thereon which would adapt it to any other 
kind of work. Subsequently the assignee sued 
him for infringement in making an improve- 
ment on the machine Held, on motion for 
preliminary injunction, that in the light of the 
above contract, although the suit was not based 
thereon, the patentee was not in so favorable 
a position before a court of equity as one who 
infringes ignorantly or inadvertently, and that 
the patent should be construed liberally as 
against him. Loring v. Booth, 61 O. G. 1488, 
G. D. 1S9Z. 

89. An injunction will not be refused on a 
suggestion that an improper use may be made 
thereof by advertising to embarrass defend- 
ants in the sale of non-infringing articles, since 
it must be presumed that the injunction was 
sought in good faith, and should the contrary 
appear the court could reconsider its action. 
''New York Belting and Packing Ca v. Gutta- 
percha and Rubber Mfg. Ca, 64 O. G. 1584, 
OLIX189a 

40. The offering of additional ex parte tes- 
timony not a reason for the g^rant of a prelim- 
inary injunction against a patent which has 
been so severely attacked and uniformly sus- 
tained. 'American Bell Telephone Ca v. Cush- 
man. 65 O. G. 185, C, D. 189a 

41. There are cases where the courts have 
refused a preliminary injunction and allowed 
defendant to give bonds in lieu thereof on the 
ground of hardship that would be entailed 
i|pon the defendant by on injunction, notwith- 
etanding the fact of prior adjudication of. valid- 
ity of the patent; but upon consideration of 
tl» facts here it is held that^this is not such a 
case, and the injunction is granted, although 
it may entail a hardship on the respondent 
*Norton v. Eagle Automatic Can Ca, 65 O. G. 
442, a D. 189a 

42. Although the patentees in this case have 
elected to enjoy the monopoly of their patent 
by granting licenses, nevertheless, it appearing 
that to refuse them a preliminary injunction 
"would absolutely destroy the value of that 
patent; a preliminary injunction will be 
^^ranted. *ld. 



43. Where, on motion for a preliminary in- 
junction, it is shown that six months prior to 
commencement of the suit complainant's at- 
torneys visited the factory of respondent and 
there saw in operation respondent's machine, 
and it further appears that complainant had 
then pending, but undecided, in the same cir- 
cuit a suit against another party upon a ma- 
chine involving some, if not all, of the ques- 
tions involved in the case at bar, complainant 
had a right to wait until a decision was ren- 
dered in the suit against the other party before 
bringing suit against respondent; and where 
complainant commenced his suit against re- 
spondent two weeks after the decision against 
such other party in the other case, he is not 
guilty of laches such as will disentitle him to a 
preliminary injunction. *Id. 

44. Letters Patent Noa 806,981 and 308,982, 
issued December 9, 1884, to Frank Lb Palmer, 
are for improvements for stitching comfort- 
ables by machinery. Owing to the commercial 
advantages given by these patents; complain- 
ants, who owned them, were enabled to practi- 
cally command the entire business of this 
country in this kind of quilta The validity of 
the patents had never been denied except by 
one other party, who, after suit brought for in- 
fringement, compromised the same, and has 
ever since paid a royally. Held, that on an 
application for preliminary injunction where 
infringement was plain, the patents would be 
presumed to be valid and the injunction 
granted, unless defendants gave a sufficient 
bond to secure any damages decreed against 
them. *Palmer v. Hills, 65 O. G. 1069, C. D. 
189a 

45. Where a new art and apparatus, such as 
that of electric welding, is widely accepted by 
the scientific world and the public generally as 
novel and important and is speedily put in 
operation, and the machines and rights under 
the patent are eagerly sought for by manufact- 
urers, thus supplanting to a large extent the 
older methods — all with no question as to the 
validity of the patent, except in the case of the 
defendant, — this is sufficient evidence of ac- 
quiescence to justify the issuance of a prelim- 
inary injunction, unless defendant can clearly 
show that the patent is invalid. *Thomson 
Electric Welding Ca v. Two Rivers Mfg. Ca, 
69 O. G. 1207, a D. 1894. 

46. The rule is well established that a patent 
does not create a sufficiently strong presump- 
tion of its own validity to justify a court in a 
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preliminary injunction. *Palmer Pneumatic 
Tire Co. v. Newton Rubber Works, 78 Fed. Rep. 
218 (1896). 

47. A preliminary injunction will only be 
granted where the patent has been previously 
sustained, or public acquiescence is shown, or 
where it has withstood a contest by interfer- 
ence in the patent office. *Id. 

4S. A motion for a preliminary injunction 
will be granted when it appears that the de- 
fendant's structure is the same as the complain- 
ant's in all respects save one, and that one, 
though differing in a narrow technical sense, 
is the same in principle, and when it further 
appears that the complainant's patent has been 
uniformly upheld during years of arduous liti- 
gation with the present defendant *Beach ▼. 
Inman, 77 O. G. 1275, C. D. 1896. 

49. Injunction will be granted against the 
attomeys-at-law of an absent defendant to pre- 
vent importation of an infringing article when 
such attorneys are acting as attorneys-in-fact 
for such absent defendant *Soci6te Fabriques 
de Produits Chimiques de Thann et de Mul- 
house V. Sander, 78 O. 6. 1432, C. D. 1897. 

IV. Preliminary, when Denied. 

50. In an action for an infringement of a 
patent, where there is doubt as to the priority 
of the invention, if the defendants are amply 
responsible and the plaintiff sells licenses for a 
royalty, so that there will be no difficulty in as- 
certaining the damage, a preliminary injunc- 
tion will be denied. ^National Hat Pouncing 
Machine Ca v. Hedden, 38 O. G. 1129, C. D. 
1887. 

51. A preliminary injunction will not be 
granted to restrain the infringement of a '* de- 
sign for a banner-rod, consisting of a conven- 
tional imitation of a straight twig with the 
bark and slantingly-cut ends," the section which 
relates to design patents demanding, it may be 
supposed, the exercise of more genius than is 
exhibited by it *08born v. Judd, 38 O. G. 1132, 
C. D. 1887. 

52. A motion for a preliminary injunction 
was denied where it appeared that the validity 
of the patent in suit was vigorously assailed 
and that the defendants did not manufacture 
the infringing articles, but bought the same 
from the manufacturer living in another dis- 
trict, against whom complainant had a suit 
pending in which a preliminary injunction 
had been applied for and denied with leave to 



1 renew. 'Hicks v. Beardsley, 41 0. G. 235, C D. 

* 1887. 

58. Leave to renew the motion was granted 
should an injunction preliminaTy or final he 
obtained in the suit against the manufact- 
urer. 'Id. 

54. Preliminary injunction denied when 
there was no special presumption in favor of 
the patents, arising from an adjudication in a 
federal court, acquiescence by the public, or a 
successful interference in the patent officer 
*Edward Barr Co. (Limited) v. New York and 
New Haven Automatic Sprinkler Ca. 43 O. G. 
392, C. D. 1888. 

55. A preliminary injunction against the in- 
fringement of a patent will be denied where 
plaintiff does not show a prior adjudication sus- 
taining the validity of the patent, or public ac- 
quiescence on which a presumption of validity 
may be based, and where it does not clearly ap- 
pear that there is an infringement 'Raymond 
V. Boston Woven Hose Ca, 48 O. G. 1776, G D. 
1889. 

56. Where, in a suit for the infringement of 
a patent, the validity of which was dependent 
upon the result of an appeal in a former suit 
for its infringement it appeared that the de- 
fendant was a manufacturer and the complain- 
ant was not and that the defendant had been 
carrying on its business in good faith and in 
ignorance of the alleged infringement and that 
a sudden stoppage of its business might be 
ruinous to it while if the decree in tlie former 
suit were affirmed the complainant would have 
an adequate remedy in damages, held, that a 
provisional injunction would not be granted. 
'Consolidated Roller-Mill Ca v. Richmond City 
Mill Works, 50 O. G. 1133, G D. 1890. 

57. Where, in a suit brought under section 
4915 of the Revised Statutes by the defeated 
party in an interference proceeding, a motion 
was made to make absolute a temporary order 
restraining the commissioner of patents from 
issuing to the successful party a patent for the 
subject-matter in controversy in said interfer- 
ence, and restraining the successful party from 
receiving a patent for the same, and for a pre- 
liminary injunction against both defendants in 
terms pursuant to the prayer of the bill, and it 
appeared that the most that could be said in 
review of the testimony was that it might be 
that the commissioner had made a mistake in 
awarding priority of invention, held, that the 
motion should be refused and the restraining^ 
order discharged as to both defendants. *IIlin^- 
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worth ▼. Atha and CommisBioner of Patents, 
51 O. G. 808, a D. 1890. 

58. A preliminary injunction should not 
issue in a suit for infringement where upon 
the iHsue of priority of invention the evidence 
is merely oath against oath. *Mack v. Spencer, 
54 O. G. 1418, a D. 1801. 

59. A preliminary injunction will be denied 
when in the patent upon which suit is brought 
there is a disclaimer of what is covered by an- 
other application of the same inventor and the 
application or a copy thereof is not furnished. 
♦National Typographic Ca v. New York Typo- 
graph Ckx, 56 O. G. 661, Q D. 1891. 

60. An unexplained delay of over seven years 
in bringing suit for infringement of a patent 
deprives the complainants of the right to a pre- 
liminary injunction and perhaps to an account 
for past infringement Further infringement, 
however, will be prevented by an injunction, 
notwithstanding previous laches. *Price y. 
Joliet Steel Ck>., 56 O. G. 664, Q D. 1891. 

61. On a motion for an interlocutory injunc- 
tion against the resale in the United States of 
patented goods purchased from a foreign cor- 
poration operating under the same patent as 
complainant, it must appear that defendant 
had notice of restriction against such resale 
when he paid the purchase price or the in- 
junction will not issua *Dickerson ▼. Mathe- 
son, 57 O. G. 1724, C. D. 1891. 

62. A preliminary injunction will not issue 
io a case to restrain the infringement of let- 
ten patent where it appears that (1) the plaint- 
iff's title is involved in some obscurity ; (2) the 
patents have never been adjudicated; (3) the 
proof of acquiescence is inadequate; (4) in- 
fringement is not conclusively established; 
(5) defendant's financial ability is unquestioned. 
*B. K IMetz Ca V. a T. Ham Mfg. Ca, 57 O. G. 
1884, a D. 1891. 

68. If the court can see that there is any 
likelihood of the defendant's success on final 
issue, it should not permit the writ to issue, 
even though " it is probably true that the com- 
plainants have reason to complain of the de- 
fendant's course." *Id. 

64. A motion for preliminary injunction to 
restrain the use of certain machines claimed 
an infringement of complainant's patent will 
not prevail where it appears that defendant is 
solvent and able to respond in damages to any 
amount suffered by complainant on account 
of such allied infringement *Whitcomb v. 
Girard Coal Ca, 58 O. G. 523, C. D. 1892. 

65. In an action for infringement, where it 



appears that both complainant and defendant 
sold the articles prior to grant of patent, and 
that the only instance of infringement by de- 
fendant was a sale made shortly after the pat- 
ent was granted and prior to notice thereof, 
preliminary injunction should be denied. *An- 
derson v. Germain, 58 O. G. 1092, C. D. 1892. 

66. When the court has a real doubt whether 
there is any infringement^ and assurances have 
been given that a prompt final hearing shall 
be had, temporary injunction will not issua 
*Hammond Buckle Ca v. Goodyear Rubber 
Ca, 59 O. G. 301, G D. 1892. 

67. A motion for a preliminary injunction 
in advance of any adjudication by the courts 
or an adjudication by the patent office as to 
priority will not be allowed unless the case is 
entirely clear and unless irrevocable injury is 
to result from withholding the injunction. 
*Iron-Clad Mfg. Ca, Incorporated, v. Jacob J. 
Vollrath Mfg. Ca, Limited, 60 O. G. 1480, G D. 
1892. 

68. Where the evidence as to the construc- 
tion of claims and their infringement was nec- 
essarily and largely ex parte, and where the 
damages which the complainants may suffer 
can be compensated in money by the respond- 
ents, lield, that a preliminary injunction ought 
not to be granted. ^Standard Elevator Co. v. 
Crane Elevator Co., 64 O. G. 438, C. D. 189a 

60. Although complainant's patent has been 
upheld in a suit against other parties in which 
defendants' patent was pleaded, a preliminary 
injunction against alleged infringement by 
manufacturing devices under the latter will 
not be granted when it appears that the former 
suit was so decided on the ground that there 
was an estoppel to question the novelty of com- 
plainant's patent, so that the validity of de- 
fendants' patent was not considered. *Ney 
Mfg. Co. V. Superior Drill Ca, 64 O. G. 1 133, 
C. D. 189a 

70. A preliminary injunction will not be 
granted in an infringement suit where com- 
plainant does not apply for it until two months 
after his bill was filed, during which time de- 
fendant has proceeded to fill up his stock of 
the alleged infringing articles for the coming 
season, which lasts but a short time. *Id. 

7t. A preliminary injunction will not be 
granted in an infringement suit where the affi- 
davits of experts disclose a conflict that cannot 
be decided in complainants' favor without dan- 
ger of unjustly interfering with the business 
of defendants, who are merely users of the de- 
vice in question, and whose financial responsi- 
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bility is not questioned. *Williams ▼. McNeely, 
64 O. G. 1268, a D. 189a 

72* Where the defendant avers that the sub- 
jectrmatter of the infringement alleged dififers 
substantially from that of the patent, the ques- 
tion ought not to be decided upon the ex parte 
afSdavits, but, unless the defendant's conten- 
tion be plainly frivolous and unsupported, left 
entirely open for decision upon the evidence as 
finally presented. *Id. - 

78. Where the patent in suit has not been 
litigated and sustained, evidence of its validity 
in the nature of licenses to manufacturers, 
sales and public acquiescence must be so clear 
and conclusive as to carry conviction; and 
where it appears that the licenses were taken 
merely to avoid the annoyance of litigation 
and at half the fe& demanded, that the sales 
were mere placing on the market for sale, and 
the public acquiescence was merely that the 
patent had lain dormant for a period of years, 
Jield, that the evidence was insufficient to sus- 
tain the order granting an injunction pendente 
lite, *George Ertel Co. v. Stahl 70 O. G. 1068, 
a D. 1895. 

74. Where the infringement of the patent is 
doubtful, held, that an injunction pendente lite 
ought not to be allowed. (Standard Elevator 
Oa V. Crane Elevator Ca, 64 O. G. 438, 9 U. S. 
App. 556.) *Ertel v. Stahl, 70 O. G. 1069, C. D. 
1895. 

75. Application for preliminary injunction 
on Re-issue Patent No. 11,443, re-issued Sep- 
tember 25, 1894, to William R Page for an im- 
provement in pneumatic testers for cans, re- 
fused on the ground that there had been no 
adjudication of the patent and nothing that 
amounted to public acquiescence. *Page v. 
Buckley, 70 O. O. 1642, C. D. 1895. 

76. Where it appears that the invention had 
been used for more than seventeen years with 
the knowledge and assent of appellants and 
without any complaint on their part, except 
that appellee had not paid royalties after com- 
plainants quit its employment, fieid, that the 
laches of appellants were such as to disentitle 
them to a preliminary injunction. *Keyes v. 
Eureka Consolidated Mining Ca, 71 O. G. 1027, 
a D. 1895. 

77. Whether the first claim of Letters Patent 
Na 876,837, dated January 24, 1888, to George 
Westinghouse, Jr., for an improvement in brake 
mechanism, is infringed is too doubtful to be 
resolved in favor of complainant upon a motion 
for a preliminary injunction, and should be re- 



served for disposition upon the final hearing 
of the cause. 'Westinghouse Air-Brake Ca v. 
New York Air-Brake Ca, 72 O. G. 1860, C. D. 1895. 
78. When the claims relate to most minute 
improvements and are not asserted to be fun- 
damental, and the defendant has introduced 
some minor departures which may or may not 
be important, and the patent has never been 
adjudicated nor the claims construed, injunc- 
tion should be denied and defendant required 
to give bond pending final hearing. 'Consoli- 
dated Fastener Ca v. Columbian Fastener Ca, 
73 Fed. Rep. 828 (1896). 

(/ 79. Where the validity of a patent is attacked 
and there is not a clear preponderance in its 
favor, injunction pendente lite should not issue. 
♦Fenton Metallic Mfg. Ca v. Chase, 76 O. G. 478, 
C. D. 1896. 
L 80. A decision of the supreme court of the 
District of C]k>lumbia in which no opinion was 
expressed may have been intended to express 
the conclusion that for some reason particular 
defendants should be enjoined, while at the 
same time it may have been intended to avoid 
giving the patentee a supporting adjudication. 
*Id. 

81. The doubts of the infringement of claim 
3 of Letters Patent No. 364,081, granted May 
31, 1887, to Albert J. Bates for a pneumatic 
drilling-tool, which arise from the difference 
in the mode of operation of the valves as de- 
scribed in said claim and that of the infringing 
device are such as to require a denial of the 
motion for a preliminary injunction. 'Amer- 
ican Pneumatic Tool Ca v. Bigelow Ca, 79 O. G. 
2198, a n 1897. 

V. Pekmanent. 

82. An injunction may be granted against a 
defendant who was not included in terms by 
the writing of the settlement *Babcock & 
Wilcox Ca V. Pioneer Iron Works, 48 O. G. 756^ 
G D. 1888. 

88. Where in a suit against a railroad com- 
pany for infringement the answer admits the 
validity of the patent, complainant's title thereto 
and the infringement, the company cannot 
avoid an absolute injunction by averring that 
the invention is of trifling value and offering^ 
to submit to a decree for nominal past damages 
and to an injunction against the adoption of 
any more of the patented articles on conditioti 
of the undisturbed use of those already apon 
its trains. 'Campbell Ptinting-PresB & Mfg. 



INJUNCTION, VL 



143 



Oa ▼. Manhattan Rj. Ca, (K) O. G. 8H C. D. 
1893. 

84. The fact that patent is about to expire is 
no reason to the mind of the court for refusing 
an injunction to restrain its infringement 
^American Bell Telephone Co. v. Brown Tele- 
phone & Telegraph Ca, 65 O. G. 18H C. D. 189a 

85. Where, though the defendants ceased 
manufacturing the infringing article within 
the jurisdiction of the court that issued the 
preliminary injunction restraining infringe- 
ment of the patent, yet remain in a business 
related to the production of the article, held 
to be more the reason why there should be a 
decree and injunction which would avoid fur- 
ther litigation on the same subject-matter be- 
tween the parties in another tribunal. *Brad- 
dock Glass Ca, Limited, ▼. Macbeth, 70 O. G. 
1799, a Dl 1895. 

80. Where the defendants do not intend to 
use a secret invention an injunction cannot 
harm them ; but if the injunction be refused 
and the secret be divulged all harm possible 
will be done and the law will be powerless to 
afford plaintiff any remedy. *Russell ▼. Lun- 
deen, 72 O. G. 420, C. D. 1895. 

87. The mere fact that the plaintiff may be in- 
jured by enforcing the injunction is not suffi- 
cient reason for refusing it *Id. 

VI. Prior JuDaMENT. 
(See Prior Adjudication; Comity.) 

88. Where a preliminary injunction had been 
refused in another circuit in a suit for infringe- 
ment against the manufacturer of the machines 
used by the defendant in this case, such refusal 
was not considered binding upon this court 
*Thomp8on ▼. American Bank Note Co., 45 
O. G. 847, a D. 188a 

89. The utility of the invention is inferen- 
tially established by large sales of the patented 
article^ and, interlocutory injunctions having 
been granted by several circuit courts, a re- 
straining order pending suit, prohibiting the 
sale of an imported shade-holder adapted and 
intended to be used as a substantial part of the 
combination of the patented invention, granted. 
^•Schneider v. Missouri Glass Ca, 45 O. G. 1069, 
CD. 188a 

90. Upon motion for a preliminary injunc- 
tion« all the questions arising upon opposition 
to said motion having been settled favorably to 
complainant in a suit between said complain- 
ant and others in another court, but a later de- 
cision of the supreme court in another case 



being thought to conflict with the former, 
where the defendants are engaged in an ex- 
tensive manufacturing business, which would 
be entirely broken up by a temporary injunc- 
tion, so that it could not be restored in case of 
a final decision in their favor, thus working de- 
fendants an irreparable injury, they should be 
allowed to give bond conditioned to satisfy the 
decree of the court against them for damages 
by infringement pending the suit, in case any 
be rendered, and in default of such bond within 
a fixed time such injunction should be granted. 
♦Eastern Paper Bag Ca v. Nixon, 45 O. G. 1571, 
a D. 188a 

91. It appears that in a suit for infringement 
a decree for a perpetual injunction was granted ; 
that a second patent for a similar invention 
was issued, and that the defendant began to 
manufacture under the second patent Held, 
that the court would not on motion declare 
that the injunction had been violated, but that 
the proper remedy was a new suit *Truax v. 
Detweiler, 56 O. G. 662, Q D. 1891. 

92. A prior adjudication sustaining a patent 
on the ground that the testimony was not suf- 
ficient to overcome the prima facie effect of 
the patent said testimony being merely the 
statement by the defendant that he did not 
think there was any invention in the patent, 
is not sufficient to warrant the issuance of a 
preliminary injunction when the existence of 
an anticipating device is shown by testimony 
which is undisputed save by the opinion of an 
expert Vacobson v. Alpi, 57 O. G. 276, C. D. 
1891. 

93. Where upon a motion for a preliminary 
injunction to restrain infringement of certain 
patents it appears that these patents are antici- 
pated by certain foreign patents, unless it is 
proved that the inventions patented were made 
at a certain time earlier than the dates of the 
applications, the finding of the examiner of in- 
terferences that the inventions were made at 
the earlier date is not sufficient to warrant the 
issuance of an injunction when the evidence 
upon which the examiner of interferences 
based his finding is not presented. *Siemens- 
Lungren Ca v. Hatch, 57 O. G. 1728, C. D. 1891. 

94. Where the validity of complainants' pat- 
ent is assailed, the fact that it has been sus- 
tained by adjudications of another court in 
the same district is not enough of itself to war- 
rant the granting of a preliminary injunction 
by this court *Whitcomb v. Girard Coal Ca, 
58 O. G. 523, C. D. 1892. 

95. On appeal from a preliminary injunction 
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the prior adjudication on which such injunc- 
tion was based will, in the absence of some 
controlling reason, have the same weight with 
the circuit court of appeals which it should 
have had with the circuit court which granted 
the injunction. 'American Paper Pail & Box 
Ca V. National Folding Box & Paper Ca, 61 
O. G. 287, C. D. 189a 

96. The review of the interlocutory order 
for an injunction cannot be converted into a 
review of the final adjudication upon which it 
is based ; but while the circuit court, upon a mo- 
tion for an injunction, might deem itself con- 
strained, contrary to its own judgment, to 
adopt the rulings of another circuit court upon 
questions of law made at final hearing, the cir- 
cuit court of appeals is at liberty to re-examine 
such ruling, dispose of the questions of law 
conformably to its own convictions, and accord 
to the former adjudication such weight as in 
its judgment such adjudication was entitled to 
upon the motion. *Id. 

97. Where letters patent have been twice 
sustained in anotlier circuit, a preliminary in- 
junction against infringers will issue as a mat- 
ter of coui'se, and such injunction will not be 
denied because of ex parte affidavits of alleged 
new evidence in respect to anticipation, espe- 
cially when it appears doubtful whether such 
evidence was not known to the defendants in 
such prior cases, and that the defendant corpo- 
ration herein was closely allied with the cor- 
porations defendant in the prior litigation and 
contributed to the expenses thereof, either di- 
rectly or through its individual stockholders. 
*Brush Electric Co. v. Accumulator Co, 61 0. G. 
726, G D. 1892. 

98. Where, however, an injunction will se- 
riously affect defendants' business, and it ap- 
pears that an appeal has been taken from the 
decisions in the other cases, the court will re- 
quire complainants to give bond to secure pay- 
ment of damages in case the injunction is sub- 
sequently dissolved. *Id. 

99. Where upon motion for a preliminary 
injunction it is shown that the claim alleged 
to be infringed has already been adjudged by 
a federal court to be valid on substantially the 
same evidence as is presented with the motion, 
heldj the validity of the claim for the purpose 
of issuing the injunction is thereby conclusively 
established. *S. a White Dental Mfg. Ca v. 
Johnson, 64 O. G. 803, G D. 189a 

100. In patent cases the infringement upon 
which a preliminary injunction will be granted 
must be without reasonable doubt and the 



rights of the patentees clear, and, failing in 
prior adjudication in favor of the validity of a 
patent^ there must be shown such continued 
public acquiescence in the exclusive right as- 
serted as raises a presumption of validity of the 
patent ^Standard Elevator Ca v. Crane Ele- 
vator Ca, 64 O. G. 43», G D. 189a 

101. A decision of the supreme court of the 
United States sustaining a patent must be re- 
garded as conclusive upon a motion for pre- 
liminary injunction. 'American Bell Tele- 
phone Co. V. McKeesport Telephone Co., 64 
O. G. 1134. G D. 189a 

102. Complainant in a suit for the infringe- 
ment of a patent is entitled to a preliminary 
injunction where it appears that the supreme 
court of the District of Columbia has in a prior 
suit sustained the validity of his patent *S. S. 
White Dental Mfg. Ca v. Johnson, 64 a G. 
1268, C. D. 189a 

108. The granting of a preliminary injunc- 
tion by a circuit court in a patent case does not 
require the issuance of such an injunction by 
another circuit court in a suit between differ- 
ent parties when the defense, though the same, 
is supported by additional evidence. *Edifion 
Electric Light Ca v. Columbia Incandescent 
Lamp Co., 65 O. G. 138, C. D. 189a 

104. Where infringement is established and 
it is shown that the validity of complainant's 
patent has been sustained in a contested suit in 
another district, a preliminary injunction will 
be granted him when the only additional evi- 
dence is such that, had it been introduced in 
the prior suit, the decision of the court must, 
under the view expressed in its opinion, have 
been the same. 'Sawyer Spindle Ca v. Taylor, 
65 O. G. 300, G D. 189a 

105. When a patent has been sustained by 
prior adjudications 4n the same circuit* on mo- 
tion for a preliminary injunction in a subse- 
quent suit against other parties, the only ques- 
tion open is that of infringement and consid- 
eration of all other questions will be postponed 
until the final hearing, except in cases where 
new evidence is presented which is in itself of 
such a conclusive character that if it had been 
presented in the former case it would have 
probably led to a different conclusion ; but in 
such contingency the burden of showing this 
is upon the defendant *Norton v. Eagle Auto- 
matic Can Ca, 65 O. G. 442, G D. 189a 

106. Where a patent has been fully adjudi- 
cated and held valid by the court of last resort 
and the respondent is aware of this fact, but 
nevertheless builds and puts in operation a 
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large number of infringing machines, relying 
upon the opinions of his experts, as opposed to 
the decision of the court, that said machines 
are not an infringement, the respondent must 
be considered as acting with his eyes open to 
the exact condition of affairs, and in such case 
cannot avert a preliminary injunction on the 
ground of hardship, it being clear to the court 
that under the prior adjudications his machines 
are an infringement *Id. 

107. Where, on motion for a preliminary in- 
junction in a subsequent suit against other par- 
ties, certain prior patents are set up in antici- 
pation, which were so set up in prior suits in 
the same circuit and therein held not to antici- 
pate, such patents will not be considered on 
motion, and the prior adjudication in that re- 
gard will be held oonclusiva *Id. 

108. Where the circuit court of appeals has 
sustained the patent, its decision will be re- 
garded as conclusive on a motion for a prelim- 
inary injunction. 'Edison Electric Light Co. v. 
Philadelphia Trust. Safe Deposit and Insurance 
Oa, Trustee. 66 O. G. 1597, a D. 1894. 

109. Although the validity of the patent sued 
on had been sustained in previous litigation and 
was beyond dispute, yet where on a motion for 
a preliminary injunction the proof of infringe- 
ment is not clear and decisive, but is in doubt 
and further, where the complainant is guilty 
of laches in standing idly by for several years 
during the time of the alleged infringement 
held, that for these reasons the motion for pre- 
liminary injunction must be denied. *Brush 
Electric Ca v. Electric Storage Battery Co., 69 
O. a 1508, a D. 1894. 

110. The granting of an injunction by the 
supreme court of the District of Columbia with- 
out an opinion, where defendant had been a 
contestant in interference proceedings, held in- 
sufficient ground for a preliminary injunction 
in a suit against a different defendant *Fen- 
ton Metallic Mfg. Ca v. Chase, 73 Fed Rep. 881 
(1806). 

111. A decision granting a preliminary in- 
j auction, where no counsel appeared for de- 
fendant though some affidavits were submitted 
in his behalf, does not preclude the court in a 
sabeequent suit against a different defendant 
from considering anew the question of the va- 
lidity of the patent *Covert v. Travers Broth- 
en Ca, 75 O. G. 849, C. D. 1896. 

112. An adjudication sustaining a patent is 
not conclusive in favor of granting a prelim- 
inary injunction in a suit in another circuit 
^rhere a decisive question raised in the latter | 

10 



suit was not contested in the former and it 
appears that in the former a motion for re- 
argument for the purpose of raising this point 
has been entertained but not yet decided. 
* American Grapbaphone Co. v. Leeds, 78 O. G. 
802, C. D. 187a 

113. When a patent has been sustained by a 
circuit court of appeals, the only question open 
on a motion for a preliminary injunction in 
another suit is that of infringement^ unless 
there is new evidence of such a conclusive 
character that, if introduced in the former 
case, it would probably have led to a different 
conclusion, the burden of establishing which is 
on defendant^ against whom every reasonable 
doubt is to be resolved. *Tannage Patent Ca 
V. Adams, 79 O. G. 158, C. D. 1897. 

(Affirmed, verbatim^ in ^Bowers y. Faciflc Ooast 
Dredging & Reclamation Co., 80 O. G. ftOil, C D. 1897. 
See cases therein cited.) 

114. The appellate court sustained the pat- 
ents in this case after bona fide and protracted 
litigation upon the merits. The proofs were 
voluminous and the defense was conducted by 
experienced counsel The pendency of that 
suit was well known to the trade most inter- 
ested in defeating the patenta It is then a 
fair presumption that the defense was ezhaust- 
iva *Id. 

115. Where the court of appeals has decided 
that a patent is valid, its decision should be re- 
garded as final until sufficient reason for de- 
parting from it shall be made to plainly appear, 
and the patentee should not^ upon a motion to 
dissolve a preliminary injunction, be deprived 
of the advantage he holds as the result of such 
a decision upon anything less than thoroughly- 
convincing additional proofs. *Adams v. The 
Tannage Patent Ca, 79 O. G. 2015, G D. 1897. 

YII. Stat op. 

116. It is well settled that while a patent 
may be adjudged valid and the defendant an 
infringer, the award of a preliminary injunc- 
tion is purely a matter of discretion, and courts 
are in the habit of withholding it upon such 
terms as to the giving of a bond and the like 
as may seem just and equitable, having regard 
to the comparative injury that will result to 
the parties by granting or withholding it 
'Consolidated Roller Mill Ca v. Coombs, 48 
O. G. 978, C. D. 1889. 

117. The power of the court to stay an injunc- 
tion, even after final decree, not denied. *Id« 

118. A complainant is ordinarily entitled to 



146 



INTERFERENCES, L 



an injimction after final hearing and decree in 
his favor, and in the southern district of New 
York it will be suspended only in exceptional 
cases. (Pasteur v. Blount, 61 0. G. 1484. 51 Fed. 
Bep. 610, disapproved.) 'Lalance & Grosjean 
Mfg. Ca V. Habermann Mfg. Ckx, 62 O. G. 746, 
a D. 189a 
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1. The priinaiyezamiDer» having seen proper 
to grant a motion to dissolve the interference 
for the purpose of including another and earlier 
application filed by one of the contestants,' oc- 
cupies the same position he did when the inter- 
ference was declared originally, and neither of 
the parties at this stage of the procedure has 
any right to demand or be furnished with a 
copy of such application. White v. Demarest, 
41 O. G. 1161, C. D. 1887. 

2. When the primary examiner declares an 
interference and prescribes the issue, he acts 
wholly without the cognizance of the respective 
parties to that issue, and they have no right 
then or at any time to be present before him 
to control his action in deterolining what ap- 
plications shall be brought into the interference 
proceeding and what shall not Id. 

3. The ultimate authority under the statute 
upon the question whether an interference 
exists in fact is "the opinion of the commis- 
sioner " (Rev. Stats., sec. 4904), and it is more 
than doubtful whether a construction of rule 
124 which would deprive the commissioner of 
jurisdiction could possibly be a valid one. 
Mead v. Brown, 48 O. G. 897, C. D. 1889. 

4. Where it appeared that an earlier applica- 
tion disclosed the subject-matter claimed in a 
later application involved in interference, and 
the earlier application was filed in a name 
different from that under which the later ap- 
plication was filed, and the claim was made 
that both applications were by the same in- 
ventor, held, the only manner in which the ap- 
plicant could have the benefit of the earlier 
application was by way of testimony in the 
case. Oliver v. Everitt, 49 O. G. 781, C. D. 1889. 

5. There can be no doubt that an interfer- 
ence cannot be declared in the patent office be- 
tween two patents. Haish v. Rosado, v. Aish- 
ton, 48 Ma D., 2 G. W. D., May, 1890 (Mitchell, 
Com'r). 

6. When a completed application is filed ac- 
companied by a proper oath, it is presumed by 
the office, for all purposes of the interference, 
that the party filing the application is an 
original inventor. This presumption extends 
throughout the entire course of the proceed- 
ings and stands unless overcome by the proofs 
duly taken in the case. Gessner v. Miller, 50 
a G. 483^ C. D. 1890. 

7. In an interference case the important 
point 18 to fix the earliest date of invention, 
and an issue is joined when the allegations of 
either party are met by the other's denial and 



opposing testimony. The question of date is 
then to be decided, like any other question of 
fact, upon a preponderance of evidence. Clark 
V. Broad, 57 O. G. 1426, C. D. 189L 

8. The province of the patent office in inter- 
ference cases is to determine the issue of prior- 
ity, the construction of patents being for the 
courts to determine when the occasion arises 
upon infringement proceedings. *Iron-Clad 
Mfg. Ca, Incorporated, v. Jacob J. Vollrath 
Mfg. Ca, Limited, 60 O. G. 1480, C. D. 1892. 

9. The assignee of an entire interest may 
prosecute an interference on behalf of the ap- 
plication of his principal, who died while the 
interference proceedings were pending. Chase 
V. Ryder, 61 O. G. 885, G D. 189a 

10. The object of an interference is to deter- 
mine priority of invention, and if that question 
is properly raised as to a pending application 
it ought to be tried to a final issue, leaving ques- 
tions of abandonment or public use or proper 
parties to be decided at the proper time. Id. 

11. A decision upon an interference is con- 
clusive between the parties when no steps are 
taken to set it aside. *Fassett v. Ewart Mfg. 
Ca, 58 Fed. Rep. 860 (1893). 

13. Where A. agreed to furnish the labor and 
material if B. would build a machine, with the 
understanding that if it worked well A. should 
pay a royalty on the product^ to which K con- 
sented, provided he be paid mechanic's wages 
during the construction, and where A. then 
caused B. to be engaged under his direction to 
make the machine in question, held, that judg- 
ment of originality must be awarded to B. 
Greenfield v. Prentice, 67 O. G. 1189, C. D. 1894. 

13. A commissioner's decision is entitled to 
respect and consideration in every controversy, 
and where the controversy was properly dis- 
posed of in the patent office the court will not 
set aside the judgment of the commissioner 
where nothing has been presented to it which 
will justify such action. *Appleton v. Ecau- 
bert, 68 O. G. 1025, G D. 1894. 

14. The commissioner has no power to de- 
termine the question of priority between con- 
testants except they be applicants for patents, 
or except one of them be an applicant to whom, 
if he should prevail, a patent might at the time 
of the decision be properly issued. (Bourne v. 
Goodyear, 9 Wall. 811 ; MiDs v. Green, 16 S. C. 
R. 182; Cheong Ah Moy v. United States, 118 
U. a 216 ; Dakota Ca v. Glidden, 118 U. S. 222.) 
Hopkinson v. Hunter, 74 O. G. 658, C. D. 1896^ 

15. An independent inventor ignorant of an- 
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other*8 prior coDception and diligent efforts in 
reducing to actual practice has the right to file 
an application without testing the practicability 
of his invention and to prosecute the same to 
the issue of a patent, and it could not be said 
that he had obtained the same surreptitiously 
or by unfair practices ; but it does not follow 
that he can retain an advantage so obtained 
when it is made to appear intrinsically unjust 
•Yates V. Huson, 74 O. G. 1782, G D. 1896. 

16. If one party has appropriated the inven- 
tion of another and claims it as his own, there 
can properly be no question of priority of in- 
vention or of prior inventor. There is but one 
invention and one inventor, and the other is 
simply a claimant without right Yet it is not 
to be supposed that rival claims of such parties 
do not constitute a proper subject for interfer- 
ence proceedings in the patent office. *Milton 
▼. Kingsley, 75 O. G. 2195, C. D. 1896. 

17. C. obtained a patent which discloses all 
the improvements embraced in the issue before 
he filed his present application ; but such pat- 
ent contained no claim to the present interfer- 
ing subject-matter. This is significant of the 
facts that C. did not consider himself the in- 
ventor of the invention in question. Couch v. 
Finnegan, 77 O. G. 1595, Q D. 1896. 

18. When lower tribunals of the office con- 
clude that the inventions of two applications 
are the same and the commissioner concludes 
that they are different, since in interference 
cases the question of priority only is before the 
courts the court will not decide which is the 
proper theory, but will accept the theory of the 
commissioner. Each contestant is accordingly 
entitled to a patent for his particular invention. 
*Cu8hman v. lines, 78 O. G. 2051, Q D. 1897. 

19. Where fraud has been attempted upon 
a true inventor, and where another not the in- 
ventor has attempted to surreptitiously obtain 
a patent) the office will go to the limit of its ju- 
risdiction, upon clear and convincing proof, to 
right such wrongs. Roberts v. Brinkman, 79 
O. G. 1189, G D. 1897. 

20. In interference cases the proceeding to 
obtain a patent is distinctly judicial. The con- 
troversy is waged between adverse claims of 
the same right of property, and the public has 
no interest therein. It contains ail the ele- 
ments of a civil case — a complainant, a defend- 
ant and a judge — actor, reus et judex. (Fong 
Yui Ting v. United States, 149 U. S. 698, 729.) 
♦Bern ad in y. Seymour, Oom'r of Patents, 79 
O. G. 1190, C. D. 1897. 



II. Access to and Production of Pa- 
PEBS IN Patent Oifice. 

21. Under rule 12^ when an application is 
involved in an interference, the adverse party 
thereto will be "permitted to see or obtain 
copies of the interfering claims and of so much 
of the specifications as relate thereta" Ex 
parte Fischer, 88 O. G. 1287, G Dl 1887. 

22. During the pendency of an interference 
proceeding, and at any time before patent is- 
sues, the interference ffies, while accessible to 
each of the parties to such proceeding, are not 
accessible to any other person. Id. 

28. When parties to an interference have 
entered into a written agreement to produce 
certain paper exhibits on file in the patent of- 
fice at any session duly held for the taking of 
testimony, the commissioner will enforce the 
agreement by proper order upon the refusal 
of a party so bound to produce such papers. 
Brungger v. Smith, 57 O. G. 1883, Q D. 189L 

III. Amending Applications. 

24. Whether an applicant who has volun- 
tarily eliminated his claims and apparently 
abandoned them should be permitted, after the 
invention has been publicly introduced and 
made commercially valuable, to return after 
eleven years and amend and claim an inter- 
ference with a patent so long outstanding, is a 
serious question, and the right to relief should 
be most convincing. McDonough v. Gray, 46 
O. G. 1245, C. D. 1889. 

25. Where a motion was made by one of the 
parties to an interference to change the date 
of the filing of the completed application of 
one of the other parties to the date of the fil- 
ing of an amendment by the latter, on the 
ground that before the filing of such amend- 
ment the latter had not clearly illustrated and 
described the invention in controversy, held, 
that the motion must be denied because rule 
116 only takes cognizance of the filing dates of 
completed applications and ignores the dates 
of amendments altogether. Steward v. Ellia^ 
V. Lee, V. Howe, 49 O. G. 1988, C. D. 1889. 

26. It is within the discretion of the exam- 
iner of interferences to extend, upon a proper 
showing, the limitation of time within which 
a motion for leave to amend an applicatioa 
under rule 109 should be brought House Vm 
Butler, 62 O. G. 587, C. D. 189a 
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IV. Appeal. 

(a) In General. 

27. The brief statement of the reasons which 
rule 147 requires should accompany appeals in 
interferenoe cases is not to be considered of 
the substance of the appeal in any such sense 
as that either the omission of such statement 
or the filing of a defective statement would 
make the appeal void, and if such statement 
be defective the opposite party is entitled to 
a further statement if he desires. Pitney v. 
Smith and Egge, 40 O. O. 129, G D. 1889. 

28. The commissioner has no power to de- 
termine what appeals, seasonably taken, are 
intended for delay. Id. 

29. A question involving the right of an ap- 
plicant to make the claim in interference will 
not be passed upon by the commissioner on 
appeal from the decision of the primary ex- 
aminer upon a motion to dissolve the inter- 
ference. Sweeney v. Jaros, 60 O. G. 1883, C. Di 
1892L 

SO. While it is within the discretion of the 
commissioner to extend the limit of appeal in 
an interference case, he will not exercise it in 
a case where a party has deliberately allowed 
the limit for taking appeal to expire without 
action and the facts show that his subsequent 
petition is based upon a mere change of mind. 
Guerrant v. Cable, v. CJoffee, 61 O. G. 285, C. D. 
1892. 

31. In all motions to dissolve an interference 
both parties have the right to appear and be 
heard before the primary examiner, and if the 
motion is appealable to the commissioner both 
parties are heard before him. No valid reason 
appears to exist for making an exception when 
the motion is appealable to the examiners-in- 
chief and in allowing only one party to the 
contested proceedings to app)ear and be heard. 
Duncan v. Westinghouse, Jr., 66 O. G. 1005, 
a D. 1894. 

82. During the pendency of appeal in an in- 
terference between a patentee and an applicant 
it conclusively appeared that it is not possible 
in any contingency to issue a patent to the ap- 
plicant Held, that the appeal should be dis- 
missed without deciding the question of prior- 
ity. Hopkinson v. Hunter, 74 O. G. 653, C. D. 
1896. 

8S. Rule 123 of the patent office, which pro- 
Tides that in order to obtain a stay of proceed- 
ings motion must be made specifically to that 
effect^ applies in reason and analogy to this 



case. The running of the time for appeal was 
not arrested by filing the motion for rehearing. 
*Ross V. Loewer, 77 O. G. 2141, C. D. 1896. 

34. Tlie fact that the court of appeals of the 
District of Columbia has refused to consider 
questions of patentability of issues in priority 
cases does not establish the conclusion that the 
decision of the commissioner upon questions 
of patentability in such cases is final and con- 
clusive. Such questions should come before 
the court by regular course of appeal *Breul 
V. Smith, 79 O. G. 153, C. D. 1897. 

35. An error of procedure on the part of the 
commissioner cannot be construed as amount- 
ing to a final adjudication of the question of 
patentability of an issue. *Id. 

36. It is not competent for the court of ap- 
peals of the District of Columbia, in an inter- 
ference proceeding, to abandon the question of 
priority and pass upon the patentability of the 
alleged invention. *Doyle v. McRoberts, 79 
O. G. 1029, C. D. 1897. 

37. An appeal to the court of appeals of the 
District of Columbia in an interference case is 
not a proceeding in equity, and the provisions 
of Revised Statutes, section 4915, do not apply. 
It is a proceeding at law, and hence a decision 
of the supreme court of the United States as to 
the statute referred to does not apply in this 
case. *Id. 

38. A motion by the junior and defeated 
party to an interference to dismiss an appeal 
to the court of appeals of the District of Colum- 
bia upon the ground that there is no invention 
in the patent-right claimed is at variance with 
the oaths in the application and the prelimi- 
nary statement *Id. 

(b) Appeal Lies. 

39. For a decision of the primary examiner 
granting or denying a motion to dissolve an in- 
terference on the ground that no interference 
in fact exists, an appeal lies to the commissioner 
under the first paragraph of rule 124 without 
any reference whatever to the reasons which 
the examiner may give for deciding the motion 
either affirmatively or negatively. Von Wels- 
bach V. Lungren, 48 O. G. 537, G D. 1889. 

40. A motion to dismiss such appeal on the 
ground that the decision of the primary ex- 
aminer is affirmative of appellant's right to a 
patent, that the law makes no provision for ap- 
peal from such favorable decision, and that the 
commissioner of patents is without jurisdiction 
of said appeal, must be denied. Id. 



150 



INTERFERENCES. IV, (c). 



(c) No Appeal Liea. 

41. The decision of the primary examiner is 
an adverse decision if it denies the patentability 
of the invention or the right of an applicant to 
make the claim, from which there exists no 
right of appeal. To permit an appeal under 
such circumstances would be a clear departure 
from a marked and peculiar feature in the pro- 
cedure of the office, distinctly recognized in the 
statutes and rules relating to the subject An 
applicant who has been in interference has no 
greater right in defeating the grant of a patent 
to his adversary than any other member of the 
publia The presumption is that the office will 
guard against the improper issuance of pat- 
enta Faure v. Bradley, and Crocker y. Cowles 
and Cowles. 40 O. O. 243, C. D. 1887. 

42. Section 482 does not provide for an ap- 
peal in such cases to the examiner-in-chief. Id. 

48. The primary examiner having held that 
Faure bad the right to make the claims and 
was not barred by the state of the art or publi- 
cations, he could not do otherwise than over- 
rule the motion to dissolva From such decision 
no appeal lie& Faure v. Bradley, 44 O. G. 945, 
C. D. 1888. 

44. No appeal lies to the commissioner from 
a decision upon a motion to dissolve except 
upon the ground that there is no interference 
in fact, or that there has been such irregularity 
in the declaration as to preclude a proper de- 
termination of the question of priority. Manny 
V. Easley, v. Greenwood, Jr., 48 O. G. 538, C. D. 
1889. 

45. Where it appears upon the face of the 
papers that the real ground of a motion to dis- 
solve relates to the merits, the commissioner 
will not take jurisdiction either by appeal or 
petition. Id. 

46. It is no ground for an appeal from a de- 
cision of the examiner of interferences re- 
manding a motion to dissolve filed seasonably 
in view of the showing made, to the primary 
examiner, that the reiisons given in support of 
the claim that the interference issue is unpat- 
entable were fully Canvassed by the primary 
examiner before he originally declared the in- 
terference. Such motion simply makes a con- 
troversy inter partes before the examiner as 
to matter which he had previously considered 
in an ex parte matter. Reynolds v. Haberman, 
49 O. G. 130, G D. 1889. 

47. From a decision of the examiner upon a 
motion to dissolve, involving the right of one 
of the parties to make the claim in issue, there 



is no appeal to the commissioner. Steward ▼• 
Ellis. V. Lee, v. Howe, 49 O. G. 1983, G D. 1889. 

48. No appeal can be taken to any tribunal 
from a decision of a primary examiner affirm- 
ing the patentability of a claim or the appli- 
cant's right to make the same. Edison v. Stan- 
ley, 56 O. G. 273. G D. 1891. 

49. When an interference is dissolved oy 
the primary examiner on motion, appeal can- 
not properly be taken by the party bringing 
such motion, though granted on a part only of 
the grounds urged therein. Zeitinger v. Rey- 
nolds, V. Mclntire, 57 O. G. 1279, G D. 1891. 

50. When in an interference case an appeal 
is taken to the examiners-in-chief on which 
appellant only has a right to be heard, his 
claims are the only ones to be considered ; and 
any comment in their decision relative to the 
equivalence of the devices of the several parties 
to the iuterference, on which would depend the 
question of interference in fact^ can properly 
have no binding effect upon the judgment of 
the primary examiner, which should be inde- 
pendent Id. 

51. An appeal from the action of the exam- 
iner of interferences in reinstating an interfer- 
ence will not lie; Young t. Case, 58 O. G. 
945, C. D. 1892. 

52. Objections to the operativeneas or pat- 
entability of the subject-matter of the issue of 
an interference are not proper subjects for an 
interlocutory appeal to the commissioner from 
an examiner's refusal to dissolve the interfer- 
ence. Lossier v. Willson, v. Cowles, and Cowles 
V. Rogers, v. Darling, v. Boguski, v. Gratzel, 59 
O. G. 1«05, C. D. 1892. 

53. A petition asking that the examiner of 
interferences be directed to reconsider his de- 
cision awarding priority, upon the ground that 
such decision is a travesty on equity practice, a 
gross injustice, that it is in direct contradiction 
to the evidence, and tliat the exa^iiner has ex- 
ceeded his powers, when the record of the case 
discloses that the examiner acted with deliber- 
ation and apparent fairness, is wholly unjus- 
tifiable and should not have been presented. 
Clarke v. Pettengill, v. Crancer, 77 O. G. 1271, 
C. D. 189«. 

54. Appeal by Appert from refusal to grant 
motion to dissolve, brought upon the ground of 
no interference in fact and also upon the ground 
that Schmertz had not overcome French pat- 
ent to Appert under rule 75, dismissed upon 
both grounds. Schmertz y. Appert^ 77 CX G. 
1784, C. D. 1898. 

55. A holding that an applicant has not pre- 



INTERFERENCES, IV, (dX 1, 2. 



151 



sen ted an affidavit sufficient to overcome a for- 
eign patent under rule 75, since it relates to the 
merits, is not properly appealable to the com- 
mi3sioner. Id. 

56. In an interference of two issues, one of 
which the commissioner decided was made by 
one contestant and the other by the other, when 
he also holds in the same decision that the two 
are structurally and paten tably different, the 
party adjudged the prior inventor has no 
ground of appeal, since, if the commissioner 
was right in his holding, the first issue covers 
all that there is patentable, and if the commis- 
sioner is not right his mistake does not injure 
such prior inventor. *Shellaberger v. Schnabel, 
77 O. G. 33», G D. 1897. 

57. When the commissioner decides that one 
of two issues of an interference was invented 
by one party and the other by the other party, 
but that the second issue has no patentable nov- 
elty to distinguish it from the one first invented, 
an appeal from his decision awarding priority 
of the second issue amounts to nothing more 
than a moot case and should not bo adjudi- 
cated. *Id. 

(d) Burden of Proof. 
1. In General. 

58. A formal abandonment of the earlier ap- 
plication does not shift the burden of proof, if 
there is a clear continuity of action between it 
and the second application, where the two ap- 
plications are ffied by the same applicant and 
cover substantially the same subject-matter. 
Parmly v. Hochhausen, 67 O. 0. 545, C. D. 1891. 

59. A. filed an application July 81, 1890. B. 
filed an application April 21, 1891. A. filed his 
second application for substantially the same 
subject-matter as his first on April 23, 1891, ac- 
companying it with a request that it take the 
place on the patent office files of his first ap- 
plication. Two days later he filed a formal 
abandonment of the first application. Held, 
that in an interference between the parties it 
"was correbt to give A. the benefit of the date 
of the filing of his first application for the pur- 
pose of fixing the burden of proof upon K Id. 

W. Where a party to an interference in 
which his divisional application is Involved re- 
lies on an alleged statement of invention in his 
original application for the purpose of deter- 
mining where the burden of proof lies, such 
statement must clearly and definitely cover the 
invention claimed in the divisional application. 
Sprague v. Hunter, 59 O. G. 1605, C. D. 1892. 



61. Where it is admitted by the parties that 
a machine had been built from patterns de- 
signed by H., one of the contestants, but where 
S., the other contestant, claims that H. derived 
the invention from him, consequently that the 
reduction to practice ought to inure to his bene- 
fit, held^ that the burden of proof is upon S. to 
prove his claim, and, failing to do so, priority 
of invention must be awarded to H. *Soley ▼• 
Hebbard, 70 O. G. 921, C. D. 1895. 

62. In such case the contestant, in order to 
prevail, must prove his claim by a clear and 
fair preponderance of evidence. *Id. 

68. The only question to be determined is 
priority. The burden of proof is upon com- 
plainants, and they must establish their proof 
beyond a reasonable doubt *Standard Cart- 
ridge Ca V. Peters Cartridge Ca, 72 O. G. 742, 
G D. 1895. 

64. Testimony which should be rejected for 
insufficiency cannot be used in favor of a party 
on whom is the burden of proof to defeat an- 
other party, although the truthful intent of the 
witnesses may not be doubted. It is incumbent 
upon the party on whom is the burden of proof 
to produce such clear and direct evidence as 
will satisfactorily prove his case. *McCormick 
V. Cleal, 80 O. G. ICH C. D. 1897. 

2. Upon Later Applicant. 

65. Where in an interference case the con- 
tention of the junior party was that he was the 
originator of the improvement in controversy 
and communicated the invention to the senior 
party prior to the senior party's application for 
patent and it appearing that there was a differ- 
ence of five months between the ffiing dates of 
the respective applications, and that the senior 
party had constructed a machine in accordance 
with the idea involved in the invention, while 
the junior party had never done so, ^e^d, that 
these facts raised a very strong presumption in 
favor of the prior applicant and that the bur- 
den was strongly and squarely upon the junior 
party to show the origination and disclosure 
which he claimed. Zerbe v. Ohl, 58 O. G. 1839, 
C. D. 1892. 

66. Where an attorney and skilled expert of 
a company made application for certain pat- 
ents with the full knowledge of the company, 
and the president of the company applied for 
patents for the same invention, sixteen and 
seven months, respectively, later than the 
senior party, /leZd, that the presumption and 
probabilities are all with the senior party and 
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can only be rebutted by the strongest possible 
proof. Tompkins t. Selkirk. 59 0. 6. 639, G. D. 
1892. 

67. K. filed his application before M., and the 
reduction to practice of the invention claimed 
by both was under the direction of K. exclu- 
sively. "He is now in the position of a defend- 
ant in possession. The burden of proof is upon 
his opponent to show, not only that he at some 
time had the idea, but that he had it firsts and 
also that this idea, once exclusively his, was 
actually communicated to Kingsley ; otherwise 
he can take no benefit from the reduction to 
practice." (Citing Solely v. Hebbard, 70 O. G. 
921. C. of Appi D. C, Jan. 7, 1895.) Milton v. 
Kingsley, 71 O. G. 887, C. D. 1895. 

68. In such a case, where the reduction to 
practice by one of two associated inventors has 
put him in the position of a defendant in pos- 
session and placed the burden of proof upon 
his opponent, '4t will not do merely to raise a 
doubt upon this point There must be a rea- 
sonable preponderance of evidence in order to 
overcome the presumption of right arising 
from the state of one in possessioa*' (Ibid.) Id. 

3. On Party Last to Claim (Kule 116). 

Rule 116 of the Rules of Practice of the 13th Revised 

Edition, April 1, 1892, was as follows: 

116. In ori^nal proceedings in cases of interference 
the several parties will be presumed to have made the 
invention in the chronological order in which they 
claimed the name in their completed applicatioDs for 
patents clearly illustrating and describing the inveution ; 
and the burden of proof will rest upon the party who 
shall seek to establish a different state of facts. (1887, 
111.) 

In the present edition of the rules, promulgated June 

18, 1897, this rule was changed by omitting the italicized 

words ** claimed the 8ame m,'^ and substituting the 

word "/U«d." 

09. Where one party to an interference filed 
his application in March, 1887, and the other in 
February, 1887, and the former asserted that he 
communicated the invention to the latter, and 
that he (the latter) simply embodied as a con- 
structor and mechanic the ideas conceived by 
the former and described by him to the latter, 
and that even if the latter were an original in- 
ventor he (the former) was the first to conceive 
of the subject-matter in interference, and was 
using due diligence in reducing the invention 
to practice, while the latter was making the 
€X>mplete machine, it w*as held that the burden 
of proof was upon the former to establish one 
of those propositions under rule 116, and that 
the burden is discharged by establishing a fair 
preponderance of legal evidence in behalf of 



him upon whom the burden resta. Wherry v. 
Heck, 49 O. O. 559, C. D. 1889. 

70. The object of ascertaining which of two 
contesting applicants first disclosed in a com- 
pleted application the invention in contro- 
versy is to determine not only upon whom 
should rest the burden of proof under rule 116, 
but also in whose favor a judgment may be 
rendered upon the record, in case the opposite 
party fail to file a preliminary statement or 
such statement fail to overcome the prima 
facie case made by the respective dates of ap- 
plication. (Rule 114.) Oliver v. £verit<^ 49 O. G. 
781, C. D. 1889. 

71. Rule 116, placing the burden of proof 
upon the last applicant, means precisely what 
it says. It announces that the last applicant 
must prove his case or faiL Nor is the role an 
arbitrary ona It has its foundation in the same 
legal principle which finds expression in the 
maxim prior tempore potior jure. The senior 
party litigant has a right to expect that the 
rule will be applied and that he may be abso- 
lutely silent until a prima fade case is made 
out against him. Ecaubert t. Hofmann, 52 
O. G. 2107, C. D. 1890. 

72. The relation of the parties, under rule 
116, is to be determined by the date on which 
each applicant made his claim or equivalent 
statement of invention for the subject-matter 
involved in the interference issue. Rennyson 
v. Merritt. 58 O. G. 1415, Q D. 1896. 

73. The burden of proof in an interference 
is upon the contestant who fails to make a 
claim to the improvement in controversy or a 
statement of invention equivalent thereto until 
after the same was claimed by the other party 
to the interference. Reichenbach v. Goodwin, 
63 O. G. 311, C. D. 189a 

7i. Rule 116, as recently amended and con- 
strued in the light of decisions bearing upon it» 
means that he who first made a claim or state- 
ment of invention covering the invention in 
interference should be considered the senior 
party. Huson v. Crowel), v. Yates, 64 O. G. 
1006, C. D. 189a 

75. The word "claimed" in rule 116 does 
not include tlie description or any part thereof ; 
and the first to make a claim covering the in- 
vention is the senior party. Edison t. Ball, 71 
O. G. 1813, a D. 1895. 

76. The first to make a claim in substance 
and effect covering the invention is the senior 
party. (Edison v. Ball, 71 0. G. ISia) Richard- 
son V, Leidgen, 77 O. G. 153, Q D. 1896. 

77. The sole purpose of rule 116 is to deter- 
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mine the position of parties as plaintiff and de- 
fendant^ in order to determine who shall first 
take testimouy. Failure of junior party to bring 
motion to shift the burden of proof raises no 
presumption that his application involved is 
not a division of an earlier ona In any case 
he may introduce his earlier one to show that 
he made the invention of the issue before the 
date of the application involved. Phelps v. 
Hardy, v. Oattnoian and Stern, 77 O. G. 631, C. D. 
1898. 

4. When Patent Has Issued to One 

Contestant. 

(See IKTRRFEREKCE ; DECLARATION; APPUCA- 

TiON AND Patent, infra,) 

78. When one of the parties to an interfer- 
ence is a patentee the burden of proof is heav- 
ily upon his opponents, and, unless the evidence 
is such as would be held sufiScient by a court 
to invalidate the patent already granted, the de- 
cuiionwiU be in favor of the patentee. De- 
prez and Carpentier v. Bernstein, 54 O. G. 1711, 
C. D. 1891. 

79. llie burden of proof is heavily upon an 
applicant striving to overthrow a prior patent 
This burden is only shifted, when the applicant 
has overcome the patentee*s privia facie case, 
arising from the previous grant of a patent, by 
proof beyond a reasonable doubt Hansen v. 
Davis, 55 O. G. 998, C. D. 1891. 

80. It is not enough for the applicant to 
charge fraud, which is never presumed, but 
must always be strictly proved, and then to de- 
mand that he be relieved from the burden of 
proof which the law has imposed upon him. 
Such a course will not shift the burden of 
proof. Id. 

81. Since patents are now re-issued strictly 
for the same invention covered by the original 
patent, and since the surrender of the original 
patent does not take effect until the issue of the 
amended patent, a re-issue application ought to 

•have the same standing as to burden of proof 
as the original patent haa Id 

82. When one of the contestants has a patent 
for the invention in dispute and the other is an 
applicant for a patent, the latter, in order to 
prevail, must present a case, both as to concep- 
tion and as to reasonable diligence, which does 
not admit of a reasonable doubt Hunter v. 
Jenkin, 56 O. G. 1705, C. D. 1891. 

88. In an interference where neither party 
eatablishes a perfectly clear cose on the evi- 



dence, the presumption is in favor of a party 
having a patent as against one who has not,, 
and the latter, in order to prevail, needs to es- 
tablish his case by proof which does not admit 
of a reasonable doubt Weston v. Richardson, 
57 O. G. 1425, G D. 1891. 

84r. Where an applicant for patent seeks to 
overcome a patent already granted, he must 
make out a case both as to conception and dili- 
gence in reduction to practice which does not 
admit of a reasonable doubt (Following Hun- 
ter V. Jenkin, 56 O. G. 1705.) Hunter v. Van 
Depoele, 57 O. G. 1720, C. D. 1891. 

85. In an interference an applicant to pre- 
vail against a patent already granted must 
prove his case beyond a reasonable doubt 
(Following Hunter v. Jenkio, 56 O. G. 170%) 
Dillon V. Bamball and Wirt, 58 O. G. 884, C. D. 
1892. 

86. Where it appears that an i^plicant for a 
patent in interference with a patent already 
granted contracted with the original patentees, 
before making his application, to manufacture 
and supply them with certain articles to be 
made under their patent, his subsequent appli- 
cation and the evidence offered to support it 
should be subjected to the sharpest scrutiny. Id. 

8 7. A patent is of weight as evidence in favor 
of the patentee upon his contention that he is 
the first inventor, and it is a sound and recog- 
nized administrative rule that a second patent 
should not issue for the same invention to a 
rival claimant except in a clear case. La Flare 
V. Chase, 72 O. G. 741, G D. 1895. 

88. The application which eventuated in the 
Mayhew patent was filed during the life of the 
Kelleher and Grimm caveat Kelleher and 
Grimm made application after the expiration 
of the caveat and the grant of the Mayhew 
patent The presumption is that the office did 
its duty in notifying Kelleher and Grimm of 
the filing of the interfering application, and the 
burden was upon them to establish their alle- 
gation of no notice by adequate proof. Kelle- 
her and Grimm v. Mayhew, 72 O. G. 895, C. D. 
1895. 

89. The patent to IViayhew need not be treated 
as an application, because the presumption is 
against the lack of notice to the caveator and 
because there is no direct evidence that Kelle- 
her and Grimm did not know of the Mayhew 
application. Id. 

90. Pratt and Johns^ in view of the issue of 
the patent to their opponent, have the burden 
of showing beyond a reasonable doubt that 
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they are prior inyentors and entitled to a pat- 
ent for the same subject-matter. Pratt and 
Johns V. Thompson, 72 O. G. 1347, C. D. 1805. 

91. The record held not to show that Thom- 
son's patent was inadvertently issued, or that 
Pratt and Johns' application was not before the 
examiner who passed Thomson's application to 
issue, or that it was not done upon full coDsid- 
eration. In whatsoever division either applica- 
tion may have been, it is to be presumed that 
the office in treating one knew of the other, and 
that when the Thomson patent issued it was 
considered that he was justly entitled to his 
patent The burden of proof is therefore on 
his opponent Id. 

92. Where a patent has been regularly issued 
and a question of anticipation or priority is 
raised in a suit for infringement or in proceed- 
ings in interference, a strict rule as to the proof 
required to overcome the patent, especially 
where the testimony from its nature and cir- 
cumstances is open to suspicion, should prevail 
♦Wurts v. Harrington, 79 O. G. 337, G D. 1897. 

98« The fact that a patent has been issued 
irregularly during the pendency of an inter- 
fering application does not give it an advantage 
in the interference proceeding, and such pro- 
ceedings should be governed by the ordinary 
rules of the courts of law in respect to the bur- 
den of proof. *Id. 

94. The burden of proof is upon the party 
who is the last to file his application in the 
office, and this status of the parties is not 
changed by the fact that the junior applicant 
may have obtained a patent *Hunt v. McCas- 
lin, 79 O. G. 861, C. D. 1897. 

95. When one of the parties to an interfer- 
ence has received a patent this on its face 
affords prima facie evidence that he is the in- 
ventor and that the thing patented is a novelty, 
and the patentee will not be defeated of his 
rights under the grant unless the applicant shall 
establish the priority of his invention beyond a 
reasonable doubt and shall also show diligence 
in reduction to practice, especially where the 
question of priority has been passed upon in 
the same way by the various officials of the 
offica I>oyle v. McRoberts, 79 O. G. 1029, C D. 
1897, 

V. Caveat. 

96. Congress, in the very statute which re- 
quired inventors to file applications in the 
patent office, expressly provided that all appli- 
cations interfering with caveats should be de- 



posited in the confidential archives and be 
therefore privileged (Rev. St, sec. 4902X and 
inferentiaJly they only. *Edi8on Electric Light 
Ca V. United States Electric Lighting Ca, 46 
Fed. Rep. 55 (1891). 

97. In patent act of 1836, the three months 
in which a caveator's rights were regarded did 
not begin to run until after the caveator had 
received the notice of the ffiing of an interfer- 
ing application. The act of 1861, however, 
changed the law in this respect and provided 
that the three months should begin to run from 
deposit in the patent office, plus the r^iilar 
time for transmission to caveator. This is 
substantially what is required by the Revised 
Statute& Held, that three months and two 
days were sufficient in this particular case, and 
that the commissioner has no power to extend 
the time. Ex parte Moore^ 52 MS. D., Feh,, 
1893 (Frothingham, Ass't Com'r). 

VI. Conception of Invention. 

98. If the thing described in the abandoned 
application is the same invention that is subse- 
quently patented, it certainly does establish 
conception of the invention as of its own date, 
and if proof dehoTB the patent establishes re- 
duction to practice or introduction into public 
use, andithe time of the reduction to prac- 
tice or public use is in dispute, then the appli- 
cation shows that reduction to practice might 
have taken place at any time subsequent to its 
date ; but when, as in the present case, there is 
no proof even of experiment it can have no 
other effect than to establish the date of con- 
ception of the invention which it discIosesL 
Beach v. Fowler, 48 O. G. 821, G D. 1889. 

99. An abandoned application establishes 
only a date of conception. (Beach v. Fowler, 
C. D. 1889. 187 ; Webster v. Sandford. G. D. 
1888, 92.) Hien v. Pungs, 68 O. G. 657, G D. 
1894. 

100. The fact that sketches relied upon to 
establish conception are rude and imperfect 
and do not show a working machine is not a 
vital defect if skilled operators could from 
such sketches construct a machine embodying 
the improvement in dispute. *Standard Cart- 
ridge Ckx V. Peters Cartridge C!a, 78 O. G. 631, 
G D. 1897. 

101. A complete conception as defined in an 
issue of priority of invention is matter of fact 
and must be clearly established by proof. The 
conception of the invention consists in the 
complete performance of the mental part of 
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the inventiye act All that remains to be ac- 
complished in order to perfect the act or in- 
strument belongs to the department of con- 
struction, not invention. It is therefore the 
formation in the mind of the inventor of a 
definite and permanent idea of the complete 
and operative invention as it is thereafter to 
be applied' in practice that constitutes an avail- 
able conception within tlie meaning of the pat- 
ent law. *Mergen thaler v. Scudder, 81 O. G. 
1417, G D. 18d7. 

102. The date of the conception is the date 
when the idea of means, including all the es- 
sential attributes of the invention, becomes so 
clearly defined in the mind of the inventor as 
to be capable of exterior expression ; and it is 
settled both by practice and express decision 
that such exterior expression of the mind of 
the inventor, when relating to machinery, may 
be by exhibits either in the form of drawings 
or by model, so as to lay the foundation of a 
claim to priority, if thereby the invention be 
made suflSciently plain to enable those skilled 
in the art to understand it *Id. 

108. The fact of conception by an inventor, 
for the purpose of establishing priority, cannot 
be proved by his mere allegation nor by his 
unsupported testimony where there has been 
DO disclosure to others or embodiment of the 
invention in some clearly perceptible form 
such as drawings or model, with sufficient 
proof of identity in point of time. *Icl. 

104. Any full and accurate description of 
the invention, either in words or drawings or 
by model, if it be of a machine, or even an un- 
successful effort to embody the conception, 
when the effort discloses that the idea was 
complete, will suffice, although the attempt to 
represent it may have failed. In the absence 
of all other proof, the date of the application 
for a patent, if containing a complete descrip- 
tion, is taken as the date of the conception. *Id. 

105. If drawings be exhibited and relied on 
as evidence of the conception of the invention, 
they must show a complete conception, free 
from ambiguity or doubt, and such as would 
enable the inventor or others skilled in the art 
to reduce the conception to practice without 
any further exercise of inventive skill. *Id. 

106. ^here drawings are in many essential 
particulars defective and wanting in complete- 
ness as means of showing and illustrating an 
invention involved in interference, such de- 
fects and want of completeness in the draw- 
ings cannot be aided and the defective draw- 
ings made effective by construction or by 
reference to the prior state of the art *Id 



107. Where an inventor has undertaken to 
invent and construct a machine essentially dif- 
ferent from pre-existing machines and not 
simply a mere improvement upon previous in- 
ventions, it is necessary for him to furnish 
such full, clear and definite drawings of his 
invention to prove conception as will enable 
any person skilled in the art of construction of 
such machines to reduce the invention to prac- 
tical form. *Id. 

VII. Copying Claims of Opponent. 

108. The practice of appropriating literally 
the claim of a later invention which is drawn 
with reference to the employment of terms 
found in the preceding specification, and then 
applying the claim so appropriated to a specifi- 
cation of an older date which does not contain 
words and expressions suitable to lead up to 
the language of the appropriated claim, con- 
demned. Rogers v. Winssinger, 56 O. G. 804^ 
C. D. 1891. 

109. Where an applicant copied the claims 
of a patent and thus provoked an interference, 
held, that all tribunals that pass upon the 
question of priority of invention must decide 
whether the applicant is entitled to claim that 
invention in his application. Reichenbach v. 
Goodwin, 63 O. G. 811, a D. 189a 

VIII. Declaration op. 

(a) Application and Patent 

(See Interference; Burden op Proof ; When 
One Contestant Has a Patent.) 

110. An applicant for patent is not entitled 
to an interference with an unexpired domestic 
patent until he has been actually rejected on 
such patent Ex parte Massicks and Crooke^ 
88 O. G. 1489, C. D. 1887. 

111. An interference is declared between an 
applicant and a patentee for the sole purpose of 
determining whether a patent shall issue or be 
refused to the applicant, and when the question 
is settled the patentee has no further interest or 
concern in the case. 'Beardslee v. Moeslein, 46 
O. G. 1640, C. D. 1889. 

112. The fact that in such case the office 
failed to declare an interference prior to the 
issue of the patent does not establish the fact 
that there is no conflict between the application 
and the patent Bechman v. Johnson, 48 O. G. 
673. C. D. 1889. 

118. A patent issued inadvertently while an- 
other application for the same invention was 
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pending Is as against such application to be 
treated, for purposes of interference, as an ap- 
plication still pending. Ex parte Boyer, 49 
O. G. 1985. C. D. 1889. 

114. An interference should not be declared 
between a pending application and a patent 
granted before such application was filed until 
the applicant overcomes the patent as a refer- 
ence by the method provided in rule 94^ 2, i «. 
by filing af&davit Tavener v. Thomson, 51 
O. G. 1405, C. D. 1890. 

115. Kellogg's original application, upon 
which patent issued to him July 31, 1888, 
which he seeks to correct by re-issue, was filed 
July 80, 1887. Carty's application was filed 
November 17, 1887. and was not put into con- 
dition for an interference for five years after 
the issue of the Kellogg patent There is noth- 
ing in the record to show that in the opinion 
of the commissioner of that time an interfer- 
ence did exist or that such was the opinion of 
any examiner in the ofiice, except the fact that 
an interference was afterward declared, and 
the patent cannot now be treated as an appli- 
cation. Carty v. Kellogg, 73 O. G. 285, C. D. 
1895. 

110. The status of a patentee in an interfer- 
ence maintained, although the interfering ap- 
plication was filed one day before the patent 
issued, because of the exigencies of the office 
work. It cannot be considered that the law 
contemplated the instantaneous examination 
of applications out of order, for the purpose of 
withdrawing from issue patents which have 
already been printed and signed, and are ready 
to be mailed, and the substance of which has 
been set forth in drawings published in the 
gazette accompanying the claims. Bolens v. 
Morgan, 60 M& D., Dec, 1896 (Seymour. ConiV). 

(b) Claims; Genus and Species, 

117. An interference should not be declared 
between an unexpired patent which shows and 
claims one species of an invention and a sub- 
sequent application disclosing another and dif- 
ferent species, even though the latter contains 
a claim of sufficient scope to include the spe- 
cies claimed in the unexpired patent Reed v. 
Landman. 55 O. G. 1275, C. D. 1891. 

118. Where a patentee claiming specifically 
would be entitled to all of his claims, even if 
he were an applicant, in spite of a judgment of 
priority in favor of his opponent, the fact that 
his opponent's claim would "dominate" his 
own is no sufficient reason for declaring or 
continuing an interference. Id. 



119. In case of an article of manufacturer 
when an applicant has claimed a genus and a 
patentee a species clearly coming witliin this 
genus, and the applicant has recited the same 
species in his application as being within the 
genus, there is an interference in fact Edison 
V. Stanley, 57 O. G. 278, C. D. 1891. 

120. An interference in fact exists between 
an application showing and describing several 
species and containing generic claims that cover 
all of such species and an unexpired patent con- 
taining claims based upon and limited to one 
of the species covered by the generic claims of 
the application. Zeitinger v. Reynolds, ▼. Mc- 
Intire, 57 O. G. 1279, C. D. 1891. 

121. When an unexpired patent contains 
claims limited to a single species and an appli- 
cation shows and describes several species, all 
different from that claimed in the patent, but 
contains generic claims broad enough to cover 
the species of both patent and application, there 
is no interference in fact Id. 

122. The rule of Reed v. Landman (55 O. G. 
1275) does not apply where both parties are ap- 
plicants. Kinyon v. Carter, 66 O. G. 513^ a D. 
1898. 

128. Where different specific forms are 
shown by two applicants, both capable of bemg 
covered by a broad claim, and one applicant 
makes such broad claim and the other makes 
a more limited claim to the same structure, 
there is an interference, which may be avoided 
by the disclaimer provided for by rule 107. Id. 

124. Where two applications are pending 
concurrently and the claims of one dominate 
those of the other, an interference should be 
declared. Grimmett v. Willett, 66 O. G. 1006, 
C. D. 1894. 

125. Where an unexpired patent shows and 
describes two species and contains a claim in 
an alternative form which includes both spe- 
cies, and an application shows and describes 
one of the species and contains a generic claim, 
an interference in fact exists. Duncan v. West- 
inghouse, Jr., 66 O. G. 1005, C. D. 1894. 

(c) Claims; Subjects-matter Mu^t Con- 

flicL 

126. The primary examiner, when declaring 
an interference, must look alone to the language 
of the applications. Faure v. Bradley, 44 O. G. 
945. C. D. 188a 

127. The inquiry in every case, whether or 
not an interference in fact exists, is whether 
the claims confiict ; but in determining whether 
such conflict exists the subject-matter claimed 
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in the respective applications is to be considered 
and is to gOTem the conclusion, whatever re- 
semblances or differences may exist in mere 
methods of expression. Gray v. Robertson, 60 
O. G. 165, a D. 1890. 

128, Where the controversy related to tel- 
autograph systems and the claims which were 
in interference consisted of combinations in- 
volving the use of a pen or stylus and a ** pen 
supporter,*' in connection with the operation 
of receiving the message, but the instruments 
were different and differed in modes of oper- 
ation, held, that there was no interference in 
fact Id. 

129. It is not sufficient that an applicant 
copy the claim of a patentee with the view of 
securing an interference, but the claims must 
conflict in subject-matter and not in language 
only. (Gray v. Robertson, 50 O. G. 165, followed.) 
Bissell V. Robert, 51 O. G. 1618, Q D. 1890. 

180. When there is no interference by rea- 
son of conflicting subject-matter care should 
be taken on the part of the office to prevent an 
appearance of sameness because of similarity 
of language employed. Id. 

181. There is nothing in Ex parte Upton 
that affords any warrant for the view that 
claims can conflict which are not for the same 
invention either generically or specifically 
stated. Crane v. Merriam, 51 O. G. 1788, C. D- 
1890. 

182. Interferences in the patent office, like 
interfercjces in the courts, exbt only when 
the claimed inventions conflict Reed v. Land- 
man, 55 O. G. 1275, a D. 1891. 

188. The question whether an interference 
in fact exists depends not merely upon the 
language employed in the respective claims, 
but upon the question whether, in addition to 
similarity in phraseology, there is an interfer- 
ence between the subjects-matter of the re- 
spective claim& Rogers v. Winssinger, 56 O. G. 
804, C. D. 1891. 

184. A claim should not be included in an 
interference which is broader than the issue 
although there may be an interference in fact 
£x parte Thomson, 51 MS. D., Nov., 1892 (Froth- 
ingbam, Ass^t Com'r). 

185. The test of an interference resides in 
the claims and not in mere disclosures in the 
application, and office rules must be construed 
in connection with this settled principle of 
law. Van Depoele v. Daft, 58 O. G. 520, C. D. 
189a 

180. It is not enough for an application 
nought to be put in interference to merely 



show and describe matter properly within the 
interference issue ; but it must also claim such 
matter. (Following Van Depoele v. Daft, 58 
O. G. 520.) Searle v. Frumveller, v. Sessions, 
58 O. G. 804, C. D. 1892. 

187. An interference should not necessarily 
be declared between two applications simply 
because a claim of one of them would dom- 
inate a claim of the other unless it also appears 
that the two applications are based upon the 
same structure of invention. Id. 

188. Applications interfere only when they 
claim in whole or in part the same invention. 
(Citing Gold and Silver Ore Separating Co, v. 
U. a Disintegrating Ca, 6 Blatchf. 807.) Dodd 
V. Reading, 68 O. G. 1413, C. D. 1892. 

189. An interference is declared between the 
applications or inventions involved rather than 
between the applicants or patenteea Snyder 
V. Kanneberg, 58 O. G. 1840, C. D. 189a 

140. Where the devices covered by the claims 
of the two applications are substantially alike 
in structure and mode of operation, there is an 
interference in fact even though the claims are 
not the same in scope. Moore v. Holland, 63 
O. G. 1962, a D. 1893. 

141. Where the claim in a patent contains 
an element not disclosed in an application in- 
volved in an interference with the patent, and 
where the applicant cannot make a claim that 
will be com mensurate in terms with the claim 
of the patent, no interference in fact exist& 
Dixon V. Van Auken, 64 O. G. 1005, C. D. 
1893. 

142. The interference was declared on a claim 
for a " platen detachably connected with the 
power-driving mechanism and provided with 
a counterbalancing weight*' In the Christie 
invention, however, the point of disconnection 
was between the ratchet-wheel and the lever- 
pawl. Held, that this construction was fairly 
within the language of the claim and inter- 
ference, notwithstanding that the point of dis- 
connection was not immediately at the platen 
proper, and that there was an interference be- 
tween the two inventiona *Christie v. Seybold, 
64 O. G. 1650, a D. 189a 

143. Interference cannot properly be declared 
except when two applications or a patent and 
an application conflict with each other. If the 
alleged inventions are substantially different 
from each other, so as to be each of them 
patentable, there is no ground for interfer- 
ence. In this case no question of priority can 
arise. Cushman v. Lines, 78 O. G. 2051, C D. 
1897. 
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IX. Disclaimer. 
(See Disclaimer in Application.) 

144. Where, after an interference had been 
decided, the losing party thereto amends his 
application and cancels the claims which had 
been in such interference, he should not be re- 
quired to formally disclaim the subject-matter 
described therein and which he has so can- 
celed. Ex parte Firm, 89 O. G. 1199, C. D. 1887. 

145. There is no law or rule which requires 
an applicant under such circumstances to enter 
a disclaimer. If the specification is too broad, 
if it covers any of the matter which has been 
in interference, or if it is so indistinct, informal 
or ambiguous that the public may be imposed 
upon by the issuance of a patent, it is the duty 
of the examiner to require correction and 
modification, so as to bring the case within the 
rules of the office, and if such modification be 
not made to refuse the patent Id. 

146. The effect of rule 104 is simply to allow 
one of the applicants to anticipate the award 
of priority in the interference, and to place 
himself in the condition he would be in had 
the proceedings continued regularly and the 
award been made ; but it certainly cannot be 
extended by implication. Id. 

147. Rule 107 makes no distinction between 
interferences which involve a conflict between 
co-extensive claims and interferences which in- 
volve a conflict between generic claims and 
subordinate specific claims, in respect of the 
period within which the disclaimer may be 
made. Clark v. Lord. v. Grimes. 61 O. G. 1943. 
C. D. 1890. 

148. In case of an interference between a 
specific claim and a generic claim, the appli- 
cant making the specific claim is supposed to 
know from the time of the declaration of the 
interference what the ** matter in issue " is, and 
that it is the matter in issue which he is re- 
quired to disclaim in order to have the benefit 
of the rule. Id. 

149. Rule 107 does not require that the tender 
of a disclaimer before the date fixed for the 
filing of the preliminary statement of the party 
proffering the disclaimer should be by motion, 
or that notice thereof should be given to the 
opposite party. *Diescher v. Walker, v. Diescher 
and McGill. 52 O. G. 459. C. D. 1890. 

150. While each party is in ignorance of the 
character of his opponent's invention the inter- 
ference is declared, and before either party is 
entitled to have the veil of secrecy lifted the 



office determines when a disclaimer is tendered 
whether the interference should continua *Id. 

151. It is to be distinctly understood that 
this ruling extends only to cases where a dis- 
claimer is tendered unaccompanied by any 
motion in the case. If. for instance, motion is 
made to suspend the interference pending the 
determination of the question whether the dis- 
claimer ought to be permitted, the case is. as to 
such motion, a contested one. and notice should 
be given, as in other cases. *Id. 

152. Where in an interference the claims of 
one applicant dominate those of the other, the 
interference may be dissolved by filing a proper 
disclaimer by the applicant having the narrow 
claima Grimmet v. Willet. 66 O. G. 1006, C. D. 
1894 

(See, also, Ex parte Greenwood, 17 O. O. QS6. C. D. 
1880.) 

158. It is the usual practice to allow entry of 
a disclaimer of the issue in an interference, 
leaving the question whether the disclaimant's 
claim is patentable over the issue to be deter- 
mined ex parte. (Cases cited.) Millar and Miller 
V. Calm. 68 Ma D.. Dec.. 1897 (Greeley, Acting 
Com*r). 

154. Rule 107 should be considered as a 
whole. Applying the provisions of the first 
part of the rule to the second part^ a copy of 
the disclaimer required by the second part must 
be made a part of the specification. Cook t. 
Stover, 76 O. G. 2007, a D. 1896. 

X. Disclosure. 

155. The descriptive language used should 
be such as to disclose the invention as a draw- 
ing would disclose it The description, on its 
face, as detailed by the witness, must show not 
only that the applicant had a conception of the 
desirability of doing the thing, but also a con- 
ception of a way of doing it, and a way of 
doing it BO definitely thought out that the list- 
ener, if skilled in the art, could produce the 
invention from the description, at least in a 
rude form of embodiment Wherry v. Heck, 
49 O. G. 559. C. D. 1889. 

156. To constitute a disclosure of an inven- 
tion of improvements of a known machine, it 
is not necessary that sketches made and shown 
by the inventor should have shown an organ- 
ized machine. It is sufficient if the invention 
of the particular improvements is clearly and 
intelligently shown. Ligowsky t. Peten^ y. 
Hisey, 57 O. G. 1695, C. D. 1891. 
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157. The disclosure by an inyentor to his at- 
torney entitles the inventor to the benefit of the 
rule laid down in Agawam Ckx ▼. Jordan (7 
WalL 583) in a subsequent interference bet ween 
the parties, the issue of which is the disclosed 
invention. Wheaton v. Kendall, 62 O. G. 1516, 
G D. 1893. 

XI. Dissolution. 
(a) In General. 

158. A motion to dissolve an interference 
may be granted for the purpose of including 
another and earlier application filed by one of 
the contestants. White v. Demarest, 41 O. G. 
1161, C. D. 1887. 

159. Motion for dissolution of interference 
refused between a joint patent and a sole ap- 
plication, which was filed by one of the joint 
IHitentees. Kohler v. Kohler and Chambers, 
40 O. G. 247, C. D. 1888. 

160. Motion to dissolve interferences for the 
following reasons : Firzt, that the foreign pat- 
ents set forth by Faure in his preliminaiy state- 
ment are not patents for the invention in issue ; 
%eeond, that the invention in issue is a broader 
invention than that patented to Faure in the 
foreign patents set forth in his preliminary 
statement, and that on the principle of re-issues 
he is barred from making claims broader than 
those contained in his foreign patents. The 
question whether the invention covered by for- 
eign patents is the same as that involved in in- 
terference, and therefore that such patentee is 
not entitled to the dates of such foreign pat- 
ents, must be determined by the evidence 
adduced on the trial The examiner of inter- 
ferences has the exclusive right to determine 
the competency, construction, scope and legal 
meaning of the foreign patents or of any other 
evidence introduced, and to decide whether 
they •over the same invention as that involved 
in the interference. Faure v. Bradley and 
Crocker v. Cowles and Cowles, 44 O. G. 945, 
C. D. 188a 

161. The application is the procedure to ob- 
tain a i>atent, and, strictly speaking, a motion 
to dissolve an interference cannot be predicated 
upon something found in a preliminary state- 
ment, or anything deJiors the application. Id. 

162. There is no rule which requires that the 
facts upon which a motion to dissolve is based 
should be stated in the motion. If facts are, 
however, relied upon other than those disclosed 
by the record, they should be stated in order to 



receive consideration. Law v. Woolf, 55 O. G. 
1627, C. D. 1891. 

163. There is nothing in the rules that limits 
the questions to be discussed upon a motion to 
dissolve to those which have not previously 
been considered by the primary examiner. One 
object to be secured by such motions is to 
enable tlie examiner to decide inter partes 
what he had previously decided without a 
hearing. Id. 

164. Whatever appears incidentally from the 
testimony in bar of the right of a party to a 
patent is, under the established practice of the 
office, not to be considered in a motion to dis- 
solve ; but in the interference the motions to 
dissolve contemplated by rule 122 are upon 
grounds which appear from the records to have 
existed before the testimony was taken. Cook 
V. Leach, 43 Ma D., March, 1890 (Fisher, Act- 
ing Com*r). 

165. Upon a proper showing the jurisdiction 
of the examiner of interferences will be restored 
for the purpose of considering a motion to dis- 
solve the interference. Short v. Sprague, 56 
O. G. 1708, C. D. 1891. 

166. When new claims are admitted, either 
under the origmal issue or under a new issue, 
in accordance witli the provisions of rule 109, 
held, that any or all motions provided for in 
rule 122 may be brought in connection with 
the new claims and the issue including the 
same, even though such motions were brought 
and the questions raised thereby decided under 
the interference as originally declared. Jenne 
V. Brown, v. Booth, 59 O. G. 158, C. D. 189a 

167. Where a party to an interference moved 
its dissolution on the ground that the opposing 
party was estopped by a prior interference, and 
appealed from the action of the examiner of 
interferences transmitting the case to the pri- 
mary examiner for his decision, the appellant 
alleging that the examiner of interferences 
should have himself decided the motion, since 
it did not go to the right of the opposing party 
to make the claim involved, held not to be a 
real distinction, and the examiner of interfer- 
ences affirmed. Foglesong v. Hutt» 61 O. G. 
151, C. D. 1892. 

168. The granting of a motion to stay the 
proceedings pending the determination of a 
motion to dissolve does not release the inter- 
ferants from a requirement to file other mo- 
tions specially provided for within a stated 
period. Lamb v. Warren, 64 O. G. 487, C D. 
1898. 
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169. The primary examiner has authority 
to decide a question of dissolution of an inter- 
ference which was instituted by the commis- 
sioner in person. . Ball v. Edison, 53 MS. D., 
Nov., 1898 (Fisher, Ass't Com'r). 

170. Motion to dissolve an interference be- 
tween applications containing a broad and 
narrow claim respectively. A reason for not 
dissolving is that the features of novelty on 
which the claims were allowed are the same in 
each case, and that the differences of the spe- 
cific claim over the broad one are held by the 
examiner immaterial in view of the prior state 
of the art Kinyon v. Carter, 66 O. G. 518, C D. 
1894. 

171. Where applicant's prior British patent 
became void by reason of failure to pay the 
renewal fee, which fact was published in the 
Illustrated Ofilcial Journal, and he was called 
on to show cause why an interference in which 
his application was involved should not be dis- 
solved for the reason that he had no right to 
make the claim, and he made no reply, held^ 
that his refusal to show cause was the full 
equivalent of testimony that the fee had not 
been paid. Ex parte Armstrong, 71 O. Q. 1615, 
C. D. 1895. 

1 72. Parts of Miller's application having been 
filed on February 8, 1894, and the application 
completed December 31, 1894, the interference 
dissolved to permit the primary examiner to 
require an oath applying to the later date. 
Miller v. Lambert, 72 O. G. 1903, C. D. 1895. 

178. An interference dissolved when the 
claims of each case cannot be read upon the 
other in view of the prior art (Reed v. Land- 
man, C. D. 1891, 7a) Barr v. McLennan, 61 
Ma D., Oct, 1897 (Greeley, Ass't Com'r). 

174. A motion to dissolve is a mere sugges- 
tion and not proof, and is not to be granted as 
a matter of course at any stage of the interfer- 
ence; Hageman v. Young, 62 MS. D., Oct, 
1897 (Greeley, Ass't Com'r). 

1 75. When it is doubtful, in view of the state 
of the art, whether either party could make 
the interfering claims, the interference will be 
dissolved. Newton v. Woodward, 62 MS. D., 
Oct, 1897 (Greeley, Ass't Com'r). 

176. Where a party fails to make a full pres- 
entation of his case on a motion for dissolution, 
but relies on the case as presented, held, that he 
is bound by the decision rendered, and a rehear- 
ing will not be granted merely to permit of a 
further showing, but only on grounds which 
would warrant a new trial at law. Bechman 
V. Wood. 81 O. G. 2085, C D. 1897. 



177. The office may of its own motion, under 
the provisions of rule 126, take cognizance of 
matter which would properly constitute a basis 
for a motion to dissolve without regard to the 
fact that such motion has been previously 
made. Id. 

178. All grounds for dissolution should be 
presented in one motion, since it is contrary to 
the established practice of the office to allow a 
party to make motions to dissolve by piece- 
meal Id. 

(For requirements of a motion to dissolve, see Green 
y. Hall, V. Siemens, ▼. Field, 87 O. G. 1476, a D. 1886; Law 
V. Woolf, 55 O. G. 1527, C. D. 1891.) 

(b) Appeal. 

179. When an interference is remanded to 
the primary examiner on proper motion or 
other reference and said motion is gp'anted, the 
interference is dissolved pro hac vice, the ap- 
plications involved become ex parte, the orig- 
inal jurisdiction of the examiner again attaches, 
rule 95 applies, and the same right of appeal 
follows as in other ex parte casesL Faure v. 
Bradley, 40 O. G. 248, G D. 1887. 

180. Where, in an interference proceeding, 
the primary examiner fixed twenty days in 
which to appeal from his decision on a motion 
to dissolve, and the last day fell on Thanksgiv- 
ing day, held that, that day being a legal holi- 
day, the limit of appeal expired the day before. 
Dean & Robie v. Troendle, 42 Ma D. (2 G. W. 
D.), March, 1890 (Fisher, Ass't Com'r), 

181. Appeal to commissioner from decision 
of the primary examiner dissolving an inter- 
ference between an applicant and a patentee 
on the ground that the British patent of the 
applicant, upon which he relied to antedate the 
patentee and establish the interference, did not 
disclose an operative device, should be dis- 
missed, for the reason that such an appeal, 
when proper, lies to the examiners-in*chief. 
Tavener v. Thomson, 51 O. G. 1465, G D. 189a 

183. When neither party appeared at the 
hearing of an appeal on a motion to dissolve, 
and neither filed a brief, held that» with the 
limited time at the disposal of the commis- 
sioner, he could not investigate the intricate 
questions involved, and hence he afiSrmed the 
primary examiner's decision. Jones v. Colleres, 
45 Ma D. (3 G. W. D.), Jan., 1891 (Mitchell, 
Com'r). 

183. The appeal from a decision of the pri- 
mary examiner denying a motion to dissolve 
on the ground that no interference in fact ex- 
ists lies directly to the commissioner and not 
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to the ezaminers-iD-chief. (Rule 124) IZeidler 
T. Leech, 64 O. G. 608, C. D. 1891. 

184. The question presented by such motion 
cannot be transformed into any other question 
by obiter dicta contained in the decision of 
the primary examiner ; neither can the appel- 
late jurisdiction be deflected by reasons of ap- 
peal which are not warranted by the nature 
of the question presented by the motion. In 
other words, the examiner decides nothing but 
the question raised by the motion, and the ap- 
peal brings up nothing for review but the de- 
cision and the motion decided. Id. 

(c) Ajpplications far Process and Ap- 
paratus. 

185. Motion to dissolve an interference de- 
clared between an application for a process 
and a patent covering specific apparatus for 
carrying out the process^ granted, and held, 
that the process and apparatus being separate 
and distinct inventions the claims for the one 
cannot conflict with claims for the other. 
Crane ▼. Meriam, 61 O. G. 1788, Q D. 1890. 

186. It was expressly decided in Ex parte 
Atwood that the relation between process and 
apparatus is not that which exists between 
genus and species, but that they are " wholly 
separate and distinct inventions." Id. 

(A process and product are two different inTentions. 
*Bxoel8ior Needle Oo. ▼. Union Needle Co., 1888, 8 Blatdi. 
147; Bob. on Patents, note, p. 851, toL 1.) 

(d) Hule ISS. 

(See TmB Allowable fob Filino Motions, 
infra: 'Ex Pabte PBOCEEDiNas, ittfra.) 

187. Where there was a motion to dissolve 
an interference upon the ground of irregular- 
ity in declaring the same, and it was alleged 
therein that such irregularity consisted in the 
fact that the claims of one of the parties were 
based upon new matter introduced into his de- 
scription and drawings more than two and a 
half years after his application was originally 
filed, and it appeared that such party, if the 
preliminary statements were correct, was un- 
questionably the original and first inventor, 
hddf that it should first be determined who 
was the original and first inventor of the issue 
in controversy, leaving the ex parte rights of 
the prevailing party for subsequent adjudica- 
tion. Steward v. £llis» v. Lee, v. Howe^ 49 O. G. 
;i963y C. D. 1889. 

188. When a motion is made to dissolve for 

11 



irregularity in declaring the interference, upon 
the consideration of such motion the question 
is not whether there has been irregularity 
merely, but whether there has been such irreg- 
ularity as will defeat the purpose for which 
alone interference proceedings are authorized 
by the statute. Id. 

189. The only question raised by a motion 
to dissolve for want of interference in fact is 
whether an interference in fact exists between 
allowable claims, and the only inquiry arising 
on such a motion ia one which assumes that 
the claims are allowable. Zeidler v. Leech, 54 
O. G. 508, a D. 1891. 

190. Patentability is not in question under 
a motion to dissolve an interference on the 
ground that no interference in fact exists. 
Forslund v. Matthews, 67 O. G. 1720, C. D. 1891. 

191. Upon a motion to dissolve an interfer- 
ence upon the ground of irregularity in declar- 
ing the same, the primary examiner is not at 
liberty to decide the question of patentability. 
Hutt and Phillips v. Foglesong, 60 a G. 1477, 
C. D. 1893. 

192. Failure to make a motion under rule 
122 to dissolve an interference upon the ground 
that an accepted amendment to one of the ap- 
plications involved is for new matter amounts 
to an acquiescence in such acceptance and in 
the decision of the office that such amendment 
does not involve new matter. *CroBkey v. At- 
terbury, 76 O. G. 168, G D. 1896. 

198. Rule 123 provides for motions to dissolve 
an interference on the ground of non-patenta- 
bility, although this question had been favor- 
ably decided in an ea? parte proceeding by the 
examiner or one of the appellate tribunak. On 
a motion to dissolve the question is considered 
and decided de novo inter partes. Painter ▼. 
Hall, 80 O. G. 1124, a D. 1897. 

194. In an inter partes case the examiner is 
not precluded by the decision of the examiners- 
in-chief in an ex parte caae, although said de- 
cision should be very persuasive, though not 
conclusiva To hold otherwise would be to de- 
prive a party of his rights and benefits under 
rule 122. Id. 

195. The primary examiner may not^ as a 
matter of course, ignore the decision of the 
higher tribunals simply because the question 
is before him in a proceeding inter partes, 
whereas it was before the appellate tribunal in 
a proceeding ex parte. It is not to be presumed, 
nor would it be tolerable, for a primary exam- 
iner to disregard the decision of the appellate 
tribunal where the decision of the higher tri- 
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bunal is binding nnder the settled rules of de- 
cision. Id. 

196. The primary examiner in his decision 
in an inter partes proceeding should state the 
reasons why in his opinion the decision of the 
higher tribunal in the ex parte case should not 
be followed in the inter partes proceeding. Id. 

197. The question of patentability decided ex 
parte cannot be said to be res adjudicata when 
raised inter partes. To make the matter res 
adjvdicata there must be concurrence of four 
conditions — identity in the thiug sued for, of 
a cause of action, of the parties to the action, 
and of the quality in the persons. In the mat- 
ter under consideration the identity of parties 
is lacking. Id. 

(e) Time Allowable for Filing Motions, 

198. When a motion to dissolve an inter- 
ference on the ground of non-patentability is 
made more than twenty days after approval 
of the preliminary statements it is not an abuse 
of discretion on the part of the examiner of in- 
terferences to grant such motion when it ap- 
pears that no testimony had been taken, so that 
the case had not advanced beyond the stage 
which interference proceedings customarily 
reach within the first twenty days after ap- 
proval of the preliminary statementa Rey- 
nolds V. Haberman, 49 O. G. 130, C. D. 1889. 

199. The twenty days within which, under 
rule 122, a motion to dissolve an interference 
for certain specified causes should be made 
runs from the day when the original prelimi- 
nary statements are received and approved, and 
a subsequent amendment of a preliminary state- 
ment does not of itself operate to extend this 
tima Scribner and Warner v. Childs, v. Bals- 
ley, 59 O. G. 1103, C. D. 1892. 

200. The pendency of other motions in an 
interference case is no excuse for delaying a 
motion to dissolve the interference beyond the 
twenty days limited by the rule. Hall v. Liatta, 
69 O. G. 1431, C. D. 1892, 

201. Where an interferant relied upon a 
proper tracing of the drawing of his opponent's 
application for an understanding of the latter's 
invention and was misled thereby, such mis- 
understanding will not excuse his delay to file 
a motion to dissolve after the period of twenty 
days. Lamb v. Warren, 64 O. G. 487, C. D. 1893. 

202. The delay that may be excused within 
the discretion of the office provided for in rule 
122 is not such as will be exercised to relieve 
an interferant from his own negligencei Id. 



208. A motion to dissolve under rule 122 
must be made after the declaration of an inter- 
ference, at which time both parties have the 
right to be heard. Sievert v. Shuman, 76 O. G. 
1714. C. D. 1896. 

204. Under the present rules the only period 
during which a party may file a motion to dis- 
solve and demand that, if in proper form, it be 
transmitted to the primary examiner, is during 
the period between the approval of the pre- 
liminary statements and the twentieth day 
thereafter. If an interfering party files a mo- 
tion to dissolve before the twenty days begin 
to run, he should show by the face of the pro- 
ceedings or otherwise that the hearing can be 
had under such circumstances as would make 
it just to hold the parties to the result of the 
contest as res adjudicata. Laurent-C61y v. 
Payen, 51 O. G. 621, C. D. 1890. 

205. When a judgment upon the record has 
been entered under rule 114, and the examiner 
of interferences has lost jurisdiction by reason 
of the expiration of the limit of appeal, a mo- 
tion made before the commissioner for permis- 
sion to file a motion to dissolve the interference 
should be supported by affidavits setting forth 
the facts relied upon, both in excuse for the 
failure to file the same within the time speci- 
fied in the rule and in justification for the 
granting of the motioa Garrison v. Hdbner, 
54 O. G. 1889, G D. 1891. 

206. A showing is not required under rule 
114 when a motion to dissolve is brought within 
the period fixed as a limit of appeal from a 
judgment upon the record, although the time 
originally fixed has been extended by stipula- 
tion approved by the office, and although more 
than twenty days may have elapsed since the 
approval of the preliminary statement& Law 
V. Woolf. 55 O. G. 1527, C D. 1891. 

207. A motion to dissolve an interference 
will not be allowed unless made with due dili- 
gence, and this is a question of fact to be passed 
upon according to the circumstances surround- 
ing the particular case. Hall v. Latta, 69 O. G. 
463, G D. 1892. 

208. A motion to dissolve^ filed after judg- 
ment, and more than a year after preliminary 
statements had been filed, refused, when the 
defeated party offers no explanation save that 
he had just discovered the machine of the op- 
posing party was inoperative. Cox v. Wood» 
61 Ma D., July 7^ 1897 (Greeley, Ass't ComV). 

209. A motion to dissolve filed tardily, and 
alleging a newly-discovered reference, denied, 
where the circumstances attending the discov^ 
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ery were not stated and there was no accom- 
panying aflSdavit Hageman t. Young, 62 MS. 
D., Oct, 1897 (Greeley, Ass't Com'r). 

210. A motion to dissolve, purposely post- 
poned until the testimony had been taken, de- 
nied. Kelly & Pickles v. Park, v. Clark, v. 
Hayden, v. Corrington, 62 Ma D., Oct, 1897 
(Greeley, Ass't Com'r). 

211. A motion to dissolve, made tardily and 
without a' showing explaining the delay, was 
denied ; but the attention of the primary exam- 
iner was called to newly-discovered references, 
referred to in the motion, and suspension of 
the interference suggested. Borton v. Ammer- 
man & Toof, 62 MS. D., Oct, 1897 (Greeley, 
Ass't Com'r). 

(f) Statutory Bars. 

(See Statutory Bars, in Generai^; Appu- 
CATiONS, Joint and Sole.) 

212. A history of the practice in the office in 
this particular, as shown in commissioners' de- 
cisions since Pugh v. Hamilton, CL D. 1870, 158. 
Hicks V. Keating, v. Purvis, v. Bilgham, 40 O. G. 
348, G D. 1887. 

218. The rule (120X in so far as it authorizes 
the suggestion of a statutory bar to the grant 
of a patent as a cause for suspending or dis- 
solving an interference, relates to such facts as 
are purely a bar, as contradistinguished from 
questions of title or joint inventors — a bar 
which, under the old rule, would operate against 
all the applicants in interference ; but such a 
statutory bar to the claims of either one of the 
parties to the interference is sufficient to call 
into exercise the action contemplated by the 
rule. Id. 

214. The rule does not require the examiner 
of interferences to act immediately upon being 
advised of the existence of a state of facts 
which might justify action looking toward sus- 
pension or dissolution of the interferenca Id. 

215. When a motion to dissolve is made 
showing a prima facie case in which there 
seems to be a statutory bar to the claims of the 
adverse party, the examiner of interferences 
has no discretion, but must at once refer the 
motion to the primary examiner. Id. 

Cftite'WM under a former rule (116). The praotioe has 
been reve r sed. See Thomson Sl Unbehend v. Hiiley, 

216. Wb«n the question of public use arises 
in an interference proceeding, the progress of 
the interference should not be interrupted for 
the purpose of determining such question, un* 



less for extraordinary and amply sufficient 
reasons. Campbell v. Brown, 56 O. G. 1565^ 
C. D. 1891. 

217. Whether or not a statutory bar exists 
against the grant of a patent to an applicant 
is immaterial upon a motion to dissolve an in- 
terference, since priority of invention is the 
primary question in an interference. Lossier 
V. Willson, 59 O. G. 1605, G D. 1892. 

218. Where a patentee moved to dissolve 
upon the ground that public use was shown by 
the preliminary statement of the applicant, 
held^ that the examiner of interferences prop- 
erly refused to transmit the motion to the pri- 
mary examiner. Thomson and Unbehend v. 
Hisley, 66 O. G. 1596, 0. D. 1894. 

219. An interference should not be stopped 
to allow a party " to try to create a bar upon 
the basis of a disclosure of the interference 
proceedings. The rule provides only for the 
use of an already complete bar — a bar inde- 
pendent uf the interference proceeding&" Id. 

(The decision in this case collects maqy decisions held 
to govern present practice, namely, that ** citing of the 
bar of public use is not an adequate reason for dissolv- 
ing an interference.'* It is not, however, held that a 
proper case for suspension and dissolution might not 
thus arise. The office rule provides only for use of a 
beur independent of the interference proceedings.) 

220. The primary examiner should have con- 
sidered whether or not the record of the for- 
mer interference between Lambert and Henry 
F. Miller and George Miller established &prifna 
fade case of public use against the subsequent 
application of George Miller. Miller y. Lam- 
bert. 72 O. G. 1903, C. D. 1895. 

221. When the commissioner has determined 
that there is no patentable invention in issue, 
that determination is a virtual dissolution of 
any interference, for there cannot be inter- 
ference unless there is at least prima fade pat- 
entable novelty. *Shellaberger v. Schnabel, 79 
O. G. 389, 0. D. 1897. 

(g) Transmittal of Motions to Primary 

Examiner, 
(See Dissolution— Statutoet Babs» supra,) 

222. Motions to dissolve an interference upon 
either one of the grounds mentioned in rule 
116^ viz. : Firstt that no interference in fact ex- 
ists ; second, that there has been such irregu- 
larity in declaring the same as will preclude a 
proper determination of the question of priori^ 
between the parties ; third, or which deny the 
patentability of applicant's claims ; fourth, or 
which deny applicant's right to make the 
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claims, — will, when in proper form, be trans- 
mitted by the examiner of interferences to the 
primary examiner for his determination. Edison 
and Gilliland v. Phelps, 88 O. G. 589, C. JX 1887. 

223. It is not intended by the rule that every 
motion to dissolve an interference, even al- 
though the interference may have been irreg- 
ularly declared, shall be transmitted to the 
primary examiner. The rule refers only to 
those motions where the irregularity is of that 
character which will preclude the proper de- 
termination of the question of priority. Id. 

224. Motions to dismiss an interference upon 
grounds other than those mentioned in rule 116 
should not be transmitted to the primary ex- 
aminer by the examiner of interferences. Id. 

225. Under rule 122 motions to dissolve are 
transmitted to the primary examiner " for de- 
termination." It is the province of the exam- 
iner of interferences to determine, subject to 
appeal to the commissioner, whether a motion 
to dissolve shall be *' transmitted." Laurent- 
C61y V. Payen, 51 O. G. 621, a D. 1890. 

(Transmittal discretionary with examiner of inter- 
ferences. Scribner & Warner v. CBiilds, v. Balaley, 50 
O. G. 1108, C. D. 180S.) 

226. A motion to dissolve upon the ground 
of the bar of public use should not be trans- 
mitted to the primary examiner by the exam- 
iner of interferences. Thomson v. Unbehend, 
66 O. G. 1596, G. D. 1894 

22 7. An application will not be stricken from 
the files and the examiner of interferences will 
not transmit a motion for dissolution of the 
interference on the ground that the testimony 
showed that the parties did not jointly invent 
the subject-matter of the interference. South- 
wick V. Walker, v. Camduft; 58 Ma D., Dec, 
1895 (Fisher, Ass't Com'r). 

228. A motion to dissolve made after the 
twenty-day limit (rule 122) may be transmitted, 
when it appears the copies of opponent*s papers 
were received late, and a motion by the oppo- 
nent to amend had intervened. Fairbanks v. 
Braley, 63 M& D., July, 1897 (Greeley, Ass't 
Com'r), 

229. In a motion for dissolution there was no' 
motion for transmittal, but this seems imma- 
terial, since the examiner of interferences un- 
doubtedly has the right of his own motion to 
transmit any proper motion to the primary ex- 
aminer. Johnson & Fry ▼. Leatherman, 62 
Ma D., Sept, 1897 (Greeley, Acting Com*r)L 

230. A motion to dissolve, filed before the 
preliminary statements are opened, should be 
transmitted when accompanied by an offer I 



from the moving party to furnish copies of his 
application to his opponents, exclusive of all 
datea Gilman & Yamell v. Weaver, v. Hunter, 
V. McNeal, 62 Ma D., Oct., 1897 (Greeley, Ass*t 
Com'r). 

XII. Divisional Application. 

281. Where a new or divisional application 
has been filed under rule 106 for the purpose of 
including claims involved in an interference, 
other claims involved in a related interference 
subsequently arising may be transferred from 
the original to the divisional application. Ex 
parte Neiswanger, 50 O. G. 1182, C. D. 1890. 

282. An application containing specific claims 
based upon the same embodiment of an inven- 
tion as generic claims in another application of 
the same party involved in an interference can- 
not be allowed to go to patent before the deter- 
mination of the question of priority. Id. 

288. Only such parts of an invention as are 
not involved in an interference, or cannot be 
affected by the judgment therein, may be in- 
cluded in a divisional application and allowed 
to go out of the ofiSce during the pendency of 
the interference. Id. 

284. In an interference a divisional applicar 
tion cannot stand upon the prior application 
of which it purports to be a division as to an 
improvement which the earlier application 
does not claim and upon which it bases no 
statement of invention. Van Depoele v. Dait, 
58 O. G. 520, C. D. 1892. 

285. When an applicant seeks to take ad- 
vantage of the provisions of rule 106, he should 
not be required to file a certified copy of the 
Interfering subject-matter. EIx parte Perkins* 
61 O. G. 1015, 0. D. 1892. 

286. When an application goes to patent 
upon a claim yirhich is not a proper division of 
another application in interference, the pat- 
entee should derive no advantage in an inter- 
ference by presumption from the fact of issue 
of the patent on the divisional application ; but, 
coming in subsequently to the filing of his op- 
ponent's claim, by claim of prior invention, he 
should bear the burden that such claim natu- 
rally imposes as between contending applicants 
in the production of proof as applied to both 
interferences. *Porter v. Lauden, 78 O. G. 1551, 
C. D. 1895. 

287. Hunter filed a motion to vacate judg- 
ment, stating his application was a division of 
another antedating Wightman'& The exam- 
iner decided Hunter had his remedy by motion 
to dissolve, or by motion to change the burden 



INTERFERENCES, XIII, XIV. 



165 



of proof. Held, these facts did Dot justify the 
examiner. It was his duty to take such step 
as might have heen necessary to correct the 
error in the most expeditious manner. Hunter 
V. Wightman, 81 O. G. 1788 (1897). 

288. Whenever it is found that the rights of 
a party to an interference or the rights of any 
party before this office have been prejudiced 
by an error of any tribunal of the office, all 
tribunals of this office should co-operate to rem- 
edy the error with as little delay or formality as 
is consistent with a due regard to the proper 
keeping of the record& Id. 

Xni. Effect of Patent Office De- 
cisions IN THE COUBTS. 

289. While a decision of the patent office 
awarding priority of invention in an interfer- 
ence proceeding not appealed from is not con- 
clusive in a suit between the same parties on 
the same subject-matter, yet it is strongly per- 
suasive that it was right *Kirk v. Du Bois, 42 
O. G. 297, a D. 188a 

2iO. Where there had been an interference 
between the Stonemetz and Brown applications 
in the patent offioe^ the fact that priority of in- 
vention bad been awarded to Stonemetz by the 
examiner of interferences, the board of exam- 
iners-in-chief, and the commissioner of patents, 
while not conclusive, is not without weight, 
especially in view of a subsequent disclaimer by 
Brown of the invention of the matter covered 
by the issue in the interference. ^Stonemetz 
Printer's Machinery Ca v. Brown Folding Ma- 
chine Ckx, 64 O. a 1185, a D. 1894 

241. Where the question decided in the pat- 
ent office is one between contesting parties as 
to priority of invention, the decision there 
made must be accepted as controlling upon 
that question of fact in any subsequent suit 
between the parties, unless the contrary is es- 
tablished by testimony which in character and 
amount carries thorough conviction. *Morgan 
V. Daniels, 67 O. G. 811, C. D. 1894 

242. The object of an interference proceed- 
ing in the patent office is to determine priority, 
not patentability; and while the decision in 
such proceedings may be res adjudicata as to 
this question it does not preclude a defendant 
in an equity proceeding from raising other ques- 
tions not in issue in said proceedings. *Na- 
tional Machine Ca v. Wheeler & Wilson Mfg. 
Ca, 74 O. G. 1588, G D. 1896. 

243. A decision of the patent office PS to 
priority of invention must be accepted as con- 



trolling upon that question of fact in any sub- 
sequent suit between the parties, unless the 
contrary is established by testimony which 
carries thorough conviction. (Citing Morgan 
V. Daniels, 67 O. G. 811, C. D. 1894, 285; 153 
U. a 124, 125.) ♦Standard Cartridge Co. v. 
Peters Cartiidge Ca, 78 O. G. 621, C. D. 1897. 

244. It is not enough to justify a court in 
saying that the patent office was in error in a 
decision upon a question of priority that the 
declarations and admissions of the successful 
contestant cast discredit upon him as a wit- 
ness. The evidence in the nature of admissions 
must make it clear that the evidence support- 
ing the action of the office cannot be trua *Id. 

245. In a case of interference appealed to a 
court the decision of the patent office must 
stand unless the evidence shows beyond any 
reasonable doubt that the appellant was the 
original inventor. *Amold v. l>rler, 79 O. G. 
156, G D. 1897. 

246. Failure of a party to move for dissolu- 
tion of an interference in the patent office is 
not an acquiescence in the ruling that the in- 
ventions, as limited by the prior art there shown, 
were identical and patentable While the de- 
cision on interference may be res judicata as to 
priority, it does not preclude either party from 
raising other questions, ^National Machine 
Ca V. Wheeler & Wilson Mfg. Ca, 79 O. G. 
1868, C D. 1897. 

XIV. Estoppel. 
(See Ebtopfei^ proper.) 

247. An applicant in a pending interference 
who claims to have been the sole inventor is 
not estopped by reason of his oath in a prelim- 
inary statement in a previous interference, 
wherein he was one of two joint applicants, 
nor by the testimony of his witnesses in that 
interference^ from correcting an error, if an 
error can be shown to exist* as to the data 
when his invention went into public use, when 
the former statement of applicant and testi- 
mony of his witnesses were made with refer* 
ence to an interference proceeding in which 
the question of two years' prior public use was 
not directly in issue. Mead v. Brown, 48 O. G» 
897, G D. 1889. 

24S. In such a case there is no irregularity 
in declaring the pending interference, and a 
motion to dissolve such interference upon the 
ground that the party claimed to be estopped 
has no legal standing in the office will be de- 
nied. Id. 
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249. In a contest for priority of invention 
the presumption referred to is conclusive 
against all of the parties to the proceeding, be- 
cause each one is, by the fact of his making? a 
claim to the improvement in dispute, estopped 
from denying its operativeness and complete- 
ness. Hunter v. Jenkins, 56 O. G. 1705, C. D. 
1801. 

250. A practical concession of priority in an 
interference proceeding makes a prima facte 
case against the party in a subsequent suit and 
estops him again claiming priority. *Shoe- 
maker v. Merrow. 61 Fed. Rep. 945 (1894). 

Sol. Held further, appellant is not to be 
heard to urge non-patentability of his claim 
after it has been placed in interference. He is 
estopped on that question by reason of his own 
affirmative assertion that his claim is paten t- 
abla *Hisey v. Peters, 71 O. G. 892, C. D. 1895. 

252. The fact that Huson in his preliminary 
statement placed his conception in 1883, while 
his proofs of diligence apply only to the period 
subsequent to the '^ second conception " in 1891, 
does not create an estoppel in pais, because 
Huson did nothing nor omitted anything upon 
which Yates relied in building up his own 
status or upon the faith of which he acted 
otherwise than he would. Huson v. Yates, 72 
O. G. 1201, G D. 1895. 

XV. EvroENOB IN Foreign Country. 

258. It is well settled that what an inventor 
did in a foreign country while a citizen of such 
country cannot in any way be used to antedate 
an invention made in the United States, and 
evidence tending to establish such facts would 
be wholly incompetent Boulton y. Illing- 
worth, 43 O. G. 508, C. D. 188a 

254. A party to an interference may have 
the right to prove what he did as an inventor, 
although living in a foreign country, for the 
purpose of showing his knowledge, but not for 
the purpose of establishing facts of invention 
as such. Such evidence is competent and ad- 
missible without the facts being set up in the 
preliminary statement Id. 

255. Evidence of invention in a foreign conn- 
try cannot be received in an interference pro- 
ceeding unless such evidence is in the form of 
a publication or patent, or is for the purpose of 
showing that some one of the contestants is 
not an original inventor. Green v. Hall et al., 
46 O. G. 1515, C. D. 1889. 

256. In the case of a foreign invention the 
knowledge of it in this country must be proven 



to be of such a nature as to comply with the 
statute. Qucere, whether such knowledge was 
proven in this case. Gessner v. Miller, 50 O. G. 
433, C. D. 1890. 

257. As regards the case of a foreign inter- 
ference contestant and upon the question of 
priority of invention, evidence of his acts per- 
formed abroad is to be excluded from consid- 
eration. Brown and Taplin v. Bixby, 57 O. G. 
128, C. D. 1891. 

258. When an inventor, during the course 
of his experiments, goes abroad and pursues 
his work in a foreign country and successfully 
opposes a motion to take testimony abroad 
with reference to his transactions there, evi- 
dence as to what occurred there will not be 
considered on behalf of the applicant in decid- 
ing a subsequent question of priority of inven- 
tion. Ligowsky v. Peters, 57 O. G. 1593, C. D. 
1891. 

259. What an applicant has done abroad is 
not pertinent to the question whether he exer- 
cised reasonable diligence arising in an inter- 
ference in the patent office. Peters v. Hieey, 
62 O. G. 315, a D. 189a 

200. Evidence of invention in a foreign coun- 
try cannot be received in an interference pro- 
ceeding unless such evidence is in the form of 
a publication or patent or is for the purpose of 
showing that some one of the contestants is 
not an original inventor. (Green ▼. Hall, v. 
Siemens, v. Field, 46 O. G. 1515.) Parkin and 
Wright V. Jenness, 63 O. G. 759, Q D. 189a 

261. A disclosure on board a foreign ship in 
mid-ocean may be received on the question of 
conception of an invention. Peters v. Hisey, 
67 O. G. 927, G D. 1894 

XVI. Ex Parte Prooeedings. 
(See Dissolution; Rule 122, mipra.) 

262. Where it appears that after a declara- 
tion of an interference, including H. and L.*8 
application, P. filed certain claims some of 
which are identical with those of H. and L. 
and if allowed to P. would make him a party 
to a branch interference in which H. and L. 
are involved, and that said branch interference 
is suspended pending the determination of P.'s 
right to the claims, a petition by H. and L, 
that they be heard in opposition to P. in all 
proceedings relative to said claims denied, as it 
is contrary to the established practice to allow 
a party to be heard on this question prior to 
the declaration of the interference. Ex parte 
Hutin and Leblanc, 80 O. G. 161^ C. D. 1897. 
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XVII. Filing Briefs. 

263. The filing of briefs, as prescribed by 
rule 163, is not a positive requirement, but de- 
sirable. Kelley v. Bassett, 62 Ma D., Oct, 1897 
(Greeley, Aas't Com'r). 

ZVIII. Issue. 

264. In the matter of issues in interferences 
there is no rule applicable except that which 
provides the motion to dissolve. Clearly, how- 
ever, when an issue has received a construc- 
tion as to its meaning by the court and has 
been tried under that construction and the par- 
ties have acquiesced in it, the case becomes one 
in which the issue must be held to be complete 
and to read according to the construction thus 
given it Ex parte Gray, 46 O. G. 1277, G D. 1889. 

265. When it appears that one party to an 
interference cannot be allowed a method claim 
while the other party bars the way, the issue 
covering the method practiced is properly de- 
clared, in spite of minor differences in the con- 
flicting claims. Beach v. Fowler, 48 O. G. 821, 
C. D. 1889. 

266. It is improper, in declaring an interfer- 
ence, to include a broad claim in a narrow 
issue. The issue should be as broad as the 
broadest claim involved therein. Short v. 
Sprague^ 66 O. G. 1708, C. D. 1891. 

26 7. When an interference has been declared 
upon a certain issue, that issue is the only sub- 
ject-matter properly in dispute between the 
parties, and the office will not take notice of 
any arbitration between the parties conceding 
to each other priority as to certain patentable 
features, but not touching the actual issue of 
the case. Clawson v. Williams and Roovers, 
68 O. G. 946, C. D. 1892. 

268. The objectionable practice of making 
the issues of interferences broader than any of 
the claims included thereunder, or broader than 
are patentable in view of the state of the art, 
commented upon. Mets v. Crane and Bloom- 
field, 58 O. G. 947, C. D. 1892. 

269. An application will not be included in 
an interference unless it falls within the re- 
quirements of the iasue. Henkle ▼• Hull, 58 
O. G. 1418, G D. 1892. 

270. In an interference proceeding the con- 
tention by one of the parties that the issue is 
devoid of patentable novelty is not a proper 
one for consideration, since it is ex parte in 
character. Benjamin y. Searle, 59 O. G. 6S0, 
G D. 1892. 



271. In an interference where the senior 
party claimed " a curved -spring seat-support " 
and his application disclosed a spring support 
curved at both ends, held, that the junior party, 
showing a spring-support curved at one end 
only, was properly within the issue and satis- 
fied its requirements. Garford v. Edwards, 60 
O. G. 893. C. D. 1892. 

272. Where an applicant appealed from the 
refusal of an examiner to inform him of the 
subject-matter of the issue in a proposed inter- 
ference in order that he might amend so as to 
include the issue in his claims, held, that it is 
not the practice of the office to suggest claims 
to an applicant in order to create possible in- 
terferences. Ex parte Weeden, 66 O. G. 1191, 
C. D. 1894. 

278. Where the device in the issue consists 
in certain particular means by which certain 
valves in the principal machine may be thrown, 
counts for the combination of the valves and a 
walking-beam connecting the valves together, 
but omitting a device for operating them, 
should not have been included in the issue, 
Tremain v. Curtis, 66 O. G. 1447, G D. 1894. 

2 74. In this respect the claims in these counts 
are to be distinguished from the claims in the 
patents discussed in Webster Loom Ca v. Hig- 
gms (21 O. G. 2081, 105 U. a 680, 685 and 586X 
for the essence of the improvement in this in- 
terference is the mode of connection of the 
valves with the principal machine — that is to 
say, it 18 the means by which the valves may 
be thrown. Id. 

275. Where no patentable difference exists 
between the issues, but one patent can be is- 
sued, notwithstanding one party originated one 
issue and the other party the other. Schnabel 
V. Shellaberger, 68 O. G. 658, G D. 1894. 

276. Where the appealing party urges at the 
final hearing the non-patentability of the issue, 
without having made a motion to dissolve on 
this ground within the time prescribed by rule 
122, his contention will be left to the determi- 
nation of the courts, except in a clear case. Id. 

277. A battery with an interrupter in a tele- 
phone circuit held within an issue calling for 
a generator generating alternating electric cur- 
rents for distribution of energy. Hunter y. 
Spencer, 71 O. G. 1767. G D. 1895. 

278. If no warrant be found in an applica- 
tion as originally filed for one of the counts of 
an interference issue, the applicant is not the 
inventor of such count Dewey ▼. Colby, 75 
O. G. 1860, G D. 1896. 

279. It is a cardinal principle that in declar- 
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ing an interference the issue must be as broad 
as the broadest claim included thereunder. 
Morgan v. Hanson, 77 O. G. 154, C. D. 1896. 

280. In an issue in which the word *' encir- 
cle *' is used to define a construction which per- 
forms the functions of a hook, the extent to 
which the encircling is carried is a question of 
degree merely and immaterial to the scope of 
the issua Breul ▼. Smith, 78 O. G. 1904, Q D. 
1897. 

281. The patent oflSce should not give so 
liberal a construction to the terms of an issue 
as to enable it to include a structure which had 
previously been held to be patentably distinct 
therefrom, fireul v. Smith, 78 O. G. 1906, C. D. 
1897. 

282. When a view of the ground covered by 
the claims of an issue has been accepted by the 
parties and has prevailed in the patent office, 
it should not be departed from in the final decis- 
ion if injustice might result from that depart- 
ure. Id. 

288. An error of procedure on the part of the 
commissioner cannot be construed as amount- 
ing to a final adjudication of the question of 
patentability of an issue. Breul v. Smith, 79 
O. G. 158, C. D. 1897. 

284. Before an interference is declared the 
subject-matter of the issue must be decided to 
be patentable. To declare an interference and 
put a party to the trouble of conducting it, and 
then when he succeeded reject his claims on 
the same reason urged prior to the declaration 
of the interference, is unwise and unjust Ex 
parte Weaver, 81 O. G. 967, G. D. 1897. 

XIX. Joint and Solb Applications. 

(See Dissolution, in General; Joinder of 
Intentions; Joint Invention&) 

285. Practice under rules 116 and 120 in cases 
where, from preliminary statements, evidence 
or otherwise, it appears that one of the appli- 
cants is not an inventor, or joint applicants are 
not joint inventors, etc., statutory bar, etc. 
Hicks V. Keating et aL, 40 O. G. 343, Q D. 1887. 

280. Rule 219 is paramount, and when formal 
declaration of interference has been made the 
proceeding should not be determined without 
judgment of priority, except when clearly and 
certainly required by rules 116 and 120. Id. 

287. An interference is declared between the 
applications or inventions involved rather than 
between the applicants or patentees. The ques- 
tion ia, which invention as claimed was first 



invented, rather than who has the ownership 
or title. Such inquiry may disclose a reason 
why one of the parties personally is not entitled 
to a patent, and at the same time not raise the 
consideration of a statutory bar. Id. 

288. If the preliminary statements show that 
the joint applicants were not joint inventors, 
or other similar state of facts, the examiner's 
discretion should have in view the saving of 
time, avoiding delays, and protecting the rights 
of the parties and the public Such statements 
should not be approved without first giving 
the parties an opportunity to correct them by 
amendment If not amended and no disclaimer 
or concession of priority is made, the statement 
should be approved and the interference form- 
ally declared. If on final hearing priority should 
be awarded to one party when there was rea- 
son to believe he was not the first inventor, or 
that there was a statutory bar to his applica- 
tion, the examiner of interferences should call 
attention to the fact in his decision, as required 
by the rule. Id. 

289. Should the same or other similar state 
of facts be developed in the evidence, the dis- 
cretion of the examiner of interferences should 
be exercised in the direction of reaching a de- 
termination of the interference and awarding 
priority under rule 119, unless a statutory bar, 
as herein defined, is most conclusively shown, 
and to proceed with the interference would 
impose unusual and unnecessary trouble and 
expense upon the parties. The rule (120) does 
not require the examiner of interferences to 
act before rendering his decision, nor that the 
commissioner shall suspend the interference 
before such decision. The interest of the pub- 
lic is generally conserved by permitting the 
interference to take its course to final hear- 
ing. Id. 

290. An applicant is not estopped by reason 
of his oath filed with a joint application from 
asserting his rights as sole inventor ; nor should 
he be denied a patent on account of having 
made an error or mistake in the matter of 
joint inventorship^ Kohler v. Kohler and 
Chambers, 43 O. G. 247, C. D. 188a 

291. Cue of two joint patentees files a sole 
application for the invention ; an interference 
is declared between the patent of the joint 
patentees and the application of the sole appli- 
cant» and motion is made to dissolve, based on 
the ground that the office has no power to de- 
clare the interference and cannot issue a pat- 
ent to the sole applicant under these circum- 



INTERFERENCES* XX, XXL 



169 



stances. Motion overruled, and held that when 
patent issues to joint inventors as such neither 
is the inventor, but the invention is made by 
an entity composed of both parties, and that 
joint patentees are not the same as the sole ap- 
plicant claiming the invention. Id. 

292. The interference will develop the truth 
and the facts, and if it shall appear that the in- 
vention was joints patent will be denied the 
sole applicant If, on the other hand, it shall 
appear that the joint application was prepared 
and executed through misapprehension or mis- 
take, then the interference should be deter- 
mined in favor of the sole applicant Id. 

298. For all the purposes of interference a 
sole application filed by one of two or more 
joint patentees for the same invention as that 
for which the joint patent issued is as inde- 
pendent thereof as though filed by a third party. 
Snyder v. Kanneberg, 58 O. G. 1840, C. D. 189a 

294. The joint patent of Snyder and Belding 
was involved in an interference with the ap- 
plication of Kanneberg, in whose favor prior- 
ity was decided. Pending the determination 
of this question, but too late to be included in 
the interference, Snyder filed a sole applica- 
tion for the identical invention already pat- 
ented to Snyder and Belding. Held, that an 
interference was properly declared between the 
applications of Snyder and Kanneberg and that 
the fact that in the earlier interference Snyder 
and Belding contended that Snyder was the 
first inventor of the issue was no bar to his 
claim in the later interference. Id. 

295. It being clear that as to the third issue 
(George Miller, and not Henry F. Miller and 
Qeorge Miller jointly, contributed all that is 
not the invention of Lambert; and the question 
of priority between G^rge Miller and Lam- 
bert not having been presented upon the rec- 
ord, the decision upon the third is confined to 
this, that Henry F. Miller and George Miller 
are not joint inventors of the third issue. 
Miller and Miller ▼. Lambert, 72 O. G. 1908, 
C. D. 1895. 

296. Where S. alone filed an application for 
a patent for himself and another, as joint in- 
ventors, alleging in the oath, petition and pre- 
amble that he and another party are joint 
inventors of the invention for which a patent 
is solicited, hetd, that an application for a pat- 
ent for a joint invention must be made by all 
joint inventors, and the present application 
should not be forwarded for examination. Ex 
parte Schaefifer, 76 O. G. 111^ C D. 1890. 



XX. Judgment on the Becokd. 

297. An earlier application, in order to en- 
title a junior party to judgment on the record, 
must be upon its face an application in behalf 
of the same person who filed the application 
immediately in interference. Oliver v. Everitt 
49 O. G. 781, a D. 1889. 

298. The practice under the present rule, 114, 
is to render judgment upon the opening of the 
preliminary statements, without an order to 
show cause why such award should not be 
made, leaving the party failing to prevail to 
bring any of the motions permitted by the rules 
within the time limited for appeal Kendall v. 
Frasch, 50 O. G. 1182, G D. 1890. 

299. The senior party to an interference is not 
entitled to an order entering judgment against 
the junipr party who fails to take testimony, 
until the time for taking such testimony has 
expired. Baglin v. Doubleday, 53 O. GT 1888, 
a D. 1890. 

800. The parties to an interference having 
indefinitely extended the times for taking tes- 
timony by stipulation approved by the office 
before the expiration of the period fixed upon 
for the junior party, the stipulation providing 
that the proceedings should be suspended until 
after notice by one of the parties to the other 
that proceedings would be resumed, and further 
providing that all dates for taking testimony 
should commence running upon delivery of 
said notice, held, that a motion for judgment by 
the senior party, made before giving the notice 
required by the stipulation, was prematura Id. 

801. A judgment upon the record under rule 
114 is a judgment rendered before the office 
has had the benefit of the views of counsel for 
either party upon the questions involved therein, 
and if a mistake has been made the entire pub- 
lic, as well as the injured party, is interested to 
have the mistake corrected. Garrison v. HQb- 
ner, 54 O. G. 1889, a D. 1891. 

XXL Motions Generally. 

802. Motions after judgment should be no- 
ticed for hearing within the time set for appeal, 
as otherwise the tribunal rendering judgment 
would not liave jurisdiction at the time of hear- 
ing. Meyrose v. Jahn, 56 O. G. 1447, C. D. 1891. 

808. When a motion to eSect a stay of pro- 
ceedings has been granted, the correct practice 
is to file all special motions at the times and 
periods specified for them. Such motions will 
then be determined in their usual order; or in 
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case of agreement of the interferants therein 
and upon approval of the agreement by the 
office the determination thereof will be ad- 
journed to a day proper. Lamb v. Warren, 64 
O. G. 437, a D. 189a 

804. A construction of the rules of the office 
by means of which motions for mere dilatory 
purposes could be resorted to should not be 
adopted unless by express terms such construc- 
tion cannot be avoided. *Ro8S v. Loewer, 77 
O. G. 2141, a D. 1896. 

XXII. Practice on Final Heabing 
AND After Judgment. 

805. After a final award of priority there is 
no more reason for permitting the defeated 
party to the interference to be heard upon the 
relation of the prevailing party to the prior art 
than there would have been for permitting the 
same privilege before the institution of the in- 
terferenca Green v. Hall, v. Siemens, ▼. Field, 
47 O. G. 1683. C. D. 1889. 

806. Where, after a judgment of priority 
upon the record, applicant refused to erase a 
certain claim included in the interference, al- 
leging as a reason that it embraced subject- 
matter not disclosed by the other contestant, 
and no motion to dissolve had been made as to 
such claim, held, that it was too late for the 
examiner to pass upon the question whether or 
not applicant should be allowed the claim. Ex 
parte Booth, 49 O. G. 1841, Q D. 1889. 

807. The examiner, after rejecting all claims 
involved in the interference of the defeated 
party which are or could be made by the pre- 
vailing party, may properly allow to the former 
such other claims as are held to be patentable 
and could not be made by the party prevailing 
in the interference. Ex parte Booth, 56 O. G. 
141. C. D. 1891. 

808. No claim should be allowed to the de- 
feated party which could, by any latitude of 
construction, be held to embrace matter com- 
mon to the structure of both parties to the in- 
terference. Id. 

309. Rule 183 was established for the pur- 
pose of imposing the duty of making a formal 
final rejection in the case of the defeated party 
to an interference proceeding, and not for the 
purpose of prescribing the extent and measure 
of that duty. Id. 

810. The cases of Ex parte Booth (C. D. 1889, 
49 O. G. 1841) and Ehrlich v. Van Horn (54 O. G. 
506) are to be regarded as precedents establish- 
ing the practice for obtaining relief when the 



defeated party believes that the examiner has 
erred by treating claims limited to his specific 
structure as if they were concluded by the in- 
terference proceeding. Id 

811. Where on final hearing before the com- 
missioner an interference is suspended and the 
case remanded to the primary examiner for 
consideration of the question of operativeness, 
this question will not be considered inter partes, 
but will be determined by the examiner, sub- 
ject to the regular course of appeal in ex parte 
proceed inga Ex parte Archer, 57 O. G. 696, 
a D. 1891. 

812. Where the question of priority has been 
decided without the suspension of an interfer- 
ence proceeding, the question of patentability 
of a claim involved in the interference will be 
considered not inter partes hut ex parte by the 
primary examiner. Pell v. Pierpoint, 76 O. G. 
1573» G D. 1896. 

XXIII. Preliminary Statements. 
(a) In General. 

818. If there is any doubt as to the scope of 
the interference issue, each applicant should 
confine his preliminary statement to the in- 
vention contained in the claims of his applica- 
tion which are declared to be involved in the 
interference and not attempt to frame the state- 
ment to cover two or more possible construc- 
tions of the issue. Haug v. Da Bois, 56 O. G. 
1061, a D. 1891. 

814. A preliminary statement, after filing, 
becomes the property of the government like 
any other record and will not be returned to 
the applicant even if it was not used in the 
case or opened after it had been sealed up by 
the examiner of interference& Ex parte Bax- 
ter, Jr.. 56 O. G. 1448, C. D. 1891. 

815. The nature and theory of a preliminary 
statement discussed and commented on. Wash- 
burn V. Hadfield, 57 O. G. 1719. G D. 1891. 

816. " The utmost care and diligence," rather 
than mere " reasonable diligence.'* are required 
in the making of a preliminary statement 
Henderson v. Noakes. 59 O. G. 1762, C. D. 1892. 

817. Upon agreement of the parties the time 
for filing preliminary statements was advanced 
and the examiner of interferences directed to 
open the statements as soon as filed. Ex parte 
Nickerson, 57 MS. D., Oct, 1895 (Fisher, Acting 
Com'r> 

818. The rule that one is bound by the state- 
ments in his preliminary statement applies only 
to the proceedings in which the parties are in- 
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Tolved. Sievert v. Shuman, 76 O. G. 1714, C. D. 
1896. 

819. Preliminary statements correspond to 
pleadings in a suit at law, and should be formal 
and exact A statement which lacks certainty 
as to date when a model, if any, was produced 
should be amended. Ansley v. Hamar, 68 MS. 
D., Dec, 1897 (Greeley, Acting Com'r). 

820. It is of the utmost importance that 
strictness be observed as to the dates furnished 
in preliminary statements required in cases of 
interferences, for if parties were allowed to 
vary their dates at pleasure as to the time of 
discovery, invention or disclosure it would in- 
evitably lead to the imputation of deception 
and bad faith practiced on the part of the party 
so changing his dates. *Stevens v. Seher, 81 
O. G. 1932, C. D. 1897. 

(b) Amendment of. 

821. A party who prepares his preliminary 
statement, knowing and advising his counsel 
that the dates alleged therein are not the ear- 
liest which he can establish, and who fails to 
ask for a postponement when he has not time 
to obtain fuller information and data, but files 
his statement in such imperfect condition, can- 
not prevail in a motion to amend when he 
waits until possessed of all the facts and dates 
relating to his adversary's case. Donnelan v. 
Berry, 41 O. G. 1499, C. D. 1887. 

822. When such a party enters a protest 
against his opponent's preliminary statement, 
and amendment has been made thereof, but 
waits until after the testimony-in-chief has 
been taken and then moves to amend his own 
statement for no other purpose than to carry 
his dates back of those set up by his opponent, 
he must be held to be guilty of laches and not 
to have shown such diligence which the rule 
requires, nor compliance with the clear intent 
and purpose of the practice requiring prelim- 
inary statements. Id. 

828. Motion to amend a preliminary state- 
ment to set back the dates of invention and to 
allege disclosure and reduction to practice in 
a foreign country should have been denied. 
Boulton V. Illingworth, 43 O. G. 508, C. D. 1888. 

824. Explanations as to the reasons why a 
drawing and structure were forgotten which 
are satisfactory for the purpose of securing an 
amendment to a preliminary statement are not 
to be regarded as necessarily satisfactory as 
against the claim that the forgotten drawing 
and structure were abandoned. When a pre- 



liminary statement is amended for any reason, 
the original statement remains to confront the 
applicant and to be considered in determining 
what the real truth wa& Zwietusch v. Stock- 
heira, 53 O. G. 755, C. D. 1890. 

825. The decisions have been practically uni- 
form that where ordinary care and prudence 
in the fixing of dates have been wanting, 
amendment of preliminary statement would 
not thereafter be permitted. (Cleusen v. Fowler, 

C. D. 1886, 35; Heermans v. Eichbaum, 41 MS. 

D. 891, 1 G. W. D. 93 ; Lamb v. Spiro. 42 M& 
D. 445, and Hunter v. Brill, 44 Ma D. 156.) 
Bell V. Overman, 45 Ma D. (3 G. W. D.), Jan., 
1891 (Fisher, Ass't Com'r). 

826. Motion to amend a preliminary state- 
ment after a delay of four months and a half 
denied. Gornall v. Lovejoy, 56 O. G. 927, C. D. 
1891. 

827. When an Interference has so far ad- 
vanced that the junior party has taken his tes- 
timony, the patent office will not permit the 
other party to amend his preliminary state- 
ment by the addition of facts presumably 
within his knowledge at the time when the 
statement was originally filed. Washburn v. 
Hadfield, 57 O. G. 1719, G D. 1891. 

828. Where one party to an interference has 
taken his testimony, the office will not permit 
the other party to amend his preliminary state- 
ment in the absence of positive proof that the 
proposed amendatory matter or some material 
part of it was not within his knowledge when 
the statement was originally filed. (Affirming 
Washburn v. Hadfleld, 57 O. G. 1719.) Wash- 
burn V. Hadfield. 59 O. G. 463, Q D. 1892. 

829. An amendment to a preliminary state- 
ment which takes the amending party*8 date 
back of the corresponding date of his opponent 
will not be allowed upon a state of facts con- 
sistent with the supposition that the party 
seeking to amend might have presented this 
earliest date in his original statement if he had 
used the utmost care and diligence. Henderson 
V. Noakes, 59 O. G. 1431, G D. 1892. 

880. The office acts judicially rather than 
ministerially in permitting or denying the 
amendment of a preliminary statement Hen- 
derson V. Noakes, 59 O. G. 1762, C D. 1892. 

881. Upon motion of a junior party to amend 
his own and strike out the senior party's 
amended preliminary statement^ certain facts 
held to warrant an equitable treatment of the 
matter, and both amendments received. Pratt 
and Johns v. Thomson, 62 O. G. 449, G D. 1893. 

882. It is difficult to conceive a case in which 
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an amendment of a preliminary statement can 
be permitted, after testimony has been taken 
and no previous notice of intention to amend 
has been given. Foster & Foster v. Bent, 60 
MS. D., Nov., 1896 (Seymour, Com'r). 

333. It is always a suspicious circumstance 
in a case of interference that after the claim of 
one of the parties has been fully disclosed and 
fixed as a specified date the other party should 
then seek, by amendment of his preliminary 
statement, to show a date of invention prior to 
that of his original statement and prior to that 
of his opponent *Parker v. Appert, 75 O. G. 
1201, C. D. 1896. 

884. Appellant's statement that he made the 
sketches upon which he relies for proof of his 
earlier date at said date, but mislaid them and 
forgot where they were until after the disclos- 
ure of the dates of appellee, is not credible in 
view of the facts surrounding the case, and 
amendment to his preliminary statement should 
not have been allowed. *Id. 

885. The practice of the office should con- 
form to the modern practice in courts, which 
allows amendments to pleadings upon a proper 
showing at any stage in the case ; but it is not 
proper to allow an amendment to a preliminary 
statement at any stage of the case, as a matter 
of course, whenever asked for, without a show- 
ing of facts to justify it Foster and Foster ▼. 
Bent, 77 O. G. 1781, G D. 1896. 

886. Motions to amend preliminary state- 
ments should not be disposed of upon affidavits 
alone, but upon the entire record. Id. 

88 7. Amendments to preliminary statements 
should be permitted where indisputable facts 
or clearly-proved circumstances support the 
necessary inference that a mistake has been 
made which would defeat the ends of justice, 
and where such facts or circumstances by the 
exercise of reasonable diligence could not 
have been found and in fact were not found 
earlier. Id. 

888. The fact that an affiant who is one of 
the parties did not give the original prelimi- 
nary statement adequate study, did not follow 
back the details in his mind, did not at the time 
it was made recollect anything important about 
it^ and confused the article which he afterward 
manufactured with the one which he then in- 
vented, are not sufficient grounds to justify dis- 
posing of file original statement by substituting 
therefor an amended one. Id. 

889. If any material error occurs in the pre- 
liminary statements, or other statements made 
to the office^ through inadvertence or mistake. 



the statement may be corrected on motion upon 
showing to the satisfaction of the commissioner 
that the correction is essential to the ends of 
justice, and the motion to correct the statement 
must be made, if possible, before the taking of 
any testimony and as soon as practicable after 
the discovery of the error. It is only upon com- 
plying with this rule that the correction of any 
material error in preliminary statements can 
be made. ^Stevens v. Seher, 81 O. G. 1982^ C D. 
1897. 

840. A preliminary statement; which lacks 
certainty as to a date, should be amended. 
Ansley v. Hamar, 68 Ma D., Dec., 1897 (Greeley. 
Com'r). 

(c) Inspection of. 

841. After judgment upon the record on the 
ground that the filing date of the earlier appli- 
cant antedates the date of conception set up in 
the preliminary statement of the later appli- 
cant, a petition by the later applicant to inspect 
the preliminary statement of his opponent for 
the purpose of ascertaining whether he had re- 
duced the invention to practice before filing his 
application will be denied. Lindsay v. McDon* 
ough, 55 O. G. 1403, a D. 1891. 

XXIV. Pbiobtty. 
(a) In General. 

842. If the award of priority given to Bell 
can be vacated and set aside^ it should only be 
done upon a showing of merits that would en- 
title Gray to a patent Such patent would run 
for a period of seventeen years from its date, and 
would dominate and control all devices relating 
to the telephone for another period of seventeen 
yeara The effect would be to subject the pub- 
lic to a renewed monopoly in all nearly, if not 
quite, thirty-four years. Such result would be 
in contravention of the spirit of the statute, 
and, in view of the liberal provisions of the 
patent system, cannot be tolerated except when 
the inflexible rules of law and justice compel 
it, especially in the present case, wherein it is 
clearly shown that the Bell Company is the 
"equitable if not the legal owner of Gray's 
telephone inventions." McDonough v. Gray, 46 
O. G. 1245, C. D. 1889. 

843. A model or drawing, although a suffi- 
cient foundation for a claim to priority, as was 
held in Loom Ca v. Higgins, must be followed 
up with reasonable diligence in order to estab- 
lish full title to priority. Green v. Hall, ▼. 
Siemens, v. Field, 47 O. G. 1681. C D. 1889. 



INTERFERENCES, XXIV, (a). 



173 



344. Where it was alleged as error that the 
commissioner erroneously decided that one of 
the parties did not intend, at the time he con- 
structed the apparatus upon which his claim 
to priority was based, to use it practically upon 
an electric railway, and it appeared that the 
commissioner did not decide what was the ulti- 
mate intention of such party with reference to 
his invention, but simply decided that certain 
models were designed and intended as models, 
held no error. Id. 

845. Where it was alleged as error that the 
commissioner held that priority of invention 
was to be determined by the intent of the in- 
ventor as to the use to which his apparatus 
should be put^ and it appeared that the actual 
finding of the commissioner upon that subject 
was limited to the intent with which certain 
models were made and used, held no error. Id. 

34d. Where the senior party to an interfer- 
ence directly and unqualifiedly contradicts the 
claim of the junior party that he communi- 
cated the invention to the senior party and 
that he employed the senior party to make a 
model to embody the ideas which he (the 
junior) communicated, the issue must be found 
against the junior party in spite of his own 
testimony to the opposite effect, unless there is 
other testimony in the case corroborative of his 
contention and sufficient to turn the scale. 
Wherry v. Heck, 49 O. G. 659, G D. 1889. 

347. Where in a suit for infringement it ap- 
peared that the application of the patent sued 
on was filed December 2, 1887, and the appli- 
cation of the defendants' patent was filed Sep- 
tember 8, 1888^ and that there was no evidence 
that the original application of the patent in 
suit was modified or amended in any respect 
after it was filed, held^ that it must be conceded 
in the absence of other evidence that plaintiff's 
assignor was presumptively the first inventor. 
'American Roll Paper Ca v. Knopp, 54 O. G. 
391, C. D. 1891. 

348. The question of priority of invention is 
determined by a fair preponderance of evi- 
dence, and doubts raised as to accuracy of wit- 
nesses upon certain minor points are not suf- 
ficient to overcome it Wilson v. Haines, 57 
O. G. 1278, a D. 1891. 

849. Although there was such obvious irreg- 
ularity in declaring the interference as ren- 
dered a decision upon the question of priority 
extremely difficult, h£ld desirable^ if not abso- 
lutely necessary, that such a decision be ren- 
dered by the commiasioner as would terminate 



the interference proceedings, in view of the 
fact that the question of priority had been de- 
cided by both the examiner of interferences 
and the examlners-in-chief. Mets v. Crane and 
Bloomfield, 58 O. G. 947, C. D. 1892. 

850. Where actual reduction to practice is 
wanting and testimony adduced by the parties 
to show date of conception is of the same char- 
acter and quality, the earlier date will prevail, 
though the evidence to sustain it is meager 
and unsatisfactory. Doane v. Johnson, Jr., 58 
O. G. 1414, C. D. 1892. 

351. Where one of the parties to an inter- 
ference failed to file his preliminary statement 
within the time limited, and the examiner of 
interferences decided the interference in favor 
of his opponent " in accordance with the pro- 
visions of rules 114, 115 and 116," held on ap- 
peal that as the appellant disclosed, but did not 
claim, the invention in controversy in applica- 
tion antedating his opponent's earliest claimed 
date, the office must consider this in determin- 
ing the question of priority. O^Shaughnessy 
V. Depoele, 62 O. G. 1063, C. D. 189a 

352. Where the applicant was the mechan- 
ical engineer and the patentee the general 
superintendent and manager for the same em- 
ployer, and where at an interview between 
them the applicant made sketches of the in- 
vention, from which drawings were made and 
signed by him as inventor and by the patentee 
as a witness, and where it waa thought at the 
time that the conception of the invention was 
complete, and where the latter had the cus- 
tody of the sketches and failed upon request to 
produce them or account for their loss, and 
also failed to produce sketches alleged by him 
to have been made by him prior to those of the 
applicant, and where^ in addition to these facts, 
the patentee's candor as a witness is considered, 
his defective recollection of the contents of the 
applicant's sketches, and the general terms in 
which he describes his own sketches, heldj that, 
these facts establish that the applicant was the 
originator of the invention in issue in the in- 
terference. Reynolds v. Wells, Jr., 66 O. G. 
1594, C. D. 1894. 

358. Where F. suggests the idea to R that a 
lifting- jack could be altered so as to adapt it 
to wrench the drill-rods of oil-wells, but gives 
no explanation of how such adaptation might 
be brought about, and where R, without fur- 
ther communication, changes the jack to adapt 
it to the suggested new use, Tield, that what- 
ever of invention may be involved in the 
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change of the jack belongs to B. and not to F. 
♦Forgie v. OU Well Supply CJo., 67 O. G. 1578, 
a D. 1894. 

854. Lambert brought to the Millers a can 
having the essential features of the first and 
second issues. Though the license agreement 
is not in evidence, the record shows that the 
Millers manufactured cans based upon Lam- 
bert's invention and paid royalty to Lambert 
Held, that Lambert was the inventor of the 
first and second issues. Miller and Miller v. 
Lambert, 75 O. G. 1903, C. D. 1895. 

855. After C. learned of F.*s patent he con- 
tinued to make the patented article and made 
no protest ahout F.'s marking the article " Pat- 
ented" and did not claim the article so marked 
as his own invention until after his employers 
had got into trouble with the owners of the 
patent This conduct is not that of a person 
who had made the invention. Couch v. Finne- 
gan, 77 O. G. 1595, C. D. 189a 

856. The conduct of the appellant Hill and 
of his assignee, the Sheldon Axle Ca, toward 
the appellee for four months after their alleged 
discovery of the issue of a patent to the latter 
is wholly irreconcilable with any other theory 
than that they recognized the appellee as the 
true inventor of the device in controversy. 
♦Hill V. Parmelee, 78 O. G. 170, C. D. 1897. 

857. The doctrine announced in Webster 
Loom Co. V. Higgins (21 O. G. 231, 105 U. S. 
586, C. D. 1882, 285) to the effect that that which 
is common and well known in the art may 
be understood as if written out in the specifica> 
tion of a patent, applies with even greater 
force to the adequacy of sketch drawings when 
the question is one of carrying back the date 
of an invention to the time of a first concep- 
tion. 'Standard Cartridge Ca v. Peters Cart- 
ridge Ca, 78 O. G. 621, C. D. 1897. 

(Affirming commissioner's dedsion.) 

(b) Foreign Patent. 
(See FoBEioN Patent, Proper.) 

858. Where in an interference proceeding 
an American applicant relied upon the filing 
date of his application — to wit, December 27, 
1886 — for the date of his invention, and a for- 
eign applicant relied upon a British provisional 
specification, dated December 9, 1885, and also 
a complete specification, dated September 9, 
1886, said specifications being filed under the 
British act of 1888, for the same purpose, held, 
(1) that the adjudication of priority should be 
in favor of the American applicant^ and (2) that 



it would make no difference if it were proved 
that the complete specification was accepted 
on December 9, 1886, and made accessible to 
public inspection on the same date. De Fer- 
ranti v. Westinghouse, 52 O. G. 457, C, D. 1890. 

859. A foreign patent is evidence of per- 
fected invention, if the description contained 
therein is suflSciently clear and definite, and 
reduction to practice is not necessary to con- 
summate a title to receive an American patent 
based upon it Deprez and Carpentier v. Bern- 
stein, 54 O. G. 1711, C. D. 1891. 

860. Where a foreign patent exclusively re- 
lied upon as evidence of priority on behalf of an 
applicant as against a patentee failed to fully, 
clearly and exactly disclose the invention of 
the issue, held, that it could not avail the appli- 
cant as proof of prior invention ; and held fur- 
ther, that if the claim of the applicant, when 
limited to that which was set forth as his in- 
vention in the foreign patent, contained any- 
thing patentable over the prior art, his right 
to a patent thereon was in no way affected by 
the granting of the subsequent patent Id. 

861. In an interference between an applica- 
tion and a patent where the applicant relies on 
a foreign patent granted to him and it is clear 
that the invention therein described has the 
advantage of priority, held, that if the applica- 
tion, when limited to that which is set forth in 
said foreign patent, contains anything patent- 
able over the prior art, applicant's right to a 
patent thereon is in no way affected by the 
patent in interferenca (Quoting and constru- 
ing Deprez and Carpentier v. Bernstein, 54 O. G. 
1711.) Deprez and Carpentier v. Bernstein, v. 
Hunter, v. Gaulard and Gibbs, 68 O. G. 1553, 
C. D. 1892L 

362. Where L. proves that a French patent 
of a certain date was granted to him for the 
invention in issue and neither C. nor B. has 
proved a conception of the invention earlier 
than that date, hdd, that L. is the first inventor. 
Lossier v. Cowles and Cowles v. Boguski, 71 
O. G. 1616, a D. 1895. 

868. Appert having patented the invention 
in a foreign country not only before Parker's 
completed invention but before Parker's first 
conception, he is held to be the prior inventor 
within the meaning of our statutes, whatever 
effect may be given to his foreign patent Ap- 
pert V. Parker, 74 O. G. 1587, C. D. 1896. 

864. Appert, having patented the inventioii 
in France before Parker's first proved concep- 
tion, is held to be the prior inventor. *Parker 
V. Appert, 75 O. G. 1201, C. D. 1896. 
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865. Appert's application and patent were 
dated October 19, 1803, and the issue of the pat- 
ent to him was on January 12, 1894. Heldy that 
the latter was the earliest date which he could 
claim for the conception and publication of his 
invention. (Opinion of the Attorney-General 
of the United States, construing articles of the 
International Convention, cited, 47 O. G. 898, 
G D. 1889.) nd 

(c) Prior Conception and Reduction. 

866. An inventor (Hunter) who is the earliest 
to conoeive, disclose and reduce to practice, 
and who connects his conception and comple- 
tion by such diligence as his circumstances and 
the character of the invention admit of, cannot 
be defeated in his right to a patent by any 
amount of diligence in coming to the patent 
office of an inventor whose conception is of 
later data Hunter v. MUler, 50 O. G. 1765, C. D. 
189a 

(M.'8 patent iasued while H.'8appUcati<m was pending.) 

867. An inventor who first conceives and 
gives expression to the idea of an invention in 
such clear and intelligible manner that a per- 
son skilled in the business could construct the 
thing is entitled to a patent, provided he uses 
reasonable diligence in perfecting it, as against 
an inventor whose conception was of later date, 
but who was earlier to apply for a patent 
*McCormick Harvesting Machine Ca v. Min- 
neapolis Harvester Works, 91 O. G. 1180, Q D. 
1890. 

868. An inventor is entitled to a reasonable 
time, to be judged of according to the circum- 
stances of the case, in which to perfect his 
invention and reduce it to practice without 
impairing his claim to priority. *Id. 

869. Where A. was the first to conceive an 
invention and to apply for a patent, and fol- 
lowed up his conception with reasonable dili- 
gence in adapting and perfecting the Uivention, 
and B. was first to reduce to practice, it ap- 
pearing, however, that A. had made sketches, 
a model and working drawings prior to R's 
conception, hM, that A* was the first inventor 
and entitled to the patent Lorraine y. Thur- 
mond, 61 O. G. 1781, a D. 1890. 

870. An exception to the general rule that 
the first person to reduce his invention to actual 
practice is the first inventor is recognized in 
oases where the first person to conceive is dili- 
gent in adapting and perfecting the invention, 
and in all controverted interferences it most 



first be ascertained whether the rule or the ex- 
ception is applicable to the facts involved. Id. 

871. Where A. conceived the invention in 
issue in September, 1885; tested it in an ex- 
perimental apparatus and became satisfied that 
he had made an invention of value and impor- 
tance in the same month ; set up a plant em- 
bodying the invention in March, 1886, which 
was operated continuously until June of the 
same year ; extensively introduced the inven- 
tion thereafter, and applied for a patent in Au- 
gust, 1888, and B. conceived the same invention 
in June, 1886, reduced it to practice in Decem- 
ber of the same year, and obtained a patent in 
July, 1888, held, that A. was the first inventor. 
Stanley v. Slattery, 54 O. G. 1709, a D. 1891. 

872. The junior party, who proves concep- 
tion of the invention in 1884 disclosure to 
others in 1886, and reduction to practice in Sep- 
tember or October, 1887, held entitled to a de- 
cision of priority as against the senior party, 
who proves conception in January, 1887, and 
no reduction to practice prior to January 19, 
1888, the filing date of the application. Mets 
V. Crane and Bloomfield, 58 O. G. 947, C. D. 1892. 

878. Where the testimony of one of the par- 
ties is that he conceived the invention and used 
it in his business at a date prior to the date of 
conception by the other party, which testimony 
is corroborated by his caveat filed before Uie 
date of conception of the other party, hdd, that 
he is the first inventor. ^Colhoun v. Hodgson, 
70 O. G. 276, C. D. 1890. 

874. H. conceived August % 1881. In Jan- 
uary, 1884, he constructed an apparatus apply- 
ing the conceived idea in the operation of a 
telephone, and November 9, 1887, filed an appli- 
cation, from which tlie application in interfer- 
ence was divided August 1, 1890. In August^ 
1890, the invention of the issue was operated 
upon a large scale by H. S. filed his applica- 
tion November 4, 1886, and has taken no testi- 
mony, and no further facts appear concerning 
his testimony. Priority adjudicated in favor 
of H. Hunter v. Spencer, 71 O. G. 1767, C. D» 
1896. 

875. Priority awarded to Mayhew, because 
Kelleher and Grimm not original inventors, 
and further, because Mayhew was the first to 
conceive and it was not clearly shown that he 
was not diligent in reducing to practice. Kel- 
leher and Grimm v. Mayhew, 72 O. G. 895, Q, D. 
1895. 

876b "Public policy and the settled practice 
of the office alike forbid the issue of a second 
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patent for the same invention in any but a 
clear case — clear beyond a reasonable doubt;*' 
but tbe fact that one party has unjustly ob- 
tained a patent is not final, for the rule as ap- 
plied to this case is that " he is the first inven- 
tor who first forms a complete mental concep- 
tion of the improvement in question, as proved 
not merely by himself but by full and certain 
disclosure to another, and who, under all the 
circumstances of the case, proceeds with rea- 
sonable diligence to the construction of a full- 
sized machine embodying the improvement in 
working form ; and that this is so although an- 
other with a later conception first fully reduces 
the invention to practice." Huson v. Yates, 
72 O. G. 1201, C. D. 1895. 

877. Where it appears that & produced a 
sketch and described the invention to others 
on September 9, 1887, made and tried a model 
in April, 1888, and applied for a patent on June 
19, 1888, and that K was not engaged upon the 
invention until December 1, 1887, but applied 
for a patent March 8, 1888, Jield, that a was the 
first inventor. Scribner v. Kellogg, 73 O. G. 
1495, C. D. 1895. 

87S. Chase having failed to prove conception 
and reduction to practice^ although he has a 
patent granted prior to La Flare^s filing date, 
cannot prevail over La Flare, who conceived 
and reduced to practice prior to the filing of 
Chase's application. *La Flare v. Chase^ 74 
O. G. 1785, C. D. 1896. 

879. On the record it must be held that Bu- 
houp was not only the first to conceive and the 
first to reduce to practice, but that he actually 
disclosed the invention to Hien prior to his al- 
leged date of conception. Hien may have for- 
gotten the circumstances of this disclosure; 
but this cannot overcome the proof submitted 
on behalf of Buhoupi Hien v. Buhoup, 81 0. G. 
2088, a D. 1897. 

880. Where it appears that Buhoup was the 
first to conceive the invention of a round- 
shanked gravity-pin and button-head and re- 
duced the invention to practice after he had 
seen the model of the conception of the device 
in issue by Hien, held^ that the subsequent mod- 
ification of the pin from a round shank to a 
square shank with an oblong head and the sub- 
stitution of this modification or form for that 
previously put into use was not such a depart- 
ure from the original invention as to disentitle 
him to the right of priority against Hien, who 
had conceived subsequently to Buhoup, but not 
put into practical operation, a device of similar 
principle^ but of different form and operation 



from that of the original conception. *Hien y. 
Buhoup, 81 O. G. 2087, C. D. 1897. 

881. The decision of the assistant commis- 
sioner, holding that Buhoup was the first and 
original inventor, affirmed. *Idi 

(d) Prior Beduction. 

882. When one of the parties to an interfer- 
ence has made the invention independently of 
the other party and has reduced it to practice 
upon an extended commercial scale, and has 
obtained a patent which he has held unchal- 
lenged for nearly a year, he must be adjudged 
the prior inventor as against the other, who, 
though he may have been the first to conceive 
the invention, without any excuse for his non- 
action, never did anything toward reducing it 
to practice, but who bases his claim to priority 
on a previous application filed by him which 
contained claims for the invention in contro- 
versy, which claims were rejected and posi- 
tively and deliberately abandoned nearly four 
years before the filing of the application in- 
volved in this interferencei Beach v. Fowler, 
48 O. G. 821, a D. 1889. 

888. Property in patents ought not to be cre- 
ated as against a rival applicant first to reduce 
to practice and first in the office, upon mere 
verbal testimony indefinite in its character, un- 
aided by the production of memoranda, draw- 
ings or models, under circumstances which in 
themselves tend to indicate its intrinsic im- 
probability. Wheny v. Heck, 49 O. G. 559, 
C. D. 1889. 

884. Where it appeared that the junior party 
to an interference involving a process for filter- 
ing beer had not reduced the invention to prac- 
tice before its reduction to practice by the 
senior party, and that the latter had filed an 
application for a patent upon an apparatus, dis- 
closing and describing the process at a time 
when the former had neither reduced the in- 
vention to practice nor was using reasonable 
diligence, and further, that the senior party 
had applied for and obtained a patent for the 
process before the application of the junior 
party was filed, hdd, that the senior party must 
be regarded as the original and first inventor 
of, the process. Zwietusch v. Stockheim, 53 
O. G. 755, G D. 1890. 

885. When a man has suggested the basic 
idea of a patentable improvement and has 
made it practicable to any degree and has 
never abandoned it, he cannot be deprived of 
the benefit of the invention or of the title of in- 
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ventor by any other person who subsequently 

carries out his idea more perfectly and to a 

greater degree of usef ulne8& Riley v. Barnard, 

59 O. G. 1919, C. D. 1892. 

(Case of protest against Issue of patent. See 59 O. G. 
Ifln, same parties.) 

886. Where all the experiments of both par- 
ties were conducted in the same shop and were 
embodied in the same machines^ and where 
the evidence on the part of the applicant is 
that he disclosed the invention on September 
15, 1890. and embodied it in successful oper- 
ation by October 2d following, and on the part 
of the patentee that he made sketches of the 
invention in June or July, 1890, which were 
not dated and not disclosed until and except 
by mailing them to his patent agent on Octo- 
ber 4th, and his assertion that he made tliem 
in June or July is without corroboration of a 
single witness or circumstance and is contrary 
to his conduct in his efforts through August 
and early part of September to invent a device 
like that in the issue, heldy that the patentee 
cannot be given an earlier date than Octo- 
ber 4th, and consequently judgment of prior- 
ity must be awarded to the applicant Tremain 
▼. Curtiss, 80 O. G. 1447, Q D. 1894. 

887. Where the testimony is full, explicit 
and satisfactory that P. conceived the inven- 
tion in September, 1888, reduced it to practice 
in November, 1888, and began to put it into 
extensive public use by March, 1889, and where 
the testimony of H., his opponent, to his own 
earlier conception is not corroborated save by 
the recollection of one witness as to a conver- 
sation four years and a half in the past^ held, 
that P. is the prior inventor. Peters v. Hisey, 
67 O. G. 927, G. D. 1894. 

888. Where reduction to practice on the part 
of one of thd contestants is established beyond 
doubt to have been at a certain date, and when 
his opponent fails to produce a single sketch 
or exhibit of the numerous sketches and speci- 
mens alleged by him to have been made earlier 
than the said certain date, without any serious 
attempt to recover them and with their loss 
insufficiently accounted for, and where certain 
of his claims of earlier production are found 
to be disproved and others improbable, held, 
that there is a failure of proof that the inven- 
tion existed prior to the date established by 
the first-mentioned contestant Shellaberger v. 
Sommer, Sommer and Sommer, 68 O. G. 583, 
G D. 1894. 

889. Where the invention has been reduced 
io practice in a positive form under the patent 

12 



and the applicant has simply filed his applica- 
tion, without doing anything to adapt and ren- 
der the invention practical, and where he knew 
of the issue of the patent witliin a few days 
after its issue, and made no suggestion that 
the invention was his, but recommended it to 
purchasers, both orally and in writing, as the 
invention of the patentee, and where he did 
not assert any title to it until six months after 
the issue of the patent and after he had left the 
employ of the company who owned the patent 
to do service for a rival company, held, that 
priority must be awarded to the patentee. 
♦Wells V. Reynolds, 69 O. G. 121, G D. 1894. 

890. Where one of the parties has reduced 
the invention to practice, he will be regarded 
as the prima facie original and first inventor. 
*Soley V. Hebbard, 70 O. G. 921, G D. 1895. 

391. Where it is admitted by the parties that 
a machine had been built from patterns de- 
signed by H., one of the contestants, but where 
S., the other contestant, claims that H. derived 
the invention from him, consequently that the 
reduction to practice ought to inure to his bene- 
fit, held, that the burden of proof is upon Sb to 
prove his claim, and, failing to do so, priority 
of invention must be awarded to H. *Id. 

892. Where the machine relied on by one of 
the parties as establishing priority of invention 
is inoperative, and that relied on by his con- 
testant is operative and successful, held^ that 
priority should be awarded to him who pro- 
duced the operative machine. *Glidden v. 
Noble, 71 0. G. 141, 0. D. 1895. 

898. Ecaubert (Letters Patent Na 484,589, 
dated August 19, 1890) having abandoned any 
attempt to make his idea practically available 
and to develop his theory in fact, while Hof- 
mann (Letters Patent No. 485,835, dated Sep- 
tember 2, 1890) conceived the idea, embodied it 
in means by which it could be carried out, and 
proceeded to make watch-case centers, and 
thereby first perfected it, is entitled to be rec- 
ognized as the real inventor. (Agawam Ckx v. 
Jordan, 7 Wall. 583 ; Whitely v. 8 wayne, id. 
687 ; Reed v. Cutter, 1 Story, 590 ; Howe v. Un- 
derwood, 1 Fish. 166^) *Appleton v. Ecaubert, 
71 O. G. 1617, a D. 1895. 

894. C, and Ll both had the intellectual con- 
ception of the invention independently of each 
other. L. left his thought in abeyance in the 
presence of the activities of C. in reducing it to 
tangible form and incorporating it into a car. 
Ll did not proceed promptly after learning that 
G had obtained a patent for the improvement 
He stood by and saw G reduce the invention 
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to practice without any claim to the invention 
or for remuneration. The reduction and in- 
vention were Cs, La Flare v. Chase, 72 O. G. 
741, C. D. 1895. 

395. Doyle not only failed in his attempts to 
reduce the invention to practice, but also failed 
to exhibit any interest or faith in the trials of 
McRoberts which proved successful The neg- 
lectful conduct of Doyle after his attempts and 
his failure to establish his contention that Mc- 
Roberts had been carrying out the invention 
of Doyle and the clear proofs of McRoberts, the 
patentee, entitle him to an award of priority. 
Doyle V. McRoberts, 73 O. G. ISO, C. D. 1895. 

896. Carty in his preliminary statement says 
^'that he reduced the same to practice in part 
in February, 1885." It is no hardship to limit 
Carty by this explicit language and to consider 
that what he did at the time fell short of a re- 
duction to practice. Carfy, lacking both dili- 
gence and reduction to practice, cannot prevail 
over the patentee. Carty v. Kellogg, 73 O. G. 
285, a D. 1895. 

897. Parmelee and Hill prove conception and 
disclosure at the dates set up in the statements ; 
but, though Parmelee disclosed his invention 
to Hill and practiced it under contract with 
the company employing Hill as master me- 
chanic. Hill did not claim it as his own inven- 
tion at the time and did not file his application 
until eight months after the issue patent and, 
as stated, four months after Hill and his as- 
signees knew of the patent The conduct of 
Hill is inconsistent with a claim to originality. 
Hill V. Parmelee, 73 O. G. 447, C, D. 1895. 

898. Shellaberger having proved reduction 
to practice in the spring of 1888 is awarded 
priority of invention over Sommer, whose earli- 
est conception is September, 1888, and reduc- 
tion to practice 1890. *Shellaberger v. Som- 
mer et al, 74 O. G. 1897, G D. 1896. 

899. If effectual efforts were made to give 
an idea form, but were abandoned before reach- 
ing such a stage of completion as to require 
only ordinary mechanical skill to carry' the 
conception to success, the claim of priority of 
conception cannot be sustained against a later 
independent conception carried into practical 
form at an earlier data *Standard Cartridge Co. 
V. Peters Cartridge Ca, 78 O. G. 621, C. D. 1897. 

400. Where the testimony in an interference 
proceeding between an applicant and a pat- 
entee shows that the former was present on 
one of the first occasions upon which the in- 
vention which is the subject of the issue was 
tested and that he ridiculed the attempt as im- 



possible of execution and dangerous to attempt, 
where the testimony also shows that the ap- 
plicant did not claim credit for the invention 
when he was first accustomed to hear it at- 
tributed to the patentee, where it appears that 
the application was filed after the issue of the 
patent and is a substantial copy thereof, and 
where there are other and corroborating cir- 
cumstances, the presumption that the patentee 
is the prior inventor has not been disturbed. 
Doyle V. McRoberts, 79 O. G. 1029, C. D. 1897. 

XXV. Reduction to Practicb. 

(a) In General. 

401. The purpose of the law is to benefit tlie 
public as well as to protect the inventor, and 
the inventor who reduces his invention to prac- 
tice in such a complete way that he at once 
perfects it as an invention, and at the same 
time practically demonstrates its utility, is 
clearly to be preferred to one who merely made 
hints and suggestions to others and failed him- 
self to act upon them. Green v. Hall, v. Sie- 
mens, V. Field, 46 O. G. 1515, C. D. 1889. 

403. The allegation that the fact of an appli- 
cation being put in interference determines ^ 
that the invention has been reduced to practice, 
overruled. The office possesses no machinery 
for ascertaining such face, but assumes for the 
purposes of the interference that the invention 
of each applicant is within the issue, although 
the subsequent history of the rival inventions 
may develop the fact that while one of them is 
in a form capable of commercial use the other 
may be incapable of any practical use what- 
ever. Green v. Hall, ▼. Siemens, v. Field, 47 
0. G. 1631, a D. 1889. 

403. Where neither party made an actual 
reduction to practice before filing his applica- 
tion and neither makes but a satisfactory case^ 
decision will follow the preponderance of evi- 
dence, however slight it may ba Buckingham 
V. Jones, 58 O. G. 1413, C. D. 1892. 

404. Where a party to an interference 
claimed to have reduced to practice early in 
1887 and then discontinued the use of his in- 
vention for two years, meantime applying for 
two other patents upon devices of the same 
general character, held, that such conduct was 
inconsistent with the supposition that he made 
a successful reduction to practice at the earlier 
data Rennyson v. Merritt^ 62 O. G. 151, C. D-. 
1893. 

405. Where a caveat disclosed substantially 
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the invention in interference, held, that the ex- 
pression in the caveat of a desire to mature the 
same does not show that the invention could 
not have been reduced to practice at its date. 
♦Colhoun V. Hodgson, 70 O. G. 276, C. D. 1895. 

406. At the time of the contract it was cer- 
tainly not contemplated that the assignee should 
be let into the secrets of the invention and be- 
come entitled to the larger share of the profits 
and yet be free to experiment as he pleased 
and appropriate to his own use the result of his 
experiments. Such a course would be a fraud 
upon the partnership. *Milton v. Kingsley, 75 
O. G. 2193, G D. 189«. 

407. Whether the appellee, who is the orig- 
inal assignee, made invention in question is not 
decided ; but if he did, he made it for the ben- 
efit of the partnership, and therefore the appel- 
lant, who is the original inventor, should receive 
the patent *Id. 

408. The assignee, if he made the discovery 
in question, did so only in the elaboration and 
reduction to practice of the ideas of the orig- 
inal inventor, and his obligations to the latter 
he should not now be permitted to repudiate 
by procuring a patent in which the latter has 
no interest To allow this would be to place a 
premium upon fraud. *Id. 

409. Where a plaintiff claims to be an orig- 
inal inventor and the defense is that the de- 
fendant is a prior inventor, thus conceding the 
invention of the plaintiff, but challenging his 
claim to priority* of invention, it is imperative 
that the invention or discovery relied upon as 
a defense must have been complete and capa- 
ble of producing the result sought to be ac- 
complished, and this fact must be shown by 
the defendant Progress, as such, no matter 
how near it may have approximated the end in 
view, cannot avail to defeat a patent (Citing 
Coffin V. Ogden, 6 O. G. 270, 18 Wall. 120-124.) 
*Drawbaugh v. Seymour, Com'r of Patents, 77 
O. G. 818, a D. 1898. 

410. A device which differs from the terms 
of the issue in that particular feature which 
the oflSce once held in the same case was suffi- 
cient to constitute a patentable distinction, is 
not a reduction to practice of the issue. Breul 
v. Smith, 78 O. G. 1908, C. D. 1897. 

411. When complete reduction to practice 
amounts to two years' publio use, the fact of 
such reduction must be established by evidence 
of the same degree as that required in evidence 
setting up the bar of public usa *WurtB v. 
Harrington, 79 O. G. 885, C. D. 1897. 

412. In ft controversy between two rival ap- 1 



plicants the requirement that reduction to prac- 
tice by the junior party before the senior'should 
be established beyond a reasonable doubt, is un- 
duly onerous. ♦Id. 

413. On the proof, heldy that the claim of 
Seher is not sufficiently and definitely estab- 
lished to maintain his patent, it having, as it 
can have, only prima facie effect ; that he has 
failed to show that he has fully and completely 
established by experimental tests so as to ena- 
ble persons reasonably skilled in the science of 
chemistry to determine whether or not the 
composition made and claimed by him as new 
and valuable in the arts really possesses those 
properties which he claims as the essential 
character as an operative means, for no inven- 
tion or discovery in such case as the present 
can be regarded as complete until such tests 
have been applied and have been successfully 
maintained. *Stevens v. Seher, 81 O. G. 1982, 
a D. 1897. 

(b) Actual. 

414. Reduction to practice of a mechanism 
consists in the construction of the mechanism 
of a size capable of practical use and a knowl- 
edge, preferably by actual trial, that it will 
work practically for the intended purpose. 
Juengst V. Royer, 83 O. G. 152, C D. 189a 

415. Where the mechanism embodying the 
issue in interference works practically, and an- 
other mechanism connected thereto fails to 
work practically, hetd^ that each stands on its 
own basis and that the former is competent 
evidence of reduction to practice. Id. 

416. Where the exhibit relied on to establish 
priority of invention has all the necessary 
parts to a full-sized working machine^ and it 
fully accomplished at the date of its construc- 
tion the purpose for which it was intended, and 
its mode of operation and utility were under- 
stood and appreciated by those who saw it op- 
erate, held, that such exhibit was a reduction 
to practice^ regardless of the question whether 
the various other mechanisms entering into 
the machine all worked with practical success 
or not 'National Cash Register Ca v. Lamson 
Consolidated Store Service Ca, 67 O. G. 680, 
C. D. 1894. 

417. Where G. was the first to conceive and 
the firet to reduce to operation, although the 
machine was far from perfect and never oper- 
ated continuously for work in a commercial 
sense, heldj that such machine was something 
more than an unsuccessful experiment — that 
it was a reasonably successful reduction to 
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practice. *Ck>ifee t. Querrant^ 68 O. 6. 279, 
a D. 1894. 

418. Where a large dynamo was provided 
with the brush-holders in issue and was run 
for a time successfully under conditions of use 
such as would represent actual practice, held 
to constitute a reduction to practice. Thomson 
▼. Priest, V. Wetmore, 71 O. G. 1769, G D. 1895. 

419. Where the brush-holder was used suc- 
cessfully on a dynamo, then laid aside, and could 
not be found when the testimony was taken, 
held, that the failure to produce, the device had 
no effect on the question of reduction to prac- 
tice, except that it suggests that the device did 
not work successfully; but on this point the 
direct evidence outweighs the suggestion. Id. 

420. As a rule, to reduce a method or process 
to practice the series of acts which constitute 
such method or process must be performed. 
Croskey v. Atterbury, 75 O. G. 1359, C. D. 1896. 

421. Actual reduction to practice of a pro- 
cess consists in the actual performance of the 
process. Making a device by means of which 
the process can be carried out is not such a per- 
formance, and is not, therefore, a reduction to 
practice. *Cro6key v. Atterbury, 76 O. G. 168, 
C. D. 1896. 

422. Although a device was not commer- 
cially perfected and did not do as efficient 
work as later devices, 3*et, as it showed every 
feature of the invention in controversy and 
was adapted to perform the work for which it 
was intended and actually did such work, it is 
field that such a device was a reduction to prac- 
tice. Loewer v. Roes, 76 O. G. 1711, G D. 1896. 

428. When a senior party has shown that he 
was in possession of a machine which would 
make the article — a chain — of the issue, the 
actual production of such chain may be safely 
presumed. Breul v. Smith, 78 O. G. 1904, G D. 
1897. 

424. The use of a shoe-last in trimming soles 
is not a reduction to practice of the same last 
for nse in leveling soles, where the conditions 
are different and the strain upon the last much 
greater. Arnold v. Taylor, 79 O. G. 154, G D. 
1897. 

425. An invention that is complete and that 
produced the result sought to be accomplished 
by the inventor to his satisfaction and that of 
competent witnesses, and which was tried in 
connection with a working system, is a satis- 
factory reduction to practice, even though the 
device was never in fact incorporated into and 
made a part of the system, if the conditions 
of the trial were complete and satisfactory. 
♦Wurts V. Harrington, 79 O. G. 337, G D. 1897. 



426. When complete reduction to practice 
amounts to two years' public use, the fact of 
such reduction must be established by evidence 
of the same degree as that required in evidence 
setting up the bar of public use. *Id. 

427. A work-shop test of a wick-lift for a 
lamp which consisted in determining whether 
the lift would operate the wick-holder of a 
lamp provided with neither oil nor wick, when 
it appears that such is the ordinary shop way 
of testing wick-lifts, is a sufficient reduction to 
practice. Nankervis v. Johnson, 79 O. G. 1519, 
G D. 1897. 

(c) Constrictive. 

429. Webster filed an application in 1867 
showing but not claiming the invention. It 
was rejected and the rejection acquiesced in. 
In' May, 1875, Sanford filed an application 
claiming the invention, and in July the patent 
issued. June, 1876, Webster filed a second ap- 
plication claiming the invention, and was put 
into interference with Sanford's patent San- 
ford conceived the invention in December, 
1873, and diligently reduced it to practice as 
early as July, 1874. Webster did nothing toward 
a reduction to practice except filing his appli- 
cation of 1867. Held, that the filing of the ap- 
plication in 1867 constituted conception but 
not reduction to practice, and that showing 
no diligence priority of invention must be 
awarded to Sanford. The filing of such an 
application in the patent office does not con- 
stitute "prior knowledge or use by others" 
within the meaning of the statute. It requires 
the invention to be reduced to practice in "its 
concrete and perfect form to make it capable 
of prior knowledge or use by others." Mere 
drawing and description not published will not 
bring the invention within the requirement. 
•Webster v. Sanford, 44 O. G. 567, G D. 188a 

480. The filing of a caveat does not give to 
the caveator the standing of an applicant with 
respect to constructive reduction to practice. 
The statute does not contemplate that a cave- 
ator shall stand as an obstruction to the dili- 
gent efforts of other inventors in the same 
field of art Elges v. Miller, 46 O. G. 1514, G D. 
1889. 

431. Actual reduction to practice is not the 
only competent evidence of perfection and 
adaptation to use; but the inventor^s act in 
filing an allowable application is to be regarded 
in law as such an efficient and crowning step 
as to give it the standing of an invention so 
perfected and adapted. Lorraine v. Thurmond, 
51 O. G. 1781, G D. 1890. 



INTERFERENCES, XXV, (d). 



181 



48S. The filing of an application, which is 
pronounced by the experts of the office to be 
sufficient to authorize the granting of a pat- 
ent, is for the purpose of a judgment upon the 
record conclusive evidence of perfected inven- 
tion on the part of the applicant at or before 
its filing date. Lindsaj v. McDonough, 55 O. G. 
1402, a D. 1891. 

485. An application for a patent which 
6ventnAt«>8 in the grant of a patent is a con- 
structive and presumptive reduction to prac- 
tice. Hunter v. Jenkins, 56 O. O. 1705, C. D. 
1891. 

434. The filing of an allowable application 
constitutes a reduction to practice. (Citing 
Lorraine v. Thurmond, 51 O. G. 1781. C. D. 1890, 
86; Telephone Cases, 60 O. G. 1753, 126 U. S. 
635.) ♦Porter v. Louden, 73 O. G. 1551. C. D. 
1805. 

4S5. Garty filed an application April 20, 1885, 
which became abandoned October 21, 1887. He 
filed another original application November 17, 
1887. Kellogg filed an original application 
July 80, 1887. Held, that Carty*s abandoned 
application is only evidence of conception; 
that his excuse for want of diligence in prose- 
cuting his claim being weak, Kellogg, who 
first constructively reduced to practice by fil- 
ing an application, is entitled to award of prior- 
ity. 'Carty v. Kellogg, 74 O. G. 657, C. D. 1896- 

486. The filing of a completed allowable ap- 
plication for a patent for the invention is a 
constructive reduction to practice and is as ef- 
fectual in a contest of priority as actual reduc- 
tion to practice. (Porter v. Louden, 23 Wash. 
L R. 689; Tates v. Huson, 24 id. 214, and the 
cases and authorities referred to in the opin- 
ions in those cases.) *Croskey v. Atterbury, 76 
O. G. 163, C. D. 1896. 

487. The filing of a complete application is 
a constructive reduction to practice, even 
though such application be subsequently 
amended, provided such amendment is made 
to secure conformity between parts of the ap- 
plication. *Id. 

488. Neither an executed specification nor 
an incomplete application nor anything except 
a complete allowable application can be re- 
garded as a constructive reduction to practice. 
Phelps V. Hardy, v. Gattman and Stern, 77 O. G. 
631, C. D. 1896. 

489. On the question of the sufficiency of a 
party's application to enable him to avail him- 
self of his specification and drawings as con- 
atmctive reduction to practice on the date of 
their filing, it is necessary to distinguish be- 



tween those which are sufficient to show an 
intellectual conception of an improvement and 
those which are sufficient in a patent to enable 
others skilled in the art to build the machine 
without extraneous aid Fowler v. Dodge, 78 
O. G. 2045, G D. 1897. 

440. Allowed applications operate as con- 
structive reduction to practice of the inven- 
tions claimed, and it is therefore incumbent 
upon the other applicant to show by clear proof 
completed invention prior to the dates of such 
applications. (Porter v. Louden, 78 O. G. 1551, 
7 App. D. C. 64, 72 ; Soley v. Hebbard, 70 O. G. 
921, 5 App. D. C. 99, 108 ; Christie v. 8eybold, 
64 O. G. 1650, 165a) Mergenthaler ▼. Scudder, 
81 O. G. 1417, G D. 1897. 

(d) Diligence. 

441. Mere working models, allowed to rest 
in oblivion for many years, will not prevail to 
establish priority when application for patent 
is delayed and not filed until after another and 
more diligent inventor has entered the same 
field of invention and established bis claim aa 
an independent inventor. Green v. Hall et al., 4$ 
O. G. 1515, G D. 1889. 

443. A failure in an interference proceeding, 
for more than two years after conception, to 
do anything to reduce the invention to prac- 
tice, cannot be excused by engagements in 
other matters. Lowe v. Springer, v. Morse, t. 
Granger, 41 Ma D. (1 G. W. D.), Nov., 1889 
(Mitchell, Com'r). 

448. B. had an application pending for an in- 
vention not involved in this interference. After 
forwarding the application for such invention 
to the patent office, he conceived the invention 
in controversy and offered to incorporate it by 
amendment, unaccompanied by any oath, in 
the application already filed. Held, that the 
only effect of such action was to establish dili- 
gence. Lorraine v. Thurmond, 51 O. G. 1781, 
G D. 1890. 

444. A. was under no obligation to effort 
until H had conceived the invention. A party 
second to conceive does not prevail in virtue of 
his own diligence, but by reason of lack of 
diligence on the part of his competitor. Id. 

445. A party who had been previously dili- 
gent, and at the date of conception on the part 
of his opponent was actually engaged in pre- 
paring to file his application for patent, having 
already finished working drawings of the in- 
vention, held to have exercised reasonable dil- 
igence. Lorraine ▼. Thurmond, 52 O. G. 1949, 
G D. 1890. 
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446. The settled rule of law is that whoever 
first perfects the invention is entitled to the 
patent and is the real inventor, although others 
may have previously had the idea and naade 
some experiments toward putting it in prac- 
tice. To this rule a single exception is recog- 
nized, to wit : that if the one first to conceive 
the invention was at the time using reasonable 
diligence in adapting and perfecting the same, 
he is to be recognized as the first inventor, 
although the second to conceive may have been 
the first to reduce to practice. Ecaubert v. 
Hofmann, 52 O. G. 2107, C. D. 1890. 

447. In the case under consideration, held, 
that the last applicant has failed to establish 

^by credible evidence that he first perfected t^e 
machine or the process, so as to come within 
the rule, or that he used reasonable diligence 
in adapting and perfecting the invention so as 
to come within the exception. Id. 

448. Where, in a suit for infringement, it 
appeared that the application on which the 
patent in suit was granted was filed January, 
1887, and that some months previous thereto 
the defendant had devised and constructed the 
machine complained of as an infringement, 
and that in the winter of 1883-84 the plaintiff 
had described it to his solicitor, and that in 1886 
he repeated the description more fully, and 
that be did not intend at either date to reduce 
the invention to practice, his only concern 
being to protect himself in the construction 
and sale of the machine made under an earlier 
patent, and did not ever intend to apply for a 
patent at all unless it should seem necessary as 
a means for preventing others from making 
these machines, and that at the time of apply- 
ing for patent he had not embodied his in- 
vention in a machine for practical use, and it 
further appeared that at the time of his first 
conversation with the solicitor he was as well 
prepared to reduce his invention to practice 
and apply for a patent as he was at the date of 
the second, and that any competent mechanic 
accustomed to such work could have con- 
structed the machine from the first description 
almost, if not quite, as readily as from the sec- 
ond, held, that the plaintiff had failed in dili- 
gence. *Wright V. Postel, 63 O. G. 603, G D. 
1890. 

449. It is the duty of inventors to use rea- 
sonable diligence in reducing their conceptions 
to practice and applying for patents when de- 
sired, and they cannot neglect it without danger 
to their righta *Id. 

450. A delay of over two months, wholly 



unexplained, counted against an applicant 
when his opponent, though later in conception, 
showed earlier and prompt reduction to prac- 
tice. Morgan v. Wheeler, 46 MS. D. (3 G. W. 
D.), April, 1891 (Mitchell, Gom'r). 

451. If the first person to conceive would 
prevail in a contest of priority over his rival, 
who has first reduced the invention to practice, 
he must show that he was using reasonable 
diligence in adapting and perfecting the in- 
vention at the time when his competitor en- 
tered the field. He must show that his diligence 
antedates the inceptive invention of his rival 
if he would prevail over him, and he must 
show that hia diligence extends back to his 
own conception if he would carry his inven- 
tion back to the date of that conception. Chris- 
tie V. Seybold, 54 O. G. 957, G D. 1891. 

452. Where in an interference proceeding it 
appeared that the senior party was the first to 
conceive and disclose the invention, but did 
nothing whatever toward adapting and per- 
fecting the invention until six months after 
the time when the junior party entered the 
field without adequate excuse for his inaction, 
the junior party having meanwhile reduced the 
invention to practice also, held, that the junior 
party was the first inventor. Id. 

458. A delay of a year and a half between 
conception of the invention and fiiling of the 
application, there being no reduction to prac- 
tice, during which time a rival inventor ap- 
plied for and obtained a patent for the same 
invention, and during which time the inventor 
first mentioned obtained a patent containing 
the more substantial elements of the invention 
in dispute, but not containing claims broad 
enough to give substantial protection as re- 
gards a structure such as that now sought to 
be patented, field not to be excusabla Mc- 
Dougall V. Phinney, 56 O. G. 928, G D. 1891. 

454. The general rule is that he who is the 
first to conceive of an invention is entitled to 
a patent for it if he reduces the same to prac- 
tice with reasonable diligence ; but if be does 
not reduce to practice with reasonable dili- 
gence, he who is subsequent to conceive but 
first to reduce to practice will prevaiL Hunter 
V. Jenkin, 56 O. G. 1705, G D. 1891. 

455. The reasonable diligence which is re- 
quired in a contest over priority of invention 
applies alike to actual reduction to practice 
and to the constructive reduction to practice 
involved in an application. Id. 

456. An applicant delayed making his ap- 
plication for five years after his conception 
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of the improvement, being all this time pos- 
sessed of adequate means and busy upon a 
similar device. Held not an exercise of reason- 
able diligence in adapting and perfecting his 
invention. Ligowsky v. Peters, v. Hisey, 57 
O. G. 1593, C. D. 1891. 

457. Where an applicant delays for more 
than two years after his conception of inven- 
tion before reducing it to practice, and where 
it appears that he had abundant means and 
was busy meanwhile upon other inventions, 
and the actual reduction to practice was a sim- 
ple matter and one not involving great time 
or expense, held applicant was not reasonably 
diligent Thomson v. Ries, 59 O. 0. 298, C D. 
1892. 

4o8* As between interference contestants, he 
who was last to conceive of an improvement 
is not entitled to take a patent therefor over 
him who was first to conceive, unless by rea- 
son of the latter*s delay his opponent becomes 
the first to reduce to practice. Eckerson v. 
Ck)x, (H) O. G. 487, C. D. 189a 

459. Sibbald filed an application for a patent 
in September, 1887, which passed to issue in 
October, 1888, and became abandoned in Octo- 
ber, 1890. Meanwhile Oassidy and Smith filed 
an application in February, 1890, and took a 
patent in June, 1890l Sibbald filed his second 
application in January, 1891. The proofs es- 
tablished priority of conception for Sibbald, 
and while satisfactorily accounting for his de- 
lay on the score of poverty showed that he took 
steps to file his second application before the 
two years* limit had expired. Hdd, the facts 
save 8ibbald*s case from abandonment and 
give (or justify) judgment of priority in his fa- 
vor. Sibbald v. Cassidy, 61 O. G. 568, Q D. 1892. 

460. What an applicant has done abroad 
by way of disclosure or reduction to practice 
is not pertinent to the question as to whether 
he exercised reasonable diligence arising in an 
interference in the office. Peters v. Hisey, 62 
O. G. 315, C. D. 189a 

401. An interval of a year and a half after 
conception of an invention, during which the 
inventor practically gave up work on his im- 
provement, held to negative reasonable dili- 
gence. Slattery v. Shallenberger, 62 O. G. 1515, 
a D. 1893. 

462. Where a party to an interference 
claimed to have had a conception of the inven- 
tion in controversy on or about April 1, 1887, 
and to have made various sketches and disclos- 
ures of it between that date and March 7, 1889, 
when he filed an application for patent^ and 



where it appears that he took no other step to* 
ward developing the invention during that in- 
terval, although he knew the great value of the 
invention, was an experienced inventor, and 
meanwhile filed at least two other applications 
for patents, held his delay to either actually or 
constructively reduce to practice in this inter- 
val was not the exercise of reasonable dili- 
gence. Brungger v. Smith, 62 O. G. 1511, G. D. 
1893. 

463. The person who first conceived a com- 
paratively simple improvement in power- 
presses for bookbinding made a rough sketch 
of it within a few months. Three years after 
his first conception he had Working drawings 
made, and six months thereafter a machine 
was manufactured. He excused the delay by 
asserting that he could neither afford to buy 
the necessary tools sooner nor use them in his 
small shop. His reason for not having the ma- 
chine made at another shop was that he would 
have made no profit on machines made by 
others according to his invention. Held, that 
he did not use due diligence so as to entitle him 
to patent as against one who conceived the in- 
vention later, but reduced it to practice sooner, 
than himself. *Christie v. Seybold, 64 O. G. 
1650, C. D. 189a 

404. The man who first reduces an invention 
to practice is prima facie the first inventor 
under act of July 4, 1836 (5 St, pi 117), but the 
man who first conceives the invention may 
date it back to such conception if he uses due 
diligence in reducing it to practice, and he 
must use such diligence before as well as after 
the second conception of the invention. (Reed 
V. Cutter, 1 Story, 590, followed.) nd. 

465. Where under the above facts, and con- 
sidering that the patentee was the applicant's 
Huperior officer, was adverse to him in interest 
in this question, had already obtained his pat- 
ents, and told him, upon the latter complaining 
of this, that " that was all right," and had per- 
suaded him not to apply for a patent, the appli- 
cantdid not file his application until nine months 
after the date of his conception and more than 
five months after he knew of the patentee's 
patents, held, it must be considered, under 
these somewhat adverse circumstances, that 
the applicant had not incurred the penalties of 
negligence. Reynolds v. Wells, Jr., 66 O. G. 
1594. a D. 1894. 

466. Where the first to conceive is negligent 
in reducing to practice, and the second to con- 
ceive is so diligent as to put the invention into 
practice before the date of the reduction to 
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practice by the first to conceive, held, under 
such facts, that the second to conceive is the 
first inventor. Calhoun v. Hodgson, 67 O. G. 
1829, a D. 18M. 

467. In the cases where delay in completing 
an invention is excused there is something of 
compelling power in the circumstances that 
produce it Dailey v. Jones, 67 O. G. 1719, C D. 
1894 

468. While an inventor who is first to con- 
ceive and is reasonably diligent in completing 
his invention should ordinarily prevail over a 
competitor who subsequently conceives but is 
first to complete his invention, still if the first 
to conceive has means, credit^ influence and 
friends, and is not brought to a standstill by 
anything in the nature of compulsion, but 
chooses delay on business grounds, he thus ex- 
cludes himself from the advantage which flows 
from his prior conception. Id. 

469. A second patent for the same invention 
upon an application filed nearly three months 
after the patent issued is refused where the 
applicant made the hoop-coupling and tried it 
upon a strap around a block of wood, but soon 
afterward put it under his bench, where it re- 
mained for more than two years and until after 
the senior party invented it, put it into prac- 
tice, and obtained a patent therefor. Burr v. 
Ford and Ferguson, 68 O. G. 655, C. D. 1894. 

470. "Although Yates was the first to apply 
for a patent, and did so prior to the completion 
of Huson's machine, and subsequently received 
a patent thereon a few days before Huson 
made application, Huson was the first inventor ; 
he was proceeding with reasonable diligence 
from April, 1891, to the completion of his 'in- 
vention on December 3, 1891, and was diligently 
engaged therein when Yates formed his first 
conception of this invention in October, 1891." 
Huson V. Yates, 72 O. G. 1201, C. D. 1895. 

471. Croskey conceived the invention in De- 
cember, 1890, and reduced it to practice Octo- 
ber 3, 1892. Atterbury conceived the inven- 
tion in July, 1892, and filed an allowable 
application October 1, 1892. Held, that Atter- 
bury is the prior inventor in the absence of a 
showing of reasonable diligence on Croskey*s 
part Croskey v. Atterbury, 73 O. G. 1359, C. D. 
1895. 

472. When at any time within two years 
Croskey could have completed his process and 
failed to do so, he has not established a case of 
reasonable diligence against Atterbury, who 
conceived later than Croskey, but filed an 
application before Croskey reduced to prac- 
tice. Id. 



473. A delay of six years, unexcused by sick- 
ness or poverty, fatal to a claim of priority de- 
pending upon connecting an earlier conception 
to a later reduction. ^Porter y. Louden, 73 
O. G. 1551, C. D. 1895. 

474. Huson, being the first to conceive the 
invention and using reasonable diligence in 
adapting and perfecting the same at the time 
of Yates* conception, must prevail as against 
Yates, although Huson failed to reduce to prac- 
tice until after Yates had filed his application 
for patent *Yates v. Huson, 74 O. G. 1782, 
C. D. 1896. 

475. The words of the law, " was using rea- 
sonable diligence," refer to the very time of the 
second conception. For the prior conceiver to 
show that his diligence only began with the time 
of the second conception would not be suffi- 
cient ; all that is necessary is that the first con- 
ceiver shall have begun and prosecuted with 
diligence the work of adapting and perfecting 
his invention before the date of his rival*s con- 
ception. *Id. 

476. While it is required that the first con- 
ceiver shall prosecute his labors in reducing to 
practice with reasonable diligence, that dili- 
gence, however, is a matter to be determined 
by the special circumstances of the particular 
case. *Id. 

477. While the general policy of the law (sea 
4920, R S.) is to require .diligence in adapting 
and perfecting inventions on the part of those 
who wait and work to that end, yet it is to at 
the same time encourage those efforts to such 
a degree as that their merits and value might 
be practically tested before application for pat- 
ent 'Id. 

478. If Chase had the germ of the idea in 
1883 and did not reduce to practice until 1891 
and did nothing during the intervening years. 
field, that the idea had been forgotten and 
abandoned. *Chase v. La Flare, 74 O. G. 1785, 
C. D. 1896. 

479. There is no general rule of what con- 
stitutes due diligence. It is reasonable dili- 
gence, and that is to be determined by all the 
facts in the case. An inaction of eighteen 
months, in the absence of controlling adverse 
conditions, is not reasonable diligence in the 
case of an invention which required but one 
month for actual development *Cro8key v. 
Atterbury, 76 O. G. 163, a D. 1896. 

480. Scudder being the first to conceive of 
the invention and having used reasonable dili- 
gence, under the circumstances, in reducing to 
practice, is awarded priority. Scudder v. Mer- 
genthaler, 76 O. G. 1851, C. D. 1896. 
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481. Scudder. after conceiviDg of the inven- 
tion, being confronted with large expenditure 
as to the making of the machine, and with the 
question whether the machine when perfected 
was an improvement upon the existing Mer- 
genthaler machine, and not capable of separate 
and independent manufacture, except by license 
under the Mergenthaler patents, is entitled to 
some indulgence while he is enlisting the cap- 
ital of others, while maturing his own plans, 
and, in the case of so complicated a machine, 
while dwelling upon the details of construc- 
tion. Id. 

482. While an inventor might file an appli- 
cation in the patent office covering an inven- 
tion before making a test, yet it is not required 
that he should do no ; but, on the other hand, it 
is presumable, if it be not required, by plain 
implication from the language of section 4920, 
Revised Statutes, that he should occupy him- 
self first in adapting and perfecting his inven- 
tion. Id. 

483. Lack of diligence is not excused by ap- 
plicants relying upon the advice of an attor- 
ney that the invention was not patentable. 
Gray v. Alexander, 62 Ma D., July, 1897 (But- 
terworth, Com*r). 

484. Attorney's advice to an interferant to 
the effect that the invention of the issue is cov- 
ered by his prior patent is an excuse but not a 
justification for delay in reducing to practice 
or applying for a patent Breul v. Smith, 78 
O. G. 1904, C. D. 1897. 

485. Long delay in filing an application for 
a patent after alleged conception of the inven- 
tion casts a doubt upon the allegation of con- 
ception, but it may be shown by the circum- 
stances to be not inconsistent with inventor- 
shipi *Hunt v. McCaslin, 79 O. G. 861, C. D. 
1897. 

486. Delay of four years is too long for re- 
duction to practice of a simple device by a 
manufacturer possessed of ample mean& Ar- 
nold v. Tyler, 79 O. G. 154, C. D. 1897. 

487. The fact that an applicant made inquir- 
ies as to the patentability of a device is imma- 
terial to the question of reduction to practice 
and does not establish diligence. Id. 

488. Mistaken advice on the part of a solic- 
itor, from which followed long delay in putting 
an invention into practice, will not be allowed 
to militate against the just claims of others 
who have been diligent in the realization of 
their conceptions. *Amold v. Tyler, 79 O. G. 
156, C. D. 1897. 

489. Whether reasonable diligence is exer- 



cised in reducing an invention to practice is a 
question to be determined in view of all the 
circumstances of the case. While the law is 
indulgent to the inventor and saves him from 
the consequences of delays which he could not 
avoid, it gives him no option as to the diligent 
pursuit of his reduction according to his actual 
abilities, but holds him strictly to the rule, as 
justice and the public interest requira No 
difficulties m reducing to practice will excuse 
delay, unless they relate to matters or circum- 
stances beyond the control of the inventor, such 
as sickness, poverty, or other involuntary disa- 
bility not having the consent of the claimant 
*McCormick v. Cleal, 80 O. G. 1614, G D. 1897. 

490. M.'s application, except the claims, was 
prepared in February, 1894, but he delayed 
filing until October, 1894, and in the meantime^ 
in July, 1894^ C. filed his application. Held, 
that the sole excuse of the delay — that M.'s 
attorney was too busy with other engagements 
to take up his case — was insufficient to defeat 
Cs right to a patent *Id. 

491. Where the practice of the office is 
settled, it should be followed, unless there are 
very good reasons for changing it The rule 
stare dedxis must prevail m the patent office 
as in the courts. *Id. 

(e) Drawings or Sketches. 

492. Mere drawings and description not pub- 
lished, held not sufficient to meet requirements 
and show reduction. *Webster v. Sanford, 44 
O. G. 567, C. D. 188a 

493. A rough sketch of an invention is not 
such a reduction to practice as to make its 
author the original inventor within the mean- 
ing of the patent laws. *Christie v. Seybold^ 
64 O. G. 1650. a D. 189a 

494. While the failure to produce the orig- 
inal sketches, specimens of the device made, 
or the machine upon which it was made is al- 
ways the subject of adverse criticism, yet it 
may be so explained that priority may be 
awarded to the party who does not produce 
such evidence to show reduction to practice. 
Shellaberger v. Sommer, 74 O. G. 1897, CL D. 
189C. 

41)5. An illustration which amounts to no 
more than a suggestion is not sufficient war- 
rant for a claim filed nearly two years after 
the application and nine days after an inter- 
fering patent Dewey v. Colby, 75 O. G. 1860, 
C. D. 1896. 

49tt. An illustration of a device of doubtful 
purpose is not a reduction to practica Id 
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(f) Experiment^ Abandoned or Unsuo- 

ceaeful. 

497. Where oae of the parties to an inter- 
ference had first made a machine upon which 
the issue can be read, but which was inoper- 
ative and was dismantled and not assembled 
until and except for the purpose of the inter- 
ference, and, furthermore, after such dismant- 
ling the party continued to experiment in that 
line with other devices and finally was only 
successful by substituting in his machine a de- 
vice of another inventor, held, that the first 
machine was an experiment and not a reduc- 
tion to practica Qlidden v. Busell, 67 O. G. 675, 
a D. 1894. 

498. While reduction to practice may be 
made with an experimental device, it must be 
by practical and successful operation and must 
be in such use as the device would have to 
stand when manufactured and sold. Arnold 
v. Tyler. 79 O. G. 154, a D. 1897. 

499. When a manufacturer recognized the 
need of an article in his business to perform 
certain functions performed by the device of 
another, the fact that he laid aside for four 
years a device which be subsequently claimed 
was a reduction to practice of the invention 
in question raises a strong presumption that 
Buch device was merely an unsuccessful experi- 
ment Id. 

500. The contention that an interferant was 
for four years trying to devise means for mak- 
ing a certain device practicable is inconsistent 
with the contention that such device was a 
complete reduction to practica Id. 

(g) Working Model. 

501. It is well settled that a working model 
designed and intended as such is not a reduc- 
tion to practica Green v. Hall, v. Siemens, v. 
Field, 46 O. G. 1515, C. D. 1889. 

(Decision (by Hall, Oom^) affirmed in Green ▼. Hall 
et al., 47 O. G. 1681, C. D. 188»— MitcheU, OomY.) 

502. An exhibit which does not show the 
identical thing in issue, and which was mani- 
festly designed and intended as a mere working 
model and nothing more, may be evidence to 
lay the foundation of a claim to priority, but 
is not of itself sufficient evidence of reduction 
to practice of the alleged invention. *Porter 
V. Louden, 78 O. G. 1551, G D. 1895. 

XXVI. Ebinbtatbment or Ee-opbn- 

ING OF. 

503. When the office has called the atten- 
tion of an applicant to his right to cover in his 



claim certain specific matter, and advised him 
to amend accordingly, and the applicant, de- 
clining to do so, enters into an interference 
contest upon the broad issue, in which he is 
finally defeated, he cannot^ after acquiescing 
for a long period in such award of priority and 
waiting nearly ten years after filing his appli- 
cation, return to the office for the purpose of 
proposing the amendment suggested by the 
office and declined by him, and which, if ad- 
mitted, would result in a new interference. 
Ex parte Gray, 46 O. G. 1277, G D. 1889. 

504. The tribunals adjudicating the inter- 
ference discussed and considered the specific 
invention and intimated that a motion to dis- 
solve and reform the issue would be entertained ; 
but applicant declined to avail himself of the 
suggested remedy. Held, that the decisions, 
involving the very question presented in the 
amendment now insisted upon, are final and 
conclusive upon Gray's right to claim the sub- 
ject-matter presented in the proposed amend- 
ment Id. 

505. Decisions upon motions to re-open an 
interference and for the introduction of addi- 
tional testimony after expiration of the time 
set for taking testimony, but before the hear- 
ing, are "generally regarded as within the dis- 
cretion of the examiner of interferences, and 
the commissioner will not disturb such decis- 
ions unless it appears there has been some 
abuse of discretion or disregard of some rule 
or law." Schnabel v. Shellaberger, 52 M& D., 
March, 1898 (Frothingham, Ass't ComV). 

506. When in an interference proceeding the 
commissioner upon reconsideration vacates a 
former decision of abandonment, the reinstate- 
ment of the interference which had been dis- 
solved by reason of the former decision follows 
as a necessary consequence. Young v. Case, 58 
O. G. 945, G D. 1892. 

XXVII. Renewal Application. 

507. A renewal application properly filed in 
place of a successful application forfeited for 
non-payment of final fee is, for purposes of 
interference, a continuation of the earlier ap- 
plication and takes its filing date therefrom. 
Duchemin v. Priester and Schutz, 58 O. G. 
1416, G D. 1892. 

XXVIII. Service of Notice. 

508. When an interference is declared be- 
tween an application and a patent issued inad- 
vertently during the pendency of that applica- 
tion, and the applicant files a motion to dissolve 
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the interference and to stay proceedings with- 
out having made any proof of service of no- 
tice of said motion upon the opposite party, 
said motion will not be entertained. (Rule 153.) 
Bechman v. Johnson, 48 O. G. 673, C. D. 1889. 

509. The case is the same as if the inter- 
ference had been declared between two pend- 
ing applications, and the interference is rightly 
declared when declared under rule 04, para- 
graph 1, without the affidavit called for by 
rule 04^ paragraph 2. Id. 

510. While a motion to dissolve the inter- 
ference and suspend proceedings will not be 
refused if made without notice to the opposite 
party, gwere, whether in a case like the pres- 
ent a petition, without notice to the opposite 
party, to vacate the order establishing the in- 
terference might not be sustained. Id. 

511. Pending the interference in such case 
an amendment which does not come within 
the terms of rules 106, 107, 109 will not be re- 
ceived or considered. (Rule 130.) Id. 

518. H., a party to an interference, served 
notice on P., the opposing party, that he would 
take the testimony of certain persons named 
therein upon a certain day. When the testi- 
mony was taken, the party P., who had not 
been named as a witness in the notice, was 
called upon by H. and testified under protest 
Upon motion here made to suppress his deposi- 
tion, heldf that P. as a witness for H. stands in 
the same position as any other witness under 
the rule regulating the taking of depositions, 
that the same formalities of notice must be 
observed, and the deposition having been taken 
informally should be suppressed. Hill v. Par- 
melee, 59 O. G. 681, a D. 189a 

518. The provision of rule 104 which gives 
the examiner of interferences discretion to dis- 
pense with service on an opposing party of no- 
tice of motion to extend time for filing prelim- 
inary statement does not contemplate a case 
whei'e such service can be reasonably effected, 
and it should not be exercised in such a esse. 
'Illinois Watch Co. v. Robbins and Avery, 61 
O. G. 721, G D. 1892. 

514. Where the junior party having the ear- 
lier filing date filed in the office a notice that 
he would take no testimony, but would rely 
upon his application and the record of the in- 
terference as evidence of invention and reduc- 
tion to practice, held, that service of the same 
should have been made upon the other party ; 
but no substantial injury having resulted to the 
latter because of lack of such service, and the 
amendment of rule 16 being comparatively re- 



cent, want of service was waived. Lane v. 
Hunter, Jr., 63 O. G. 151, C. D. 1893. 

515. The office, when it has reason to believe 
that an inventor is dead, should endeavor to 
ascertain the identity of his heirs before the 
declaration of an interference, and should send 
the interference notices to such heirs if no 
formal or authentic notice of the death of the 
inventor has been given. Decker v. Looseley, 
77 O. G. 2140, C. D. 1896. 

XXIX. Statutoky Babs, in General. 

(See Dissolution — Statutory Bars, supra; 
Joint and Sole Afpucations^ suprcu) 

516. Two applications of La Dow are in- 
volved in this interference, in one of which he 
is the junior and in the other the senior appli- 
cant. In his preliminary statement he sets up 
public sale of the invention, which, if estab- 
lished, would bar all parties. Clark moves that 
La Dow be required to file drawings and de- 
scriptions of the invention alleged to have been 
sold and furnish other information. Held, that 
in view of the averment of public use it 
would be unjust and unnecessary to put Clark 
to the expense of taking his evidence first, so 
long as La Dow was attempting to destroy the 
necessity of an interference, and ordered that La 
Dow be required to proceed first and take such 
evidence as he desires which shall establish the 
facts set forth in his preliminary statement, 
and also in support of the question of priority. 
Clark may then follow with evidence rebut- 
ting that offered by La Dow. Clark v. La Dow, 
48 O. G. 24a a D. 188a 

517. There is no precedent or principle jus- 
tifying the granting of applicant's demand 
that a patent be allowed to him, in order that 
an interference may be instituted with a pat- 
ent previously granted to another, when it dis- 
tinctly appears that the applicant is not en- 
titled to letters patent as between himself and 
the public. Ex parte Meucci, 51 O. G. 249 
C. D. 1890. 

518. So long as an applicant's claims are 
held to be unpatentable, he has no right either 
to the institution or continuance of an inter- 
ference. Abel and Dewar v. Maxim and Nobel, 
56 O. G. 189, C. D. 1891. 

519. Although the testimony in an interfer- 
ence suggests a statutory bar to the grant of a 
patent, it is the usual practice to let the case 
take its regular course to final hearing and 
award of priority. Bohls v. Bonsack, 63 O. G. 
464, C. D. 189a 
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580. Where the applicant has the fundamen- 
tal patent upon which the invention in issue is 
based, and where the question of the patent- 
ability of the invention in issue over the funda- 
mental patent was discussed at the request of 
the commissioner, although the invention was 
patented, held, that the question of the pat- 
entability of the invention in the issue would 
now be referred to the examiner for his recon- 
sideration. Reynolds v. Wells, Jr., 660. G. 1594, 
G D. 1894. 

521. The consideration of alleged anticipa- 
tions in the patents of third parties and one of 
the parties to the interference refused in this 
proceeding and referred to the primary exam- 
iner, under the usual practice of the office, ap- 
proved by the court of appeals in Peters v. 
Hisey, 71 O. G. 89^ Hunter v. Spencer, 71 0. G. 
1767, G D. 1895. 

522. Where the record contains testimony 
that the invention was in public use for more 
than two yeans prior to the application of h,, 
heldf that since priority is the only question 
before the office upon the record, L. is entitled 
to a further hearing upon this point, and the 
application referred to the primary examiner 
for this purpose. Lossier v. Cowles et aL, 71 0. G. 
1616, G D. 1895. 

XXX. Suspension. 

(a) In General. 

523. Interference proceedings should not be 
suspended in view of the advanced stage (ap- 
peal to examiners-in-chief pending) to which 
the case has progressed. Motion denied for the 
present, but may be called up at final hearing. 
Adams v. Kinzer, 44 MS D., Sept, 1890 (Mitch- 
ell, Com'r). 

524. Practice approving stipulations for the 
suspension of interference proceedings during 
the pleasure of the parties disapproved. Inter- 
ference proceedings, like all other proceedings 
in the patent office, should be dispatched under 
a sense of responsibility to the public at large, 
and the suspension of proceedings during the 
pleasure of the parties should never be permit- 
ted by the examiner of int'^rferences, and all 
postponements should be to a fixed and reason- 
able future time. Baglin v. Doubleday, 53 O. G. 
1833, G D. 1890. 

525. The senior party, who was a patentee, 
having raised the question whether the appli- 
cation of his opponent had not become aban- 
doned by non-prosecution, ordered that the 



interference be suspended and the applicant 
required to show cause why his application 
should not be held to have become abandoned 
under section 4894, Revised Statutes of the 
United States. Id. 

520. When an interference is suspended 
under rule 128, the claims anticipated should 
be rejected by the primary examiner, and the 
files and papers should not be returned to the 
examiner of interferences until it has been de- 
termined whether the appellate tribunals will 
sustain the examiner in rejecting the claims, 
or until the laches and delay of the applicant 
in taking an appeal are such as to authorize 
the office to dissolve the interference or to issue 
a patent to the opposing party. Westinghoose 
V. Thomson, 56 O. G. 142, G D. 1891. 

527. The consideration of references under 
rule 128 should be ex parte. Id. 

528. Petition for suspension of an interfer- 
ence in order that a question of the patentabil- 
ity of a claim might be considered denied, it 
appearing that the same interference had been 
previously suspended for nearly two years for 
a similar purposa Holt v. Mills, 56 O. G. 1059, 
G D. 1891. 

529. An interference may be suspended on 
final hearing before commissioner and the case 
remanded to primary examiner for considera- 
tion of operativeness. Ex parte Archer, 57 O. G. 
696, G D. 1891. 

530. A motion to stay the proceedings in in- 
terference may be granted pending the deter- 
mination of a motion to dissolve. Lamb v. 
Warren, 64 O. G. 437, G D. 1898. 

(b) For Adding New Parties. 

531. When an application is received in this 
office which, in the opinion of the primary ex- 
aminer in charge, should be included in a pend- 
ing interference, the fact and date of the filing 
of such application should be reported by such 
examiner to the examiner of interferences, to- 
gether with a request for the suspension of the 
interference proceeding for the purpose of add- 
ing such new party. Reed v. Jordan, 38 O. G. 
601, G D. 1887. 

532. If the files in the interference disclose 
that testimony has actually been taken, the ex- 
aminer of interferences should forward to the 
commissioner a report to that effect, accom- 
panied by the report of the primary examiner 
to himself, together with his recommendation 
as to whether or not, in his opinion, the new 
party should be added. Id. 
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588. If the interfereDce files do not disclose 
the fact that any testimony has been taken, the 
examiner of interferences will advise the par- 
ties to the proceeding that a new application 
has been filed, that it should probably be in- 
cluded in the interference, that it is necessary 
to know whether or not any testimony has 
been taken, and if so, when, where and how 
mucb, together with the names of tlie witnesses 
who have been sworn ; and if not» when and 
where the first testimony is expected to be 
taken. Id. 

584. The examiner of interferences may, if 
he think necessary, take additional steps to as- 
sure himself as to the fact of whether or not 
testimony has been taken. Id. 

585. If, after proper inquiry, the examiner 
of interferences is satisfied that no testimony 
has been taken, he may grant the suspension, 
and the new party may be added to the inter- 
ference without the direction of the commis- 
sioner. Id. 

586. If, on the contrary, after such inquiry 
the examiner of interferences is satisfied that 
testimony has been taken, he should report the 
facts, together with his conclusions and recom- 
mendation, to the commissioner. Id. 

587. When no testimony has been taken, the 
primary examiner may, after suspension of the 
interference, add such new party thereto with- 
out the order of the commissioner. Id. 

588. If, however, testimony has been taken, 
no new party can be added to the interference 
without the order of the commissioner. Id. 

589. Where one effect of suspending an in- 
terference to add a new party would be to 
practically reinstate a party thereto who has 
allowed his rights to lapse by neglecting to 
take his testimony within the limited time, a 
request to suspend will be denied. Wein y. 
Northrop, 58 O. G. 1416, C. D. 1802. 

XXXI. Testimony. 
(See Eyidencb in a Foreign Country.) 

(a) In General. 

540. An applicant who, to save expense, 
employs counsel unfamiliar with interference 
proceedings to take testimony cannot» after 
discovering that he has not made out his case 
in such a manner as he might if the testimony 
had been taken by counsel familiar with such 
proceedings, be allowed to retake his testi- 
mony. Ricker v. Merrill, 43 M& D., 2 G. W. 
D., Joly, 1890 (Fisher, Ass't Com*r). 



541. The testimony of a witness in inters 
ference proceedings to the effect that he is the 
inventor of the subject-matter of the issue in 
controversy is not an incomplete caveat or ap- 
plication for patent within the meaning of the 
patent laws. Bohls v. Bonsack, 63 O. G. 464, 
C. D. 189a 

542. When a party to an interference is sur- 
prised by evidence or a line of defense which 
he has had no reason to anticipate or oppor- 
tunity to prepare against^ he should have the 
privilege of answer or explanation wjiatever 
may be the stage of the proceedings, even 
though he has had the opportunity of cross- 
examination. Scribner and Warner v. Childs, 
V. Balsley, 63 O. G. 1961, Q D. 189a 

548. The fact that an applicant in his testi- 
mony states his conception at an earlier date 
than in his statement, tlie fact that he declined 
to submit for general examination by oppo- 
nent's counsel the sketch-book from which he 
states the drawings offered in evidence were 
cut, and the fact that he declined to answer 
some of the questions put to him, do not con- 
stitute giouiicis for disregarding his testimony. 
♦Croskey v. Atterbury, 76 O. G. 163, G D. 1806. 

544. It is contrary to established practice to 
receive ex parte alfidavits as testimony in inter- 
ference in absence of stipulation to that effect 
between the parties. McDonough v. Cleal, 61 
MS. D., April, 1897 (Fisher, Ass't Ck)m'r). 

545. An extension of time to take testimony 
refused when repeated extensions had already 
been granted and specific warnings against 
delay been given. Birrell v. Regan, 61 MS. D., 
June, 1897 (Greeley, Ass't Ck)m*r). 

540. A request for a commission to take tes- 
timony abroad should be decided by the ex- 
aminer of interferences on its merits, whether 
it contains a request for extension of time 
or not Freeman v. Bernstein, v. Hunter, v. 
Thomson and Houston, v. The Westinghouse 
Electric Ga & Gibbs, 62 MS. D., Oct., 1897 
(Greeley, Ass't Corner). 

547. The rule for extension of time for tak- 
ing testimony is a salutary one, made in the 
interest of all parties. Where there is an ob- 
vious disregard of the rule, there is nothing left 
to do but to abolish the rule or compel its ob- 
servance, and there is only one way to accom- 
plish the latter, which is to refuse to permit 
testimony to be taken when it is not observed. 
Keller v. Wethey, v. Roberts, 81 O. G. 831, C. D. 
1897. 

548. It is better to insist upon a reasonable 
and just compliance with the rules of practice 
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of the office, though it may work a hardship 
in an individual case, than adopt a course 
which would result in a practical abrogation 
of them, with consequent confusion. (Citing 
Smith and Thomas v. Cowles. 30 O. G. 843.) Id. 

(b) AdmisaihUity of Record 171 Former 

Case. 

549. Testimony taken in an interference may 
not be used in another interference between 
the same parties, unless the latter so agree. 
Goodell Y. Ellrich, 84 Ma D., April, 1887 (Mont- 
gomery, CJom'r). 

550. Where a party on trial of an interfer- 
ence gives notice that reference will be made 
to proceedings and testimony of a former in- 
terference between the parties, the whole rec- 
ord will be presumed to be meant unless the 
notice distinctly specifies a part of the record 
and the purpose for which its admission is 
sought Wilson v. Haines, 57 O. O. 1278, Q D. 
1891. 

551. Testimony taken in one interference 
cannot be used in a subsequent interference 
when such use is opposed by a party to such 
later interference who was neither a party nor 
privy to the earlier interference at the time the 
testimony was taken and thereafter, when it 
does not appear that the witnesses who testified 
in the earlier interference cannot be procured 
to testify in the later ona Hunter ▼. Sprague, 
63 O. G. 611, a D. 189a 

552. Testimony taken in one interference 
should not be admitted into a subsequent inter- 
ference' between different parties against the 
protest of one of the parties to the later inter- 
ference, even though the evidence sought to be 
introduced is pertinent to the later issue and 
the protesting party was also a party to the 
earlier interference. Seoor and Seoor t. Knapp, 
68 O. a 612, 0. D. 189a 

(c) Filing. 

558. There is no poeitive rule requiring par- 
ties to file all depositions taken in a contested 
case, and the commissioner is without author- 
ity to compel the filing of such depositions. 
fPetithomme v. Bedbury, 52 O. G. 605, C D. 1890. 

554. Assistant attorney-general suggests that 
the commissioner be directed to consider and 
report upon the advisability of adopting a rule 
to the effect that either party to an interfer- 
ence may have the right to file and use the tes- 
timony upon payment of the costs for taking 
the same with appropriate penalties for ob- 
structing the filing thereof, fid. 



(d) Interested Parties. 

555. Where the notary taking depositions in 
an interference case was an employee of a com- 
pany holding the interest of one of the parties 
thereto by assignment, and also appeared as a 
witness in the case, the other party having 
formally objected at the proper time to the 
taking of the testimony before him, held^ on 
motion to strike out the testimony so taken, 
that the notary was an interested party within 
the meaning of rule 156, and that the testimony 
must be stricken from the record. Vanness ▼. 
Shettler, 67 O. G. 848, C. D. 1891. 

556. The rules and practice of this office re- 
garding the taking of depositions look first of 
all to the strict impartiality of the magistrate 
and must be strictly applied, and the office 
will exercise a jealous supervision ia this re- 
spect Id. 

557. Rule 156 is broad enough to cover any 
interest in or relation to the party or subject- 
matter sufficient to raise a presumption of 
bia& Id. 

558. If the proceedings were originally re- 
pugnant to the rule, the depositions taken 
thereunder are void ab initio^ regardless of any 
question of actual fraud or prejudice resulting 
therefrom. Id. 

(e) Irreleoant. 

559. Where the record abounds in improper 
remarks, long statements touching the conduct 
of counsel and witnesses, imputations of fraud, 
perjury and bribery, which are not proof and 
are not proper parts of the record, hetdU that 
such matter should have been expunged before 
printing, and would have been excluded upon 
motion. (Smith y. Elliott, 9 Blatchf. 400, 407.) 
Northall y. Painter, y. Bemardin, 71 O. G. 1159, 
C. D. 1895. 

560. Where the record is unnecessarily volu- 
minous from the method of examination 
adopted, held^ that the office should be bur- 
dened with the reading of additional and 
wholly irrelevant discussion of other matter of 
the kind alluded to is intolerable, and the in- 
sertion of such things in the record cannot be 
too strongly condemned. Id. 

XXXII. Vacating Judgment. 

561. Held, that applicant might make amo- 
tion to vacate the judgment in interference so 
far as it related to subject-matter not common 
to both parties, and that if the facts were as 
alleged proper relief might be afforded. E<x 
parte Booth, 49 O. G. 1841, G D. 1889. 
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562. Where, after a judgment of priority by 
the commissioner, and after the claims of the 
defeated party had been rejected under rule 
132, it appeared that certain of said claims were 
clearly special to his structure and would not 
be infringed by anything contained in the de- 
vice of the prevailing party, held, that said 
judgment should be vacated as to said claims. 
Held, further, that as to another of said claims, 
which was liable to be construed so as to em- 
brace matter common to the organization of 
the structures of both parties, the judgment 
should not be vacated. Ehrlich v. Van Horn, 
54 a G. 506, C. D. 1891. 

563. On the granting of a motion to dissolve 
the interference after judgment upon the rec- 
ord, the examiner of interferences will vacate 
the judgment of priority. Garrison v. HQbner, 
64 O. G. 1889, G D. 1891. 

564. Vacation of judgment of priority or- 
dered on the granting of a motion to dissolve 
an interference on the ground that there was 
no interference in fact. Rogers v. Winssinger, 
56 O. G. 804, C. D. 1891. 

505. On a motion to vacate a judgment ren- 
dered in an interference, based upon a misun- 
derstanding as to what applications were in- 
cluded, and where it appears that the office 
action was clear and unequivocal, held, the of- 
fice will not interfere to cure mere remissness 
and inadvertence of an applicant, and the mo- 
tion denied. Hunter v. Knight, 61 O. G. 428, 
C. D. 1892. 



INTERFERING PATENTS. 

(See SuBSEQiTBNT Applications ; Rbsebvation 
IN Application; Cboss-befebences; Di- 
visional AFPLICATION&) 

L Same Inventor. 
IL Different iNVENTORa 

I. Same Inyektob. 

1. Decision in Ex parte Holt, April 26, 1884 
reiterated. A patent should not issue upon an 
application covering subject-matter shown in 
a prior patent to the same party, but not con- 
stituting a proper division of said patent Ex 
parte Ransom, 89 O. G. 119, G D. 1887. 

2. Where the subject-matter of invention is 
one, integral and indivisible, the issuance of 
the first patent bars all subsequent applications, 
whether concurrent with the first or filed sub- 
sequently. This results because the law con- 
clusively infers from the issuance of the first 



patent that the inventor dedicated to the public 
the unclaimed features of his invention. It is 
against public policy to permit the inventor in 
such case to prolong the monopoly of his in- 
vention by a second or repeated patent& Ex 
parte Roberts, 40 O. G. 573, C. D. 1887. 

3. After a patent has been granted for an 
article described or made in a certain way the 
inventor cannot afterward obtain a valid patent 
on an independent application for the method 
or process of making the article in the way 
described in the earlier patent *The Mosler 
Safe and Lock Ca v. Mosler, Bahmann & Ca, 
48 O. G. 1115, C. D. 1888. 

4. Wh#re a patent fully describes an inven- 
tion which could be claimed therein and makes 
no reservation and gives no warning to the 
public, a second patent granted upon an appli- 
cation filed after the first patent was issued, 
which claims simply the invention previously 
made public, is invalid. (Holmes Electric Pro- 
tective Ca V. Metropolitan Burglar Alarm Co., 
33 Fed Rep. 254) *Brush Electric Ca v. Julien 
Electric Ca, 41 Fed. Rep. 679 (1890). 

5. To grant a patent upon an application 
claiming an invention broadly or generically 
after a patent has been granted to the same in- 

> ventor for the same invention embodied in the 
same structure and more restrictedly stated 
would be in effect to grant a re-issue of the 
previous patent and at the same time extend 
its term. Ex parte Edison, 54 O. G. 268, C D. 
1891. 

6. The case to be clearly distinguished from 
that of Ex parte Edison (C. D. 1889, 234, 49 
O. G. 1691X a case relating to specific improve- 
ments. Id. 

7. It is not permissible to allow claims ap- 
pearing in a patent to be transferred to a 
subsequent application by the same inventor. 
Such a course would extend the monopoly be- 
yond the period of time allowed by the statutes 
Ex parte Barrett 56 O. G. 930, C. D. 1891. 

8. The date of the application, and not the 
date of the patent confrols in determining the 
legal effect to be given to two patents issued 
at different dates to the same inventor and the 
order in which they are to be considered. 
*Washburn Sc Moen Mfg. Ca v. Beat 'Em All 
Barbed Wire Co., 58 O. G. 1555, a D. 1892. 

9. Where pending a long interference as to 
a broad invention the applicant takes out a 
patent for a narrow or specific part of that 
broad invention, which patent states on its 
face that it is a division of the broad applioa- 
tion and which patent describes but does not 
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claim the broad invention, heldt that the ear- 
lier narrow patent should receive a limited 
construction in accordance with its apparent 
scope* and that the later broad patent is valid. 
*Electrical Accumulator Ca v. Brush Electric 
Ca, 61 O. a 886, a D. 1892. 

10. Where two patents exist for the same 
invention, the applications for which were filed 
on the same day by the same inventor, tiie 
patents were issued on the same day, and are 
owned by the same person, and the testimony 
shows that it can never be ascertained which 
patpnt actually first received the final signa- 
ture which rendered it a complete and legal 
deed, held, that there are no known'presump- 
tions wliich can be resorted to upon which to 
base a finding as to which of the two is the 
earlier patent* and held that the owner of both 
patents has the right to elect the one upon 
which it will rest its title to a monopoly, even 
though that one be the one having the higher 
or later serial number. *Id. 

11. Held, also, that in such case, in connec- 
tion with the finding of validity of the one 
patent, the court should adjudge the other pat- 
ent to be inoperative and should prohibit its 
assignment or sale. *Id. 

12. Held that in such case, where the pat- 
entee was the actual and first inventor of the 
whole of the described and patentable thing 
which is specified in the patent, the sections of 
the statutes in regard to disclaimer were not in- 
tended to apply and do not apply. *Id. 

18. Where the inventor of a machine for 
coupling the links of drive-chains simultane- 
ously filed two applications for patents, one 
for a machine for an endwise and one for a 
machine for a sidewise thrust of the coupling- 
bar, and had a patent issued on the first ma- 
chine, field, that it was not afterward entitled 
to a patent on the second machine, as it was 
only a matter of mechanical skill, and not in- 
vention, to adapt the endwise to the sidewise 
thrust ^Fassett v. Ewart Mfg. Ca, 6i O. 0. 
439, C. D. 189a 

14. A patent having been granted for a ma- 
chine and for a dish made by it, a subsequent 
patent for the process was held invalid. *Oval 
Wood Dish Co. v. Sandy Creek (N. Y.) Wood 
Mfg. Co.. 60 Fed. Rep. 286 (1894). 

(Miller ▼. Eagle Co., 66 O. O. 845, declared "the latest 
and most pronounced case on tina subject/^) 

15. Of two patents for the same invention 
issued to the same inventor the later is void. 
(Suffolk Ca V. Hayden, 8 Wall 816; James v. 
Campbell, 21 O. O. 887, 104 U. a 882 ; Moeler 



Safe Ca v. Mosler, 48 O. G. 1115, 127 U. & 356; 
McCreary v. Pennsylvania Canal Ca, 67 O. G. 
1131, 141 U. & 467; Underwood v. Gerber. 149 
U. a 224, 68 O. G. 106a) ♦Miller v. Eagle Mfg. 
Ca, 66 O. G. 845, C. D. 1804. 

G>ecision of United States supreme court) 

16. The reason for the rule established by 
the above-cited cases is that the pQwer to create 
a grant is exhausted by the first patent, and 
for the further reason that a new and later 
patent for the same invention would operate 
to extend or prolong the monopoly beyond the 
period allowed by law. (Odiorne v. Amesbury 
Nail Factory, 2 Mason. 28, 1 Robb. 800.) ♦Id. 

1 7. The result of the authorities on this point 
of law is that no later patent can be issued for 
an invention actually covered by an earlier 
patent, especially to the same patentee, al- 
though the terms of the claims in the two pat- 
ents may differ and the later patent may con- 
tain the broader claims, but that where the 
later patent covers matter described in the 
earlier patent* which, however, is essentially 
di-sfinct and separable from the invention cov- 
ered by the earlier patent and claims made 
thereunder, its validity may be sustained. *Id. 

18. In the last class of cases just mentioned 
it must distinctly appear that the invention 
covered by the later patent was a separate in- 
vention distinctly different and independent 
from that covered by the first patent It must 
consist in something more than a mere distinc- 
tion of the breadth or scope of the claims of 
each patent ♦Id. 

19. Nor, in view of the aforecited authorities, 
can the proposition be sustained that whether 
the invention shall be protected in part of its 
features by one patent and as to the rest by 
another, or shall be completely protected by a 
single patent, is a matter which concerns solely 
the patent office and the inventor. ♦Id. 

20. While it is settled law that a process and 
its product an apparatus and its product and 
an improvement on a patented invention each 
may be patented in separate later patents^ yet 
in each case the invention must be clearly dis- 
tinct from and independent of the one pre- 
viously patented. (Sewall v. Jones, C. D. 1876, 
256. 9 O. G. 47, 91 U. a 190 ; Merrill v. Yeo- 
mans, CX D. 1877, 279, 11 O. G. 970, 94 U. a 
94.) ♦Id. 

21. The invention covered by the first pat- 
ent (Na 222,767) consists in a spring whicli 
serves the double purpose of lifting or holding 
down the plows at will, the patent thus embrac- 
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iDg both the lifting and depressing operations 
and the later patent (Na 242,407) consists in 
the identical spring used for the single purpose 
of the lifting operation. The subject-matter 
being the same, no patentable distinction can 
be drawn between the two patents, and the 
rule above announced can have no application 
to the case. *Id. 

22. The invention in the earlier patent cov- 
ered the means by which the results sought by 
the later patent were to be accomplished, and, 
as it is settled law that the patentee of a device 
is entitled to all its uses whether described or 
not (Roberts v. Ryer, C D. 1876, 439, 10 O. Q. 
204, 91 U. S. 105 ; Stow v. Chicago, C. D. 1882, 
131, 21 O. G. 790, 104 U. a 547), the increased 
lifting effect of the spring sought to be covered 
in the later patent being clearly shown and de- 
scribed and claimed in the earlier patent, it 
follows that it was not the subject of a later 
patent *Id. 

28. The claims in both patents might have 
been made in either patent* as they covered 
one and the same invention, and to hold that 
the second patent, which was for one part of 
the invention or in its function, after such part 
or its action had been covered by a prior pat- 
ent^ preeents distinct invention, or that both 
are valid for the same invention, would in- 
volve the drawing of distinctions too refined 
for the practical administration of the patent 
Jaw. 'Id, 

24. The decision of the supreme court in the 
case of Miller v. Eagle Mfg. Co. (66 O. G. 845) 
interpreted and Jield that it did not change the 
law. It simply declared a second patent void 
on the plain ground that it was for the same 
invention as the firsti and the effect of it» if 
sustained, would be to prolong the monopoly 
beyond the period intended by the patent law. 
*Fenton Metallic Mfg. Ca v. Office Specialty 
Mfg. Ca, 68 O. G. 1890, C. D. 1894. 

25. Patent to Emile Berliner, Na 468,569, 
dated November 17, 1891, is void because one 
of the functions of the device shown in the 
patent Na 233,969, dated November 2, 1880, to 
the same inventor — namely, the function of 
transmitting articulate speech — is identical 
with the sole object or function of the device 
covered by the patent of 1891, and the device 
for effecting the transmission is identical in 
both paten ta (Miller v. Eagle Mf» Ca, 66 O. G. 
845, 151 U. a 186.) 'United States of America 
V. American Bell Telephone Co, 69 O. G. 1778, 
C. D. 1894 

26. Patent Na 388,816 to Elihu Thomson and 

18 



Edwin J. Houston, issued March 1, 1881, exam- 
ined and held ka unwarrantable prolongation 
of the just monopoly conferred by letters pat- 
ent Na 228,659 to the same inventors, for sub- 
stantially the same invention, issued January 20, 
1880. Thomson-Houston Electric Ca v. West- 
ern Electric Ca, 73 O. G. 1123, Q D. 1895. 

27. The fact that a patent was granted for 
a specific means for operating quick-action air- 
brakes after the grant of a pioneer patent de- 
scribing and illustrating a different means is, 
in effect, a ruling by the patent office that the 
subsequent patent does not infringe the pioneer 
patent, and such a decision, while not conclu- 
sive, is entitled to great respect. *Boyden Power 
Brake Ca v. Westinghouse Air Brake Ca, 78 
O. G. 1857, C. D. 1895. 

28. The issuing of a subsidiary patent for 
specific improvement during the pendency of 
an application for a primary patent held in the 
patent office without any fault of the inventor 
does not invalidate the primary patent subse- 
quently issued. ^Thomson-Houston Electric Ox 
V. Winchester Avenue R. Ca, 78 O. G. 2155, Q D, 
1895. 

29. Where a patent for improvements issued 
with a reference to a prior application and a 
disclosure of the broad original invention con- 
tained therein, it is not a bar to a subsequent 
patent for the broad invention issued pursuant 
to the said prior application. (Distinguishing 
the familiar rule repeated in Miller v. Eagle 
Mfg. Ca, 66 O. G. 845, 151 U. a 186.) •Thom- 
son-Houston Electric Ca v. Elmira and Horse- 
heads Ry. Ca, 74 O. G. 144, a D. 1896. 

80. The grant of a later patent to defendants 
for a machine designed to accomplish the same 
result as that of the patents in suit raises the 
presumption that there is a substantial differ- 
ence between them, and that the later is not 
an infringement of the earlier patents. •Illinois 
Steel Ca v. Kilmer Mfg. Ca, 74 O. G. 1282, C. D. 
1896. 

81. When a prior application for a generic 
invention has been delayed in the patent office 
without the fault of the applicant the grant of 
a subsequent patent for a specific, distinct and 
separate improvement upon the principal in- 
vention will not invalidate a patent subsequently 
issued upon the original application. (Miller 
V. Eagle Mfg. Ca, 66 O. G. 845, 151 U. a 186; 
Thomson-Houston Electric Ca v. Winchester 
Ave. R Ca, 73 O. G. 2155.) 'National Machine 
Ca v„ Wheeler & Wilson Mfg. Ca, 74 O. G. 1588, 
CD. 1896. 

82. Letters Patent Na 424^695, to Charles J. 
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Tan Depoele, is not invalid because of the prior 
issuance of Patent Na 397,451, for certain im- 
provements on the broad invention covered by 
the first-named patent, the application for 
which was filed more than a year before that 
of Patent Na 897,451. *Thomson-Houston 
Electric Ckx v. Ohio Brass Ca, 80 O. G. 654. 
a D. 1897. 

88. Where a patent for mere improvements 
was granted during the pendency of an earlier 
application for the broad invention, hdd, that 
a patent subsequently granted on the earlier 
application is not invalid, though the elements 
covered by its claims were shown and described 
but not claimed in the earlier patent (Cases of 
Suffolk V. Hayden, 8 Wall. 815, and Barbed 
Wire Patent, 58 O. G. 1555, 148 U. a 280, dis- 
cussed.) *Id. 

84. Where a patent for an improvement 
issues while the application for the broad in- 
vention is pending in the patent office, held, 
that the monopoly in the broad invention is 
not extended. The patent for the improvement 
expires in seventeen years. After that any one 
may use the improvement without infringing 
the patent issued upon it If he uses the im- 
provement without a license to use the main 
invention, he is liable for the infringement, not 
of the patent for the improvement, but of the 
patent for the main invention, and in estimat- 
ing the damages for the same the value of the 
main invention, and not that of the improve- 
ment, would be the basis for estimating the 
damages. *Id. 

85. It can make no difference in considering 
this question whether the patent for the im- 
provement issues to the patentee of the main 
invention or to another. The right of the pub- 
lic to use the improvement when the patent on 
it expires is exactly the same whether the 
patentees of the two inventions are the same 
or not, because in each case the improvement 
can only be used with the license of the pat- 
entee of the main invention. *Id. 

86. Claims 6, 7, 8, 13 and 16 of Patent Na 
495,443, granted to the administrators of Charles 
J. Van Depoele, construed and held to be void 
because the invention covered thereby had 
been previously claimed by the same inventor 
in Letters Patent Na 424,695, dated April 1, 
1890. *Thomson-Houston Electric Ca v. Hoo- 
sick Ry. Ca. 80 O. G. 967, G D. 1897. 

87. Where two patents are intended to and 
do secure to the patentee the same general in- 
ventions, differing only in the scope of the 
claims, the second patent is inseparably in- 



volved in the matter embraced in the first pat- 
ent and is void. (Citing Miller v. Manufactur- 
ing Ca, 151 U. a 198, 66 O. G. 845.) 'Id. 

II. DiFFEEENT InVENTOBB. 

88. Under rule 41, Rules of Practice of the 
patent office, as interpreted by Ex parte Blythe 
(30 O. G. 1321) and Ex parte Herr (41 O. G. 468)^ 
two patents in which the description was sub- 
stantially the same, Na 848,072 for a composi- 
tion for transfer surfaces for producing copies 
of type- writing, and Na 848,078 for a process 
of reproducing surfaces for type-writing and 
manifolding, were obtained with a single claim 
on each, instead of one patent with two differ- 
ent claims, each embodying one of the above 
inventions Suit for infringement was insti- 
tuted upon Patent Na 848,073 alone, which pat- 
ent was held void in view of the state of the art 
•Underwood v. Gerber, 48 O. G. 116, C. D. 18^9. 

89. Where, after priority had been adjudi- 
cated by the patent office to one of two parties 
in an interference proceeding, and a patent 
had been issued in accordance therewith, it ap- 
peared that the circuit court, upon a bill in 
equity filed by the other party under section 
4915 of the Revised Statutes, had decreed that 
the plaintiff was the original, first and sole in- 
ventor of the invention in controversy and en- 
titled to a patent therefor, and that a certified 
copy of said decree had been filed in the patent 
office in accordance with the provisions of the 
statute referred to, held, that the commissioner 
was authorized by such adjudication to issue a 
patent to the plaintiff, notwithstanding it ap- 
peared that defendant had duly appealed to 
the supreme court of the United States and 
had filed a bond for the payment of costs. 
Daniels v. Morgan, 54 O. G. 118, C. D. 1891. 

40. Where a suit was instituted under Re- 
vised Statutes, section 4918, to procure an ad- 
judication of invalidity of a patent on the 
ground of interference with plaintiff's prior 
patent, and where the defendant filed an an- 
swer denying the validity of the prior patent 
and affirming the validity of his own patent, 
and where proofs were taken by both parties, 
held, that the defendant may obtain affirm- 
ative relief under that provision of the statute 
that " the courts on notice to adverse parties^. 
. . . may adjudge and declare either of the 
patents void ; " and held, further, that the court 
will refuse a motion to dismiss by the plaintiff,, 
if it appears that the granting of such motion 
will prejudice the rights of the defendant 
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*EIectrical Accumulator Ca v. Brush Electric 
COm 55 O. G. 573, C D. 1891. 

41. In euch a suit questions of anticipation, 
novelty and duration of the patent will not be 
considered, as they are matters for a suit for 
infringement and not an interference suit *Id. 

42. Where the bill prays that defendant's 
patent may be adjudged void by reason of an 
interference with a prior patent, and the an- 
swer prays that the plaintifTs patent may be 
declared void, the suit cannot be regarded as a 
suit for infringement . *Id. 

43. Allegations that plainti^s assignor ob- 
tained a patent ; that defendant obtained pat- 
ents of later date which interfere with plaintifTs 
rights ; that defendant is making and selling 
machines under his patents, and that he has in 
other ways disturbed the plaintiff in the use 
and enjoyment of the privileges conferred by 
his patent, sufficiently charge interference. 
•Stonemetz Printers' Machinery Ca v. Brown 
Folding Machine Ckx, 56 O. G. 268, C. D. 1894 

44. The invention which a man patents is 
that which he claims, and patents interfere 
under section 4918, Revised Statutes, only when 
they claim in whole or in part the same inven- 
tion. (Distinguishing Garratt v. Seibert, 15 O. G. 
888, 98 U. a 75.) ♦Nathan Mfg. Ck>. v. Craig, 
58 O. G. 1098, C. D. 1892. 

45. Patents interfere under section 4918, Re- 
vised Statutes, only when they claim in whole 
or in part the same invention. *Dederick v. 
Fox, 63 O. G. 1968, a D. 189a 

46. The question of interference between 
patents is determined by the claims, not by the 
general appearance and function of machines 
shown but not claimed. *Id. 

47. Patents interfere only when they claim 
the same invention in whole or in part and in 
a proceeding under section 4918 the court can- 
not go I vond the claims and consider gener- 
ally the' . -> patents as a whola An interfer- 
ence doefi not exist, within the meaning of the 
statute, between a patent having a dominant 
broad claim and a junior patent having a sub- 
ordinate specific claim. ^Stonemetz Printers' 
Machinery Ca v. Brown Folding Machine Ca, 
64 O. G. 1185, a D. 189a 

48. The patent claimed by complainant Brad- 
ley was for a process of separating metals 
from their ores, in which fusion by external 
heat was dispensed with and an electric current 
made to perform the double function of first 
fusing the ore and then separating the metal 
by electrolysis. The patents issued to defend- 



ants Cowles and others were for a process of 
smelting ore by electricity and means for ac- 
complishing the same, wherein heat was dis- 
tributed through the mass of ore by the cur- 
rent flowing through a granular conductor of 
high resistance. These patents were all filed as- 
exhibits with the plea. Held^ that the facts as 
presented are not sufficient to show interfer- 
ence between the Bradley and Cowles patents^ 
whatever might be developed by expert evi- 
dence under an answer, and the plea will be 
overruled. *Lowry v. Cowles Electric Smelt- 
ing and Aluminum Ca, 65 O. G. 295, C. IX 
189a 

49. When the question decided in the patent 
office is one between contesting parties as to 
priority of invention, the decision there made 
must be accepted as controlling upon the ques- 
tion of fact in any subsequent suit between the 
same parties, unless the contrary is established 
by testimony which in character and amount 
carries thorough conviction. (Morgan v. Dan- 
iels, 67 O. G. 811, 153 U. a 120.) ♦Appleton v. 
Ecaubert, 71 O. G. 1617, C D. 1895. 

50. The printed copy of the testimony in the 
interference proceedings before the patent 
office and the opinion of the commissioner of 
patents Jield to be irrelevant, as a suit under 
section 4918, Revised Statutes, is an independ- 
ent one, although between the same parties as 
in the patent office proceeding. *Id. 

51. Held, further, that the opinion of the 
commissioner was not a decree and was not 
the finding of facts which a court is frequently 
called upon to make. It was the argument 
and recital of the considerations which led the 
commissioner to his conclusions and a state- 
ment of the effect of tiie testimony upon his 
mind, and was not a part of the judgment rec- 
ord. (In re Buckingham's Appeal from Pro- 
bate, 60 Conn. 14a) *Id. 

52. When the decision of the office is in 
favor of a junior applicant and a patent issues 
to him, in a subsequent suit under Revised Stat- 
utes, section 4915, the burden of proof is shifted, 
and it then devolves upon the senior applicant 
to show either that his invention antedates that 
of the patentee or that the latter never made 
the invention. Standard Cartridge Ca v. 
Peters Cartridge Ca, 78 O. G. 621, C. D. 1897. 
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INTERNATIONAL CONVENTION — JOINDER OF INVENTIONa 



INTERNATIONAL CONTENTION. 

(See Trkaty; Trade-marks — Treaty.) 

1. This treaty 18 a reciprocal one. Each party 
to it covenants to grant in the future to the sub- 
jects and citizens of the other parties certain 
special rights in consideration of the granting 
of like special rights to its subjects and citizen& 
It is a contract operative in the future inf rater- 
ritorialljr. It is therefore not self-executing, but 
requires legislation to render it effective for the 
modification of existing law& f Opinion of the 
Attorney-General of the United States, 47 0. 6. 
898, C. D. 1889. 

(See ^Appert t. Parker, 75 O. G. 190, 0. D. 18Q6; also 
** Trade-marks — Treaty/*) 

2. The international convention of March 20, 
1889, to which, among others, Spain and France 
and the United States were parties, has not the 
force of a statute in the United States. (Citing 
opinion of Attorney-General Miller, April 6, 
1889, 47 O. G. 39a) *Electrical Accumulator 
Ca y. Julien Electric Ca, 64 O. G. 559, a D. 
189& 



INTENTION. 

(See Patentabilitt.) 



INTENTOB, DECEASED. 

09ee Patent to Deceased ImrBNTOBa) 



ISSUE IN INTERFERENCE. 

(^ee INTEBFBBBNOE.) 



ISSUE OF PATENT. 

(See WiTHDBAwiNa from Issue; Withhold- 

WQ FBOX Issue.) 



JOINDER OF INTENTIONS IN AN APPLI- 
CATION. 

(See Applications, Joint and Sole; Diyis^ 
ION OF Application; Intebference— Di- 
visional Application and Joint and 
Sole Appucations; Joint Inventions.) 

1. One piece of mechanism may perform its 
function upon the material or subject of its 



action which at once falls or is delivered into 
the operation of another mechanism without 
the existence of any relation or combination be- 
tween the two, and without the possibility of 
the separate action of the two constituting a 
patentable method or process. Ex parte Herr, 
41 O. G. 408, C. D. 1887. 

2. The question whether two or more inven- 
tions may be joined in single letters patent is 
not the same when presented for consideration 
by the courts as when it arises in the adminis- 
tration of the patent law in the patent office. 
In the courts the maxim ut res rrvagia valeat 
quam pereat finds great favor, and it would 
require an express rule of law or an inexorable 
necessity to justify a court in declaring void a 
patent issued by the office to a patentee who is 
the inventor of new and useful inventions and 
who has taken out his patent in good faith. 
But in administering the patent laws the large 
discretion vested in the commissioner of pat- 
ents should be exercised in the matter of direct- 
ing what inventions should be comprehended 
in a single patent as in all other particulars, so 
as to subserve the great purposes of the patent 
system and to protect inventora Id. 

8. While, possibly, the courts have never de- 
clared a patent void because comprehending 
more than one distinct and separate invention, 
there are numerous dicta to that effect But 
there are numberless decisions holding valid 
patents, and there have continuously existed for 
years office rules authorizing their issuance, 
where the two or more inventions bore clear 

• 

and distinct relation to each other, as where 
they were " connected in design and operation," 
eta Held, that "connection and operation,*' 
the " mutually contributing to produce a single 
result)" must be the proximate, immediate, di- 
rect act of the several inventions, respectively, 
not a remote one existing in the mind of the 
person who uses them, and the contribution 
must be such as to produce a resultant oper- 
ation proceeding from all the inventions com- 
prehended, such as would be manifest to one 
skilled in the art who should be called upon to 
construct or operate them. Id. 

4. Whenever the original invention is such 
that it could properly be the subject of a pat- 
ent, and the orf2:ani8m has not changed in its 
structure or identity, it is believed that several 
improvements on its parts may be embraced 
in one patent, providing they co-operate in af- 
fecting the whole organism, improving it as a 
whole, and provided, also, invention and art 
have not subsequently so advanced as to select 
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the improved parts as distinct subjects of in- 
Tention, art and manufacture. Id. 

5. This does not exclude the idea that such 
improvements upon a distinct organism could 
not have been united in a single original pat- 
ent, provided it retained its identity and was 
not affected by the advance in arts and inven- 
tion. But since the repeal of section 5, act 
March 8, 1837, by section 63, act July 8, 1870, 
the separate re-issue patents allowed for differ- 
ent parts of the invention are necessarily for 
divisional parts, for which separate patents 
might have originally issued. In cases of new 
combinations, in which some of the elements 
are new, claims for the combination and for 
the new elements may be united in one patent, 
because they all properly constitute one inven- 
tion, and in such a case the applicant might 
embrace the claims for the new elements with- 
out making claim to the combination, for he is 
not required to do the latter, and by omitting 
the combination he would dedicate it to the 
public. But this is only true of elements new 
generically, and not of claims for mere im- 
provements upon old elements which can be 
used and applied in other relations in the 
arta Id. 

6» An inventor who proceeds to invent a ma- 
chine designed solely to carry out a particular 
process, and the only function of which is to 
execute that process, is entitled to protection. 
A process which is distinct and separate from 
the machine does not lose its identity because 
of any course pursued by the inventor in pros- 
ecuting his claims for a patent, or from the fact 
that he may not at the time of completing his 
machine have been fully conscious that he had 
also invented the procesa If, at any time be- 
fore he comes to the ofSce or takes out his pat- 
ent, he discovers or becomes conscious of the 
fact that his invention is of a twofold char- 
acter — viz., that it constitutes both the ma- 
chine and the process which it executes — and 
prepares his application accordingly, there can 
be no reason for holding that he has merged 
the two inventions or that the two are in fact 
ona Ex parte Young, 46 O. G. 1685, C. D. 1889. 

7« That two or more inventions capable of 
joint use, although not always used conjointly, 
may be joined in the same patent is beyond 
question. Ex parte Fef el, 67 O. G. 409, C. D. 
1891. 

8. It does not follow, however, that the pat- 
ent office must or will permit such inventions 
always to be thus joined. Such permission will 
be given if no wider range of search is required 
for all than for one. Id. 



JOINT INTENTIONS. 

(See Applications — Joint and Sole; Em- 
ploteb and employee; interference — 
Joint and Sole Applications ; Joinder 
OP Inventions, suprcu) 

1. The mere fact that two or more persons 
unite in an application for a patent as the prod- 
uct of their joint inventive efforts creates a very 
strong presumption that the device sought to 
be patented is the result of their united inge- 
nuity, and to overthrow this presumption the 
evidence should be clear and unequivocaL 
(Gottfried v. Philip Best Brewing Ca, 17 O. G. 
675.) 'Consolidated Bunging Apparatus Ca v. 
Woerle, 88 O. G, 1016, G D. 1887. 

2. If one conceives the entire invention and 
another makes a suggestion of practical value 
which the first one failed to think of, but 
which is needed to make the conception a suc- 
cess, this will be sufficient to constitute them 
joint inventors. *Id. 

8. Where two parties work together in the 
making of an invention, each making sugges- 
tions to the other, the invention covered by a 
joint patent will generally be considered as the 
result pf their joint efforts or contributions. 
*Schlich & Field Ca v. Chicago Sewing Ma- 
chine Ca, 46 O. G. 18H C D. 1889. 

4. Where the patentee applied to a certain 
person as a mechanic who knew how to make 
** reversers," and who understood how to adapt 
them to machines of any description, to make 
a reverser for his fulling-machine, giving him 
a plan of the latter, and the mechanic success- 
fully applied a reverser which he had previ- 
ously applied to a washing-machine, and it did 
did not appear that the patentee had given him 
any instructions or that the latter worked under 
his supervision, field, that the patentee was not 
solely entitled to the credit of the invention, 
but that the mechanic was at least a joint in- 
ventor, even if the combination were patent- 
able. *Royer v. Schultz Belting Ca, 50 O. G. 
557, C. D. 1890. 

5. It is settled that letters patent to parties 
as joint inventors are prima facie evidence 
that the invention therein described was joint 
(Hotchkiss V. Greenwood, 4 McLean, 456.) 
*Page Woven Wire Fence Ca v. Land, 49 Fed. 
Rep. 986 (1891). 

JUDICIAL NOTICE. 

(See Patents — Construcjtion op.) 

1. A court will not take notice, on demurrer, 
of the contents of printed publications, such 
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as mechanical dictionarieB, encyclopedias, eta, 
as the same do not fall within the category 
of things of general knowledge of which courts 
take judicial notice, but can more properly be 
considered at the final hearing, with an oppor- 
tunity on the part of the complainant to ex- 
plain or rebut them. *Kaolatype Engraving 
Co. V. Hoke, 39 O. G. 589. C. D. 1887. 

2. The court will take judicial notice of mat- 
ters of common knowledge, such as a strap 
used by the driver at the front of an omnibus 
to open and close the rear door, devices for 
opening or closing valves at a distance in 
steam and hydraulic apparatus, and devices 
used at railway switches for opening and clos- 
ing the rails. *Aron v. The Manhattan Ry. 
Ckx, 49 O. G. 1365, C. D. 1889. 

8. It appearing that in the former decisions 
of the office judicial notice was taken of the 
fact that the telephone had been in public use 
for more than two years prior to the filing of 
the application under consideration, held no 
error. Ex parte Meucci, 51 O. G. 299, C. D. 
1890. 

4. In the absence from the record of refer- 
ences showing exactly certain features which 
were old, held, that the rights of the* public 
demand that judicial notice shall be taken of 
what is well known to be old. (Phillips v. 
Detroit, 111 U. a 601) Ex parte Jones, 49 
Ma D. (3 G. W. D.) Dec., 1891 (Frothinghjun, 
Acting Ck)m*r). 

5. A patent may be held void on demurrer 
to a bill by the court's taking notice, from 
common knowledge, that the structure is old. 
♦Wall V. Leek, 66 Fed. Rep. 552. 

6. Where the device used is within common 
knowledge, judicial cognizance may be taken 
of it *Black Diamond Coal Mining Ca v. 
Excelsior Coal C6., 70 O. G. 1797, C. D. 1895. 

7. The court did not err in assuming judi- 
cial knowledge of the construction and oper- 
ation of grain elevators and in holding that 
these elevators contained practically the same 
elements as the grain-transferring apparatus 
of the Richards patent *Richards y. Chase 
Elevator Ca, 78 O. G. 1710, C. D. 1895. 

8. The court has legal right and it is its 
duty to take judicial notice of such matters 
of science, art and mechanism and things of 
common knowledge as are involved in cases 
brought before it for determination. *Carter 
Machine Ca v. P. H. Hanes & Ca, 74 O. G. 
1277. G D. 1896. 

9. In considering the question of the va- 
lidity of a patent on its face the court way 



take judicial notice of facts of common and 
general knowledge tending to show that the 
device or process patented is old or lacking in 
invention, and the court may refresh its recol- 
lections of what facts were of common knowl- 
edge at the time of the application for the 
patent by reference to printed matter which is 
known to be reliable and to have been pub- 
lished prior to the application for the patent 
♦American Fibre Chamois Ca v. Buckskin 
Fibre Ca, 75 O. G. 838, G D. 1896. 



JURISDICTION. 

(See Appeaub ; Equity; Injunction; Patent 
Office PRAcmcE; Suits for Infbinqe- 

MENT.) 

L Primary Fzaminer. 
IL Examiner of Interferences. 
IIL Examiners-in-Chief. 
IV. Assistant Commissioner. 
V. Commissioner. 
YL Secretary of the Ini'ERIOB. 
VIL Federal Courts. 
YIIL Courts, in General. 
IX United States Supreme Court. 

I. Primary Examikbr. 

1. The office of primary examiner in the pat- 
ent office is continuing, and does not change 
with the person of the incumbent An appli- 
cation is not assigned to the examiner as an 
individual, but to the division over which he 
presides, and notwithstanding the resignation 
of an incumbent who has taken action upon a 
case and the appointment of his successor, the 
jurisdiction continues unaffected by the change. 
Ex parte Fredericks and Bums, 40 O. G. 691, 
C. D. 1887. 

2. An application continues in the patent 
office, and in acting upon it the primary ex- 
aminer is the vice-representative of the com- 
missioner, and until reversed or modified his 
action or decision is that of the commissioner. 
This jurisdiction of the primary examiner con- 
tinues until the case is taken out of his division 
by the superior jurisdiction operating through 
the rules of the office or by special order. Id. 

3. An examiner has jurisdiction until the 
case is allowed and passed to issue. It is not 
until the examiner signs the file-wrapper and 
forwards the application to the issue division 
that he can be said to have rendered a favor- 
able decision. He may have formed an opin- 
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ion in its favor and expressed an oral or even 
a written suggestion in the same direction ; but 
these do not constitute his formal favorable 
decision. (Citing Ex parte Starr, C. D. 1879, 
91 ; Ex parte Buell, 26 O. G. 437.) Id. 

4. When the examiner, after action upon a 
case, had advised the applicant that his appli- 
cation " was now in condition for allowance, 
but required a new drawing," but had not signed 
the file-wrapper and forwarded the case to the 
issue division, held this did not deprive the suc- 
cessor in office of the primary examiner of ju- 
risdiction to reconsider and reject the applica- 
tion. Id. 

II. Examines of Interfeebnces. 

5. The examiner of interferences is a primary 
examiner; but under the organization of the 
patent office the examiner in charge of the in- 
terference possesses no jurisdiction over the 
question of the patentability of the inventions 
or the declaration of interferences, but he has 
exclusive jurisdiction of the trial of the issues 
when declared. Faure v. Bradley, 44 O. G. 945, 
CD. 188a 

III. Examikbb8-in-Chibf. 

6. The examiners-in-chief have no jurisdic- 
tion in case of appeal from examiner of inter- 
ferences in public use proceedings. Ex parte 
Finch, 40 O. G. 1027, C. D. 1887. 

7. Examiners-in-chief have no jurisdiction 
of the question of division, which is a matter 
appealable to the commissioner. Ex parte 
Gillette, 44 O. G. 819, C. D. 188a 

8. Under the organization of the various tri- 
bunals of this office and the system in force, it 
follows as a necessity that the recommendation 
which the examiners-in-chief may make under 
rule 139 must relate exclusively to the particu- 
lar matter brought before them on appeal, or 
over which they have jurisdiction. Id. 

9. A recommendation or statement incorpo- 
rated in the decision of the examiners-in-chief 
touching the question of division, which is a 
matter appealable to the commissioner and not 
to the examiners-in-chief, is unwarranted, and 
in effect would contravene the practice settled 
by the present commissioner. Such practice 
should not be challenged or repudiated by a 
subordinate tribunal Id. 

10. The examiners-in-chief have exclusive 
jurisdiction of the question of new matter on 
appeal from the examiner. Ex parte Rasor, 41 



MS. D. (1 G. W. D.X Sept. 1889 (Mitchell, Com'r). 

11. The board has no authority to decide the 
question of public use, but may call attention 
thereto, and no appeal lies from their refusal 
to act under rule 12a (Schmiedl v. Walden, 56 
O. G. 156a) HiU V. Hodge^ 62 MS. D., Oct, 1897 
(Greeley, Ass't Com'r). 

IV. Assistant Commissioner of Pat- 
ents. 

12. The duties of the assistant commissioner 
are necessarily the same in kind as those of the 
commissioner and such duties are directly pre- 
scribed by statute. Ex parte Hughes, 56 O. G. 
144a C. D. 1891. 

18. The assistant commissioner, under assign- 
ment by the commissioner, has authority to 
hear and determine any guo^judicial question 
on appeal, and his* determination is a legal de- 
termination thereof. Hisey v. Peters, 76 O. G. 
388, C. D. 189a 

V. Commissioner of Patents. 
(See Secretary of the Interior, infra) 

14. While the commissioner of patents is 
authorized to establish rules and regulations 
for taking depositions, he is necessarily com- 
pelled to proceed under and in accordance with 
the laws of congress. He has no power to leg- 
islate as to the competency of witnesses nor as 
to the admissibility of evidence. Such rules of 
evidence as congress establishes or recognizes 
for courts of general jurisdiction must be 
deemed to be prescribed for officers and tribu- 
nals of inferior and limited powers and juris- 
dictions, unless they are expressly excepted or 
special rules are made for them. While sec- 
tions 876 and 877 (Rev. Stats, of the D. C.) do 
not specifically name the patent office, and may 
not be held to embrace it as a court or tribunal, 
still there has never been any law of evidence 
prescribed for it, except as it has been pre- 
scribed for the courts. In other words, the law 
of evidence recognized in the courts for their 
guidance, whether common law, statute law, 
or both, becomes, propria vigore, the law for 
the patent office and other bureaus, except 
when otherwise provided. Marsh y. Bein, ▼• 
Ruppel 43 O. G. 1458, C. D. 188a 

15* The commissioner of patents has no con- 
trol over witnessea Their production, attend- 
ance and conduct are under tho control of the 
United States courts. Osgood ▼• Badger, ▼• 
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Bennett, 44 O. G. 1065, C. D. 188a See, also, 
Kelly V. Park, 81 O. G. 1931, C, D. 1897. 

IB. The duties to be performed by the com- 
missioner of patents are divisible into two 
classes, viz. : (1) duties imposed by congres- 
sional legislation, and (2) duties imposed only 
by departmental rules and regulations ema- 
nating from or authorized by the secretary of 
the interior. fHouston v. Barker, y. Bannister, 
V. Eastman, 44 O. G. 697, C. D. 188a 

17. The discretion of the commissioner of 
patents cannot be controlled by the secretary 
of the interior in the performance of judicial 
or guast- judicial duties, fid 

18. The determination of questions concern- 
ing the admissibility of evidence in interference 
proceedings involves the exercise of judicial 
functions, fid. 

19. Authority to suppress incompetent evi- 
dence is conferred upon the commissioner by 
the statutes and not by any departmental reg- 
ulation, fid. 

20. The commissioner has no equitable juris- 
diction over the rights of parties claiming 
under assignments and grants of inventions 
and patents. He cannot set aside or vacate 
such instruments, nor can he recognize equi- 
table rights growing out of transactions be- 
tween inventors and applicants and other par- 
ties. McDonough v. Gray, 46 O. G. 1295» C D. 
1889. 

21. Rule 144 confers upon the commissioner 
of patents jurisdiction to rehear the decisions 
of his predecessor when grounds other than 
those of fraud, error in computation or newly- 
discovered evidence are alleged. Daniels v. 
Morgan. 47 O. G. 811, C. D. 1889. 

2^ Rule 144 had its origin in an executive 
order, was transformed into a judicial rule 
when the commissioner of patents was, by act 
of July 1, 1870, substituted for the supreme 
court of the District of Columbia as the tribu- 
nal having final jurisdiction, and at a later 
date the office of commissioner was recognized 
as a continuing one, placed upon the same 
footing as a court, and given the power of 
granting new trials. Id. 

23. The commissioner of patents exercises 
the function of a court in determining the 
question of priority in interference. Id. 

24. The question of division has always been 
held to pertain to the administrative side of 
the functions of the commissioner. Ex parte 
Chambers, 61 O. G. 1943, C. D. 1890. 

25. Request that the commissioner pass upon 
the patentability of a claim, which question 



had been previously decided by the examiner* 
denied. Walker v. Diescher and McGill, 56 
O. G. 927, C. D. 1891. 

26. The commissioner of patents has no ju- 
risdiction to alter the patent by a certificate of 
correction, and such certificate is wholly void. 
*Edison Electric Light Ca v. United States 
Electric Lighting Co., 61 O. G. 664, C. D. 1892. 

27. The supervisory authority of the com- 
missioner should be exercised under section 481 
of the Revised Statutes only under extraordi- 
nary circumstances. Duncan y. Westinghouse, 
Jr., 66 O. G. 1005, C. D. 1894. 

28. The duties of the commissioner of pat- 
ents are in part administrative and in part of a 
judicial nature. In the discharge of the latter 
duties he acts as the direct representative and 
agent of the law, subject to no appeal excepting 
to the tribunals expressly designated by statute. 
The rule limiting the right of an administrative 
officer to review his predecessor's decision to 
the three cases specified may be applicable to 
the commissioner in his capacity as an admin- 
istrative officer; but it is clear that it is not 
binding upon the commissioner in the dis- 
charge of his official duties. *Daniels v. Mor- 
gan, 67 O. G. 811, a D. 1894 

29. Notwithstanding that the law has pro- 
vided certain official agencies to advance the 
work of the patent office, the commissioner is 
the head of the bureau, and if there be any 
reasonable ground within his knowledge why 
a patent should not issue, whether specific ob- 
jection be raised by the examiners or not, it is 
his duty to refuse the patent ; and it is espe- 
cially his duty to do so when the primary ex- 
aminer and the examiners-in-chief have found 
such ground for refusal to exist *Drawbaugh 
V. Seymour, Com*r of Patents, 77 O. G. 313^ 
C. D. 1897. 

VI. Secretaby op the Interior. 

80. While the secretary of the interior has a 
supervising jurisdiction over the patent office, 
to the extent of prescribing proper rules for 
the business of that office and to the extent of 
enforcing a due observance of such rules, yet 
over the acts of the head of that office involv- 
ing the exercise of the judicial functions con- 
ferred upon him by law the secretary has no 
jurisdiction. fPetithomme v. Bedbury, 62 O. G. 
605, G D. 1890. 

81. The action of the commissioner in an in- 
terference proceeding refusing to reject certain 
evidence filed in behalf of one of the parties 
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clearly involved the judicial function imposed 
upon him, and from such action no appeal lies 
to the secretary. ^Id, 

82. While it may be true that the action of 
the commissioner in refusing to make an order 
directing one of the parties to file a certain 
deposition taken in his behalf belonged to that 
class of actions which involved the exercise of 
ministerial functions only, yet, in the absence 
of a rule giving either party the right to file 
and use the testimony upon payment of costs 
for taking the same^ with appropriate penal- 
ties for obstructing the filing thereof, there has 
been no such disregard in the present case of 
any rule regulating the conduct of the busi- 
ness of said office as requires the interference 
of the secretary in the exercise of his supervis- 
ing authority, fid. 

38. A decision of the commissioner of pat- 
ents denying an interfering party's motion to 
amend his preliminary statement is a judicial 
rather than a ministerial act^ and consequently 
one over which the secretary of the interior 
has no appellate jurisdiction. (Citing Petit- 
homme v. Bedbury, 52 O. G. 605.) fEx parte 
Noakes, 66 O. G. 575, C. D. 1892. 

84. The secretary of the interior has no ju- 
risdiction over such acts of the head of the pat- 
ent office as involve the exercise of judicial 
functions conferred upon him by law. f Warner 
V. Stimson, 78 O. G. 1901, a D. 1887. 

85. The decision of the question as to whether 
an interference shall be allowed to proceed or 
not involves a judicial or guoM-judicial deter- 
mination, and the secretary has no appellate 
jurisdiction, f Jenkins v. Jenkins & Armat, 78 
O. G. 1902, C. D. 1897. 

88. The secretary has no authority to inter- 
terfere to determine whether or not any one 
may be a proper party to an interf erenca f^d* 

VII. Fbdeeal Coubts. 

(See Courts, in General, infra; Practice in 

THE Courts.) 

87. Parties to the suit are citizens of the same 
state. To the extent of questions arising out 
of the patent and defeudant's acts in alleged 
infringement thereof the United States courts 
have jurisdiction. ♦Willis v. McCoUin, 88 O. G. 
1017, C. D. 1887. 

38. Over controversies arising out of license 
contracts they have not *Id. 

89. The |2,000 limitation placed upon the 
jurisdiction of the court under the act of 
March 8^ 1887, does not apply to patent cases 



or to suits for the infringement of patents. 
♦Miller Megee Co. v. Carpenter, 43 O. G. 1118, 
C. D. 1888. . 

40. Under the act of March 8, 1887, a de- 
fendant can no longer be sued outside of the 
district of which he is an inhabitant, unless he 
consents or waives his right to object^ except 
where the jurisdiction of the circuit court is 
founded only on the fact that the action is be- 
tween citizens of different states. ♦Halstead 
V. Manning, Bowman & Ca, 44 O. G. 844, C. D. 

188a 

• 

41. Under the act of March 8, 1875, the cir- 
cuit courts have cognizance of all suits at law 
or in equity where the amount in dispute is 
sufficient ♦The United States v. The Ameri- 
can Bell Telephone Ca, 45 O. G. 1811, C. D. 

188a 

42. The circuit courts have jurisdiction of 
suits brought to recover penalties imposed by 
the copyright laws of the United Statea ♦Taf t 
V. Stephens Lithographing and Engraving Co.^ 
47 O. G. 142, C. D. 1889. 

48. Where a suit was brought to restrain de- 
fendants from unlawful competition in busi- 
ness and the complaint alleged that the de- 
fendants were fraudulently selling an article 
in imitation of that of plaintiff by using lab.^ls,. 
bottles, etc., in imitation of those previously 
used by the plaintiff, and it appeared that the 
patent for the design for such bottles, etc., had 
expired, held that, whether the defendants 
were using the same in good faith or under 
false colors, the suit did not involve a federal 
question. ♦Soci^t^ Anonyme de la Distillerie 
de la Liqueur Benedictine de TAbbaye de Fe- 
camp V. Cook, 50 O. G. 129a C. D. 1890. 

44. The circuit court of the district of New 
Jersey has no jurisdiction over the commis- 
sioner of patents in a suit brought under sec- 
tion 4915 of the Revised Statutes when it ap- 
pears that he has not been served with process 
or that no appearance has been entered for or 
by him. ♦Iliingworth v. Atha and Commis- 
sioner of Patents, 51 O. G. 803, C. D. 1890. 

45. Where the defendant corporation, cre- 
ated under the laws of the state of New Jer- 
sey, desiring to transact business in Massachu- 
setts, agreed as a condition precedent that it 
would submit to all lawful process in the man- 
ner required by the law applicable to foreign 
corporations enjoying such a privilege, and 
that such service should have the same effect 
as if the corporation existed therein, held^ that 
it bound itself to submit to be sued within the 
state, the same as if it were a corporation or- 
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ganized under the laws of the state, and that 
upon the facts presented the circuit court had 
jurisdiction. *Conso]idated Store Service Ca 
▼. Lamson Consolidated Store Service Ca, 51 
O. G. 969, C. D. 1890. 

46. The circuit courts have jurisdiction of a 
suit, as arising under the laws of the United 
States, even though one issue which may be 
raised in the case is whether the grant is still 
in forcei *Rapp v. Kelling, 52 O. G. 1666, C D. 
1890. 

47. Where one lives and has his factory and 
place of business in one district and also sells 
by an agent living in another district, he does 
not thereby become an inhabitant of the latter 
district witliin chapter 866, acts of 1888, and a 
bill against him for infringement cannot be 
maintained in such district by service of sub- 
poena upon the agent *Ander6on v. Germain, 
58 O. G. 1092, a D. 189a 

48. Where a plaintifiTs bill in equity is purely 
a bill for the infringement of patent-rights, 
asking for the usual relief in the usual form, 
and containing no suggestion of contract rela- 
tions between plaintiff and defendant^ the mere 
fact that the defendant's answer sets up an al- 
leged contract gives the court no warrant to 
dismiss the case for want of jurisdiction on the 
ground that the rights of the parties are gov- 
erned by contract *White v. Rankin, 59 O. G. 
1606, C. D. 1892. 

49. In such a case the question is upon the 
infringement of the patent and the subject- 
matter of the action is disclosed in the bill, the 
defendant's answer being in efifect a mere de- 
nial of infringement and raising an issue 
clearly within the jurisdiction of the court *Id. 

50. The word *' inhabitant" as used in the 
act of March 8, 1887, ch. 373, sea 1 (24 Stat, 
-552), corrected by the act of August 18, 1888, 
ch. 866 (55 Stat 484), in the light of previous 
legislation upon the subject of original juris- 
diction of the federal courts and of the connec- 
tion in which it is used, held to be synonymous 
with "resident" *Bicycle Step-Ladder Ca v, 
Gordon, 65 O. G. 601. G D. 189a 

51. It comprehends locality of existence, the 
dwelling place where one maintains his fixed 
and legal settlement, not the casual and ten.- 
porary abiding place required by the necessi- 
ties of present surrounding circumstancea A 
mere " sojourner " is not an "inhabitant" in 
the sense of the act *Id. 

52. The interpretation in Shaw v. Quincy 
Mining Co. (144 U. a 444) of the word " inhab- 
itant^" as uBed in the act, followed. *Id, 



58. The decision in United States v. South- 
em Pacific Ry. Ca (49 Fed Rep. 297), not ap- 
plicable to natural persona *Id. 

54. A corporation cannot be sued in the fed- 
eral courts of a district other than in the state 
of its incorporation. *National Typewriter Ca 
V. Pope Manufacturing Ca, 65 O. G. 755, C. D. 

189a 

55. Upon a motion to dismiss a bill in equity 
for infringement of a United States patent by 
a receiver appointed by a state court» upon the 
ground that the complainant had not obtained 
leave to sue from the court making the appoint- 
ment held, that the general rule that a court 
will not entertain jurisdiction of a suit against 
a receiver appointed by another court until the 
appointing court has given its consent does not 
apply when the jurisdiction of the court in 
which the receiver is sued is conferred by fed- 
eral laws. *Hupfeld v. Automaton Piano Ckx, 
72 O. G. 287, G D. 1895. 

56. In a suit to restrain the infringement of 
a patent by a receiver appointed by a state 
court held, that the federal courts will enter- 
tain jurisdiction of such suit without leave of 
the state court first obtained, to enjoin indi- 
viduals, even though they be officers of a state 
court from acts of infringement *Id. 

57. The authority of a district judge when 
holding a circuit court under Revised Statutes, 
section 609, is co-extensive with that of any 
judge sitting in the same court and the re- 
strictions of Revised Statutes, section 719, rela- 
tive to the granting of injunctions by district 
judges do not apply. *McDowell v. Kurtz, 78 
O. G. 1104, a D. 1897. 

58. A demurrer setting forth that there is no 
jurisdiction in a circuit court of an interfer- 
ence case decided by the court of appeals of 
the District of Columbia; that the matter is 
res adjxidicata; that tlie circuit court has do 
jurisdiction to determine the jurisdiction of 
the circuit court of appeals to entertain an ap- 
peal from the commissioner of patents, and 
that plaintiff and defendant are citizens of the 
same state, overruled. *Bernardin v. North- 
all and Seymour, Com'r of Patents, 78 O. G. 
1740, G D. 1897. 

59. The bill establishing the court of appeals 
of the District of (Columbia and permitting ap- 
peals thereto from the decision of the commis- 
sioner of patents in interference cases did not 
by implication repeal the statute providing 
remedy by bill in equity in a circuit court *Id. 

W. The decision of the court of appeals of 
the District of Columbia is not conclusive upon 
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a circuit court in pateut matters, since the 
question of jurisdiction in such matters is not 
settled by a comparison of their relative dig- 
nity and importance. The appellate court 
merely affirms or reverses the commissioner in 
accordance with the general office of an ap* 
pellate tribunal The trial in a circuit court is 
a judicial hearing by original bill. *Id. 

61. Where there was an assignment of an 
interest in an invention for which an applica- 
tion was prepared, which application while 
pending was divided and two patents issued 
thereon, a controversy whether the assignment 
applied to a third patent presented a federal 
question and the court had jurisdiction. *Puetz 
▼. Bransford, 41 O. G. 858, C. D, 1887. 

VIII. CouBTS, IN General. 

<See Federal Courts, supra; PRAcrncs in 

THE Courts.) 

62. The civil circuit courts of Indiana are 
courts of general jurisdiction, and may authoi^ 
ize the sale of property of decedents' estates 
whenever it is deemed for the interest of the 
parties concerned or necessary to wind up the 
administration. *May v. Logan County, 41 0. G. 
1887, G D. 1887. 

63. The fact that the original order of court 
merely authorized a sale of the patent-rights 
does not invalidate the transfer therewith of 
accrued claims and demands of the estate aris- 
ing thereunder if sttch transfer and sale are 
duly approved, ratified and confirmed by the 
court The ratification and confirmation of 
the sale is equivalent to, and has the same legal 
effect and operation in, transferring the claims 
and demands included therein as if the court 
had previously directed their sala *Id. 

64. The court having jurisdiction to author- 
ize the sale, and having exercised such author- 
ity, the propriety or validity of the sale is not 
open to examination in a collateral proceeding, 
though the record fail to disclose a strict com- 
pliance with all the provisions of the statute 
in making such sale. *Id. 

65. Where a non-resident defendant corpo- 
ration had appeared in a suit for infringement 
of letters patent, filed an answer, gone to proof 
and submitted the case for Anal hearing, it was 
held the court had jurisdiction to entertain the 
suit *Morrison v. The Canton Surgical and 
Dental Chair Ca, 49 O. G. 78d» C. D. 1889. 

66. Where the records show 4hat the pro- 
ceedings in the patent office are regular, and 
after the issue of the patent a question arises 
as to who is tKe true owner of the patent the 



place to settle such controversy is in the courts. 
Ex parte Fowler & Hutton, 64 O. G. 1181, G D. 
189a 

67. An assignment being alleged fraudulent 
and void, in the absence of the parties who 
made it the court cannot decree that the com- 
missioner of patents (he having been made a 
party defendant) shall expunge from the rec- 
ords of the patent office the record of the as- 
signment as being there without authority, and 
declare the same null and void. Even if the 
court had jurisdiction, so far as the commis- 
sioner of patents was concerned, tliat jurisdic- 
tion was not complete over the subject-matter 
in the absence of the non-resident defendants, 
and no consent of the commissioner could give 
the court jurisdiction of the subject-matter. 
*Backus Portable Steam Heater Co. v. Simonds, 
Com'r of Patents, 66 O. G. 1898, C. D. 1894. 

68. The jurisdiction of the supreme court of 
the District of Columbia to proceed in a suit 
under section 4915 can arise only in case of re- 
fusal of an application by the commissioner of 
patents or the supreme court on appeal from 
him. *Durham v. Commissioner of Patents, 
69 O. G. 597, G D. 1894. 

69. The court of claims has no jurisdiction 
to hear and determine claims against the United 
States for mere torts. Some element of con- 
tractual liability must lie at the foundation of 
every action. *Schil]inger y. United States, 69 
O. G. 1505, C. D. 1894. 

IX. United States Supreme Court. 

70. When a patent is in force at the time of 
filing the bill and there was then time for pro- 
curing a preliminary injunction, the j urisdiction 
of the court is not defeated by the expiration 
of the patent before final decree. *Beedle v. 
Bennett 89 O. G. 1826, G D. 1887. 

71. No question arising in a patent suit re- 
viewable in this court can be regarded as finally 
settled, so as to establish the law for like cases, 
until it has been determined in this court 
•Andrews v. Hovey, 42 O. G. 1285, G D. 1888. 

72. Where in a suit at law in a state court 
for the recovery of license fees under a written 
contract the plaintiff recovered damages, and 
the defendant by writ of error brought the suit 
into this court as involving a federal question, 
and the defendant in error moved in this court 
to dismiss the writ of error for want of juris- 
diction, and also moved to affirm the judgment 
of the state court heldt that the motion to dis- 
miss must be denied because the validity of a 
second re-issue subsequentfto that under which 
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the license was given had been set up in de- 
fense below and that presented a federal ques- 
tion. Held^ that the motion to affirm the judg- 
ment of the state court must be granted because 
the same was clearly right *Dale Tile Mfg. 
Ca (Limited) y. Hyatt» 48 O. G. 249, C. D. 
1888. 

78. In an action of assumpsit in a state court 
for the recovery of license fees under a writ- 
ten contract the plaintiff recovered damages 
and the defendant brought the suit into this 
court as involving a federal question, and the 
defendant in error moved in this court to dis- 
miss the writ of error for want of jurisdiction. 
lieldt that as the question at issue in the state 
court was not of priority of invention or of the 
validity or construction of any patent, but 
simply whether the reels made and sold were 
the same, or substantially the same, as men- 
tioned in the contract, no federal question was 
presented. Held, in allowing a writ of error 
to this court, the certificate of the chief justice 
of a state court that a federal question arose is 
not conclusive upon this court and cannot sup- 
ply the want of evidence of such fact in the 
record. *Feliz v. Schamweber, 43 O. O. 251, 
GD. 188a 

74. In the suit at bar, which was for patent 
license fees under a contract* where both the 
validity of the patent and infringement were 
put in issue and decided by the circuit court* 
there is no doubt that this was "a case touch- 
ing patent-rights " and came within the juris- 
diction of this court under section 689, Re- 
vised Statutes, without regard to the sum or 
value in dispute. *St Paul Plow Works v. 
Starling, 48 O. G. 1850, a D. 188a 

75. When one of two joint owners of a pat- 
ent, not partners, dies after decree in circuit 
court under certain other conditions stated, the 
cause of action did not survive to the remain- 
ing owner and the supreme court had no juris- 
diction of suit *Dolan v. Jennings, 55 O. G. 
141, C. D. 1891. 

76. In order to give the supreme court juris- 
diction by writ of error to a state court, it must 
appear affirmatively, not only that a federal 
question was presented for decision to the high- 
est court of the state having jurisdiction, but 
that its decision was necessary to the determi- 
nation of the case, and that it was actually de- 
cided, or that the judgment as rendered could 
not have been given without deciding it *Tbe 
Walter A. Wood Mowing and Reaping Mac) line 
Ca V. Skinner, 54 O. G. 1891, C. D. 1891. 

77. Where the action was upon an agree- 
ment by the defendant that, in consideration 



of the right to the exclusive use of complain- 
ant's patented device, it would use it upon all 
mowing and reaping machines and would pay 
a reasonable value for such use^ and the value 
of such use was the only question of fact, and 
neither the construction nor the validity of the 
complainant*s patent was regarded as material 
by the trial court and it did not appear upon 
what ground the highest court of the state pro- 
ceeded in affirming the judgment below, but 
it did appear that the case might properly have 
been determined upon a ground broad enough 
to support the judgment without resort to a 
federal question, held, that the supreme court 
had no jurisdiction. *Id. 

78. It was not the intention of cong^ress in 
the circuit courts of appeals act of March 3, 
1891 (ch. 617, 26 Stats. 828), to narrow the ap- 
pellate jurisdiction of the supreme court in case 
of a suit broughc by the United States as a' 
sovereign in respect of an alleged miscarriage 
in the exercise of one of its functions as such, 
deeply concerning the public interests and not 
falling within the reasons of the limitations of 
the act *United States of America v. Ameri- 
can Bell Telephone Ckx and Berliner, 78 O. G. 
1285, C. D. 1895. 

79. A suit brought by the United States to 
annul a patent is a suit brought by the United 
States as a sovereign in respect of an alleged 
miscarriage of one of its functions, as such 
deeply concerns the public interests, does not 
fall within the limitations of the act creating 
the circuit courts of appeals, and is within the 
appellate jurisdiction of the supreme court of 
the United Statea *Id. 



LABELS. 

(See Prints; Trade-marks.) 

1. To maintain an action for protection of a 
label by virtue of its registration in the patent 
office under the act of June, 1874, notice of such 
registration must have been given in the form 
prescribed by the copyright law. ♦Higgins v. 
Keuffel, 89 O. G. 832, C. D. 1887. 

2. Publication of the label with a defective 
notice is the same as a publication without no- 
tice, and is practically an abandonment of the 
copyright *Id. 

3. If the orators have any rights to the con- 
tents of the label growing out of its use as a 
trade-mark, these rights are not involved in a 
suit for infringement of copyright of the regis- 
tered label. 'Id. 

4. The word "Magic" for liniment^ field ar- 
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bitrarj matter in a label, and required to be 
registered as a trade-mark. £x parte Barber, 
86 MS. D., March, 1888 (Vance, Ass't Com'r). 

5. A label for towels, embodying the words 
"The Athlete's Towel," held not registrable, 
since they did not convey to the mind "some 
conception either as to quality, ingredients or 
method of use as an article." Ex parte Leakes, 
88 MS D., Aug., 1888 (Hall, Com'r). 

6. The words "California Vitalizer," refused 
registration as a label upon the ground that 
they constituted a trade-mark. Ex parte Logan, 
38 MS D., Oct, 1888 (Vance, Ass't Com'r). 

7. Held, "A tropical scene" and the title 
"Aqua de Florida" in a label should be regis- 
tered as a trade-mark before registering the 
label Ex parte Nunez, 89 Ma D., Feb., 1889 
(Vance, Ass't Com'r). 

8. Held, the word "Ervilline'* in a label 
should be registered as a trade-mark before 
registering the label. Ex parte Jellerson, 89 
MS. D., June, 1889 (Vance, Ass't Ck)m'r). 

9. A label is not registrable until trade-mark 
matter therein shall have been registered. Ex 
parte Columbia Sewing Machine Ca, 41 MS. D., 
Nov., 1889 (Mitchell, Com'r) ; Ex parte Field, 
41 Ma D. 

10. A bill to restrain defendants from mak- 
ing and selling counterfeits of labels that are 
not trade-marks may be maintained, even 
though it does not show that defendants have 
afiSxed any of the spurious labels to articles of 
their own manufacture, or that they have sold 
any articles bearing the counterfeit labels, 
where it. appears that complainant has a right 
to use the label and the right to use it is a 
valuable one, and the adoption of the label is 
not unlawful or opposed to public policy, and 
that he has sustained such special pecuniary 
damage as gives him a right to complain of 
the fraud. From the fact that defendants have 
made and sold spurious labels and advertised 
them for sale, it will be presumed that they in- 
tended that they should be used by the persons 
who buy them on articles similar to those on 
which complainant uses them and that they 
manufacture and sell them for that purpose. 
♦Carson v. Ury, 49 O. G. 411, G D. 1889. 

11. Such case is not a trade-mark case, and 
the court cannot interfere as in ordinary trade- 
mark casea *Id. 

12. Ceases of (I)igar Makers' Protective Union, 
Na 98, V. Conhaim (41 N. W. Rep. 948) and 
Schneider v. Williams (14 Atl. Rep. 812) distin- 
guished from the case at bar. *Id. 

18. The settled doctrine of the office is that 



labels containing or constituting trade-marks 
cannot be registered as labels until the trade- 
mark matter has already been registered in 
accordance with the statute regulating the reg- 
istration of trade-mark& Ex parte Diamond 
Laboratory Ckx, 48 Ma D. (2 G. W. D.X July, 
1890 (Mitchell, Com!r)L 

14. A trade-mark must be registered for the 
particular class of goods upon which the label 
is to be used before the label is entitled to reg- 
istration. Id. 

15. The use of a capsule of the same color as 
^hat used by complainants on bottles of cham- 
pagne will not be enjoined where there has 
been no attempt at deception thereby and where 
the labels used by the defendant were so unlike 
those of complainants that a person of average 
intelligence, exercising ordinary care, could 
readily ascertain the difference. *Von Mumm 
V. Kirk, 50 O. G. 1184^ G D. 1890. 

16. A label containing a trade-mark cannot 
be registered. (Cases cited.) Ex parte Whit- 
man & Son, 49 Ma D. (8 G. W. D.), Dea, 1891 
(Frothingham, Ass't Com'r)i 

17. On motion for rehearing of above case 
in view of decision in In re Palmer, 58 O. G. 884^ 
registration was still denied. Id. 

18. The clause of the constitution under 
which congress is authorized to legislate for 
the protection of authors and inventors has 
reference only to such writings and discoveries 
as are the result of intellectual labor. It does not 
have reference to labels which simply designate 
or describe the articles to which they are at- 
tached, and which have no value separated 
from the articles, and no possible influence 
upon science or the useful arts. *Higgins v. 
Keuffel, 55 O. G. 1189, G D. 1891. 

19. To be entitled to a copyright the article 
must have by itself some value as a composi- 
tion, at least to the extent of serving some pur- 
pose other than as a mere advertisement or 
designation of the subject to which it is at- 
tached. *Id. 

20. Scoville V. Toland (6 Western Law Jour- 
nal, 84) quoted with approval in holding that 
the law of 1881 could not bear a construction 
admitting an ordinary label for merchandise 
within its protection. That law was as broad 
as the law now in force, and the rule applied 
in that case is applicable now. *Id. 

21. A mere label designates or indicates the 
article contained in the bottle, package or box 
to which it is affixed, and does not, like a trade- 
mark, distinguish the article otherwise. *Id. 

22. The Revised Statutes secure protection to 
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the author of any subject of copyright on his 
compliance with certain provisions which are 
specifically set forth. They provide that in 
order to maintain an action for infringement 
of his copyright he shall have given notice 
thereof by a certain formula of words inscribed 
upon a certain designated part of the book, 
print, or other article. The formula allowed 
by the act of 1874 includes the simple word 
" copyright,*' with the addition of the year it 
was entered and the name of the party by 
whom it was taken out *Id. 

28. Assuming that the constitution author- 
izes legislation for the protection of mere de- 
scriptive labels as properly the subject of copy- 
right^ and that the statute relating to subjects 
of copyright includes such labels, the proceed- 
ings taken to secure protection in tliis case 
were insufficient and ineffectual, and no action 
can be maintained for infringement, and no 
suit in equity to restrain future use of the label, 
because the form of words prescribed by the 
law has not been followed in giving notice of 
the copyright *Id, 

24. A label consisting of the name of the ar- 
ticle contained in the bottle or package to 
which it is applied, a statement of the uses of 
the article, directions for applying it, the price 
at which it is sold, and the name and address 
of the firm by which it is prepared, and exhib- 
iting no attempt at art or literary merit, is not 
entitled to registration under the recent decis- 
ion of the supreme court as announced in the 
recent case of Higgins v. Keuffel (55 O. G. 
1139). Ex parte Eldredge & Co., 55 O. G. 1278, 
G D. 1891. 

25. It is the settled practice of the office to 
consider the words " not a trade-mark,** in the 
statute referring to the registration of labels, 
as applying to anything appearing on a label 
susceptible of appropriation as a trade-mark 
and not already registered as such. Ex parte 
Ruckstuhl, 56 O. G. 937, C D. 1891. 

26. Although a label may be artistic, yet if it 
is merely fanciful and arbitrary, and is not de- 
scriptive of the contents of the package to which 
it is to be applied, it is not registrable. Ex parte 
J. & P. Baltz Brewing Ca, 51 Ma D., Oct, 1892 
(Frothingham, Ass't Com'r). 

27. Applicant offered for registration as a 
label "a pictorial representation descriptive of 
the ham mock to which the label applies." Held 
proper subject for registration as a label Ex 
parte Palmer, 58 O. G. 888, C D. 189a 

28. A label in order to be entitled to regis- 
tration by the commissioner of patents under 



the copyright law must have the same degree 
of artistic excellence as would entitle it to copy- 
right in the office of the librarian of congresa 
The Trade-mark Cases (100 U. & 82) and Hig- 
gins V. Keuffel (55 O. G. 1189, 140 U. & 428) 
quoted and discussed. Id. 

29. A label which is purely descriptive of the 
article to which it is intended to be attached is 
not registrable within the meaning of the law. 
(Quoting Higgins v. Keuffel, 55 O. G. 1189, 140 
U. a 428.) Ex parte C. G. Hainline & Ca, 58 
O. G. 947, C. D. 1892. 

80. In label and trade-mark cases, as in pat- 
ent cases, matters of form should be settled be- 
fore the application is finally disposed of upon 
its merits. Ex parte Vermont Maple Sugar 
Makers' Association, 52 Ma D., July, 1893 
(Fisher, Ass*t Com'r). 

31. A label for bitters containing arbitrary 
or fanciful matter suitable for a trade-mark 
refused registration. Ex parte Mette & Kanne 
Distilling Ca, 53 Ma D., July, 1893 (Fisher, Act- 
ing Com*r). 

82. A labiel for alcoholic liquors denied reg- 
istration because it was a fanciful device and 
did not describe the articla Ex parte Librowicz; 
58 Ma D., Sept, 1898 (Fisher, Acting Com*r). 

88. A label having no value as a composi- 
tion per 86 held not registrable in view of Hig- 
gins V. Keuffel and Ex parte Eldredge & Ca, 55 
O. G. 1278. Ex parte King & Ca, 53 MS. D., 
Nov., 1898 (Fisher, Acting Com'r). 

84. The purpose of the so-called " Label act " 
was to relegate to the patent office all registry 
in the general nature of or akin to copyright 
of things which are mere adjuncts or appur- 
tenances of articles of trade, and to leave to the 
librarian of congress the registry of things 
whose value in exchange resides in themselves. 
In any case some spark of intellectual creation 
must be present (See Ex parte Palmer, 50 O. G. 
383.) Ex parte H. J. Heinz Ca, 62 O. G. 1064, 
G D. 1893 

85. Until the supreme court distinctly says 
otherwise the label law is, for the patent office, 
constitutional Id. 

80. A label refused registration which failed 
to reach the standard set up by the supreme 
court in Higgins v. Keuffel. 55 O. G. 1189. Ex 
parte Bevan & Ca, 55 Ma D., July, 1894 (Fisher, 
Ass't Com*r) ; also Ex parte Cohen, 55 Ma D., 
Dea, 1894 (Fisher, Ass't Corner). 

87. A label for canned goods having the title 
"Brownie Brand*' (which had been already 
registered as a trade-mark) and representing 
Brownies engaged in fishing, etc., hdd to have 
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sufficient artistic merit to entitle it to regis- 
tration. Ex parte Williams & Ca, 57 Ma D., 
July, 1895 (Fisher, Ass't Com'r). 

88. A label entitled ''Scroll Back Na 2 in 
Capital Brand of U. S..'* for playing-cards, ruled 
not registrable, because primarily a design to be 
placed upon an article of manufacture to be- 
come a part thereof. Ez parte United States 
Printing Co., 57 M& D., Aug., 1895 (Fisher, Act- 
ing Com'r)i 

LICENSE. 

(See ASSXQNUENT.) 
L DSFINEDd 

IL Implied. 
in In General. 
IV. To Make, Sell and Use. 

I. Defined. 

1. The right of the patent owner to permit 
or license the use of the invention is not the 
creature of the federal franchise or statute, but 
of the common law. 'United States v. Ameri- 
can Bell Telephone Ca, 88 O. G. 1287, C. D. 
1887. 

2. A conveyance by a patentee of the right 
''to use and manufacture and sell rights to 
use '' the patented article in a certain county 
is a mere license, not entitling the grantee to 
sue for infringement in his own name, since it 
does not convey the right to sell the patented 
articla *Rice v. Boss, 46 Fed. Rep. 195 (1891). 

8. A grant, by the owner of a patent, of the 
sole and exclusive right and license to manu- 
facture and sell the patented article through- 
out the United States does not include the 
right to use such patented article, at least if 
manufactured by third persons, and is there- 
fore a mere license. *Waterman v. Mackenzie, 
54 O. G. 1562, a D. 1891. 

4. An instrument which is in terms a trans- 
fer by complainant to defendant of the ex- 
clusive right "to manufacture and sell and 
vend" certain patented articles, the purchas- 
ers to have the right to use the articles, which 
expresses that it is intended for the purpose of 
Testing in defendants all the rights of com- 
plainant in the manufacture and sale of such 
articles, but which expressly provides that 
complainant shall retain the ownership of the 
patent, and in which defendants stipulate for 
payment of royalties and to do all reasonable 
things for the successful manufacture and sale 



of the patented articles, is a mere license. *Hat- 
field V. Smith, 54 O. G. 1892, C. D. 1891. 

6. A conveyance, under a patent, of the 
right " to use and manufacture and sell rights 
to use " the patented device in a specified lo- 
cality is a mere license and does not entitle the 
grantee to maintain an action in his own 
name. *Rice v. Boss, 56 O. G. 528, C. D. 1891. 

6. " In consideration of the premises . . . 
I do hereby license and convey . . . the 
full and exclusive right to manufacture, use 
and sell ... all inventions, whether pat- 
ented or not, which I may hereafter make,*' 
etc. Held not only a license but an assignment 
of the inventions or improvements thereof that 
might thereafter be made and patents obtained 
therefor. *Regan Vapor-Engine Ca v. Pacific 
Gas-Engine Ca, 56 O. G. 1886, C. D. 1891. 

7. It has been said that the sole matter con- 
veyed by a license is the right not to be sued. 
*Heaton-Peninsular Button Fastener Ca v. Eu- 
reka Specialty Co., 78 O. G. 171. Q D. 1897. 

8. A licensee is one who is not the owner of 
an interest in the patent, but who has by con- 
tract acquired a right to make or use or sell 
machines embodying the invention. *Id. 

9. Purchaser of a machine, upon the con- 
dition that such machine is to be used only 
upon or in connection with articles from a par- 
ticular source^ is a mere licensee. All aliena- 
tions of a mere right to use the machine oper- 
ate only as licenses. *Id 

IL Implied. 

10. The extent of an implied license to make 
and sell patented articles is to be construed ac- 
cording to the presumed intent of the parties 
as inferred from the circumstances. *Montro6S 
V. Mabie, 41 O. G. 981, C. D. 1887. 

11. A firm having been largely engaged dur- 
ing several years in manufacturing and selling 
stoves upon designs patented by one of the 
partners, and accounts between them having 
been repeatedly settled embracing such sales 
and the profits thereon, as firm business, held, 
without regard to the question whether the 
patent was equitably the exclusive property of 
the patentee, (1) that a license by the patentee 
to the firm to make the stoves and to sell those 
manufactured was implied; (2) that such license, 
by necessary implication, was co-extensive with 
the business of the firm and continued until 
the copartnership affairs were wound up by 
any lawful agencies for that purpose ; (3) that 
consequently the copartner of the patentee had 
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the same authority after dissolution as before 
to sell for the benefit of the firm the stoves 
manufactured for sale before dissolution ; and 
<4) that a receiver of the partnership effects, 
appointed by a state court in a suit brought for 
winding up the affairs of the partnership, had 
a similar authority to sell the stoves remaining 
on hand, both as the representative of the par- 
ties and as a lawful agency for closing up the 
partnership business, and was by necessary im- 
plication included in the implied license. An 
application for an injunction to restrain him 
from selling was therefore refused. *Id. 

12. Where the defendant bought and paid 
for the right to use certain flush tanks, which, 
in combination with a system of sewers^ were 
covered by plaintiff's patent^ and the plaintiff, 
claiming a royalty upon the sewers in connec- 
tion with which said tanks were used, brought 
suit for an injunction against the use by de- 
fendant of said tanks and for an account, 
Tield, that such suit could not be maintained, 
but that if plaintiff had a claim it lay in the 
direction of an action at law for royalties upon 
an implied license. ^Drainage Construction 
Ca V. City of Chelsea, 50 O. G. 659, C. D. 1890. 

18. The granting of a license may be proved 
by the acts and dealings of the parties who 
own and permit others to use the patent with- 
out the necessity of resorting to written instru- 
ments. *The Holmes Burglar Alarm Telegraph 
Ca V. The Domestic Telegraph and Telephone 
Ca, 51 O. a 2088, C. D. 1890. 

14. Where an employee of a firm made an 
invention in the direct line of its business while 
in its pay, and there were circumstances which 
raised a presumption of an implied license to 
the firm to sell the invention in its line of busi- 
ness, and where the firm is developed into a 
corporation upon the same basis — liabilities, 
assets and business — as the firm was, and 
where both employee and succeeding corpora- 
tion continued the same relation to each other 
as existed between him and the firm, held, that 
the implied license to the firm was transmitted 
to its successor, the corporation. (Hapgood v. 
Hewitt, 87 O. G. 1247, 119 U. a 226 ; Troy Iron 
and Nail Factory v. Coming, 14 How. 193; 
Oliver v. Rumford Chemical Works, 25 O. G. 
784, 109 U. S. 75 ; Hammond v. Mason & Ham- 
lin Ca, 92 U. a 724; Lightner v. Boston and 
Albany R. Ca, 1 Lowell, 83a) *Lane & Bod- 
ley Ca V. Locke, 65 O. G. 1406, C. D. 189a 

15. Where a party is employed to assist in 
developing the line of machinery manufact- 
ured by the employer, and while in such em- i 



ployment uses the tools and workshop of his 
employer to experiment with in making and 
perfecting an invention relating to the develop- 
ment of such machinery, and such invention 
was immediately put into use and sale in the 
employer's machinery, which use and sale were 
fully known to and acquiesced in by the em- 
ployee, and where the employee did not apply 
for a patent until several years after such use 
and sale by his employer, hddj that such facts 
raised a conclusive presumption of an irrevo- 
cable equitable right or license in the employer 
to use and sell the invention in connection with 
his machinery both before and after the grant 
of a patent to the employee. (McClurg v. Kings- 
land, 1 How. 202 ; Solomons v. United States, 
54 O. G. 265, 187 U. a 342.) *Id. 

III. In General. 

16. The contracts between the American Bell 
Telephone Company and the local telephone 
corporations create the relation of licensor and 
lessor on the one side and licensee and lessee 
on the other, and not a relation of agency. 
'United States v. American Bell Telephone 
Ca, 88 O. G. 1237, C. D. 1887. 

17. Transactions, such as the American Bell 
Telephone Company has had with the licensee 
corporations of Ohio at its place of business in 
Boston, and not elsewhere, is not the carrying on 
of business by it in Ohio^ nor are such licensee 
corporations its *' managing agents." *Id. 

18. The right of the patent owner to permit 
or license the use of the invention is not the 
creature of the federal franchise or statute, but 
of the common law, and in exercising this 
common-law right of licensing others to use 
its patent the corporation owner is no more 
nationalized than a private owner would be 
under the same circumstances; nor does the 
fact that a patent-holding corporation licenses 
others to use its patent in a particular state 
have any more effect and operation in domes- 
ticating it within such state than the same act 
on the part of a private owner would have in 
rendering him a citizen and resident of every 
state in which his patent might be used. *Id. 

19. A licensee failed to make returns of his 
manufactiires and sales, and to pay royalty ac- 
cording to his contract; field, this was no 
ground for annulling the contract, since the 
complainant had an adequate remedy at law 
for the injuries complained of. *Densmore v. 
Tanite Ca, 82 Fed. Rep. 544 (1887). 

20. Complainant was entitled to his three- 
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eighths share of the royalties from defendant, 
although the license provided for payment to 
Norria At law this was due to Norris as 
trustee for complainant ; in equity it was due 
directly to the complainant *Rogers v. Riess- 
ner, 41 O. G. 351, C, D. 1887. 

21. Where a patentee induces a manufactur- 
ing company to accept a license under the pat- 
ent, representing that rival manufacturers were 
paying the schedule rates, when they were 
really paying only one-half of those rates, the 
company so imposed upon is not liable for the 
royalties agreed upon and is entitled to a de- 
cree canceling the license. *Hat-Sweat Mfg. 
Ca V. Waring, 56 O. G. 806, C. D. 1891. 

22. A licensee who covenants not to dispute 
the validity of a patent under which he is 
licensed will not be permitted to do sa 'Marsh 
V. Quick Meal Stove Ck)., 60 O. G. 1056, Q D. 
189a 

23. Where an inventor, in consideration of 
assistance given him, verbally agreed to give 
an interest in the manufacture of his inven- 
tion, but did not make an assignment of such 
interest in legal form, and where he subse- 
quently made an assignment of the patent to 
another party without notice of the previous 
verbal interest, Jield^ that no effect, as against 
the assignee, could be given to such verbal 
license or interest 'Gates Iron Works v. Eraser, 
67 O. G. 1065, C. D. 1894. 

24. When a buyer enters into an impKed 
agreement that he will not use the machine 
contrary to his license, and when the agree- 
ment contains a provision for a reverter of the 
structure itself in case of breach, the licensor 
may have a remedy at law either for liability 
upon the broken contract or for the tortious 
use of the invention. 'Heaton-Peninsula But- 
ton Fastener Co. v. Eureka Specialty Ca, 78 
O. G. 171, C. D. 1897. 

25. A license operates only as a waiver of the 
monopoly as to the licensee and estops the 
licensor from exercising its prohibitory powers 
in derogation of the privileges conferred by him 
upon the licensee. *Id. 

26. A court will not sustain the objection 
that a patentee has no right to license upon 
condition that the licensees use the invention 
only in conjunction with a non-patentable arti- 
cle made by himself, when the ground of ob- 
jection is that an illegal monopoly will thereby 
be created. Courts will not lightly interfere 
with the freedom to contract and especially 
wiU not sit in judgment upon the limitations I 

14 



which a patentee may put lipon the use of his 
invention. *Id. 

27. Each machine sold has a metal label af* 
fixed thereon to the effect that with such ma- 
chines fasteners made by a certain company 
only are to be used. This is equivalent to no- 
tice of a restricted license only, and the pur- 
chaser of the machine obtains title subject to 
a reverter in case of violation. *Id. 

ly. To Make, Sell and Use. 

2S. By a contract in 1877 between plaintiff, 
who was the patentee of a printing-press and 
of a subordinate improvement thereon, and de- 
fendant the defendant agreed to manufacture 
presses fof the plaintiff at agreed prices, keep- 
ing enough on hand to meet the demands of 
the market and the plaintiff agreed to buy of 
no one else than defendant Defendant was to 
have a license to sell, paying a royalty, "the 
conditions of sale " by defendant to be the same 
as the conditions under which plaintiff should 
sell, "so long as he continues in the business" 
in New York. Afterward a modified agree- 
ment as to prices was made, to last two years, 
at the end of which time the defendant should 
" be obliged to continue to furnish the presses 
at the prices'* fixed by the original contract 
Further than shown, no time was specified in 
the contract Upon a motion for a preliminary 
injunction, held (not as a final decision, but for 
the purposes of the motion), that after the ex- 
piration of the patents on the press in 1886, but 
not on the improvement being after the ex- 
piration of the two years named in the modified 
agreement defendant was not obliged longer 
to make presses under the contracts either with 
or without the improvement; that he could sell 
presses for plaintiff without the improvement 
without restriction and without paying a roy- 
alty, but that as to presses with the improve- 
ment he could not undersell plaintiff. *GalIy 
V. Colt's Patent Fire Arms Mfg. Co., 41 O. G. 
576, a D. 1887. 

29. A license granting the right " to use a 
patented device must be considered as granting 
the right to make it for use. (Citing Walker 
on Patents, sec. 298 ; Stonecutter Ca v. Short- 
sleeves, 16 Blatchf. 881, and Woodworth t. 
Curtis, 2 Woodb. & M. 524) *Illingworth v. 
Spaulding, 43 Fed. Hep. 827 (1890X 

80. A contract granting the right to make 
and sell an article under a patent within a 
specified territory, whether or not it amounts 



210 



LIMITATION BY FOREIGN PATENTa 



to an exclusive license, and contaioiog no lim- 
itation on its face, cannot be terminated by the 
grantee without the consent of the grantor, and 
the latter can recover the royalty fixed by the 
contract, even though the grantee has previ- 
ously given notice of the termination thereof. 
*St Paul Plow Works v. Starling, 55 O. a 1821, 
C. D. 1891. 

SI. Under such a contract, grantee, at all 
times during the existence of the patent, can 
set up the contract as a defense against a claim 
for infringement and limit his liability to the 
royalty fixed by the terms of the contract *Id. 

82. In addition to the grant of an exclusive 
license to manufacture and sell in certain speci- 
fied parts of the United States the license in 
this case contained the following clause: 
"And, so far as we can control the same, the 
exclusive right to build harvesters and binders 
under the rights herein granted, for sale in 
Europe, Australia and South America." Held 
that, fairly and reasonably construed, this lan- 
guage conferred upon the licensee an exclusive 
right to manufacture throughout the whole 
United States for sale in the foreign countries 
named, and hence that an injunction should 
issue against the parties manufacturing out- 
side the territorial limits in the United States 
in which the licensee was authorized to sell to 
restrain them from manufacturing for such 
foreign trada *Adriance, Piatt & Ca v. Mc- 
Gormick Machine Co., Gd O. G. 1688, C. D. 1893. 

88. In the absence of words showing that it 
was intended that the license might be as- 
signed, a license conferring the exclusive right 
to manufacture and sell patented articles is not 
assignable, and does not vest in a receiver of 
the property of the licensee, appointed in pro- 
ceedings supplementary to execution under 
the New York code of civil procedure. *Water- 
inan ▼. Shipman, 64 O. G. 713, C, D. 189a 

84. A transfer of " plant and good-will, . . . 
including the contract of license,'* is a contract 
to the efifect that machines which form a part 
of the plant are thereby transferred subject to 
any restrictions of the license, and such ma- 
chines cannot be used or sold except in accord- 
ance with the terms of such license. *Interna- 
tional Pavement Ca v. Richardson, 76 O. G. 
166, C. D. 1896. 

85. When machines are acquired under the 
provisions of a license which prohibits the dis- 
posal of such machines, except to other licen- 
sees, and which permits the purchasing licensee 
to use and enjoy such machines subject to all 



the conditions of his own license, the said con- 
ditions are equitably enforcible against such 
purchasing licensee. *Id. 



LIMITATION BT FOREIGN PATENTS. 

(See Foreign Patents ; Interference — Pri- 
ority, FoRBiON Patents; Anticipation — 
Patents, etc) 

1. The time of expiration of a United States 
patent falling within the provisions of section 
4887, Revised Statutes, is to be ascertained by 
the " term *' of the foreign patent *Paillard v. 
Bruna 38 O. G. 900, a D. 1887. 

2. Fourteen years is the " term" of an Eng- 
lish patent, and although said patent ceases to 
be in force after three years from its date if 
the stamp duty is not paid, it only operates by 
limitation upon an after-granted United States 
patent for fourteen yeara *Id. 

(By the thirteenth section of the British act of 1888, 
every patent is dated and sealed as of the day of the ap- 
plication, and by the twelfth section eveiy jMitent ia 
limited in duration to fourteen years from its date. The 
time begins to run from the date of the patent, includ- 
ing that day. Thus, a patent dated February 88, 18£>, 
was held to expire at twelve o'clock on the night of 
February 26, 1889.) 

S. The Canadian amendatory act of May 25, 
1883, did not afifect the duration of the Bate 
United States patent at the time of its issue in 
1877, and no subsequent legislation anywhere 
could change its duration. *Bate Refrigerat- 
ing Ckx V. GUlett, 40 O. G. 1029, G D. 1887. 

4. A patent of the United States does not 
terminate at the date when an earlier English 
patent of the same inventor for the same in- 
vention becomes void for the non-payment of 
taxes. *Id. 

5. The United States patent was for the same 
invention as the patent in Great Britain, al- 
though the former contained improvements 
which were not exhibited in the latter. The 
principal inventions were the same in both 
patents. ^Guarantee Insurance, Trust and 
Safe Deposit Ca v. Sellers, 41 O. G. 1165, G D» 
1887. 

6. A patent cannot be exempted from the 
operation of the law by adding some new im- 
provements to the invention, and cannot be 
construed as running partly from one date and 
partly from another, which would be product- 
ive of endless confusion. *Id. 

7. The act of 1861, section 16, was only in* 
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tended to change the length of the term during 
which patents should be in force and not the 
point of the commencement The latter con- 
tinued, as before, "the date of issue," as de- 
fined by the previous laws, referring either to 
the issue of the United States patent itself 
when no foreign patent had been previously 
obtained, or to that of the latter when such a 
patent had been obtained. *Id. 

8. Upon application made May 81, 1871, let- 
ters patent of the United States for an inven- 
tion were granted on February 6, 1872. On 
October 12, 1871, the inventor caused applica- 
tion to be made in England for letters patent 
for the same invention, and a provisional speci- 
fication was then filed. Pursuant to this ap- 
plication letters patent of Great Britain for said 
invention were sealed April 3, 1872, and dated 
October 12, 1871. The complete specification 
for the English patent was filed April 12, 1872, 
the same having been subscribed March 22, 
1872. Held, that the invention was not " first 
patented, or caused to be patented,'* in England 
within the meaning of the twenty-fifth section 
of the act of July 8, 1870 (sec. 4887, R &), and 
that the life of the United States patent was 
not abridged by the antedating of the foreign 
patent 'Emerson, Smith & Ca (Limited) v. 
Lippert, 42 O. G. 964, C. D. 188a 

9. No opinion expressed as to the eflPect on 
the life of a United States patent of the filing I 
in a foreign country of a complete specifica- 
tion. *Id 

10. The effect of section 4887 of the Revised 
Statutes is not to render invalid an American 
patent by an English patent of an earlier date 
for the same invention, but only to limit its 
term. *Dolbear v. American Bell Telephone 
Co.. 48 O. G. 877, a D. 188a 

11. Under section 4887, Revised Statutes, it 
is not material whether the foreign patent is 
granted to the inventor who made the applica- 
tion in this country or to some other person to 
whom he has caused the invention to be pat- 
ented, nor that the inventor who makes the ap- 
plication here is one of our citizens *Edison 
Electric Light Ckx v. United States Electric 
Lighting Ca, 48 O. G. 1456, C. D. 188a 

12. A patent of the United States taken out 
by the inventor, a citizen of the United States, 
expires at the date of expiration of a foreign 
patent for the same invention previously taken 
out by the same inventor, or by his request Al- 
though the patent of the United States had 
been first applied for and the invention had 



been put in use in the United States before the 
foreign patent had been applied for. *Id. 

13. Where the Canadian statute under which 
the extensions of the Canadian patent were 
granted was in force when the United States 
patent was issued, and also when that patent 
was applied for, and where, by the Canadian 
statute, the extension of the patent for Canada 
was a matter entirely of right at the option of 
the patentee, on his payment of a required fee, 
and where the fifteen years* term of the Cana- 
dian patent has been continuous and without 
interruption, the United States patent does not 
expire before the end of the fifteen years' dura- 
tion of the Canadian patent *Bate Refrigerat- 
ing Ca V. Haamiond, 46 O. G. 689, C. D. 1889. 

14. The provisions of the act of 1870 and the 
Revised Statutes mean that the United States 
patent shall not expire so long as the foreign 
patent continues to exist not extending beyond 
seventeen years from the date of the United 
States patent but shall continue in force, 
though not longer than seventeen years from 
its date, so long as the foreign patent continues 
to exist Under section 4887, although the 
United States patent may on its face run for 
seventeen years from its date^ it is to be so lim- 
ited by the courts, as a matter to be adjudi- 
cated on evidence in pats, as to expire at the 
same time with the foreign patent not running 
in any case more than seventeen years ; but 
subject to the latter limitation, it is to be in force 
as long as the foreign patent is in f oroei *Id» 

15. While it may be proper, in a case where 
the date of a foreign patent issued prior to the 
granting of a United States patent to the same 
patentee for the same invention is made known 
to the patent office prior to the granting of the 
United States patent to insert in that patent a 
statement of the limitation of its duration, in 
accordance with the duration of the foreign 
patent it does not affect the validity of the 
United States patent if such limitation is not 
contained on its face. *Id. 

16. Section 4887 of the Revised Statutes of 
tlie United States so limits the power of the 
commissioner of patents that where an inven- 
tion has been patented in a foreign country he 
cannot lawfully issue an American patent for 
the same invention for a term to extend be- 
yond the actual duration of the life of the for- 
eign patent *Huber v. N. O. Nelson Mfg. Ca, 
47 O. G. 1732, C. D. 1889. 

17. Letters patent of the United States 
granted after a foreign patent for the same in- 
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vention had lapsed and become null and void 
by reason of the non-payment of a stamp duty, 
held granted without authority of law and 
void. *Id. 

18. The termination of a foreign patent prior 
to the time specified on the face of the grant 
by the failure of the patentee to comply with 
some requirement of the foreign law has the 
effect of terminating a subsequently-issued 
American patent for the same invention. *Id. 

19. The "term " of a foreign patent referred 
to in United States Revised Statutes, section 
4887, which requires letters patent issued for an 
invention previously patented abroad to be lim- 
ited " to expire at the same time with the for- 
eign patent," or, if there be more than one, 
'* with the one having the shortest term," is not 
the original term expressed in the controlling 
foreign patent, but its period of actual exist- 
ence. *Pohl V. Anchor Brewing Ck)., 49 O. G. 
1695, C. D. 1889. 

20. A patent should never be declared in- 
valid because of the expiration of a foreign 
patent, if there is a doubt about the inventions 
being the same. The doubt should be resolved 
in favor of the patent *Bru8h Electric Co. v. 
Julien Electric Co., 41 Fed. Rep. 679 (1890). 

21. There is nothing in the statute (Revised 
Statutes, section 4887) which admits of the 
view that the duration of the United States pat- 
ent is to be lioiited by anything but the dura- 
tion of the legal term of the foreign patent in 
force at the time of the issuing of the United 
States patent, or that it is to be limited by any 
lapsing or forfeiture of any portion of the 
term of such foreign patent, by means of the 
operation of a condition subsequent, according 
to the foreign statuta *Pohl v. The Anchor 
Brewing Ca, 51 O. G. 156, C. D. 1890. 

22. Section 4887, Revised Statutes, is to be 
read as if it said that the United States pat- 
ent is to be so limited as to expire at the same 
time with the expiration of the term of the 
foreign patent, or, if there be more than one, 
at the same time with the expiration of the 
term of the one having the shortest term. *Id. 

23. The ground of the decision in Bate Re- 
frigerating Co. V. Hammond (46 O. G. 689, 129 
U. S. 151) was that the "term" of the Cana- 
dian patent granted in January, 1887, was by 
the Canadian statute at all times a term of 
fifteen years' duration, made continuous and 
uninterrupted by the action of the patentee, 
as a matter entirely of right, at his own op- 
tion. *Id. 

24. In a suit for infringement of re-issued 



Letters Patent Na 10,137, granted June 1ft 
1882, to the Commercial Manufacturing Coip- 
pany, Consolidated, as assignee of .Hippolyte 
M^ge, for an improvement in trejiting. animal 
fats, held, that the invention covered by this 
patent was substantially the same^ as that de- 
scribed in a Bavarian patent which expired 
April 8, 1876, and in an Austrian patent which 
expired May 26, 1876, both granted to said 
Mege, and that the United States fetters, pat- 
ent expired with said foreign patents prior to 
the beginning of this suit *The Commercial 
Mfg. Co., Consolidated, v. The.Fairbank Can- 
ning Co., 51 O. G. 965, C. D. 1890. 

25. The leading features of the present Brit- 
ish statute distinguishing it from the, former 
statutes are that the complete specification 
must be filed before the patent is granted ; that 
such specification is not open, to the inspection 
of the public when filed, nor even when after- 
ward accepted, but only when advertiseinent 
is made of the fact of acceptance, and that the 
seal of the patent is the last step preceding its 
publication as a patent De Ferranti v. West- 
inghouse, Jr., 52 O. G. 457, C. D. .1890. 

20. Under the present British statute a Brit- 
ish invention cannot be said to be patented, 
within the meaning of sections 4886 and 4887 
of the Revised Statutes, until, the final act of 
affixing the seal Id. 

27. Where a foreign statute, under which 
an extension of a foreign patent was granted 
or attempted to be granted, was in force at the 
time of the application for or issuance of a 
United States patent and where, under such 
statute, the extension, in the absence of unful- 
filled conditions, was a matter entirely of right 
at the option of the paten tjEie, on his payment 
of the required fee, the fifteen-year term of 
such foreign patent being, by the affirmative 
action of the foreign government in renewing 
it continuous and uninterrupted, held, that the 
United States patent does not expire before 
the end of the fifteen years' duration of such 
foreign patent although before the expiration 
of the first five years the foreign j^atent may 
have lapsed or become forfeited by the non- 
observance of a condition subsequent or by the 
happening of a subsequent condition, imposed 
by a statute of the country granting such for- 
eign patent Edison Electric Light Ca v. Per- 
kins Electric Lamp Ca, 52 O. G. 1370, G D. 
1890. 

28. Under section 4887 of the Revised Stat- 
utes a United States patent runs for the term 
for which the foreign patent was granted, not- 
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^Hh^tandiog the lapse or forfeiture of the 
foreign patent by the non-obserTance of a 
condition subsequent prescribed by the foreign 
patent law. 'Consolidated Roller-Mill Ca v. 
Walker, 54 O. G. 136, C. D. 1891. 

29. By the Austrian patent law the " longest 
duration of privileges is fixed at fifteen yeai'S," 
and every patentee whose privilege has been 
granted for a shorter period than the longest 
may claim its prolongation for one or more 
years within the fixed longest period, provided 
such prolongation be demanded before the 
privilege has become extinct In the original 
grant of an Austrian patent the allowance of 
the franchise was for one year, but on request 
it was four times extended, from year to year, 
and at the end of the fifth year the franchise 
was sufiFered to expire. A United States pat- 
ent to the same patentee, and for the same in- 
vention, was issued after the Austrian patent 
was granted and during the first year it was 
in force. Held, that by the original grant of 
the Austrian patent the patentee was invested 
with the right, at his mere option, to have the 
patent prolonged for the full term of fifteen 
years, and that, under section 4887 of the Re- 
vised Statutes, the United States patent ran for 
that term, notwithstanding the expiration of 
the Austrian patent at the end of its fifth 
year. *Id. . : , • , 

30. Under the Austrian patent law the min- 
istry of commerce, in deciding the question of 
the length of the term which appertains to 
every Austrian patent, exercises a judicial 
function, and its 'Opinion on .tliat subject will 
be followed here, agreeably to the established 
rule that the courts of the United States adopt 
the construction of. a statute of a foreign coun- 
try made by the courts of that country. *Id. 

81. The tests of identity, under section 4887 
of the Revis^, Statutes, are as follows : Is the 
principal invention, in each the same; is the 
thing patented abroad the same in all essential 
particulars as the thing patented here ; would 
the home patent be infringed by a structure 
made in accordance with the provisions of the 
foreign patent? *Brush Electric CJo. v. Elec- 
trical Accumulator Co., 56 O. G. 1384. C. D. 1891. 

82. The Canadian patent act which provides 
that, ** when a foreign patent exists, the Cana- 
dian patent shall expire at the earliest date at 
which any foreign patent for the same inven- 
tion expires*' refers only to foreign patents 
which exist b efore the issue- of the relevant 
Canadiein patent! *Edison Electric Light Ca 



V. United ^States Electric Lighting Ca, 61 O. G. 
564, a b. 1892. ' — '* 

38. A prior Cai;iadian patent issued for five 
years au(J extended for the further period of 
ten years should be regarded as having a con- 
tinuous term for the entire period, and as not 
limiting the United States' patent to any shorter 
term. *Id. 

84. The failure to limit the patent on its face 
to a shorter term than seventeen years, so as 
to expire at the same time with the prior for- 
eign patent having the shortest term, does not 
affect its validity. 'Id. 

35. Where a previously granted foreign pat- 
ent to the same inventor is not the same in its 
essential particulars with any one of the inven- 
tions which are claimed in the domestic pat- 
ent the latter is not limited in its term by the 
former. *Electrical Accumulator Ca v. Brush 
Electric Ca, 61 O. G. 886, G D. 1892. 

36. The United States patent was issued Jan- 
uary 80, 1877. Application for an English pat- 
ent was filed December 9, 1876. The latter was 
sealed on May 15, 1877, but antedated to De- 
cember 9, 1876. Held, the invention was not 
patented abroad before the actual sealing and 
issuance of the patent there. *American Bell 
Telephone v. Cushman, 57 Fed. Rep. 842 (1893). 

87. A United States patent applied for and 
granted after the expiration of a foreign pat- 
ent for the same invention never had any force 
or validity. . The delay in applying for the 
United States patent until after the foreign 
patent expired amounted to an abandonment 
of the right to a United States patent *Huber 
V. N. O. Nelson Mfg. Co., 63 O. G. 811, C D. 189a 

38. The tests of identity of invention for the 
purposes of section 4887, United States Revised 
Statutes, collated from the leading^ cases of 
Siemens v. Sellers (123 U. a 276) and Commer- 
cial Mfg. Ca V. Fairbank Canning Co. (51 O. G. 
965, 185 U. a 176) and applied. The tests are : 
Is the principal invention of the domestic pat- 
ent found in the foreign patent? Is the subject- 
matter of the one the same in all essential 
particulars as that of the other? Would a 
structure made pursuant to the forei^ patent 
infringe the domestic patent? Could both pat- 
ents have been granted in this country ? *Eleo» 
trical Accumulator Co. v. Julien Electric Ca, 
57 Fed. Repi 605, 64 O. G. 559, C. D. 189a 

89. The two patents need not be in identical 
garb or employ identical forms of expres- 
sion. *Id. 

40. Evidence of an intention to patent the 
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sameinveDtion in the two patents is material 
and important *Id. 

41. Admissions, express or implied, that the 
two patents are respectively for the same in- 
vention as a third and earlier patent issued 
in a third country are material and impor- 
tant ♦Id. 

42. The same canons or methods of criticism 
applied to the ambiguities or perspicuities of the 
domestic patent should be also applied to those 
of the foreign patent *Id. 

48. The comparison should be instituted 
with the domestic patent as it was issued and 
not with the domestic patent as it may after- 
ward exist after being cut down by a disclaimer 
and limited by the state of the ai't If a patent 
when granted covers an invention which has 
been previously covered by a foreign patent, it 
expires with the foreign patent, notwithstand- 
ing the fact that it has subsequently been pared 
down to cover only one method of practicing 
the invention or restricted to asiogle claim. *Id. 

44. Though the domestic patent claim the 
product and the foreign patent claim the pro- 
cess, still where the process makes the product 
and the product can be made only by the pro- 
cess, the product and the process constitute 
one discovery and the patents are for the same 
invention. (Citing Mosler v. Mosler, 43 O. G. 
1115, 127 U. S. 854 ; Plummer v. Sargent, 120 
U. & 442.) "Id. 

45. In the present state of the law the date 
of issue of the domestic patent is controlling 
under section 4887, United States Revised Stat- 
utes, not the date of application for the domes- 
tic patent (Citing Gramme Co. v. Arnoux, 25 
O. G. 145, 17 Fed. Rep. 838; Edison v. United 
States Ca, 85 Fed. Rep. 134.) ♦Id. 

40. The right to obtain an extended term of 
the foreign patent on application witliin a time 
limited, if not availed of by actual application 
within such time, does not constitute such a 
potential term in the foreign patent as to pro- 
long the domestic patent through or into such 
extended term. (Distinguishing Ck)nsolidated 
RiiUer Ckx v. Walker, 54 O. G. 186, 43 Fed. Rep. 
575. 580, and citing Bate v. Gillett, 46 O. G. 
1029, 81 Fed. Rep. 809 ; Bate v. Hammond, 46 
O. G. 689, 129 U. S. 151 ; Huber v. Nelson, 63 
0.0.811.) ♦Id. 

47. Under Revised Statutes, section 4887, a 
United States patent expires with a foreign 
patent granted for the same invention to the 
same inventor prior to the date of the United 
States patent but subsequent to the application 
therefor. (Refrigerating Co. v. Gillett, 13 Fed. 



Rep 558, followed.) ♦Bate Refrigerating Ca 
V. Sulzberger, 65 O. G. 185, C. D. 1898. 

48. The term "patented '' in section 4887 of 
the Revised Statutes does not mean the pre- 
liminary proceedings, but the actual issuance 
of the patent under the seal of the government 
(Citing Telegraph Co. v. Telegram Ca, 81 O. G. 
1559, 28 Fed. Rep. 840; Emerson Smith & Ca 
V. Lippert, 42 O. G. 964, 81 Fed. Rep. 911 ; Sei- 
bert Cylinder Oil Cup Ca v. William Powell 
Ckx, 47 O. G. 1072. 85 Fed. Repi 591 ; Smith v. 
Goodyear Dental Vulcanite Ca, 11 O. G. 246, 93 
U. a 486-498.) A United States patent granted 
January 80, 1877, not limited by British patent 
which was sealed May 15, 1877, but antedated 
to December 9, 1876, the date of filing the pro- 
visional specification, and conditioned that on 
or before June 9, 1877, a complete specification 
should be filed. ♦American Bell Telephone Ca 
V. Cushman, 65 O. G. 185, C D. 189a 

49. Where a domestic patent was granted 
February 20, 1888, and a British patent for the 
same invention was sealed August 20, 1888, and 
a re-issue application was filed January 21, 
1898, held, that since the term of the re-issue 
would not be affected by the foreign patent, it 
was unnecessary to require the re-issue appli- 
cant to recite the British patent in bis oath. 
(Ex parte Beck, C. D. 1880, 54, 17 O. G. 829, 
discussed.) Ex parte Cowles, 65 O. G. 2060, 
C. D. 189a 

50. The voluntary act of a patentee in caus- 
ing his patent to be amended after issuance so 
as to be limited to expire with a foreign patent 
secured by him, even though taken under the 
mistaken view that the law required such lim- 
itation to appear on the face of the patent, es- 
tops him, as against one who invested money 
in a manufacturing plant on the faith of his 
action, from claiming that the amendment was 
invalid and of no effect or from relying upon 
a subsequent annulment of the amendment 
secured by him only a short time before the 
amended patent would have expired. ♦Edison 
Electric Light Ca v. Buckeye Electric Ca, 67 
O. G. 529, G D. 1894. 

51. Where the petition for correction in such 
case states that, while the inventor's American 
application was pending, " he applied for and 
obtained '' letters patent for the same invention 
in several countries — enumerating such pat- 
ents, with their dates — and prays that the 
American patent may be amended so as to be 
limited to expire with the expiration of that 
one of them having the shortest time to run, 
the petition does not, by reason of the indefi- 
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niteness of this language, put the public upon 
investigation as to the laws of the various 
countries, so as to affect them with notice that 
the British patent, which was the one first ex- 
piring, did not begin to run on the day of its 
date, but upon the day of its sealing and issu- 
ance. *Id. 

52. Where the application for the United 
States patent for the invention was filed in 
1876, December 1 ; the foreign patents obtained 
in 1877, January 9 and July 26, respectively, 
and the United States patent in 1877, Novem- 
ber 20, held, that the invention for which the 
United States patent was issued was "previ- 
ously patented hi a foreign country," within 
the meaning of those words in section 4887, 
and the United States patent expired under the 
terms of that section before the expiration of 
seventeen years from its data *Bate Refrig- 
erating Ca V. Sulzbergerj^ 70 O. G. 1633, C. D. 
1895. — "" 

(Controlling d ectelon — supreme court.) J 

58. The words ** previously patented in a for- 
eign country" are plain and unambiguoua 
Therefore the court has no authority to add to 
them the words "prior to his application." To 
do so would be to legislate and not to interpret 
the section. *Id. 

54. Where a British patent to applicant be- 
came void prior to the filing of his United 
States application, by reason of failure to pay 
a renewal fee, held^ that he was properly re- 
jected for such reason, since no valid patent 
could issue to him. (Huber v. Nelson Mfg. Ca, 
63 O. G. 811, 148 U. S. 270.) Ex parte Arm- 
strong, 71 O. G. 1615, G D. 1895. 

55. The word "expire," in section 4887 of 
the statute, is construed by the United States 
supreme court to mean cease to exist because 
of the termination of the duration of the origi- 
nal grant, and not to mean cease or determine 
by reason of some penalty or forfeiture for the 
non-performance of some condition subsequent 
{Citing Pohl v. Brewing Ca. 184 U. & 881, 10 
Sup. Ct 577.) *< A United States patent, there- 
fore, runs for tlie term for whidi the foreign 
patent was granted, without reference to 
whether the latter patent became laiised or for- 
feited in consequence of the failure of the pat- 
entees to comply with the requirements of the 
foreign law." (Cases cited.) *Bonsack Machine 
Ca V. Smith, 70 Fed. Repi 883 (1895), 73 O. G. 
963, a D. 1895. 

56. Under the Canadian act of 1872 a patent 
granted for five years is granted for a term in- 
dependent of any other. Extension of the term 



is a privilege, not a duty, and the term is not 
forfeited, but expire& The patentee did not 
choose to renew his patent, and his patent ex- \ 
pired because its term had expired. By his 
own act he made his invention free abroad,/ 
and thereupon it became free in this coun-' 
try. *Id. / 

57. Tlie identity of invention patented re- 
quired by the statute is of material substance 
and does not extend to minor detaila (Siemens 
V. Sellers, 123 U. a 276.) *J. I* Mott Iron 
Works V. Henry McShane Mfg. Ca, 79 O. Q. 
865, G D. 1897. 

58. Letters Patent Na 245,818, granted Au- 
gust 9, 1881, to John Robertson, for an improve- 
ment in supply-tanks, appears to be for the 
same invention in substance as Canadian patr 
ent to same inventor and expired with the lat- 
ter patent *Id. 

MANDAMUS. 

1. An order by a circuit court to entertain 
and grant a petition for a rehearing upon a 
case decided by the supreme court, without pre- 
vious leave obtained therefrom, is irregular and 
unauthorized, and such action affords good 
ground for a mandamus setting aside such 
order. *In re C. & A. Potts & Ca, 78 O. G. 
2049, G D. 1897. 

2. Mandamus to compel the commissioner 
of patents to reinstate an interference which 
he dissolved upon the ground that the issue 
was not patentable when the question of prior- 
ity came before him on appeal will not lie. 
*Seymour, Com*r of Patents, v. United States 
of America ex reL Brodie, 79 O. G, 509. G D. 
1897. 

3. A mandamtLsWes lies for the enforcement 
of the performance of some act or duty re- 
quired by law to be performed, in the perform- 
ance or non-performance of which the appli- 
cant for the writ is interested, where there is no 
other legal remedy. *Id. 

4. Tlie mere fact that the relator has been put 
to trouble or expense in legal proceedings or 
has suffered commercial injury is no basis for 
the writ of mandamus when the respondent 
has failed in no legal duty. *Id. 

5. A petition for a writ of mandamus to a 
public officer of the United States abates by 
reason of his retirement from office as well 
after judgment and pending an appeal there- 
from as before. Seymour, Com'r of Patents, 
V. Nelson, 79 O. G. 1522, C. D. 1897. 

6. Where pending an appeal on a petition 
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for a writ of mandamus against a public offi- 
cer the officer retires, held, that the appeal will 
not be dismissed; but the judgment of the 
court below will be reversed and the cause re- 
manded to said court with directions to dismiss 
the suit for want of proper parties. The result 
is the same whether the judgment appealed 
from is in favor of or against the officer. *Id. 
7. Where an appellant delayed in applying 
to the court of appeals for the Dislrict of Co- 
lumbia beyond the time provided in the rules 
of said courts in consequence of which said ap- 
peal was dismissed, held, that a writ of vianda- 
mua to compel the court of appeals to entertain 
the appeal wiU not lie to the supreme court of 
the United States. Ex parte Hien, 79 O. G. 507, 
C D. 1897. 



MANUFACTURE OF PATENTED AETI- 
CLE OR MACHINE. 

(See Right to Make, Use and Sell.) 



MANUFACTURE AND USE OF THEIR IN- 
VENTIONS BY PATENTEES. 

1. A patentee failed for some years to man- 
ufacture his device ; held, this could not avail 
to defeat his or his assignees' rights vested in 
them by the grant of a patent (Campbell 
Printing Press and Manufacturing Ca v. Man- 

. hattan Ry. Ca, 49 Fed Rep. 930.) *Ma8seth v. 
Johnston, 59 Fed. Rep. 618 (1894). 

2. Whether a patentee exercises his exclu- 
sive right to his discovery by manufacturing 
his device cannot affect his exclusive right 
under the patent (Masseth v. Johnston, 69 
Fed. Rep. 618.) *Mas8eth v. Reiber, 59 Fed. Rep. 
614 (1894). 

8. Grants of patents are made upon the rea- 
sonable expectation that patentees will use their 
inventions or permit them to be used ; but the 
public has no security to enforce such expecta- 
tion beyond the interest of the patentea *Hea- 
ton-Peninsular Button Fastener Co. v. Eureka 
Specialty Ck>., 78 O. G. 171, a D. 1897. 



MARRING ARTICLES '* PATENTED.** 

1. Where a manufactured article contains, 
in addition to what is described and claimed in 
patents owned by the manufacturer, something 
which is new, substantial and valuable in the 
market, he has no right to mark the article as 



a whole ^patented" by reason of his patents, 
simply because the new article embodies the 
inventions covered by the patents. *Deverall 
V. Banker, 45 O. G. 591, Q D. 188a 

2. In an action brought under section 4901 
of the Revised Statutes of the United States 
seeking to enforce a penalty of $100 for each 
offense for marking articles ^ Patent Appli^ 
for,'* held, that the mark was not an offense, 
for the reason that it did not import that the 
article was covered by a subsisting patent 
*Schwebel v. Bothe, 49 O. G. 1696, G D. 1889. 

8. Marking of goods with the design claimed 
to have been infringed, or else notifying the 
infringer, is a prerequisite to a claim for dam- 
ages by the party insisting upon such infringe- 
ment *Schofield V. Dunlop^ 5d O. G. 1869, G D. 
1890. 

4. Where marking of goods is omitted, and 
notice relied upon, the burden of proof is on 
the plaintiff. *Id. 

5. The court will proceed upon the hypoth- 
esis that the burden of averring and proving 
a failure to mark is on the defendant, the 
plaintiff not being held to proof of marking in 
the firat instance, such marking being in- 
ferred. *Id. 

6. Where a defendant has shown a failure 
on the part of the plaintiff to mark the articles 
vended, the burden is upon the plaintiff to 
show that the defendant was notified before 
suit was brought that he was infringing. *Id. 

7. A defense based upon the failure to mark 
the date of the patent upon the articles bearing 
the patented design should be set up in the an- 
swer. If set up for the first time in the hear- 
ing it will not be considered. *Anderson v. 
Saint, 57 O. G. 546, C. D. 1891. 

8. When a dealer sells articles bearing a pat- 
ented design knowing that the manufacturer 
had no license to apply such design, he is liable 
to the penalty prescribed in the act of congress 
of February 4, 1887. 'Id. 

9. Where there is any question under sec- 
tion 4900 of sufficiency of notice to the public 
that the device sued upon was a patented 
article, the presumption against the public aris- 
ing from the record of letters patent in the 
United States patent office requires the aver- 
ment of want of knowledge on the part of the 
defendant in his answer to the bill. *Se8sions 
V. Romadka, 59 O. G. 989, G D. 189a 

10. The patentee of wooden dishes which 
might have been marked " Patented,** etc., as 
required by section 4900, Revised Statutes, did 
not stamp the dishes, but only the crates in 
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which they were packed. Upon a suit for 
penalties under the second paragi'aph of sec- 
tion 4901 against the defendants for placing a 
similar stamp upon crates of similar dishes 
made by the defendants without license, held, 
on demurrer to the complaint, that sections 
4900 and 4901 must be construed together, that 
the stamping of articles capable of stamping 
was necessary, and that the stamping of the 
crates containing them was insufficient and 
was not protected by sections 4000 and 4901, 
and that a similar stamping of their own crates 
by the defendants did not render them liable to 
any penalty. *Smith v. Walton, 61 O. G. 289, 
C. D. 1892. 

11. In an action for the recovery of penal- 
ties under section 4901, Revised Statutes of the 
United States, it appeared the article was 
marked with the number and date of each of 
the seven patents named in the license under 
which the defendant claimed it was manufact- 
ured and sold, and although it did not contain 
the improvements set forth in a particular one 
of the seven patents, there is no evidence even 
tenciing to show that it was not covered by 
them, nor is there any showing that it was in 
fact in any part unpatented. Judgment for 
defendant 'Russell v. Newark Machine Ca, 
55 Fed. Rep. 297 (1898). 

12. In an action under the Revised Statutes, 
section 4901, to recover penalties for marking 
unpatented articles as " Patented,*' the jury can 
only consider cases in which the marking was 
done within five years before the commence- 
ment of the suit and within the judicial dis- 
trict in which it is brought *Hotchkiss v. 
Samuel Cupples Wooden- Ware Ca, 63 O. G. 
1090, C. D. 189a 

13. To render defendant liable for the pen- 
alty the marking must have been done for the 
purpose of deceiving the public, and in deter- 
mining the existence of such purpose the jury 
may consider that, although the articles were 
in fact unpatented, they were claimed to have 
been manufactured under a certain patent, and 
that the question whether they were covered 
by such patent was one upon which persons 
skilled in the patent law might reasonably en- 
tertain different opinions. The fact that de- 
fendant may have become convinced sometime 
after the marking was done that the articles 
were not covered by the patent would not ren- 
der it liable. *Id. 

14. A corporation may be held liable under 
this section when the wrongful acts are proven 
to have been committed by some officer or I 



agent thereof acting within the scope of his 
authority, knowing that the articles were un- 
patented and with intent to deceive the pub- 
lic. *Id. 

15. The marking of a number of separate 
articles with intent to deceive the public does 
not constitute separate offenses when it is all 
done on the same day and at the same time, so 
that the marking is practically a continuous 
act, and in such case but one offense is com- 
mitted and one penalty is recoverable *Id. 

10. Where the complaint showed that the 
word "Patented," etc., was not stamped on 
plaintiff's patented article, as required by Re- 
vised Statutes, section 4900, not because of the 
"character of the article,'* but because the cost 
of such stamping would destroy the patentee's 
profits, Tieldf on demurrer to the complaint in 
an action to recover penalties under section 
4901 for an unauthorized use by defendants of 
the word " Patented," eta, on their articles, that 
the complaint was demurrable, ^mlth v. Wal- 
ton, 64 O. G. 1789, G D. 189a 

1 7. The meaning of section 4900 is that the 
owner of the patent cannot recover damages of 
infringers unless he establishes that he has 
given notice of his patent-right either by mark- 
ing his article " Patented " or by particularly 
informing infringers of his patent and of their 
infringement of it *Dunlap v. Schofield, 67 
O. G. 189, C. D. 1894. 

18. This statute requires that, in order to 
charge either a manufacturer or seller of a 
patented design, the patentee must prove that 
the infringer applied the design or some color- 
able imitation thereof " with a knowledge of 
the patent and of his infringement" *Id. 

19. Where a thing is marked "Patented " as 
of a date not of its patent, but of the date of an 
earlier patent to the same patentee, upon which 
it is an improvement, held not to be a com- 
pliance with section 4900 of the United States 
Revised Statutes and to secure to him no right 
to damages on proof of infringement of the 
improvement graver v. Brown, 69 O. G. 1071, 
C. D. 1894. 

20. The evidence proved that the articles 
covered by design patent were marked " as a 
rule." Held, this was insufficient to prove com- 
pliance with the statute. 'Matthews and Wil- 
lard Mfg. Co. v. National Brass and Iron 
Works, 71 Fed. Rep. 618 (1895). 

21. " Marking patented articles or notice to 
the infringers is made by the statute a pre- 
requisite to the patentee's right to recover dam- 
ages against him." (Cases cited.) *Id. 
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22. Where it was objected that defeDdant 
was not liable becaose the patented machine 
was not marked with notice of the patent, held, 
that such defense to be available must be set 
up in the answer and established by proof. 
(Roh. on Pat, sea 1040 ; Goodyear v. Allyn, 6 
Blatchf. 8a) *nnited States Printing Co. v. 
American Playing Card Co., 72 O. G. 1499, C. D. 
1895. 

28. A bill dismissed in view of the failure to 
mark the goods (design), and the voluntary de- 
sistance of the defendant from manufacture 
when duly notified When there is failure to 
mark, notice must be proved. *Pairpoint Mfg. 
Ca V. Eldridge Ca, 71 Fed Rep. 807 (1896). 

24. The contention that there is no proof of 
public notice by the complainant by marking 
his machines relates only to the question of 
damages and does not apply to an injunction 
proceeding. *Beach v. Inman Mfg. Co., 74 O. G. 
879, C. D. 189a 

25. Where plaintiffs have manufactured and 
sold their device without opposition for upward 
of five years, there is sufficient proof of public 
acquiescence, and it is immaterial that a large 
number of their devices were not marked " Pat- 
ented " when it appears that enough were so 
marked to give general notice of the patent 
♦McDoweU V. Kurtz, 78 O. G. 1104, C. D. 1897. 



MECHANICAL SKILL. 

(See Patentability — Invention and Skill 

Distinguished.) 



METHOD. 

(See Patentability.) 



MODELS. 

1. A model should not be indorsed upon the 
Ule-wrapper and be considered a part of the ap- 
plication unless the applicant has been required 
by the office to furnish one. Ex parte Beaumel, 
66 O. G. 1208, C. D. 1891. 

2. The office required a model, which appli- 
cant furnit^hed, clearly indicating, however, at 
that time and subsequently, that he wished the 
model returned. The office did not, in response 
to applicant^ insist upon the permanent filing 
of a model, nor were the receipt and applica- 
tion of the model to the case under considera- 
tion entered on the file-wrapper, under rule 56L 



Held, on renewed request by the applicant for 
its return, that the model was not regularly filed, 
and should be returned. Ex parte Hunter, 50 
O. G. 1477, C. D. 1892. 

8. A model filed with the application for a 
patent is not a part of the patent and not avail- 
able as a defense to prove prior invention. 
*Lalance & Grosjean Mfg. Ca v. Mosheim, 65 
O. G. 800, C. D. 189a 

4. A requirement for a model should be re- 
garded simply as an alternative for an intel- 
ligible disclosure of the invention. Tlie require- 
ment may often be waived if better drawings 
and a full and clear description be furnished. 
Ex parte Tuttle, 02 Ma D., Oct, 1897 (Greeley, 
Ass't Com'r). 

MORT<^A<i^E OF PATENT. 

1. A mortgage by a patentee vests in the 
mortgagee the whole title to the patent-rights, 
subject only to be defeated by performance of 
the condition, or by redemption by bill in equity 
within a reasonable time after default ; and the 
right of possession to the incorporeal property 
is, in legal effect, delivered to the mortgagee at 
the time of the recording of the mortgage at 
the patent office. ^Waterman v. Shipman, 64 
O. G. 718, C. D. 189a 

2. The recital in a mortgage of patent-rights 
of the existence of a license is notice to the 
mortgagee and purchasers of the patent-rights 
under the mortgage of all the terms and con- 
ditions of the license. *Id. 



NEW TRIAL AND REHEARING IN THE 

COURTS. 

1. It is not sufficient ground for reopening a 
decree on petition of co-defendants that they 
were only nominal defendants, were ignorant 
of the patent in suit, and were misnamed in the 
bill, it appearing that they had answered with- 
out objection and the law imputing knowledge 
of patents as public records. *Bate Refrigerat- 
ing Co. V. Gillette 40 O. G. 1029, G D. 1887. 

2. Due diligence in making the motion is re- 
quired of a party who seeks to correct or amend 
a decree, and a lapse of more than four years 
is not reasonable diligence. *Id. 

3. A new trial should not be granted if the 
newly-discovered evidence submitted would 
not change the result of the verdict and judg- 
ment *Btarling v. St Paul Plow Works, 41 
O. G. 818, G D. 1887. 
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4. After hearing upon the merits defendant 
moved to open the case to allow additional testi- 
mony to be taken upon a point where testimony 
had already been put in evidence, and the mo- 
tion was denied because such additional testi- 
mony would be merely accumulative. *Pfan- 
schmidt, Dodge & Co. v. P. H. Kelly Mercantile 
Ca, 41 O. G. 1501, G D. 1887. 

5. Upon an application for rehearing in a 
suit for infringement of a patent, the invalidity 
of the patent being re-argued in the light of 
some additional evidence as to the state of the 
art, but no reason being assigned for failure to 
produce this evidence at the hearing, held, that 
the evidence would not be considered. *Burd- 
sall V. Curran, 42 O. G. 1167, C. D. 188a 

6w Courts are uniformly liberal in extending 
times for the taking of testimony, provided the 
parties act in good faith and are reasonably 
diligent ; but the degree of diligence required 
in procuring evidence before trial is not so 
great as that required to secure a new trial 
Especially is this true when the evidence has 
actually been procured and is in the presence 
of the court before the trial begina Osgood v. 
Badger, ▼. Bennett, 44 O. G. 1066, C. D. 188a 

7. In a suit for infringement of a patent an 
application for rehearing after settlement of 
the case must be denied. ^Zinsser v. Kremer, 
49 O. G. 414. a D. 1889. 

8. The granting or refusal, absolute or con- 
ditional, of a rehearing in equity, as of a new 
trial at law, rests in the discretion of the court 
in which the case has been heard or tried and 
is not the subject of appeal *Roemer v. Neu- 
mann, 49 O. G. 1535» C. D. 1889. 

9. The judgment of the circuit court award- 
ing damages in an action at law for infringe- 
ment of said claims reversed, and the case 
remanded with direction to grant a new trial 
for the reason that the said court upon the evi- 
dence presented ought to have directed a ver- 
dict for the defendant on the ground that the 
patent was void. *County of Fond du Lac v. 
May, 53 O. G. 1884, G D. 1890. 

10. Where in an action for infringement it 
appeared that the defendants had introduced 
evidence in respect to a certain device at the 
close of a long and expensive hearing before 
the master, and that while plaintiffs counsel 
had not brought themselves without question 
within the rules which ordinarily govern the 
reopening of a hearing to admit newly-discov- 
ered evidence, the plaintiff had not presented 
that part of its case and had not had a full op- 
portunity to do so, and it appeared that it would 



be inequitable to say that it never should pre- 
sent it, held, that a motion to reopen by plaint- 
iff for the purpose of introducing new testimony 
in respect to said device should be granted. 
♦Webster Loom Co. v. Higgins, 54 O. G. 390, 
C. D. 1891. 

11. A petition for a new trial, brought as a 
motion for a rehearing, dismissed, it appear- 
ing that the evidence was not newly discovered, 
much less that it might not have been discov- 
ered prior to the previous hearing by the exer* 
else of reasonable diligence. (Spill v. Celluloid 
Ca, 22 Blatchf. 441, 459 ; Giant Powder Ca v. 
California Powder Ca, 18 O. G. 1839, 6 Fed. Rep. 
197, 201.) Bostad and Krabol v. Johnson, 72 
O. G. 898, G D. 1895. 

12. Where the claims of a patent had been 
adjudicated adversely to defendants and at an- 
other trial the sole defense relied upon by them 
was new evidence of anticipation, the burden 
is upon them to support the defense by such 
proof as would convince the court that had it 
been presented upon the former trial it would 
probably have led to a different conclusion. 
♦Allington & Curtis Mfg. Ca v. Lynch, 74 O. G. 
1126, G D. 1896. 

13. Upon a petition for rehearing on the 
ground that the court of appeals of the District 
of Columbia had no jurisdiction over an inter- 
ference case appealed to it, except on the ques- 
tion of priority of invention, and yet that, in- 
stead of deciding that question, it decided that 
appellant was entitled to the patent on account 
of the relations existing between him and the 
appellee, held, that it was not necessary to ad- 
judge in formal terms that the appellant is the 
prior inventor when he has been adjudged to 
be, in law, the only inventor. *Mllton v. Kings- 
ley, 75 O. G. 2195, C. D. 1696. 

14. The ruling that the time for prosecuting 
appeals from decrees in equity or writs of error 
from a judgment at law is stayed by a motion 
for rehearing or for new trial and only begins 
to run from the refusal of such motion is 
founded upon the principle that the judgment 
is not complete until the rehearing is disposed 
of. »Ro8s V. Loewer, 77 O. G. 2141, C. D. 1896. 

15. On a rehearing, new testimony for the 
losing party not in harmony with previous 
silence of the same witness for the same party, 
when such testimony relates to an important 
feature of the case, is not adequate to satisfy a 
court that justice toward a losing party requires 
a rehearing. 'Tuttle v. Claflin, 78 O. G. 1789, 
G D. 1897. 

1^ An order by a circuit court to entertain 
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iiDd grant.a petitif^n for a rehearing upon a 
case decided by, the supreme court without 
previous leave obtained therefrom is irregular 
and unauthorized; and such action affords good 
.ground, for &,.mandarriti8 setting aside such 
order. *In re C. & A. Potts & Ca, 78 O. G. 2049, 
C. D.- 1897. • ' ^ . ,  , 

17. .When questions of novelty and infringe- 
ment are before .the supreme court and are dis- 
posed of by it, they.must be deemed to have 
been finally settled And cannot afterward be 
reconsidered by; a lower court eitlier by grant- 
ing a ,new trial, or, a rehearing, or to permit 
new defenses on the merits by amendment or 
answer. *Id. 



NOYELTY, 

(See Patentability.) 



OATH TO APPLICATION. 

I. Original 
XL Supplemental. . 
IIL New or Renewed. 

I. Original. 

1. The oath accompanying the application 
contained the statement that the invention had 
not been patented to the applicant,** nor with 
his knowledge or consent in any foreign coun- 
try," the words " to others " being omitted and 
the "word "foreign "'inserted before country. 
Ex parte Mason, 43 O. G. 627, C. D. 1888. 

2. Heldt the oath is indefinite and 'may be 
construed to me'an that the invention has not 
been patented to applicant in any- country, or 
to himself in anyforeign country, ^or with his 
knowledge or consent in any foreign coun- 
try. Id 

3. If the rules are violated or departed from 
in one material particular,* the practice would 
soon become lax in other particulai-s. ' The sev- 
eral requirements of the -rule with regai'd to 
the oath must be enforced. Id. • ' •  ' 

4. The taking of the oath is but a prerequi- 
site to the granting of the 'patent, a'lid is in no 
degree essential to its validity. *The Holmes 
Burglar Alarm Telegraph Ca v. The Domestic 
Telegraph and Telephone Co., 51 O.'G. 2083, 
C. D. 1890. 

5. Only those officials specified in the law 
(section 4893, Revised Statutes of the United 
States) held to be empowered to administer the 



application oath. Ex parte Hakansson, 68 O. G. 
1688, C. D. 1893. ... 

6. An application oath administered by an 
official not named in rule 47 held to be defect- 
ive and not to be received and accepted as in 
full complifince with the rule. Id. 

7. Rule 46 has all the force of a statute, and 
it contemplates that the oath shall set forth 
that the invention has not been in public use 
or on sale in this country for more than two 
years prior to the filing of the complete appli- 
cation. Miller v. Lambert, 72 O. G. 1903, C. D. 
1895. 

8. A portion of the original application oath 
relating to foreign patents, and alleged to be 
erroneous, cannot be canceled, but applicant 
may file explanations. Ex parte Schmidt- 
Storjohann, 62 Ma D., Sept, 1897 (Greeley, 
Ass't Com'r). 

9. The oath in an application ic not subject 
to amendment Ex parte Brand, 63 MS. D., 
Dec., 1897 (Greeley, Acting Com'r). 

10. An oath which does not comply with the 
requirements, of .the law is legally no oath and 
can be given no force and effect It must give 
the r^idence of; an applicant as a means of 
identification. Id. . 

*-^ II. -Supplemental. 

* 11. The supplemental oath required under 
an office rule,. that applicant shall, make oath 
that the matter introduced by amendment was 
a part of the -original invention, does not of it- 
self estoblish the fact that such matter* was actr 
ually a part of the originaUnv^ntion. Whether 
the matter 'covered by the proposed amend- 
ment is a departure from the. original inven- 
tion shown and described must be determined 
by an inspection of the application, the specifi- 
cation and drawing. Tliis is ' manifest .from 
rule 70. Ex parte Regan, 45 O. G. 589, C D. 
1888. . . 

• - 12. 'The office of a supplemental oath, as set 
forth in an office rule, is to justify, the intro- 
duction by amendment of a claim not substan- 
tially embraced in the statement of invention 
or -claim originally presented, and affords no 
justification for the introduction of matter by 
way of amendment which is not substantially 
described or disclosed in the application as filed. 
Steward v. Ellis, v. Lee, v. Howe, 49 O. G. 1983, 
C. D. 1889. 

18. It is not the province of a supplemental 
oath to introduce new matter. The supple- 
mental oath simply enables the applicant to 
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cover and include in his claim such portion of 
his original . disclosure or description as was 
not embraced in " the statement of invention 
or claims originally presented." Ex parte Lil- 
. lie.. 53 O. G..9()41; CD. 1890. 

14. The various considerations bearing upon 
the question whether, in a given case, the right 
to amend where a supplemental oath is re- 

'quired'has been exhausted should be passed 
' upon by the primary examiner in the first in- 
stance, and cannot in the nature of the case 
ordinarily be decided by the commissioner until 
he obtains the special information, based upon 
special knowledge, which it is the province of 
the primary examiner to possess. Id. 

15. A supplemental oath is required to jus- 
tify the insertion of a claim through the 
medium of a divisional application where it 
would be requisite if the claim were to be in- 
serted in the parent application. Forbes v. 
Thomson, 53 O. G. 2042, C. D. 1890. 

16. Where an application as filed discloses 
an apparatus and also a patentable process, 
and the relation between them is such that 
they could be joined in one application, and the 
apparatus only is embraced in the statement of 
invention and claims as originally presented, 
claims for the process may be subsequently in- 
corporated, if seasonably presented and sup- 
ported by a supplemental oath. Ex parte 
Perkins, 55 O. G. 139, C. D. 1891. 

17. The question whether a supplemental 
oath shall or shall not be required is ex parte 
in its nature and not open to argument on the 
part of an opposing interference contestant 
Rennyson v. Merritt, 58 O. G. 1415, G D. 1892. 

IS. Tlie absence of a supplemental oath, al- 
though it may be necessary before allowance, 
does not furnish a ground for rejecting the 
claims and is an ex parte question not open to 
argument by an opponent in interference pro- 
ceedings. (Rennyson v. Merritt, 58 O. G. 1415.) 
Ex parte Weidemann, 81 O. G. 2245, G D. 1897. 

10. Where it appears that it is impossible at 
the present time for the assignee to obtain the 
signature of the inventor to a supplemental 
oath, held, that the necessity for such oath may 
properly be left for consideration until after 
the decision in the interference under rule 
96. Id. 

III. New or Kenewed. 

20. Where an application, executed in Liv- 
erpool, England, was filed forty-eight days 
later, held, that the delay was not unreasonable 



and that an additional oath' should not be re- 
quired. Previously decided cases reviewed. 
Ex parte Wilson, 63 O. G. 465, C. D. 189a 

21. An additional oath required to an appli- 
cation which, although filed the day after ex- 
ecution of the proper oath, was not completed 
until more than ten months afterwards.' Ex 
parte Miller, 58 M& D., March,'1896 (Fisher, 
Ass*t Com*r). 

22. An additional or new oath required in 
the case of several applications filed foui: to six 
months after execution of the oaths. - The fact 
that the application papers were filed within a 
reasonable time after execution of the oaths, 
but without the fees, does not avail, since the 
applications were not con)plete until the fees 
were paid. Ex parte Enos B. Willix, 62 Ma D., 
July, 1897 (Greeley, Ass't Com'r). 

28. A new oath is required in an application 
filed seventeen months after the original oath 
was made. An affirmation by the assignee 
cannot take the place of the oath the statute 
requires from the inventor so long as the latter 
is aliva (Citing Ex parte Stevens, 59 O. G. 299.) 
Ex parte Elijah McCoy 80 O. G. 2037, G D. 1897. 
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I. In General. 

1. One patented machine is an improvement 
upon another when the general construction 
and arrangements of parts, the principles of 
operation, and the results are substantially sim- 
ilar in both instances, although the later ma- 
chine may be much better than the earlier one. 
♦Aspinwall Mfg. Ca ▼. Gill, 40 O. G. 1133, C. D. 
1887. 

2, An inventor of a mechanical invention is 
entitled to give to it such enhancement by 
way of ornamentation and decoration as it is 
capable of receiving, and this without in any 
way modifying or detracting from his right 
to a patent Ez parte Schulz-Berge, 42 O. G 
293, C. D. 188a 

8. Although the patentee may be entitled to 
the merit of being the first to conceive of the 
convenience and utility of mechanism for ac- 
complishing a certain purpose, his right to a 
patent must rest upon the novelty of the 
means he has contrived to carry his idea into 
practical operation. *Aron v. The Manhattan 
Ry. Co., 49 O. G. 1365, G D. 1889. 

4r. The office should not overlook the fact 
that it must be shown that invention was exer- 
cised in producing the article or machine, and 
that it is not every person who has made a 
new or useful thing who is entitled to a pat- 
ent Ex parte Devin, 45 O. G. 709, C. D. 1888. 

5. It is not enough that a thing shall be new 
in the sense that in the shape or form in which 
it is produced it shall not have been known 
before, and that it shall be useful, but it must* 
under the constitution and the statute, amount 
to an invention or discovery. *Hill v. Woos- 
ter, 50 O. G. 560, Q D. 1890. 

6. The practical inventor who may succeed 
in building and equipping an air-ship consist- 
ing of a metallic shell from which the air has 
been wholly or partially exhausted, and who 
may hereafter first teach the world how to 
practice his invention by disclosing the means 
invented and discovered by him for overcom- 
ing obstacles, should not find himself * fore- 
stalled by a theorist, and compelled to occupy 
the position of an infringer, when he is the 
first person who has ever been in position to 
teach the world how to build an air-ship oper- 
ating upon the principle embodied in his ap- 
paratus. Ex parte De Bausset, 50 O. G. 1766, 
C. D. 1890. 

7. An inventor is not to be deprived of the 
fruit of his invention simply because the phys- 
ical laws upon which it operates are not sus- 



ceptible of satisfactory exposition. *Knicker- 
bocker Ca v. Rogers, 67 O. G. 1448, G D. 1894. 

8. The object of an invention is not patent- 
able ; the means may be. Brush Electric Co. 
V. Western Electric Ca, 77 O. G. 1278, C. D. 
1896. 

II. OOMBINATION. 

9. The court finds that one element of the 
combination claimed in the patent in suit was 
new, and that the combination was useful, and 
determines that the invention was patentable. 
*Temp]e Pump Co. v. The Gobs Pump and 
Rubber Bucket Mfg. Ca, 39 O. G. 467, G D. 1887. 

10. Where the patent in suit remedied seri- 
ous defects in a former machine by the em- 
ployment of old devices, it would appear to 
present a new combination involving inven- 
tion. »Osborn v. Glazier, 40 O. G. 1137, G D. 
1887. 

11. The facts that a patent for a device con- 
sisting of a combination of appliances pre- 
viously used separately was granted after the 
device had been subjected to rigid scrutiny and 
comparison with previous patents by the patent 
office examiners, and that the combination, al- 
though useful, did not appear to have been 
used or proposed before, field sufficient to sus- 
tain the patent as against a defense of want of 
novelty. ^Shaver v. Skinner Mfg. Ca, 41 O. G. 
232, C. D. 1889. 

18. Where one patentee has invented a com- 
bination for a particular . purpose, the field is 
open to another to invent a combination of the 
same parts effecting the same result by a dif- 
ferent mode of operation. 'Railway Register 
Mfg. Co. V. Third Avenue Ry. Ca, 42 O. G. 879, 
G D. 188a 

18. Where the elements of a combination in 
a claim co-operate in a result these parts con- 
stitute the combination claimed, and all the 
other parts of the machine which make these 
parts operate in this way to produce the result 
required are for that purpose equivalents of the 
parts of any other machine (however different 
they may be in themselves) which also make 
these parts operate in the same way to produce 
the same result ^Thompson v. Gildersleeve, 
43 O. G. 886, C. D. 1888. 

14. Claims for combinations distinguished 
from claims covering elements having a spe- 
cific construction and arranged in such pecul- 
iar relation as to be adapted to use with each 
other. While it cannot be doubted that it is 
the better practice in all cases of novel combi- 
nation to express the claim in combination 
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form, it sometimes occurs that an invention is 
of such peculiar character as to render such a 
claim unimportant Ex parte Weeks, 43 O. Gh 
1585, C. D. 1888. 

15. A combination claim includes whatever 
is made a part of the combination by the words 
of the claim, or by necessary inference is a 
material part in the construction of the pat- 
ent *Thompson v. Gildersleeve, 48 O. G. 886, 
C. D. 1888. 

16. In a combination it makes no difference 
in principle whether the separate elements are 
similar to each other or dissimilar if they pro- 
duce a novel effect ^Stearns v. Phillips^ 48 
Fed. Rep. 792 (1800). 

17. The simultaneous co-operation of the 
parts is not essential to a patentable combina- 
tion if the parts are so arranged that the suc- 
cessive actiou of each contributes to produce 
some one practical result, which result when 
attained, is the product of the simultaneous or 
successive action of all the elementary parts 
viewed as one entire whole. The term "co- 
operation** does not mean acting together or 
simultaneously, but unitedly to a common end. 
*The Holmes Burglar Alarm Telegraph Ca v. 
The Domestic Telegraph and Telephone Ca, 51 
O. G. 2083, G D. 1890. 

18. In a patentable combination of old ele- 
ments, all the constituents must so enter into 
it as that each qualifies every other. It must 
form either a new machine of a distinct char- 
acter and function, or produce a result due to 
the joint and co-operating action of all the ele- 
ments, and which is not the mere adding to- 
gether of separate contributions. The combi- 
nation of old devices into a new article without 
producing any new mode of operation is not in- 
vention. *Florsheim v. Schilling, 53 O. G. 1787, 
a D. 1890. 

19. Pickering v. McCullough, 21 O. G. 78, 104 
U. 8. 810, examined and explained. It is not 
necessary in a new combination of old elements 
that each element should modify or change the 
characteristic mode of action or method of op- 
eration of the others^ but only that the combi- 
nation should produce a new and useful result 
as the product of the combination, and not a 
mere aggregate of several results each the com- 
plete result of one of the combined elements. 
Where a new result is produced as a product 
of the combination, it is enough that each ela- 
ment contributes to its production. 'National 
Cash Register v. American Cash Register Ca, 
62 O. G. 449, a D. 189a 

20. Held, that the combination is an entirety, 



and if one of the elements is given up the thing 
claimed disappears (Vance v. Campbell, 1 
Blatchl 427-429); and this principle prevails 
even where the patentee has claimed more 
than is necessary to the successful working of 
his device. (McLnin v. Ortmayer, 57 O. G. 
1129, 141 tJ. S. 419-425.) *Vincent v. Rigby, 
04 O. G. 861, C. D. 189a 

21. In a patentable combination of old ele- 
ments all the constituents must so enter into it 
as that each qualifies every other. ... It 
must form either a new machine of a distinct 
character and function or produce a result due 
to the joint and co-operating action of all the 
elements, and which is not the mere adding to- 
gether of separate contributiona The combi- 
nation of old devices into a new article without 
producing any new mode of operation is not 
invention. *Deere & Ca v. J. L Case Plow 
Works, 65 O. G. 441, C D. 189a 

22. Where the first advance over an eccen- 
tric device for moving the valves in a machine 
consisted in connecting the valves by a walk- 
ing-beam, but such beam was in itself an old 
device and any one might have incorporated 
it in the combination, held, that such combina- 
tion would not on account of no one having 
previously used a walking-beam therein, be- 
come patentable unless the elements of the 
combination interacted in the manner set forth 
in Bates v. Coe (15 O. G. 337, 98 U. a 31). Tre- 
main v. Curtiss, 66 O. G. 1447, C. D. 1894. 

28. Qucere, whether, when a machine is de- 
signed to manufacture, distribute or serve out 
to users a certain article, the article so dealt 
with can be said to be a part of the combina- 
tion of which the machine itself is another 
part *Morgan Envelope Ca v. Albany Per- 
forated Wrapping Paper Ca, 67 O. G. 271, C D. 
1894 

24. When a desired object is attained as a 
result of the mutual relation and co-operation 
of the several parts of an application embraced 
in a claim, said claim is for a combination and 
not for an aggregation. 'American Soda Foun- 
tain Ca ▼. Green, 76 O. G. 964, Q D. 1896. 

25. The Bowers claims are not mere aggre- 
gations, because the result produced is the 
product of the combination in which each ele- 
ment affects the action of all the others, and 
all of the elements co-operate in the one result 
of severing by the forward and side action of 
the machine the material in place where it is 
not wanted and depositing it in another place 
where it is wanted. *Von Schmidt v. Bowen^ 
80 O. G. 847, a D. 1897. 
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26. No combination of elements that so oper- 
ate can be regarded as a mere aggrefiration, for 
each one has a direct Influence upon the action 
of each of the others, the result necessarily 
being the product of the combination itself and 
not a mere aggregate of several results each 
the complete product of one of the combined 
elements. (Hailes v. Van Wormer, 5 O. G. 89, 
20 Wall. 358 : Royer v. Roth, 49 O. G. 1987, 182 
U. a 201, 10 Sup. Ct 58 ; Reckendorfer v. Faber, 
10 O. G. 71, 92 U. a 847 ; Beecher Mfg. Ca v. 
Atwater Mfg. Co., 81 O. G. 306. 114 U. a 524, 
5 Sup. Ct 1007.) *Id. 

. 27. In a combination of old elements all the 
parts must so act that each qualities every other. 
It is not enough that these independent parts 
are conveniently associated in one machine if 
each performs the same function it did before 
they were united. They must be so connected 
that the new result is due to their co-operative 
action. (Bunching Machine Co. v. Williams, 44 
Fed. Rep. 191, and cases there cited ; Green v. 
American Soda Fountain Co., 78 Fed. Rep. 119.) 
*Paul Boyton Ca v. Morris Chute Ca, 80 O. G. 
1894, G D. 1897. 

III. Invention and Skill Distin- 
guished. 

28. If to adapt separate elements to each 
other, so that they can act in one organization, 
requires the use ot means not within the range 
of mere mechanical skill, then the means of 
eflfecting a mutual arrangement of the parts 
would be patentable. *The Thatcher Heating 
Ca V. Burtis, 39 O. G. 587, a D. 1887. 

29. The difficulty of drawing the line be- 
tween skill and invention considered. The 
standard of skill is being constantly raised, and 
the standard of invention is, as a necessary con- 
sequent, correspondingly raised. The standard 
of the date of the alleged invention is that by 
which the test is to be made. *Wilcox v. Book- 
waiter Bra & Co., 89 O. G. 1200, C. D. 1887. 

80. Invention may be a discovery or it may 
be the embodiment, novel and useful, of a 
mental conception. *Id. 

31. The patent system was not designed to 
protect the chimerical schemes of visionaries 
or closet theorists. Invention consists in more 
than the work of the imagination. To conceive 
of a scheme of vast dimensions is the work of 
a dreamer ; to make the mathematical compu- 
tations requires the ordinary knowledge of the 
student ; to face the difficulties of construction 



and devise means to overcome them, is the true 
work of the inventor. £x parte De Bausset* 43 
O. G. 1583, a D. 188a 

82. It is not sufficient that an applicant shall 
have made a neio and tisef ul article or machine; 
but he must have made an invention or ditcou- 
ery. It must be the result of the exercise of 
the inventive faculty, not simply of the me- 
chanical faculty. Ex parte Devin, 45 O. G. 709, 
C. D. 1888. 

88. The courts have uniformly held that the 
thing said to be new and useful must be the re- 
sult of invention, A mere change or modifica- 
tion, or a mere shop device which any intelli- 
gent artisan or mechanic would suggest or 
make upon knowing the necessity or require- 
ment, is not an invention within the meaning 
of the patent law. Ex parte Gibford, 45 O. G. 
1557, C. D. 188a 

84. At the time applicant becomes conscious 
of the fact that there exists in his mental oper- 
ations and discoveries a distinct process as well 
as a concrete machine he completes not only 
the invention of the process, but perfects his 
knowledge of it, and comes into the status of 
an inventor who may obtain the security of the 
patent laws. Ex parte Young, 46 O. G. 1635, 
C. D. 1889. 

85. It is not easy to draw the line that sepa- 
rates the ordinary skill of a mechanic, versed 
in his art, from the exercise of patentable in- 
vention ; and the difficulty is specially great in 
the mechanic arts, where the successive steps 
in improvements are numerous, and where the 
changes and modifications are inti*oduced by 
practical mechanics. *Krementz v. Cottle Ca, 
48 O. G. 1775, C. D. 1889. 

80. To do that which any competent me- 
chanic familar with devices well known in the 
state of the art could have done readily and 
successfully, upon the mere suggestion of the 
purpose which it was desirable to effect, does 
not constitute invention. *Aron v. The Man- 
hattan Ry. Co., 49 O. G. 1865, C. D. 1889. 

87. It is the province of the inventor to de- 
vise, by the exercise of the creative faculty, 
means for overcoming difficulties which are 
developed along the lines of theoretical calcula- 
tion and to demonstrate that that can be done 
which theorists, basing their computations 
upon the results of previous experience, have 
believed to be impossible Ex parte De Bausset» 
50 O. G. 1766, G D. 1890. 

88. Following Ex parte De Bausset (48 O. G. 
1583), Jieldy that the alleged invention is wholly 
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theoretical, everything being based upon cal- 
culation, and nothing upon trial or demonstra- 
tioa Id. 

89. A conception of the mind is not an in- 
vention until represented in some physical 
form, and unsuccessful experiments or proj- 
ects, abandoned by the inventor, are equally 
destitute of that character. *Clark Thread Ca 
V. Willimantic Linen Ca, 66 O. G. 895, C. D. 
189L 

40. The word " invention " cannot be defined 
in such a manner as to afford any substantial 
aid in determining whether a particular device 
involves an exercise of the inventive faculty 
or not *McClain v. Ortmayer, 57 O. G. 1129, 
G D. 189t 

41. Whoever discovers a previously unknown 
mode of action in the world of physical things 
and reduces it to practice, getting a novel prod- 
uct or process within the range of patentable 
subject-matter, distinctiy useful and lying out- 
side the range of experience and skill, makes 
a patentable discovery, even though the dis- 
covery be entirely accidental Vollrath v. Com- 
stock, 69 O. G. 1105, a D. 1892. 

42. Whenever in an art, machine, manu- 
facture or composition of matter a change^ 
however apparently minute^ is made which is 
not obvious and results in marked advantages, 
a patentable invention has been produced. Ex 
parte Champney, 60 O. G. 1051, C. D. 1892. 

43. Changes which turn failure into success 
and which were not obvious to ordinary me- 
chanical skill constitute invention. *Sayer v. 
ficott, 68 O. G. 1818, C. D. 189a 

44. It may be safely afiSrmed that one who 
perfects a device of confessed utility, which 
satisfactorily supplies a long-existing and im- 
perative need of any branch of industry, and 
which excels in operation and results other ex- 
isting appliances, superseding them at home 
and abroad, and by its structure overcoming 
difficulties and objections which have for years 
baffled the ingenuity of his fellow-craftsmen 
the world over, has proved beyond cavil that 
average mechanical skill was not equal to what 
he has accomplished. 'Consolidated Brake- 
Shoe Ca V. Detroit Steel & Spring Ca, 69 Fed. 
Bep. 902 (1894). 

45. It is not the result, effect or purpose to 
be accomplished which constitutes invention 
or entities a party to a patent, but the mechan- 
ical means or instrumentalities by which the 
object sought is attained. (Rubber Tip Pencil 
Ca V. Howard, 20 WalL 498, 7 O. G. 172; Ful- 

15 



ler V. Yentzer, C. D. 1877, 218, 11 O. G. 551, 94 
U. S. 288.) A patentee cannot so split up his 
invention for the purpose of securing addi- 
tional results or of extending or of prolonging 
the life of any or all of its elemental parts. 
*MiUer v. Eagle Mfg. Ca, 66 O. G. 845, Q D. 
1894. 

40. Where the only differences in an appli- 
cant's structure over those in the references 
reside in the skill of its construction, heldj that 
such differences embody no exercise of the in- 
ventive faculty nor any change not within the 
range of mechanical ingenuity. Ex parte Sni- 
der, 66 O. G. 1809, C. D. 1894 

47. The patentee cast solid certain parts 
which had before been made separate and sol- 
dered together, and thus produced a "very 
strong and durable" electrode which may be 
"handled without fear of separation." lliese 
are not new results, but the ordinary conse- 
quences of casting solid, which is well known 
in the arts. The new results are facts so ordi- 
nary, common and immemorial that courts as 
well as juries must take notice of them. (Potts 
V. Creager, 155 U. a 597.) *Consolidated Elec- 
tric Mfg. Ca V. Holtzer, 67 Fed. Rep. 907 (1895). 

48. To make an apparatus portable is not 
a patentable improvement *Black Diamond 
Coal Mining Ca v. Excelsior Coal Ca, 70 O. G. 
1797, G D. 1895. 

49. Held, that a device, though a simple one, 
was a creation of the inventive faculty and not 
a product of mere mechanical skill, since it 
provided for a want which had been perceived 
and felt^ but which no one had been able to 
meet ^Diamond Match Ca v. Schenck, 71 
Fed. Bep. 521 (1895). 

50. The right to improve upon prior devices 
by making solid castings in lieu of construction 
of attached parts is so universal in the arts as 
to have become a common one. 'Consolidated 
Electric Mfg. Ca v. Holtzer, 72 O. G. 415, CX D. 
1895. 

51. The lowest order of invention is some- 
thing more than the highest mechanical skill, 
and the question is not whether a particular or 
every mechanic could make the improvement, 
but whether any mechanic mighty without in- 
vention. *Johnson Ca v. Pennsylvania Steel 
Ca, 72 O. G. 594, C. D. 1895. 

52. When it requires more than the discern- 
ment of the skilled mechanic to ascertain the 
cause of the defect in an existing machine and 
the kind of motion and the proper means of 
applying it to obviate the defect^ there is in* 
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▼entioa *Smith ▼. Macbeth, 73 O. G. 610, C D. 
1895l 

58. If the idea of farniehing an element to a 
device was not present to the mind at the time 
the thing was made, but was an afterthought 
peroeiTod from subsequent experiences or scien- 
tific inspection and analysis, heldt that th^re is 
no invention in thus by accident supplying the 
means of a function not contemplated. * Wells 
V. Curtis. 74 O. G. 495, O. D. 18M, 

54, Mere change of proportion is not suffi- 
cient to establish difference of invention. 
^Thomson-Houston Electric Ca v. Western 
Electric Ca, 75 O. G. 847, C. D. 189& 

6ft. An invention does not cease to be meri- 
torious because it is simple. The test should 
not be whether the mechanism is simple or 
complex, but whether the patentee has given 
the world something new, whether the public 
is richer for his contribution to the art, whether 
he has produced novel and beneficial results. 
Invention should be determined more by an 
ascertainment of what the inventor has actu- 
ally accomplished than by a tochnical analysis 
of the means by which the result is attained. 
♦Gould Coupler Ca ?. Pratt, 75 O. G. 1547, C. D. 
1896. 

56. Not every change or improvement is pat- 
entable invention, and the merits of the exer- 
cise of the inventive faculty must be refused 
to such things as are plainly within the scope 
of mechanical ingenuity. *Draper v. Seymour, 
Com'r of Patents, 79 O. G. 864, C. D. 1897. 

57. Notwithstanding that appellant's device 
may be superior in finish, neater in its appear- 
ance, and generally better accommodated for 
the uses for which it is intended than the de- 
vices which it is said to have displaced, yet it 
IS not a patentable device. *Id. 

58. The matter of elastic suspension by 
springs and of otherwise giving either entire or 
partial support is so common in the arts that 
the presumption is against the patentability of 
any such mere form of suspensloa The selec- 
tion of a form of support is in the common 
field of mechanical construction. ^Jhomson- 
Houston Electric Ca v. Athol and Orange Street 
R. Ca, 81 O. G. 969, Q D. 1897. 

59. It may be that for any established art or 
any subdivision of any special art there would 
be invention in so adapting or shaping guides, 
gouges, packing-boxes or any other common 
tools and means as to adapt them to the special 
art or to the special subdivision ; but whoever 
does this cannot, where the field is so common, 
encroach on any other person's special art or 



subdivision. *Bate0 v. Keith* 81 O. G. 1115^ 
a D. 1897. 

60. To change the form of a pin from a round 
shank with a button-head to a square-shanked 
pin with an oblong head to overcome a defect 
in operation was simply a matter of variatioa 
in construction and not affecting the substance 
of the invention claimed, and such change or 
variation in form could be made by mere me^ 
chanical skill, without the exercise of the fac^ 
ulty of invention, in order to render more per- 
fect the operation of the original davioe. (Pick- 
ering V. McCuUough, 21 O. G. 73, 104 U. & 319.) 
•Hien v. Buhoup, 81 a G. 2087, G Di 1897. 

61. Form and proportions may sometimes 
involve patenteble invention. (Winans v. Den- 
mead, 15 How. 880; Mabie v. Haskill, 2 Oiff. 
507.) *Lovell v. Johnson, 82 Fed. Rep. 20<V 
(1897> 

. (" Now that it bag succeeded, It may seem very plain 
to any one that he could have done It as well. This is 
often the case with inventions of the greatest merit" 
*Coon Oo. V. Htffgins, 21 O. O. 9081. 

Whether invention Is Involved in a particular case 
must depend upon the facts and drcumstauces of the> 
latter. «Buttes v. BalnbHdge, S9 Fed. Rep. 142 (1886). 

For decisions of the United States supreme court de- 
termining what degree of development of thought or ex- 
periment constitutes invention, see cases cited in Ameri- 
can Sulphite Pulp Oo. v. Howland Falls Pulp Co., 70 Fed. 
Rep. 908. 

"Invention is evidenced firom the long-existing evQ 
which was thereby remedied, and which would have 
been cured long since in the art, had it depended simply 
on mechanical slciU.'^ *Epplnger v. RIchey & Boniface^ 
12 O. G. 712, C. D. 1877. 

When an inventor merely brings an old element int4> 
his machine he malcee no invention; but where he does 
more— dispenses with certain parts, duplicates others,, 
re-arranges and simplifies the machine — he must be held 
to have made an invention. *Mundy y. Lidgerwood Mfg. 
Co., 27 O. G. 718, C. D. 1884. See, also, ♦Dederick v. Caa- 
sell, 20 O. G. 1288; In re Jadcson, 1 MaeAr.*s Fat Cases, 
466: •Crandall v. Watts, 21 O. G. 945. 

A single change, which others failed to discover, and 
which remedied a grave defect, held to constitute a pat- 
entable difference. *Adams v. Howard, 26 O. G. 82S, 
C. D. 1884. 

The degree of inventive ddll is inunateriaL *For- 
bush V. Cook, 2 Fish, 668, 1857.) 

IV. Invention and Suggestion Dis- 
tinguished. 

03. The mere suggestion of a use for an in- 
vention is not sufficient to make the suggester 
a joint inventor with the person who invented 
the device. Logan v. Ringlander, 42 MS. D. 
(3 O. W. D.), Jan., 1890 (Mitchell, Com'r). 

68. Suggestion is not in vention. Overtwentv 
years before BelPs invention of the telephone^ 
an eminent scientist had said, ** reproduce pre- 
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cisely these vibrations," to wil^ the vibratioiis 
made by the human voice in uttering sylla- 
bles, ** and you will produce precisely the syl- 
lables ; "-'yet Boursuel neither claimed nor in- 
vented the telephona Whether a suggestion 
may be styled a ''principle" or an "idea," it is 
a mere abstraction and unpatentabla (Cases 
cited.) 'Consolidated Brake-Shoe Ca v, De- 
troit Steel d; Spring Ca, 59 Fed. Bep^ 902 
(1894). 

64. Neither invention nor novelty is nega- 
tived by proof of the pre-ezistence of sugges- 
tion, as distinguished from practically available 
description ; and neither is disproved by show- 
ing, after the invention in question has been 
made known, that its object might be obtained 
by adapting and uniting some of the components 
of prior inventions in a manner and for a pur- 
pose which had not been contemplated. 'Dia- 
mond Match Ca v. Schenck, 71 Fed. Bep. 521 
(1895). 

(If suggestion furnishes all the fnfomiation neoesaary 
to enable the patentee to construct the improyement, 
the patent maybe invalidated. *PltUT. Hall (1861) > S 
Blatch. 229 (Judge Nelson). The entire invention must 
be suggested. *Gelluloid Iffg. Co. ▼. Chrolithion Ctollar 
& Cuff Co., 28 Fed. Rep. 897 (1885). 

Mere tuffgations are not sufficient to constitute an in- 
vention. They must leave nothing for the mechanic to 
do but to work out what has been suggested. Hall v. 
Johnson, 28 O. O. 2411, 0. D. 1888 (Marble, Com'r). Bee 
decision of United States supreme court in O'Beilly v. 
Morse, 16 How. 08.) 

V. EVIDBNOB OF EXTENBITE UbB. 

6& The general introduction and use of 
driven wells since the date of Green's patent 
strongly corroborate the supposition that their 
construction and mode of operation are based 
upon the application of some natural force not 
previously known or used. *£ame8 v. An- 
drews, 39 O. G. 1819, a a 1887. 

66. Where the manufacture under the pat- 
ent had been extensive for several years, where 
numerous licensee had been granted under it, 
where the hat manufacturer almost universally 
had recognized the validity of it, where prior 
suits had been settled by the defendants in 
such suits taking licenses, the acquiescence in 
the validity of the patent may be regarded as 
established. *Hat Sweat Mfg. Ckx v. Davis 
Sewing Machine Ck)., 41 O. G. 1278, a D. 1887. 

67. The circumstance that Shipman's ap- 
paratus immediately commended itself to the 
publio is persuasive that what he did by way of 
improvement was not such an obvious thing 
as to deprive it of the merit of invention. 



^^Shipman Engine Ca v^ Rochester Tool Works 
(limitedX 44 O. G. 1067, C. D. 188a 

68. The utility of the invention is inferen- 
tially established by large sales of the paiented 
article ^Schneider v^ Missouri Glass Co., 45 
O. G. 1069, C. D. 188a 

09. Public acceptance of an invention is per- 
suasivev and warrants a court in sustaining a 
patent if no anticipating structure is shown. 
*Chicopee Folding Box Ca v. Nugent, 41 Fed. 
Rep. 189 (1889> 

70. The popularity of a patented device, at- 
tested by large and rapidly increasing sales, is. 
an inducement to the court to lean towards a 
favorable construction of the patent *Steama 
V. Phillips, 48 Fed. Rep. 792 (1890). 

71. Where a patented improvement pos^ 
seesed such marked utility and so speedily and 
unrversally came into publio use as the Pull- 
man vestibule system, held, that the court 
should hesitate to declare the patent invalid 
for want of utility, because these circumstances 
tended strongly to prove invention. *Pull« 
roan's Palace Car Ca v. Boston and Albany 
a Ca, 58 O. G. 1255, C. D. 189a 

72. Facts that the Gately packing went at 
once into such extensive use as almost to super- 
sede all packings made under other methods, 
and that, although the cost of production was 
lees, the market price was higher for the Gately 
than the old packings, commented upon as 
evidence of novelty, value and usefulness. 
*Magowan v. New York Belting and Packing 
Ca, 67 O. G. 845, C. D. 1891. 

73. While in a doubtful case the fact that a 
patented article has gone into general use ia 
evidence of its utility, it is not conclusive even 
of that, much less of its patentable novelty. 
•McClain v. Ortmayer, 57 O. G. 1129, C. D. 1891. 

74. Where the question is upon the patent- 
able character of the invention, evidence that 
it had practically superseded all other devices 
of its kind and tending to establish novelty is 
not material Where there is no invention, 
the extent of use is not a matter of moment 
*Adams v. Ballaire Stamping Ca, 67 O. G. 1280, 
C. D. 1891. 

75. The facts that the Dnnlop tire was the 
first one to be commercially adopted, and that 
the first year after it was put on the market 
over one hundred thousand were sold in Great 
Britain, even if the question of patentable nov- 
elty were a doubtful one, would go far towards 
resolving that doubt in favor of the patentee. 
(Cases cited.) ^Featherstone v. G^rge R. Bid- 
well Cycle Ca, 58 Fed Rep. 118 (1892). 
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76. The allegation that an improvemeut 
claimed to be patentable was simple and per- 
fectly obvious is negatived by the fact that up 
to the time of its discovery a more expensive 
compound was in general use. Ex parte Som- 
mer, 58 O. G. 1265, G D. 1892. 

77. Where several inventors are striving for 
the same end and all of them fall just a little 
short of its attainment, the existence of that 
state of facts is practically conclusive evidence 
that he who attains the whole measure of suc- 
cess does so by doing something that was not 
obvious, and that involves patentable inven- 
tion. Ex parte Shannon, 69 O. G. 297, C. D. 
1892. 

78. The fact that a device has gone into ex- 
tensive public use is entitled to great weight 
in determining the question of patentable nov- 
elty. *Dederick v. Gardmer, 59 O. G. 790^ C. D. 
1892. 

79. Where there had been several unsuccess- 
ful attempts to produce a satisfactory article 
in the trade, and the plaintiff, who had been ex- 
perimenting with the subject for years, finally 
produced a device which when patented was 
at once largely adopted and went into and re- 
mains in general use, ?ield sufficient evidence 
of novelty and utility. *Gandy v. Main Belt- 
ing Ca, 59 O. G. 1106, C. D. 1892. 

80. Where the question of patentable nov- 
elty in a device sued upon is not free from 
doubt a general and extensive use by the pub- 
lic will incline the court to resolve the doubt 
in favor of the patent *Topliff v. Topliff, 69 
O. G. 1257, C. D. 1892. 

81. In determining what constitutes inven- 
tion and what is a "new and useful result," a 
"new function" or a "new sphere of action," 
the court will give weight to facts showing 
(1) that the improvement, though desired for 
years, was not secured until brought out by the 
patentee ; (2) that the product of the improved 
machine or process displaced wholly or in a 
great degree prior products ; (3) that while the 
prior products had been unsuitable from lack 
of cheapness .or adaptation the new product 
answered all reasonable requirementa- *Wat- 
son V. Stevens, 60 O. G. 1884, C. D. 1892. 

82. Where a complainant was an extensive 
manufacturer, engaged in the special trade to 
which the patent sued upon relates, yet testi- 
fied that he had held the patent for seven 
years but had never put upon the market a 
chair constructed to conform to it held of 
great weight in determining the question of 



"invention" from the standpoint of utility. 
♦Waite V. Robinson, 60 O. G. 1888, Q D. 1892. 

88. Large sales of a patented machine, while 
evidence more or less cogent of value and use- 
fulness, are not conclusive evidence of patent- 
able novelty and are of little weight when it 
appears that such sales are the result of active 
and energetic efforts by means of circulars and 
traveling agenta (McClain v. Ortmayer, 57 
O. G. 1129, 12 Sup. Ct Rep. 76, 141 U. & 427- 
429, followed) 'Fox v. Perkins, 62 O. G. 160, 
a D. 189a 

84. The fact that a machine is capable of 
doing more work and at less expense than 
prior devices, while persuasive^ is by no means 
decisive^ and is only available to turn the scale 
in cases of grave doubt respecting the validity 
of the invention. 'National Hat Pouncing 
Machine Ck>. v. Hedden, 63 O. G. 466, d D. 189a 

85. The fact that a patented article has gone 
into general use is evidence of its utUity, but is 
not conclusive of that, and still less of its pat- 
entable novelty. (McClain v. Ortmayer, 57 O. G. 
1129, 141 U. a 419. 425, and authorities there 
cited.) *Grant v. Walter, 63 O. G. 910^ G D. 

189a 

86. The fact that a patented device gains im- 
mediate popularity, meets with large sales, and 
stimulates the activity of business competitors 
to produce an equally useful and popular de- 
vice is an unsafe criterion in determining the 
question of patentability, and can at most only 
suffice to turn the scale in favor of the patentee 
when the question is one of doubt *Duer v. 
Ck>rbm Cabinet Lock Ca, 63 O. G. 1060, Q D. 
189a 

87. The popularity of a patented device may 
be the result of a more attractive appearance, 
a more perfect finish, more extensive advertis- 
ing, larger discounts in price, or greater energy 
in pushing sales, and even though due to greater 
usefulness or a particular demand for such a 
device at the time it is put upon the market 
such device does not necessarily contain any 
patentable feature of construction. *Id. 

88. Utility is established by sales which, since 
the adoption of the improvement claimed, have 
increased from three hundred to ten thousand 
or twelve thousand per annum. The patent 
seems to fall within the settled rule that where 
a number of persons have all been engaged in 
repeated, but unsuccessful, efforts to accomplish 
a certain result and one of them finally succeeds 
and secures a patent therefor, the courts will 
not be inclined to adopt such a narrow con- 
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Btrnction as would be fatal to the validity of 
such patent (Cases cited.) *Stahl v. Williams, 
64 Fed. Rep. 121 (1894). 

89. When the question is whether the pat- 
ented device exhibits patentable invention, the 
fact that it is has gone into general use and dis- 
placed other like devices is always of impor- 
tance and entitled to weight (Smith v. Good- 
year Dental Vulcanite Ca, 11 O. G. 246, 98 
U. S. 496.) *Keystone Mfg. Ckx v. Adams, 66 
O. G. 654, G D. 1894. 

90. Where the change in the patented hook 
is beneficial and embodies a new and better 
mode of operation; where numerous other 
patents have issued for hooks between the dates 
of invention of the alleged anticipating hooks 
and the patented hook, without its having oc- 
curred to those skilled in the art to make the 
change ; where the best of the prior inventions 
met with only moderate success, and where 
the patented hook has great utility, extensive 
public use, and marked commercial success, 
held, that these considerations are sufficient to 
resolve any doubt on the question of patent- 
ability in favor of the patentee. *Richardson 
v. Shepard, 67 O. G. 144, C. D. 1894 

91. A pipe-cutter was seemingly without 
patentable invention; but it was shown that 
sales thereof had increased from three thou- 
sand nine hundred and twenty-six in 1885 to 
ten thousand seven hundred and twentynaeven 
in 1891. There was nothing to show to what 
extent price, workmanship, liberal discounts to 
dealers and extensive advertising had contrib- 
uted to the success' in introducing the tool. It 
appeared, also, that an old form of cutter still 
remained in very general use, and that there 
was a strong competitor in another patented 
cutter. Held, that the increased use was not 
sufficient to show patentable invention. *Saund- 
ers V. Allen, 67 O. G. 1830, C. D. 1894. 

93. In a suit on a patent, when the other 
facts leave the question of invention in doubt, 
the fact that the device has generally displaced 
other devices of its kind on its merits, Tield to 
be sufficient to turn the scale in favor of in- 
vention. *Krementz v. S. Cottle Co., 69 O. G. 
241, C. D. 1894. 

98. While the patented article may have 
been popular and met with large sales, held 
those facts are not important when the alleged 
invention is without patentable novelty. (Cit- 
ing Duer V. Lock Co., 68 O. G. 1060, 149 U. & 
216.) *01in v. Timken, 69 O. G. 1861, G D. 
1894. 



94. Where the record shows that plaintifTs 
device was novel in construction, that it was 
useful, and that it went into immediate and 
general use, the appellate court cannot hold 
that the jury should have been instructed that 
there was no invejation therein. *Holmes v. 
Truman, 78 O. G. 448, G D. 1805. 

95. Extensive recognition by the public, 
large sales, and the fact that manufacturers 
have generally taken license under the patent 
are potential facts largely influencing the judg- 
ment of the court ♦Robbins v. Dueber Watch 
Case Mfg. Ca, 74 O. G. 965, C. D. 1896. 

96. The facts that a patented device was the 
first successful device and is of the greatest 
utility, and the further facts of long-continued 
use and public acquiescence, confirm the pre- 
sumption of invention in the patent and entitle 
it to favorable consideration. *A« B. Dick Ca 
V. Henry, 75 O. G. 1204, G D. 1896. 

97. Invention cannot be predicated upon 
popularity alone. *Ypsilanti Dress Stay Mfg. 
Co. V. Van Valkenburg, 76 O. G. 833, G D. 1896. 

98. Where the patentability of a device is 
not clear, extensive sales may resolve the doubt 
of patentability in favor of an applicant This, 
however, is an unsafe criterion and must be 
cautiously applied. Ex parte Flomerfelt, 76 
O. G. 2007, C. D. 1896. 

99. The fact that a machine has met great 
favor and general acceptance in the trade can 
have no persuasive force in view of the prior 
art which limits the claim simply to the exact 
combination specified. *Bowlett v. Anderson, 
76 Fed. Rep. 827 (1896). 

100. Extensive use is only to be considered 
evidence of invention in doubtful cases, and it 
loses its force when attributable to another de- 
vice used in connection with the alleged inven- 
tion and which was useful and popular. *Due- 
ber Watch Case Mfg. Co. v. Bobbins, 77 O. G. 
154, C. D. 1896. 

101. That an invention has readily overcome 
initial distrust and disfavor, has had a phe- 
nomenal growth, and has acquired widely-ex- 
tended mechanical and commercial success, are 
facts which testify powerfully to the novelty 
of the invention. *Dodge v. Post & Co., 78 O. G. 
839, C. D. 1897. 

102. The fact that the patentees are the first 
in an art in which there are many inventors 
and the fact that their device is the only one 
MOW used are significant of invention. *Fair- 
banks Wood-Rim Ca v. Moore^ 79 O. G. 514^ 
G D. 1887. 
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VI. EviDKNCE OF Result. 

108. A patent for a device or process used 
for one purpose cannot be patented to use in 
the same way for another similar purpose ; but 
where a new and useful result is produced 
thereby it is patentabla *Byerly v. Cleveland 
Linseed Oil Works, 81 Fed. Rep^ 78 (1887). 

104. Sbipman combined in effectual rela- 
tions an automatic regulator, which was not 
novel in itself, with the atomizers of earlier 
patents. This combination presents one test of 
patentable invention if it produced a new re- 
sult due simply to the combination. *Shipman 
Engine Co. v. Rochester Tool Works (Limited), 
44 O. G. 1067, C. D. 18da 

105. A change in the method of making an 
article of manufacture producing a different 
and beneficial result, although the difference 
consists Only in improving or cheapening the 
article, and the change and its advantages not 
having been seen or made by others interested 
in seeing and making it^ is sufficient evidence 
of invention to sustain a process patent ^Zins- 
ser V. Kremer, 48 O. G. 114, (X D. 188a 

106. A conceded difference of construction 
between the device claimed and the references 
cited, together with a clear advantage as a re- 
sult of it, constitutes patentable novelty. Ex 
parte Scriven, 67 O. G. 1128» Q D. 1891. 

10 7« When a change however minute is 
made which was not obvious and results in 
marked advantages* and when such a change 
has remained unmade for a considerable time^ 
in spite of inducements to make it by reason of 
its value, that is evidence approaching the con- 
clusion that cfaanse was not obvioua Ex parte 
Champney, eo 0.0. 1051, CX D. 1802. 

108. A combination producing a group of 
useful results held not to be anticipated by 
several prior combinations of some of the ele- 
ments, each producing some, but not all, of 
said results, the superiority of the patented 
device over tlie prior devices resulting not from 
any particular part or element^ but rather from 
the combination and arrangement of the parts 
as a whole. (Affirming 50 Fed. Rep. 542.) Illi- 
nois Watch Co. V. Robbins A Avery, 61 O. G. 
721, C. D. 1893. 

' 109. The fact that a device has utility and 
will perform that which no prior device will do 
is evidence of patentable novelty, and in a 
doubtful case will turn the scale in favor of 
the patentee. *Sayre v. Scott^ 63 O. G. 1818, 
C. D. 189a 

110. Simplicity in change of constructions 



does not negative patentability where the 
change produced a new and beneficial result 
never attained before. 'American Cable Ry. 
Ca V. Mayor, etc. of City of New York, 64 O. G. 
1008, G D. 1898L 

111. A change of form and proportions may 
be patentable where new result is produced. 
♦Front Rank Steel Furnace Ca v. Wrought 
Iron Range Ca, 72 O. G. 288, G D. 1895. 

112. Where ic appears that all the elements 
of the combination claimed in the patent are 
old, but a new and valuable result has been ob- 
tained, the safety and efficiency of the machine 
greatly enhanced, and the profits resulting 
from its operation greatly increased, held^ that 
the combination itself displays invention. 
♦United States Printing CJo. v. American Play- 
ing Card Ck>., 72 O. G. 1499, G D. 1895. 

118. A patent for the re-use of previously- 
cooled slag, which consists of remelting it with 
lime (or with silica, or with both) and then 
converting the mixture into mineral woo!, is 
not anticipated by processes which consist in 
using slag before it has cooled, for the same 
purpose, when it appears that the patentee was 
the first to use successfully previously-cooled 
slag and when it appears that his product 
is superior to the former product *W*estern 
Mineral Wool and Insulating Fibre Ca v. Globe 
Mineral Wool Ca, 77 O. G. 1127, G D. 1896. 

114. Simplicity does not negative invention, 
when a new and useful result is accomplished, 
where the process has clearly assisted in the 
manufacture of the product, and where, if the 
process were to be eliminated from public 
knowledge, loss to the public would result *Id. 

(" If a new and useful result Is produced, neither the 
simplicity of the structure nor the greater or leas amount 
of Invention or inteltect employed as an element are of 
importance in determining the Talidity of the patent. "" 
Teese v. Phelps, 1 McAll. 48, 

*' A change made in an old devioe, which though sim- 
ple is effectire, and produces a new and useful result, 
held to involye Invention.'* Bewing Madiine Oo. v. 
Frame, 84 Fed. Rep. 608.) 

VII. UxiLnr. 

115. The office is bound to raise the ques- 
tion of utility of an alleged invention in cases 
where natural laws and established principles 
are disregarded, for the reason that the law 
does not authorize the grant of letters patent 
except for novel and useful inventiona In 
such caseSk even if novelty were admitted, a 
patent would be withheld until applicant 
should demonstrate the operativeness of his de- 
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vica Ex parte statements or theoretical argu- 
ments are not sufficient ; applicant must prove 
by practical demonstration his assertions. Ex 
parte De Bau0set» 48 O. G. 1583, C. D. 188a 

116. The patent office is bound to take no- 
tice of the question of utility, and the grant of 
a patent is assurance to the public of the favor- 
able conclusion of the office thereon. Id. 

117. The patent for a "toy automatic race- 
course," used only for gambling purposes in 
saloons, bar-rooms and other drinking places, 
is not " useful " in the sense of the statute. The 
term ''useful" is applied to inventions which 
are of beneficial use in society in contradistinc- 
tion to those which are injurious to the morals, 
health or good order of society. (Following 
Bedford v. Hunt 1 Mason, 803.) 'National 
Automatic Device Ca v. Lloyd, 40 Fed. Rep. 
89 (1889). 

118. In an application for an inflatable uter- 
ine supporter the examiner required cancella- 
tion of a figure; on petition the commissioner 
said, in substance, that the case appeared to be 
presented and prosecuted in such an unseemly 
manner that the applicant was entitled to noth- 
ing. Therefore the application was ordered 
etrickea from the filea Ex parte Nelson, 58 
Ma D., Jan., 1896 (Seymour, Com'r> 

119. The degree of utility of a device is un- 
important in determining whether a device be 
patentable If the invention is not frivolous 
or prejudicial to the public and has any degree 
of usefulness, no matter bow slight the prac- 
tical utility, then within the meaning of the 
law it is useful and may be patented. Ex parte 
Sanche, 80 O. G. 185, C. D. 1897. 

ISO. The degree of utility is not a question 
for the patent office to arbitrarily determine 
The mere assertion of theorists that they do 
not believe that a device possesses utility can- 
not prevail against the evidence of reliable wit- 
nesses who have by tests demonstrated that it 
does possess such utility as is claimed for it Id. 

121. Letters patent for improvements in 
coin-controlled apparatus, held invalid for want 
of utility, as the only use to which the inven- 
tions have been put or applied is for gambling 
purposes. *Schultze v. Holtz, 81 O. G. 2249, 
C. D. 1897. 

12d. A statement in a verified answer that 
€omplainant*s invention is used only for gam- 
bling purposes in saloons and bar-rooms and 
cannot be used for any other purpose is suffi- 
cient evidence of want of utility, in the absence 
of testimony supporting the patent^ to over- 



come the prima facie case made by the patent 
itself. 'Id. 

(See MitcheU v. TUgham, 10 WalL 287, 5 O. G. £90, for 
definition of utility.) 

VIII. Burden of Pkoof on Applicant, 

123. Where an applicant for a patent upon 
a method of telephonic transmission, having 
described his apparatus, claimed in various 
forms of statement the method of reproducing 
articulate speech as well as other sounds by 
intermittent impulses of electricity, held, that 
the burden was upon the applicant to show, 
first, that his apparatus made and broke the 
circuit while operating to transmit speech ; and 
second^ that it was because of the make-and- 
break characteristic that articulate speech was 
reproduced ; and held, that if the first propo- 
sition had been established the applicant had 
failed to establish the second; and held, that 
the opinion of the experts of the office that the 
effect of reproducing speech was due to vary- 
ing pressure, the initial contacts having been 
established, and not to the ** fine staccato punct- 
uations or discontinuities," must prevail Ex 
parte Barney, 53 O. G. 1569, Q D. 189a 

124. The burden is upon the applicant to es- 
tablish, by proof that is clear and conclusive, 
the patentability of the invention as claimed. 
*Durham v. Seymour, Gom'r of Ffttents, 71 
O. O. 601, a D. 1895. 

125. In an application for a patent the onus 
of showing that all the conditions and provis- 
ions of the law have been fully complied with, 
making it appear that the inventor Is justly 
entitled to a patent under the law, and showing 
that the invention is sufficiently useful and im- 
portant to justify the issue of a patent, is upon 
the applicant *Drawbaugh v. Seymour, Ck)m*r 
of Patents, 77 O. G. 818, C D. 1896. 

IX. Novelty and Invention. 
(a) Jfew Use or Adaptation. 

126. The purpose, object and result of the 
application of heat in the method described in 
the patent differing from that before employed 
in the manufacture of other kinds of springs 
made such method patentable. *Cary v. Low- 
ell Mfg. Co. (Limited), 40 a G. 1289, G. D. 1887. 

127. The promotion of an old device to a 
new sphere of action, in which it performs a 
new function, involves invention, but the trans* 
fer or adaptation of the same device to a nm- 
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Uar sphere of action, where it perforins sub- 
stantially the same function, does not involve 
invention. * Western Electric Ca v. La Rue, 
65 O. G. 571, C. D. 1891. 

128. If an old device or process be put to a 
new use which is not analogous to the old one, 
and the adaptation of such process to the new 
use is of such a character as to require the ex- 
ercise of inventive skill to produce it^such new 
use will not be denied the merit of patentabil- 
ity. *Ansonia Brass and Copper Ca v. Elec- 
trical Supply Ca, 58 O. G. 1692, C. D. 1892. 

129. It is not suflScient to constitute antici- 
pation that the device relied upon might by 
modification be made to accomplish the func- 
tion performed by the patent in question if it 
were not designed by its maker, nor adapted, 
nor actually used for the performance of such 
functions, rroplifl v. Topliflf, 59 O. G. 1257, 
C. D. 1892. 

(See, also, Westinghouse t. New York Air Brake Co., 
69 Fed. Rep. 581; Telephone Co., 67 Fad. Rep. 842; New 
Departure Bell Co. ▼. Bevin Bros. Mfg. Co., 64 Fed. Rep. 
869, 1896.) 

180. An adaptation of an old machine to the 
new purpose which was proposed almost simul- 
taneously by three distinct and independent 
parties by an alteration of mechanism slightly 
different structurally, but the same in princi- 
ple in each case, is evidence that such change 
was obvious and did not involve invention. 
♦Bromley Brothers Carpet Factory v. Stewart, 
61 O. G. 1481, C. D. 1892. 

131. Where the novelty of an invention re- 
sides in the particular form adopted, it is not 
negatived by prior structures in another art 
which are not capable of doing its work, though 
afterward, in the light of that invention, they 
can be modified to perform its function. 
♦Knickerbocker Ca v. Rogers, 67 O. G. 1448, 
C. D. 1894. 

133. When re-adaptation — a decided change 
of form — is essential to success of a machine 
in its changed use, invention is inferable. ♦Id. 

133. The patentee sewed the edges of cellu- 
loid sheets between leather bindings so that 
they were held by the stitches. It was a dis- 
covery that they could be thus sewed and held. 
This does not appear to be a merely mechan- 
ical double use, but a new use brought about 
by contrivance, experiment and adaptation. 
Such use held patentable (Citing Potts v. 
Creager, 155 U. S. 597, 15 Sup. Ct 194.) ♦Col- 
lins V. Gleason, 68 Fed. Rep. 915 (1895). 

184. The bringing together, adapting in size, 
proportion and relation, and so inclosing parts 



as to form a tool capable of guidance by the 
hand in drilling, involves invention over prior 
like parts operating by steam or air in engines 
of various sorts. (Citing Potts & Ca v. Crea- 
ger, 155 U. S. 597.) ♦American Pneumatic Tool 
Co. V. Fisher, 69 Fed. Rep. 831 (1895). 

135. Where the alleged novelty consists in 
transferring a device from one branch of in- 
dustry to another, the answer depends upon a 
variety of considerations. In such cases we 
are bound to inquire into the remoteness of re- 
lationship of the two industries ; what altera- 
tions were necessary to adapt the device to its 
new use^ and what the value of such adapta- 
tion has been to the new industry. If the 
transfer be to a branch of industry but re- 
motely allied to the other, and the effect of 
such transfer has been to supersede other meth- 
ods of doing the same work, the court will 
look with a less critical eye upon the means 
employed in making the transfer. ♦Potts & 
Co. V. Creager, 70 O. G. 494, C. D. 1895. 

(In this important case, upon newly-discovered evi- , 
dence, a new trial was granted by the circuit court 
without leave obtained from the supreme court, and 
the patent declared invalid. (See 80 O. G. 186. C. D. 
1807.) The case was again taken to the supreme court 
and the action of the circuit court criticised as unau- 
thorized and irregular, and as good ground for maiv- 
damus. See " Mandamus; " In re C. & A. Potts & 0>., 
78 O. G. a(W7, C. D. 1897.) 

136. Combinations of parts in a clay-disin- 
tegrator are not anticipated by a cylinder with 
cutting-blades in its periphery for grinding ap- 
ples, nor by a cylinder for preparing paper, nor 
for polishing wood, nor by such like devices in 
other arts which were not used for a purpose 
analogous to that in the patent nor operated 
in the subject-matters in a way like that of the 
patented apparatus. *Id. 

187. Where the devices alleged to anticipate 
the patented device were not designed to 
meet nor subjected to conditions analogous to 
those of the patented thing, held, that such 
prior structures did not anticipate the patented 
devica *National Meter Ca v. Thompson 
Meter Co.. 70 O. G. 925, C. D. 1895. 

138. Where the divergence between the uses 
of two devices is so radically extreme^ the con- 
ditions so radically different, and the difficul- 
ties so peculiar to the one that the adaptation 
of what was useful in one sphere to use in an- 
other would possibly require more inventive 
faculty than the creation of something novel 
in itself, the new adaptation is not double use, 
(Potts V. Creager, 70 O. G. 494, 155 U. & 607^ 
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cited.) *rawB & Hartman v. Laughlin & Ca, 
Limited, 73 O. G. 287, G D. 1895. 

189. A new oombination and arrangement 
of old parts, whereby spinning-Bpindles in- 
stead of running in rigid bearings are flexibly 
mounted on the rails, so as to allow of greatly- 
increased speed of revolution,* field to involve 
invention and not to be anticipated by the use 
of similar devices in centrifugal machines for 
diying sugar or creaming milk. The two de- 
vices are so different in size, structure and uses 
to which they are adapted that it is not a case 
of double usa (Potts & Ckx v. Creager, 70 O. G. 
494, 15 Sup. Ct 194, 155 U. a 607, applied) 
♦Taylor v. Sawyer Spindle Ca, 77 O. G. 462, 
a D. 1896. 

140. Uoder the decision in Potts v. Creager 
(70 O. G. 494, 155 U. S. 597). power picks and 
plows are not anticipations for a mining ma- 
chine, since they do not belong to related arts. 
♦Independent Electric Ckx v. Jeffrey Mfg. Co., 
78 O. G. 797, a D. 1897. 

, 141. Novelty is not negatived nor overcome 
by showing prior construction of a similar thing 
for a wholly different and foreign use not sug- 
gestive of the particular use to which the pat- 
ented invention is applied. (Cases cited.) ♦Kin- 
near & Gager Ckx v. Capital Steel-Metal Co., 81 
Fed. Rep. 491 (1897). 

142. A patent for a panel or ceiling section 
stamped from sheet-metal plates cannot be de- 
feated by showing a continuous sheet in a bird- 
cage bottom, or tea-tray, coal-vase cover, etc. 
The only resemblance is in the merest outline 
of form, and there is not the slightest resem- 
blance suggested in the end accomplished, or 
in the uses to which the two things are ap- 
plied. ♦Id. 

148. An invention, whether original or an 
improvement^ is not anticipated by a thing 
which was in its original form and use neither 
designed, adapted nor actually used to perform 
the same function; nor by showing a prior 
construction of a similar one for a wholly dif- 
ferent and foreign use. (Cases cited) ♦Id 

144. An old device or process put to a new 
or non-analogous use, and the adaptation to 
the new use requiring the exercise of inventive 
skill, patentability is involved ♦Ansonia Brass 
& Copper Ca v. Electrical Supply Ca, 144 U. a 
11, 12 Sup. Ct 601. 

(b) Process amd Method. 

145. Where a process is capable of being car- 
ried on by a variety of apparatus, the validity 
of the claim is not affected by the want of 



novelty in the apparatus if the process is new 
and produces a new result ♦New Process Fer- 
mentation Ca V. Maus, 89 O. G. 1419, C. D. 1887. 

146. A process may be patentable irrespect- 
ive of the particular form of instrumentalities 
used ♦Eastern Paper Bag Ox v. Standard 
Paper Bag Co., 41 O. G. 281, a D. 1887. 

147. The omission of one step of an old pro- 
cess with improved result constitutes a new 
proces& ♦Lawther v. Hamilton, 42 O. G. 487, 
C. D. 188a 

148. Where the new process requires greater 
care, or even greater skill, on the part of the 
workmen than formerly, it does not change its 
character as a process or materially affect its 
utility. ♦Id 

149. Where it appeared that the process em- 
braced in applicant's claim was such that it 
could be performed by certain machines other 
than that disclosed in his application, that it 
could be performed by hand, and that the said 
process was invented before the machine which 
which carried it out, held^ that such process 
was patentable and was not the mere function 
of the machine, regardless of the fact that ap- 
plicant has an application pending covering 
the machina (Following Ex parte Toung, 46 
O. G. 1685.) Ex parte Kerr, 53 O. G. 919, C. D. 
1890. 

150. If one of the steps of a process is novel . 
for the purposes in hand, it gives novelty to ^ 
the process considered as a whola Ex parte 
Kalteyer and Bartholomew, Jr., 57 O. G. 1127, 

C. D. 1891. 

151. Where the essential feature of the im- 
provement is the method of manufacturing 
structural material by working the material 
from the center toward the ends consists in 
operating upon all parts of the cross-section of 
the materisJ at every pass, and the best mode 
of applying the improvement is explained in 
connection with the applicant's machine for 
rolling structural material, and the references 
only indirectly disclose methods for shaping 
round and convex forms in the art of rolling 
iron bars, }\aW^ that the method is not the mere 
function of applicant's machine nor a discre- 
tionary variation of the well-known practices 
indicated by the references. Ex parte Butz, 67 
O. G. 677, a D. 1894 

152. Passing upward through falling im- 
purities and flour commingled a current of air 
purified by centrifugal action, then subjecting 
the dust-laden air to centrifugal action, and 
finally passing the air so purified back to be 
used again and again in the same series of 
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steps» all in oloeed chambers and conduits, con- 
stitute a true procesa Ez parte Holt^ 68 O. G. 
636, C. D. 1894. 

158. Such process is patentable over one con- 
sisting of the same steps except that the puri- 
fication of the dust-laden air is effected by the 
agency of a setting-chamber in place of a vor- 
tex-chamber. Id. 

154. It is patentable over a process consist- 
ing of the first and second steps followed by 
the discharge of the purified air in the mill 
instead of its use over and over again in a 
closed circuit Id. 

155. It is patentable and is not the mere 
function of a machine, although but one ap- 
paratus is known or suggested for carrying the 
process out, and that the one patented to this 
applicant) the process and the apparatus hav- 
ing been originally in one and the same appli- 
cation. Id. 

156. The cooking of various grains and 
crushing or otherwise breaking or dividing 
while in a soft state were old and well-known 
processes. The patentee prepared peas by 
cooking them, and flattening them while moist, 
without breaking them, thus changing their 
normal shape and preserving their individu- 
ality. Patent held valid. *Everett v. Haulen- 
beck, 68 Fed. Rep. 911 (1895). 

157. Processes of manufacture which in- 
volve chemical or other similar elemental ac- 
tion are patentable, though mechanism may be 
necessary in the application or carrying out of 
such processes. ^Risdon Iron and Locomotive 
Works V, Medart, 71 O. G. 751, C. D. 1896, 158 

u. aea 

158. Where mechanism to carry out a pro- 
cess is subsidiary to the chemical action, heldf 
that the fact that the patentee may be entitled 
to a patent upon his mechanism does not im- 
pair his right to a patent for the process, since 
he would lose the benefit of his real discovery, 
which might be applied in a dozen different 
ways, if he were entitled to such patent *Id. 

159. A process of reducing fibrous sheets to 
a soft and pliable condition by first moistening 
and then pounding the sheets while in a moist 
condition is not a mere mechanical process or 
an aggregation of functions within the limita- 
tion announced by the supreme court in the 
•case of Risdon Iron and Locomotive Works v. 
Medart (71 0. G. 751, 168 U. S. 68). The moisten- 
ing of the sheets and the treatment in a 
moistened condition is more or less chemical 
in its character. 'American Fibre Chamois Ca 
V. Buckskin Fibre Ca, 76 O. G. 883, C. D. 1896. 



100. A process of spotting tobacco lea vest 
whereby they resemble Sumatra tobacco leaves* 
held to be a useful invention or discovery and 
entitled to a patent Ex parte Rickard & Long» 
62 Ma D., July, 1887 (Butterworth, Com'r). 

(c) Patiictdar Cases. 

161. Wooden troughs with a covered fioat 
and valve at one end were old, and iron troughs 
with a standing supply-pipe and an overfiow 
were old. The trough of complainant having 
a supply-pi]: e and an incased valve and float so 
arranged that the inflow of water came from 
the bottom of the trough through openings in 
the case involved patentable invention. *North 
American Iron Works v. Fiske, 89 O. G. 1086, 
C. D. 1887. 

162. The problem which confronted the pat- 
entee he solved by simple means, it may be^ 
but successfully and with highly beneficial re- 
sult& The problem was new, and its success- 
ful solution was not obvious. *Hu8sey Mfg. 
Ca V. Deering, 40 Fed Rep. 87 (1889). 

168. The substitution in an evaporating ap- 
paratus of comparatively short parallel tubes 
for the old coils of plpe^ and the addition of a 
separating-chamber into whioh they discharge 
both the liquid and vapor, with provision for 
an equal supply to each of the tubes, together 
with other changes from the old devices of 
less consequence^ declared to constitute pat- 
entable novelty. *8ugar Apparatus Mfg. Ca 
V. Yaryan Mfg. Ca, 68 O. G. 990, C. D. 189a 

164. Steel springs made of flat sheet steel 
have been used in a manner to give a tortional 
spring action. Held, that they did not antici- 
pate spiral springs which operate on a straight 
line, tilt or draw, and have a regular yield. 
The two springs belong to different classes, and 
the flat spring has not been successful *Rocker 
Spring Co. v. Flinn (six cases), 46 Fed. Rep. 109 
(1891). 

165. The difference between plaintiff's wick 
carrier and all others produced is small, but it 
is an essential and useful difference, and there- 
fore patentabla *Wilson v. Ansonia Brass & 
Opper Ca, 48 Fed. Rep. 681 (1891). 

166. The use of a coiled spring in an angler's 
fly-book for holding the flies is not anticipated 
by a leaf spring adapted to hold one fly each. 
It performs new and useful functions in its 
new relation. Bray's fly-book has displaced the 
old ones by reason of its superiority. *Bray v. 
United States Net and Twine Ox, 70 Fed. Repi 
1006 (1895). 
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167. A foot-board in a row-boat curved up- 
ward at an angle of about forty-five degrees, 
held to be a patentable invention, despite the 
common practice of turning up or curving 
of foot-rests, in view of the facts that what 
the patentee accomplished by this simple ex- 
pedient bad not occurred to other experiment- 
ers, and that it came into general use after it 
had been suggested by him. *Davi8 v. Park- 
man, 71 Fed. Rep. 961 (1895). 

168. The Brown and Stillman patent Na 
488,494, dated December 20, 1893, for a pneu- 
matic tire containing an inflatable tube and 
made inextensible circumferentially by means 
of circumferential reinforcements along two 
lines within the edges and above the bottom of 
the groove, whereby the tire is made to seat itself 
on inflation and the necessity for mechanical 
connection with the rim is obviated, construed 
as to the first claim, which is held to show pat- 
entable invention aud to be infringed by the 
Moomy patent, No. 513,617, of January 90, 1894. 
* American Dunlop Tire Ca v. Erie Rubber Ca, 
74 O. G. 963. G D. 1896. 

169. A construction which consists in giving 
the holes in a gas-heater a downward inclina- 
tion, when such construction is attended by 
greater efiiciency, is patentable over the prior 
art, which consisted in the use of holes with a 
horizontal or with only an accidental inclina- 
tion. *Taylor Burner Ca (limited) v. Diamond, 
76 O. G. 477, C. D. 1896. 

170. Upon the evidence, the device is not 
worthless ; and if it be said the results obtained 
are due to tbe imagination of the patient, it 
may be replied as in Ex parte Kram, 36 MS. D. 
424, that " if some scientist will devise some 
way or means of working on the imagination 
so as to cure ph3:8ical disease he will be a pub- 
lic benefactor and this office will be prompt to 
issue a patent, if his invention has the element 
of novelty." Ex parte Sanche, 61 MS. D., June, 
1897 (Butterworth, Com'r). 

171. Though the only difference in the 
methods of producing a knitted fabric consists 
in the use of a single different yarn, the two 
fabrics, being articles of manufacture, may be 
patentaUy distinct *Hanifen v. Eb H. God- 
ehalk Co., 70 O. G. 610. C. D. 1897. 

1 7S. The substitution for a wheel-rim made of 
a single piece of metal of a laminated rim made 
of a series of sections so constructed as to form 
a compact, durable, symmetrical and highly 
efficient structure involved inventioa *Fair- 
banks Wood Rim Ox v. Moore^ 79 O. G. 614, 
G D. 1897. 



1 78. A cylindrical journal-bearing provided 
with a conical journal obliquely placed, so that 
the surfaces of the two have a line of contact, 
is patentable over a ball-and-socket bearing in 
which there is but a point of contact, and a 
claim therefor does not express merely the 
function of the nuichina *Gates Iron Works 
V. Eraser & Chalmers, 79 a G. 2015, C. D. 
1897. 

174. Though a chuck at first sight seems to 
present nothing beyond a simple duplication of 
an old chuck, the fact that the single chuck 
was used for many years, while a need was 
felt for something to do the work which the 
double chuck now performs, and the further 
fact that defendants as soon as they heard of 
the improvement adopted it, are sufficient to 
establish original conception on the part of the 
inventor and not mere skill *Gindorff v. Deer- 
ing & Ca, 80 O. G. 658, C. D. 1897. 

X. NovELTT Without iNVKiimoN. 
(a) Aggregation. . 

(For authoritative definition of "aggregation** see 
decision of U. S. Sup. Ct. in Hailes v. Van Wormer, 5 
O. O. 89, 20 Wall. 863; also, Reckendorfer ▼. Faber, 10 
O. O. 71, C. D. 1876; Piokeiln^ ▼. UcCullough, 21 O. G. 
78,104U. 8. 810.) 

175. Simply transferring the well-known 
fuel-magazine from an outstanding base-burn- 
ing stove to a fire-place heater, when each of 
the i)arts performed the same functions and 
operated in the same way as in the old rela- 
tion, produces an aggregation of old elements, 
and does not possess patentable novelty, 
rrhatcher Heating Ca v. Burtis» 89 O. G. 587, 
C. D. 1887. 

176. Where two old and well-known devices 
are brought into juxtaposition, and each con- 
tinues to perform its old function, without any 
new result issuing from their united action, no 
patentable combination Is produced. *Do8h v. 
A. J. Medlar Ca (Limited), 40 O. G. 1242, C. D. 
1887. 

177. Where there was merely a good selec- 
tion from among known joints and involved 
good workmanship and apparently nothing 
more, there was no patentable invention. *Bab- 
cock & Wilcox Ca v. Pioneer Iron Works, 48 
O. G. 756, G D. 1888. 

178. A convenient arrangement of old oper- 
ative parts, each part doing in the combination 
what it had done before, is but an aggregation, 
and not a patentable combination. 'Jones v. 
aow, 89 Fed. Rep. 785 (1889). 
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179. An old oil reservoir with an old coil- 
burner and an old fire-pot mounted upon it» by 
which arrangement of such old parts together 
a more portable and convenient heater is pro- 
duced, does not form a patentable combination 
since no new result is produced *Id. 

180. The mere aggregation of processes, each 
accomplishing independent of the other its 
well-known result, is not patentable, any more 
than a mere aggregation of mechanical devices. 
Ex parte Gent, 41 Ma D. (1 G. W. D.), Nov., 
1889 (Mitchell, Com'rX 

181. A claim consisting of a number of ele- 
ments which do not co-act to produce a new 
and useful result is a mere aggregation and not 
a patentable combination. *Brinkerhoff v. Aloe, 
46 O. G. 338, C. D. 1889. 

182. Where several old elements are so com- 
bined as to produce a better instrument than 
was formerly in use, but each of the old ele- 
ments does only what it formerly did in the in- 
strument from which it was borrowed and in 
the old way, Jield, that the combination is not 
a patentable ona *Id. 

183. Where the joint operation of mechan- 
ical parts, old in themselves, when combined is 
the same as and only that of their separate op- 
eration in the older machines, there is no pat- 
entable combination, although there may be 
some convenience in bringing these parts to- 
gether and making a more compact machine. 
Such change is merely mechanical, and does 
ndt rise into the realm of invention. *Ide v. 
Ball Engine CJo., 49 O. G. 283, C. D. 1889. 

184. An alleged combination which consists 
in a mere aggregation of parts, each to perform 
its separate and independent function substan- 
tially in the same manner as before combina- 
tion with the other and without contributing 
to a new and combined result, is not patentable. 
♦Watson V. The Cincinnati, Indianapolis, St 
Louis & Chicago Ry. Co., 49 O. G. 1843, C. D. 1889. 

185. Claims which cover merely placing sev- 
eral apparatus side by side, and connecting 
them in substantially the same manner as had 
previously been done with analogous appara- 
tus, a pump to cause a flow of liquid from one 
to another being the only new element, do not, 
even though the individual apparatus had a 
special fitness for such connection, cover pat- 
entable novelty. *Sugar Apparatus Mfg. Ca 
V. Yaryan Mfg. Co., 52 O. G. 920, C. D. 1890. 

186. The patent was for a corset that in- 
volved nothing original in the construction of 
its parts, nor in their relation to one another, 



nor any change in the function of any one of 
them ; the combination of them produced no 
original mechanism or device. *Florsheim v. 
Schilling, 53 O. G. 1737, G D. 1890. 

187. Inasmuch as the angle-door of the pat- 
ent in suit was an old contrivance, and as locks 
and bolts upon doors were old, field, that the 
combination of it with the safe lock or bolt I, 
claimed in claim 1, was not new or patentable. 
Held further, that the combination of an angle- 
door with a lock of any kind was not a patent- 
able invention, even though the particular lock 
had not before been put upon an angle-door. 
♦County of Fond du Lac v. May, 53 O. G. 1884, 
C. D. 1890. 

188. Inasmuch as the mechanical operation 
and effect of the patented devices were the 
same, whether there was a grating or other 
barrier or not, held, that there was no patent- 
able combination between the devices and the 
grating. The case was one of mere aggrega- 
tion. *Id. 

189. Held, that so far as the grating was 
sought to be made an element in the combina- 
tions of claims 8 and 4 it was not an element of 
the mechanism. It was no part of the ma- 
chine and had no effect upon its operation. *Id. 

190. Where in a suit for infringement it ap^ 
peared that all the elements of the claims of 
the patent in suit were to be found in various 
prior patents — some in one patent and some 
in another, but all performing like functions 
in well-known inventions having the same ob- 
ject as the patent in suit — and that there was 
no substantial difference between a certain old 
and well-known metal-cutter and the patent- 
ee's cutter, except in the configuration of their 
molded surfaces, held, that such a combination 
of old elements did not constitute patentable 
invention. Held further, that said difference 
in configuration was not a patentable differ- 
ence, even though the one cutter was used in 
the metal art and the other in the leather art 
*Busell Trimmer Co. v. Stevens, 53 O. G. 2044, 
C. D. 1890. 

191. There is no invention in aggregating 
in a single vendible commodity magnesium 
adapted to use for fiash-light purposes and put 
up in a case or shell and a time-fuse attached 
to said case or shell for communicating fire to 
the magnesium. The improvement may pos- 
sess commercial advantages, but it lacks the 
quality of invention. Ex parte White, 54 O. G. 
387, C. D. 1891. 

192. A combination of old elements, when 
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no new function is performed by the combina- 
tion, is a mere aggregation, and hence not pat- 
entable. *nnion Edge Setter Ck>. v. Keith, 65 
O. G. 285, G D, 1891. 

193. An aggregation of old devices, each 
working out its own ofQce without securing 
some new and useful result as the joint prod- 
uct of the combination, does not constitute a 
patentable invention. (Quoting Hailes v. Van 
Wormer, 5 O. G. 89, 20 Wall 353, and Picker- 
ing V. McCuUough, G D. 1882, 28, 104 U. S. 
810.) *Adams v. Bellaire Stamping Ca, 67 
O. G. 1280, G D. 1891. 

194. A claim for a combination of old ele- 
ments producing no new and useful result, 
each element having no essential change of 
individual structure or function, is invalid. 
'American Cable Ry. Ca v. City of New York, 
66 Fed. Rep. 149 (1898) ; *Deere & Ca v. J. L 
Case Plough Works, 56 Fed. Rep. 841 (1898). 

195. The claim for the combination of an 
oven and an air-pump for working the process' 
examined and found to be for an aggregation. 
Ex parte Rudd, 68 O. G. 585, G D. 1894. 

196. The state of the art disclosed that a 
cylindrical guide, a trough-like connection, and 
a combination of flat guides and trough each 
was old. Held, that claim 2, which covers 
a combination of the cylindrical guide and 
trough-like connection, is void, as covering a 
mere aggregation, or, if the combination is su- 
perior to the old one, it is a difference in de- 
gree, not rising to the dignity of invention. 
•Wright V. Yuengling, 69 O. G. 689, G D. 
1894 

19 7. The patentee made a convertible dredger 
adapted to use either a scoop or a clam-shell 
bucket The parts do not, however, co-operate 
by contributing to a common end. The func- 
tion and operation of the machine, where either 
bucket is attached, is exactly the same as it 
would be if the means for attaching the other 
bucket were not present It is simply an ag- 
gregation, although it is true that there may 
be a true combination in which different parts 
perform different and separate functions, but 
all require a new result or an old result in a 
new way. *Osgood Dredge Ca v. Metropolitan 
Dredging Ca, 69 Fed. Repc 620 (1895). 

198. An assemblage of old elements concert- 
ing no new and useful result is not a combina- 
tion. *Palmer v. Coming, 70 O. G. 1497, G D. 
1895. 

199. So long as each element performs some 
old and well-known function the result is not 
a patentable combination but an aggregation 



of elements. The multiplicity of elements may 
go on indefinitely without creating a patent- 
able combination unless by their collocation a 
new result be produced. *Richards v. Chase 
Elevator Ca, 71 O. G. 1456, G D. 1895. 

200. The use in the same wire band of two 
features separately old in wire bands to effect 
the identical functions performed separately 
by each of them in the prior devices, held not 
to constitute patentable novelty. Griswold v. 
Seymour, Com'r of Patents, 78 O. G. 482, G D. 
1897. 

201. A twin wire "dress stay " for stiffening 
women's gowns with water-proof materials is 
anticipated by steel stays covered with rub- 
ber and twin stays covered with textile mate- 
rial, and steel stays enveloped in celluloid or 
rubber and sewed to the garment The form 
of the stay was old, the materials were old, and 
in bringing them together as described no new 
characteristics nor capacity were developed. 
*Janowitz v. Levison. 82 Fed. Rep. 63 (189^ 

(b) Arrangement, 

202* The reversal of a tongue and its recess 
in the same kind of a structure, even if pro- 
ductive of an improved, but not a new, result, 
does not require patentable invention. *Sax v. 
Taylor Iron Works, 40 O. G. 118, C. D. 1887. 

208. The invention being a book spaced for 
each bond, and its coupons in proximity when 
paid, with appropriate descriptive matter, and 
an earlier invention being a book with no place 
for the bonds, and adapted for the arrangement 
of the coupons in the order of payment instead 
of in groups, there was no invention in the spe- 
cial arrangement of the bonds and coupons 
together. *Munson v. City of New York, 43 
O. G. 1061, G D. 188a 

204. The defendant's entire machine is sim- 
ply a re-arrangement of the Gray combination 
for the obvious purpose of an attempt to avoid 
his patent The result attained by both com- 
binations is the same. The means adopted to 
attain such result differ only in the location of 
the several elements and such dependent dif- 
ferences as are made necessary by such change 
of location. ^Consolidated Roller Mill Ca v. 
Coombs, 48 O. G. 255, G D. 1889. 

205. Where certain parts of a water-tight 
shoe were old, a simple change in the form and 
arrangement of such parts, subserving the same 
purpose as like parts of shoes constructed under 
earlier patents and without causing any new 
function to be performed, does not constitute 
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inyention. *Burt v. Evory, 50 O. a 12M, G. IX 
1890. 

206. In a water-heating apparatus the ar- 
rangement of vertical pipes over instead of at 
the side of the fire does not constitute patent- 
able novelty, and varying the length of these 
pipes so as to avoid interfering with the fuel- 
space is an obvious change for an obvious pur- 
pose and does not amount to invention. Ex 
parte Garland, 58 O. G. 278» a D. 1892; 

207. The only real difference between the 
devices in the prior state of the art and the 
patent is that in the patent two cooking-tanks 
were so arranged that each should be partly 
over the storage-heater, whereas in the prior 
art there was only one cooking-tank placed 
imn&ediately over the storage-tank, the ad- 
vantage of the arrangement in the tanks in 
the patent being the use of one storage-heater 
for two cooking-tanka Held, that such new 
arrangement was not invention, but only an 
economical re-arrangement, such as would 
have suggested itself to any one with a slight 
knowledge of the art *Vaile v. Buckeye Iron 
and Brass Works, 68 O. G. 1965, C. D. 1893. 

208. Wooden bearings in excelsior machines 
being old, there is no patentability in a wooden 
bearing in such machine placed therein so that 
the grain of the wood will run vertically with 
the line of motion of the journal instead of at 
right angles thereta *Johnson v. Olsen, 08 
O. G. 1146, C. D. 1894 

209. There is no invention in setting the 
knives of a outter-head at the precise angle of 
forty-five degrees. *Caverly v. Deere, 73 O. G. 
1711, a D. 1895* 

210. In the patent the tool-holder is station- 
ary and the chuck movable; in the defend- 
ant's machine the chuck is stationary and the 
tool-holder movable. This reversal involving 
no change in the principle of operation nor in 
the result, held, that the two forma were sub- 
stantially the same thing. *Societ6 Anonyme 
Usine J. Cleret v. Rehfuss, Same v. Selig, 75 
Fed. Rep. 657 (1896> 

(c) Composition of Matter, 

211. When a mechanically-combined ma- 
terial composed of particular ingredients is 
old, a person who has merely altered the pro- 
portions of ingredients or the process of com- 
bining them has not discovered a new compo- 
sition of matter in the sense of the patent law. 
To be a new composition of matter the product 
must have some distinctly new property or be 



applicable to some new use. *Van Camp v* 
The Maryland Pavement Ca, 48 a G. 884 C. D* 
188& 

212. It is difiScult to find invention in mix-" 
ing or putting together in a dry state two ma- 
terials, it being old to mix the same materials 
during the process of manufacturing or brew- 
ing^ *Geis V. E:imber, 44 O. G. 108, C. IX 
1888. 

218. A remedial compound which is nothing 
more than such a compound of medicinal 
agents as could be made by the exercise of the 
skill of a physician is not patentable. Ex 
parte Crippen, 48 Ifa Di (9 G. W. D.), May, 
1890 (Fisher, Ass't Com'r). 

(d) Degree. 

214. A mere carrying forward or more ex- 
tended application of an original idea — a mere 
improvement in degree— is not invention. 
•Burt V. Every, 50 O. G. 1894, C. D. 1890. 

215. The improvement of the patent in suit 
over the features of the earlier patents declared 
to be only an improvement in degree and 
therefore not patentable *Bus8ell Trimmer 
Ca V. Stevens, 58 O. G. 2044^ Q D. 1890. 

216. The mere carrying forward of an orig- 
inal conception, resulting in an improvement 
in degree simply, is not invention. •Consoli- 
dated Roller Mill Oa v. Walker, 64 O. G. 1415, 
C. D. 1891. 

217. Where the patent covered an improve- 
ment which was simply a slight advance over 
the corresponding device which had been in 
public use for over two years, covering a mere 
superiority in workmanship or finish over the 
same, held, that something more was required 
to support a patent *International Tooth 
Crown Ca v. Gaylord, 65 O. G. 865, C. D. 1891. 

218. The knives of the cutter-head were set 
at an angle, or between forty-five and eighty - 
five degrees, but " the change was only in de- 
gree and consequently not patentable.'* (Guidet 
V. Brooklyn, 106 U. S. 550.) *Caverly v. Deere, 
52 Fed. Rep. 758 (1892). 

219. Cutter-heads with knives set with some 
degree of angularity were known and in use 
long prior to the alleged invention by Caverly, 
and the change to an angle of forty-five de- 
grees is such as any skilled mechanic could 
make, and did not involve invention. *Id. 

220. A device which is an improvement upon 
a pre-existing one must, in -order to be patent- 
able, contain a new idea and perform some 
new function, and not present changes of de- 
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gree only. *William8 ▼. The Goodyear Metallic 
Rubber Shoe Ckx, 58 O. G. 1257, C. D. 189a 

221. Where the cross reeling and lacing in 
the skein of the patent perform substantially 
the same function in substantiaUy the same 
way as in the earlier skeins, but at a later and 
different stage or condition of the silk thread 
forming the skein, kdd, that the improvement 
constitutes, simply, a mere carrying forward 
or extended application of the original device 
with the change only in degree, but doing sub- 
stantially the same thing in the same way by 
substantially the same means with some better 
results, and that it is therefore not patentable. 
(Smith ▼. Nichols, 21 Wall 112.) •Grant v. 
Walter, 88 Q G. 910, O. D. 189a 

822. A combination superior to an old one, 
but one differing in degree only, does not rise 
to the dignity of patentable invention. *Wright 
▼. Yuengling, 69 O. G. 689, Q D. 1894. 

228. It is not sufficient that the patentee has 
produced a better or more merchantable article, 
but there must be some invention in the article 
itself. 'Andrews v. Thum, 72 O. G. 899, Q D. 
1895. 

224. Though the patentees may have pro- 
duced a more perfect counter-die than their 
predecessors, if they have added no novel mech- 
anism and no new principle of operation they 
have produced no new product of a creative 
mental conception. 'National Folding Box and 
Paper Ca v. Stecher Lithographic Ca, 78 O. G. 
1253, C. D. 1897. 

225. It involves only the exercise of ordinary 
faculties to vaiy the temperature required in a 
certain process in which heat is essential, even 
when this variation is great *Musgrave and 
Nye V. Ck>mmiB8ioner of Patents, 78 O. G. 2047, 
C. D. 1897. 

(e) Double or Analogous Use. 

226. A difference in location is immaterial 
where the function performed, the result at- 
tained and the mode of operation are the same 
80 far as the essential purpose of the invention 
is concerned 'Kirk v. Du Bois, 42 O. G. 297, 
C. D. 188a 

227. A patent covers a device in all the uses 
to which it may be applied. (Roberts v. Ryer, 
91 U. a 157.) •McClain v. A. Ortmayer & Son, 
42 O. G. 724, C. D. 1888. 

228^ The chilling of wearing surfaces being 
old there is no invention in chilling a particular 
wearing surface. 'Gates Iron Works v. Eraser, 
42 Fed. Rep. 49 (1890). 



229. The use of a deflector on an automatic 
fire-extinguisher, which had been used on hand 
hose, is not a patentable novelty. 'Grinnell v. 
Walworth Mfg. Co., 48 Fed. Rep. 590 (1890> 

230. There was no invention in applying 
steam-pipes to the interior of a cask for the 
purpose of heating the wine contained therein, 
steam-pipes having been previously applied to 
the interior of a closed tub for the purpose of 
heating water in the sama *Dreyf us v. Searle, 
42 O. G. 491, C. D. 1888 

231. Where the same combination ^was em- 
ployed in square-cornered safes it was simply 
an unpatentable aggregation to employ it in 
round-cornered saf ea 'Mosler Safe and Lock 
Co. V. Mosler, Bahmann & Ca, 48 O. G. 1115, 
GD. 188a 

282. The state of the art showing that dies 
could be used to compress and finish articles of 
vulcanizable gum, and to compress plastic ma- 
terial surrounding a metal core or skeleton in 
making articles of harness trimmings, it re- 
quired no exercise of invention to use dies to 
compress and finish similar articles in which a 
vulcanizable gum was used to envelop a metal 
core. 'Rubber and Celluloid Harness Trim- 
ming Ca V. India Rubber Comb Ca, 44 O. G. 
848, C. D. 188a 

238. Where it appeared that a turn-over 
seam was an old and well-known substitute for 
the ordinary seam in making garments, and 
that such seam had been used in hat-sweats as 
shown in a prior patent as a substitute for the 
ordinary seam and for the purpose of protect- 
ing the hat from the perspiration, Jield not to 
be an invention to unite in a hat-sweat the 
tacking-slip to the leather band by a turn-over 
seam instead of by the ordinary seam in which 
the stitches perforate the outer face of the 
band. 'Hat Sweat Mfg. CkK v. Davis Sewing 
Machine Ca, 49 O. G. 1214, C. D. 1889. 

234. Where the employment of a device to 
effect a certain purpose was such as would 
naturally suggest itself to any mechanic, and 
the same device was used in the new relation 
to perform an office analogous to that in which 
it had been frequently formerly used, held^ 
such employment of said device did not consti- 
tute invention. 'Day v. The Fftir Haven and 
Westville Ry. Ca, 49 O. G. 1864, a D. 1889. 

235. The mere application to a new situation 
of old devices which had been previously ap- 
plied to analogous uses does not constitute new 
invention. 'Aron v. The Manhattan Ry. Co.,. 
49 O. G. 1365, C. D. 1889. 

(Same. ♦Royer v. Roth, 49 O. G. 1987, C. D. 1889.) 
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286. It does not constitute invention to pat 
up paper in the form of an oblong or oval 
shaped roll when it appears that it was old to 
put it up in that exact form, though in rolls of 
smaller size. ^Morgan Envelope Ckx v. The 
Albany Perforated Wrapping Paper Ca, 60 
O. G. 803, G D. 1890. 

287. The application of an old process or 
machine to a similar or analogous subject^ with 
no change in the manner of applying it and no 
result substantially distinct in its nature, will 
not sustain a patent, even if the new form of 
result has not before been contemplated *The 
Howe Machine Ca v. The National Needle Ca, 
51 O. G. 475, a D. 189a 

288. The application or adaptation of an old 
device, which had previously been used with 
the roller of a washing-machine to reverse the 
motion of the roller periodically, to the drum 
of a f ulling-machine to make it revolve in dif- 
ferent directions at intervals, is merely an ex- 
ercise of ordinary mechanical skilL *Royer v. 
Schultz Belting Co., 50 O. G. 557, Q D. 1890. 

289. The application of an old process or 
machine or apparatus to a similar or analogous 
subject, with no change in the manner of ap- 
plication and no result substantially distinct in 
its nature, will not sustain a patent^ although 
the new form of result may not have before 
been contemplated. *St Germain v. Bruns- 
wick, 61 O. G. 1129, a D. 1890. 

(*Ooii8oUdated BoUer-MiU Oo. v. Walker, 64 O. Q. 186, 

1416, 1891.) 

240. Where the prior art disclosed that it 
was old and well known to apply electrical en- 
ergy to the propulsion of a boat by means of a 
battery, mounted upon the boat» capable of 
being regenerated, and also to propel a loco- 
motive engine or vehicle by means of electric- 
ity supplied by a primary battery mounted 
thereon, and that such contrivances were suc- 
cessful in the sense of being operative, although 
they involved great expense and were not suc- 
cessful commercially, held, that no invention 
was exercised in applying the Faure secondary 
battery to the propulsion of vehicles, no adapta- 
tion being required to make it available for the 
specified purpose. Ex parte Faure, 52 O. G. 
752. C. D. 1890. 

241. Held, that a patent was rightly refused 
for want of invention by the patent office, al- 
though said patented storage battery of appli- 
cant was superior to all others of its kind for 
the purpose and rendered the device commer- 
cially practicabla *Faure v. The Commissioner 
of Patents, 52 O. G. 754, Q D. 1890. 



242. Held further, that otherwise the mo- 
nopoly granted by applicant's patent upon his 
storage battery would be prolonged. *Id. 

248. Held, that the propulsion of vessels 
through water by a secondary battery comes 
within the same principle as locomotion upon 
land. *Id. 

244. A combination of parts to perform a 
certain function when patented entitles the 
patentee to that combination in all situations 
for all analogous purposes, and a claim for a 
construction for raising, lowering and fasten- 
ing the grain platform of a harvester is antici- 
pated by a device for doing the same thing to 
a window-sash, there being no mechanical dif- 
ference between the functions of the two de- 
vices. *Deering v. McCormick Harvesting Ma- 
chine Ca, 52 O. G. 1228, a D. 1890. 

245. The patentee merely used the same de- 
vice which had before been used by other per- 
sons, between one side of an interposed barrier 
and the other, with the same mechanical effect 
as when used without the barrier, and therefore 
the case was one merely of a double use. 
*County of Fond du Lac v. May, 58 O. G. 1884, 
G D. 1890. 

246. The application of a well-known form 
of blade^ used in the old hand-tool for trimming 
sole-edges, to a metal milling-cutter, also old 
and well known, for the purpose of producing 
a rotary cutter for trimming sole-edges, is a 
mere case of double use and therefore not pat- 
entable. *Busell Trimmer Ca v. Stevens, 58 
O. G. 2044, a D. 1890. 

247. The difference in configuration between 
a certain old and well-known device and the 
patentee's held not patentable, even though the 
one was used in the metal art and the other in 
the leather art *Id. 

248. A method of charging beer having been 
practiced for treating water or neutral liquids, 
held to be the mere application of an old pro- 
cess to a new but analogous subject 'Zinsser 
V. Krager, 58 O. G. 805, a D. 1892. 

249. The application of an old process or 
machine to a new and analogous purpose does 
not involve invention, even if the new result 
had not before been contemplated. *Ansonia 
Brass and Copper Ca v. Electrical Supply Ca, 
58 O. G. 1692, a D. 1892. 

250. The use of a mechanical contrivance 
for subjecting bretzels to a hot alkaline bath, 
when an analogous appliance has long been 
employed for steaming crackers, shows noth- 
ing more than ordinary mechanical skill 
*Stauffer v. Spangler, 59 O. G. 682, C D. 1892 
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S51. The use of a single sheet of metal and 
the absence of "joint, seam or interior angle" 
do not confer patentability, since these features 
are old in analogous devices. *Kilboume v. 
W. Bingham Ckx, 60 O. G. 677, C. D. 1892. 

252. Applying an old process to an analogous 
subject, with no change in the manner of the 
application, is a "double use." *McKay & 
Gopeland Lasting Machine Ca y. Claflin, Same 
▼. Dizer, 58 Fed. Rep. 858 (1803). 

258. The public cannot be deprived of an 
old process because some one has discovered 
that it is capable of producing a better result 
or has a wider range of use than was before 
known. (Citing Smith v. Nichols, 21 Wall. 112 ; 
Roberts v. Ryer, 10 O. G. 204, 91 U. S. 150; 
HoUister v. Benedict Mfg. Ca, 118 id. 59.) 
•Lovell Mfg. Ckx (Limited) v. Cary, 62 O. G. 
1821. C. D. 189a 

254. It is not patentable invention to apply 
old and well-known devices and processes to 
new uses in other and analogous arts. *Id. 

255. Skeins of raw or gummed silk diago- 
nally reeled and tightly laced across the width 
so as to separate the skein into two or more 
sections, being old in the art, held, that a skein 
of ungummed silk diagonally reeled and loosely 
laced across the width presents at most a dis- 
covery of a new use for an old device, which 
does iiot involve patentability. *Grant v. Wal- 
ter, 63 O. G. 910, C. D. 1898. 

256. Where the patent in suit described an 
ink and claimed only a rubber fabric having 
ornamental figures printed in such ink on its 
surface, held, that the case then reduces itself 
to the single question whether there is any 
novelty in printing a rubber fabric with such 
an ink. (Underwood v. Gerber, 63 O. G. 106a) 
♦Brigham v. Coffin, 63 O. G. 1385, C. D. 189a 

257. Where the devices claimed were parts 
of a watch mechanism, held, that a use in a 
watch mechanism of a different type would 
not be a use in other relations. Ex parte 
Learned. 63 O. G. 1962, CD. 189a 

258. It is settled law that the patentee of a 
device is entitled to all its uses whether de- 
scribed or not ^Miller v. Eagle Mfg. Ca, 66 
O. G. 845, C. D. 1894. 

259. When the identity of the two devices 
is admitted, they cannot be patentably dis- 
tinguished by a suggested distinction in the 
purpose to which they are respectively applied. 
(Knapp V. Morse, 65 O. G. 159a) «WolIensak 
V. Sargent & Ckx, 66 O. G. 1007, C. D. 1894 

260. A rectangular terra cotta conduit-pipe 
having partitions made in one integral piece 

16 



by forcing the material, while plastic, through 
a die, and burning it, does not distinguish it as 
a new article, the making of sewer-pipe of 
clay by the same process being old, and hollow 
rectangular blocks of terra cotta divided into 
ducts by partitions being old, although used as 
building material rather than as conduits for 
wire. *Browning v. Colorado Telephone Ca, 
68 O. G. 1145, C. D. 1894. 

261. The use of lugs to prevent lateral move- 
ment being well known, their employment in 
an excelsior machine to prevent lateral move- 
ment of the sliding plate involves no invention. 
♦Johnson v. Olsen, 68 O. G. 1146, C. D. 1894 

262. There was no invention in applying the 
lubricator to a peculiar car, and, moreover, the 
lubricators of the prior patents were capable of 
like application. *Market Street Cable Ry. Ckx 
V. Rowley, 70 O. G. 632, a D. 1895. 

268. Where it was old to make Cardigan 
jackets by a peculiar stitch and to sew their 
parts together in a certain manner, held not to 
involve invention to apply the same stitch and 
manner to the making of undershirts. *Dalby 
V. Lynes. 71 O. G. 1317, G D. 1895. 

264. A patentee is entitled to any beneficial 
function of his invention, whether he then 
knew all its beneficial uses or not (Cases 
cited.) *Goehen Sweeper Ca of Grand Rapids, 
Mich., V. Bissell Carpet-Sweeper Co., 72 Fed. 
Repu 67(1895). 

265. Under the doctrine that the patentee is 
entitled to all known and unknown uses to 
which his invention may be applied, the public 
is entitled to all uses of devices covered in ex- 
pired patents, and the discoverer that old means 
will do a new work is not entitled to a mo- 
nopoly. 'Wright & Colton Wire-Cloth Ckx v. 
Clinton Wire-Cloth Ca, 72 O. G. 1046, G D. 
1895. 

266. A claim that an older device was not 
designed for the particular use to which a new 
device is peculiarly adapted is no answer to the 
fact that the older device would perform the 
same f unctiona *Codman ▼. Amia, 74 O. G. 
1788. C. D. 1896. 

267. Where the elements of a syringe are 
found operating together in a pump in the 
same way as in the syringe and for ttie same 
purpose, held that, a syringe being a kind of 
pump, the uses of the elements in each are 
closely analogoua The difference, if any, is 
only in size, which does not, however, affect 
the relation or operation of the elements^ 
*Tagliabue v. Sondermann, 75 O. G. 188, G D. 
1896. 
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8^. The mere adaptation from a different 
art of devices which successfuUy accomplish 
in a given apparatus results hitherto imper- 
fectly accomplished by crude and inefficient 
apparatus does not invoUe invention. *ExceU 
sior Elevator Guard and Hatch Ck>ver Ca v. 
Foote, 75 O. G. 1364^ C. D. 189(L 

209. The use of a rack and pinion for rais- 
ing and lowering a cutter-head used in an ice- 
planer does not involve invention in view of 
the previous use of such rack and pinion for 
adjusting a wood-planer. Ex parte Brigg6» 76 
O. G. 185i a D. 1890. 

270. It does not require invention to provide 
an (Ad form of garment-stay with projections, 
which are also old, for the same purpose in de- 
vices of a similar character, by means of which 
the stay may be attached to a garment *Ypsi- 
lanti Dress Stay Mfg. Ca v. Van Valkenburg, 
76 O. G. 888, G. D. 1898. 

871. There is no patentable novelty in adding 
end caps to the steel of a particular garment- 
stay when such cape had previously been at- 
tached to similar steels. *Id. 

272. The fact that an inventor claims only 
certain functions for his invention does not 
prevent him from reaping the advantage of 
any other function within the claim, as prop- 
erly construed, although known to him and 
omitted in the specification without fraud, or 
not known to him. (Beece Ca v. Globe Ca, 61 
Fed. Rep. 95a) *Long v. Pope Mfg. Ca, 77 O. G. 
1428, C. D. 1896. 

278. The decision in Potts v. Creager does 
not apply to the circumstances of this case, in 
which an old construction of cutter-head used 
in a wood-planing machine is applied to an ice- 
planing machine, since the uses are analogous. 
*Briggs V. Seymour, Com'r of Patents, 78 O. G. 
169, C. D. 1897. 

274, The patentee is entitled to all the uses 
of which his invention is capable, whether or 
not he foresaw them at the .time of making his 
invention. *Edward Miller & Ca v. Meriden 
BroMe Ca, 79 O. G. 1620, C. D. 1897. 

275. Where the disintegration and shredding 
of clay had been accomplished by means of 
bars running across the face of rollers, held, 
that no invention was involved in adapting a 
mill for grinding or grating apples to the pur- 
pose of disintegrating and shredding clay, 
where the only change required was the sub- 
stitution of bars of steel running across the 
face of the roller, parallel with the axis, in 
place of rows of thick steel knives. *Pott8 & 
Ca V. Creager, 80 O. G. 186, G D. 1897. 



276. The circumstance that the same con- 
gregation of devices lias never been assembled 
in a new location is not controlling and is often 
of little value in determining the question of 
patentable novelty. Their assemblage may be 
nothing but another instance of a double use, 
and when they require special adaptation to 
the new arrangement and occasion it still re- 
mains to inquire whether this lias required in- 
vention. (76 O. G. 788^ reversed.) *Dunbar v» 
Eastern Elevating Ca» 80 O. G. 1127, G D. 1897. 

(f) Mechanical Process or Method. 

277. The necessary effects or operations of 
specific mechanism are not necessarily pro- 
cesses or methods within the meaning of the 
patent laws. A method or process such as the 
law recognizes as patentable must have an ex- 
istence independent of the machine or appara- 
tus by which it is carried out to a result It 
must be a method or process that can be car- 
ried out by hand or by various kinds and forms 
of mechanism or apparatus^ Ex parte Herr» 41 
O. G. 468, C. D. 1887. 

278. If the act or result is simply that of the 
mechanism itself, so related to it that it cannot 
exist independently, and is the sole utterance 
of the machine, then the supposed method or 
process does not exist The function of a mar 
chine can have no separate existence, and is 
completely and sufficiently covered by a patsnt 
for the latter. Id. 

279. It being conceded that a process is not 
patentable which Is merely the effect or func- 
tion of specific mechanism, the question neces- 
sarily arises .in every case whether the process 
claimed is capable of being performed by a 
machine differently organized from that de^ 
scribed, or even without an organized ma- 
Chine — by ordinary tools or by hand. Ez 
parte Young, 46 O. G. 1685» C D. 1889. 

280. A method or process which depends for 
its novelty upon the preparation of an adhesive 
stay and the various steps employed to carry 
such article forward to the final act of affixing 
it to the corners of boxes for the purpose of 
strengthening the comers, "Md to be not a 
proper method or process^ but the mere opera- 
tion of the machine Ex parte Jaeger, 46 O. G. 
1637, a D. 1889. 

281. Where it appeared that all that appli- 
cant professed to do was to take an old and 
well-known bolt and nut and to screw them to- 
gether in the ordinary way, and then to take 
an old and well-known chisel and make an in- 
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cimoo in the bolt lengthwiae and nearest the 
upper surface of the nut in order to prevent 
the bolt from rotating, held, that applicant had 
only displayed the expected skill of the calling 
and accomplished what a skilful mechanic 
would do whenever required. Ex parte Shields, 
54 O. G. 887, a D. 1891. 

282. Processes which consist solely in the 
operation of a machine are not patentable. 
The function of a machine is entirely independ- 
ent of any chemical or otiier similar action. 
*Risdon Iron & Locomotive Works v. Medart, 
71 O. G. 751, C. D. 1895, 158 U. & «a 

(Followed in Trmtenr. Oem Hammock A Fly Net Co., 
75 O. Q. 678; Wells Glass Works ▼. Henderaon, 78 O. Q. 
265.) 

288. The decisions in the cases of Neilson v. 
Harford (1 Webi Pat Cas. 881) ; Hauschill Coal 
and Iron Co, v. Neilson (1 Web. Pat Cas. 678) ; 
O'Reilly v. Morse (15 How. 62, 115); Tilghman 
V. Proctor (19 a G. 859, 102 U. S, 707, 724) ; 
Mowry v. Whitney (14 Wall 620) ; Cochrane v. 
Deener (11 O. G. 687, 94 U. a 780) ; New Pro- 
cess Fermentation Ga v. Mauss (89 O. G. 1419, 
122 U. a 418) ; Bell Telephone Ca (48 O. G. 877, 
126 U. a 1) ; Wyeth v. Stone (1 Story, 878) ; 
Coming v. Burden (16 How. 262X reviewed. *Id. 

284. A process consisting of purely mechan- 
ical steps, held not patentable in view of de- 
cision in Risdon, etc v. Medart (158 U. a 68). 
Ex parte Bowe & Heya, 60 Ma D., Dec., 1896 
(Seymour, Com*r). 

285. A "method consisting of mechanical 
steps and involving no action which is sepa- 
rable or distinguishable from the function of 
the several mechanical devices which are em- 
ployed to effect the result" is not patentable. 
(*Ri8don Iron and Locomotive Works v. Med- 
art, 71 O. G. 285, and other cases cited.) Ex 
parte Over A Schwan, 62 Ma D., July, 1897 
(Butterworth, 0>m*r). 

28^ Letters Patent Na 624,965, granted to 
Matthew Gindorff for a method of and ma- 
chine for serrating sickle-sections, examined, 
and claims 4 and 5 held void for lack of pat- 
entability, in view of Risdon Iron and Locomo- 
tive Works V. Medart (71 O. G. 751, 158 IJ. a 
68). ^Gindorff v. Deering & Ca, 80 O. G. 658^ 
G D. 1897. 

287. Where, except for the described func- 
tions of a machine, there is nothing stated in a 
claim save the manual transposition or turning 
of the articles undergoing operation, so that a 
fresh part may be treated, such transposition, 
auperadded to the function of the machine, 



does not make the process which the patent 
law cootemplate& *Id. 

(Coming ▼. Burden^ t5 How. 268, 1 Whitman, 687; Tbe 
Telephone Cases, 126 U. 8. 1, 48 O. G. 877, C. D. 1888.) • 

(ff) Omission of Mechanical Parts. 

288. A reconstruction of a machine so that 
a less number of parts will perform all the 
functions of the greater may be invention of a 
high order ; but the omission of a part with a 
corresponding omission in function, so that the 
retained parts do just what they did before in 
the combination, cannot be other than a mere 
matter of judgment, depending upon whether 
it is desirable to have the machine do all or 
less than it did before. *McClain v. Ortmayer 
Sc Son, 42 O. G. 734» C. D. 1888. 

289. Hence, where a device is made double, 
and experience shows that one-half of it is su- 
perfluous, no invention is required to dispense 
with such superfluous portion, and a patent 
for the part retained will be held void. *Id. 

290. An original patent for a device covered 
duplicate parts which performed similar func- 
tions and one of which was superfluous and 
unnecessary. A patent for improvement of 
the same, which merely dispenses with this 
unnecessary duplicate part and shows no ma- 
terial difference in the method of operation, is 
void for want of patentable novelty. *McClaiA 
V. Ortmayer, 57 O. G. 1129, C. D. 1891. 

291. If a person has invented a combination 
of three elements, all of which are necessary 
to the operation of his device, he cannot by 
making a claim for two of them forestall an- 
other who has so combined these two elements 
that they perform the same function that the 
three elements of the former patent performed ; 
but otherwise if the third element of the first 
device is not essential to its operation, and if 
by the mere omission of such third element 
the two devices perform substantially the same 
function. ^National EEat Pouncing Machine 
Ca V. Hedden, 68 O. G. 466, Q D. 189a 

292. Where a patented hat-pouncing ma- 
chine contained as an element a feed-roll for 
feeding the hat in a direction opposite to that 
of the motion of the pouncing cylinder, and it 
appeared that the feed-roll might be omitted 
and the hat fed in the opposite direction, held, 
that the hat-support and pouncing-cylinder 
would accomplish practically the same func- 
tions as the corresponding parts of a subse- 

I quently patented machine having no feed-roll, 
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and that it required no invention to omit the 
feed-roll of the former machine and to make 
the subsidiary changes necessary to produce a 
working device. *Id, 

298. When the only difference between two 
apparatuses consists in the omission in the later 
apparatus of an important feature of the prior 
device, held, that the change consequent upon 
such omission does not rise to the dignity of 
invention and is not patentabla *Magin v. 
Karle, 65 O. G. 2060, G D. 199a 

294. While the omission of an element in a 
combination may constitute invention if the 
result of the new combination be the same as 
before, yet if the omission of an element is at- 
tended by a corresponding omission of the 
function performed by that element there is 
no invention if the elements retained perform 
the same function as before. (Stow v. Chicago, 
8 Ban. & Ard. 92.) ^Richards v. Chase Elevator 
Ca, 73 O. G. 1710, C. D. 1895. 

(h) Product of Nature, 

295. A product of nature, although conceded 
to be valuable and useful, such as fiber which 
is procured, derived or freed from a certain 
species of pine, by means of a new and novel 
process for which patent has been granted to 
applicant, hjeld to be not such a patentable in- 
vention as is required by the statute. Ex parte 
Latimer, 46 O. G. 1638, C. D. 1889. 

296. The product has not been affected, 
changed or altered by the process, and what- 
ever there is of an invention resides in or con- 
sists of the process itself, by which the fiber 
can be taken from the natural sheath or mem- 
brane of the leaf or pine-needle in which it has 
been developed or produced by the processes of 
nature. Id. 

297. A contrary ruling would result in grant- 
ing to one inventor the exclusive use of one 
species of fiber, and so on, successively, patents 
might be obtained upon the fibers of the vari- 
ous trees of the forest and the plants of the 
earth, which, because being natural products, 
are no more the subjects of patents when elim- 
inated from their surroundings than wheat 
which has been cut by some new method of 
reaping can be patented as wheat cut by such 
a prooesa Id. 

(i) Process or Method. 
(See Abt.) 

298. The application of artificial heat to ripen 
wine being old and the application of artificial 



heat to the outside of casks to ripen wine con- 
tained therein being old, it did not require in- 
vention to apply artificial heat to the inside of 
the casks to ripen the wine in the same. *Drey- 
fus V. Searle, 42 O. G. 491, C. D. 188a 

299. Where the art of advertising as claimed 
produces no physical effects, but only a state of 
mind in the purchaser of the newspaper amount- 
ing to a predisposition to read the advertise- 
ments, and there ends unless the reader wills 
otherwise, held^ that such art of advertising is 
not a patentable art; Ex parte Turner, 66 O. G. 
1593, C. D. 189a 

800. Where the art as claimed omits a step 
necessary to its lawful practice, heldj that such 
omission was a proper ground for the rejection 
of the claims. Id. 

301. The change in a process of making 
yeast, the chief feature of the improvement 
consisting in treating grains of cereals whole 
or only slightly broken instead of reducing 
them to small fragments, held to be invention. 
(Lawthcr v. Hamilton, 42 O. G. 487, 124 U. a 1, 
wherein the step of "grinding" was omitted, 
discussed and followed.) Ex parte Blumer and 
Slagenhaufer, 72 O. G. 1783, G D. 189o. 

302. The discovery that the old process of 
fumigating plants and trees by hydrocyanic 
acid gas, after covering them with an oiled 
tent, is more effective in the absence of the 
actinic rays of the sun gives no right to a pat- 
ent for the use of that process at night or in 
cloudy or foggy weather, when such rays are 
excluded by the processes of nature. (68 O. G. 
1278, 61 Fed. Rep. 291, followed.) *Wall v. 
Leek, 74 O. G. 877, C. D. 1896. 

303. In a process of purifying oil the use of 
pulverized copper matte to remove the " skunk " 
from the oil is an improvement upon the use 
of a mixture of pulverized copper oxid and 
pulverized iron oxid of such character as is 
not to be expected from those versed in the 
art, and required invention. Ex parte Frasch, 
77 O. G. 1427, G D. 1896. 

304. A process which employs low heat for 
a long time is not patentable over another 
which uses a high heat for a short time when 
the result — namely, the partial distillation of 
coal — is the same in both case& Ex parte 
Musgrave and Nye, 78 O. G. 2046, G D. 1897. 

805. The discovery of a new process in any 
art by the addition of heat as a material factor, 
where heat had never before been applied or 
suggested, would constitute invention ; but the 
adoption of a discretionary temperature in 
treating coal, subject to increase or diminution. 
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as experience, as well as the varying character 
of the material treated, may suggest, does not 
amount to invention. *Musg^ve and Nye v. 
Commissioner of Patents, 78 O. G. 2047, C. D. 
1897. 

(i) Substitution of Materials or Parts. 

806. An applicant who has done nothing but 
exercise his judgment and knowledge in se- 
lecting a better but well known material for 
use in constructing an old and well-known 
instrument, notwithstanding the results pro- 
duced may be superior, has not displayed in- 
vention. Ex parte Krell, U O. Q. 1505, 0. D. 

188a 

807. When a T lever had already been used 
for operating a saw-mill dog, there was no in- 
vention in the substitution of an eccentric-lever 
which was used to perform the same function 
in a no more effectual manner. *Rodebaugh 
V. Jackson, 47 O. G. 658, C. D. 1889. 

808. Where the only change involved is a 
change of material, accompanied by the ex- 
pected skill of the calling in effecting the sub- 
stitution and making it efficient, the result is 
not patentable. Ex parte Odenheimer, 49 O. G. 
1693, C. D. 1889. 

809. It does not constitute invention to stir 
by a well-known and simple mechanical device 
a liquid which had before been stirred by 
hand. *Marchand v. Emken, 49 O. G. 1841, 
C. D. 1889. 

809a. The mere substitution of a revolving 
screw, driven from a power shaft, for paddles 
operated by hand, for stirring such liquid is not 
patentable. *Id. 

810. The substitution of one material for 
another, which does not involve change of 
method nor develop novelty of use, even 
though it may result in a superior article, is 
not necessarily a patentable invention. *FlorB- 
heim v. Schilling, 58 O. G. 1737, C. D. 1890. 

811. No valid claim can be founded upon 
the use of an inferior article when it is shown 
that the use of the superior article or material 
is old. *Bru8h Electric Ca v. Electrical Ac- 
cumulator Co., 56 O. G. 1834, C. D. 1891. 

812. A mere change of material, with no 
advantages except such as were known in ad- 
vance would be attained by the selection of 
the material in question, does not confer pat- 
entability. Ex parte Foss, 56 O. G. 1564, C. D. 
1891. 

818. A claim for a patent for an inside slip- 



per of bladder or other thin animal tissue, 
which is met by the references cited on every 
point except that of material, has not patent- 
able novelty. Ex parte Foss, 57 O. G. 1277, 
G D. 1891. 

814. The use of wrought iron or steel in lieu 
of cast metal is a mere substitution of mate- 
rials and is not patentable, notwithstanding 
the superior results obtained. *Kilbourne v. 
W. Bingham Ca, 60 O. G. 577, G D. 1892. 

815. This view is substantiated by the decis- 
ions in Hotchkiss v. Greenwood, 11 How. 248; 
Hicks V. Kelsey. 5 O. G. 94, 18 Wall 670 ; Phil- 
lips V. Detroit, 17 O. G, 191, G D. 1880, 4 Sup. 
Ct Rep. 580 ; Brown v. Dist Col., 47 O. G. 398, 
G D. 1889; Florsheim v. Schilling, 58 O. G. 
1787, G D. 1890. 'Id. 

816. As an article of manufacture, a bicycle 
frame of a known and aluminum alloy, cost 
in one piece, is not a patentable invention 
merely by reason of its material Ex parte 
Grayson and Crecelius, 68 O. G. 1021, G D. 
1894. 

817. It is not every new and useful improve- 
ment produced by the adaptation or substitu- 
tion of one well-known material for another 
that will entitle a party to a patent The im- 
provement must be the result of invention. 
*Cheneau v. Commissioner of Patents, 70 O. G. 
924, G D. 1895. 

818. Where the article sought to be patented 
differs from prior like articles merely in the 
difference and superiority of the material of 
which it is composed, the material and its 
properties being old and known, held, that such 
article involves the mere substitution of one 
old material for another. *Id. 

819. There is no invention apparently in- 
volved in putting some other mechanism well 
known in the art and well adapted for such 
use in the place of previously-used mechanism 
in an old device operating in an old way when 
such substitution does not involve any mate- 
rial re-arrangement *New Departure Bell Co. 
V. Bevm Brothers Mfg. Ca, 75 O. G. 2196, G D. 
189a 

820. There is no presumption in favor of in- 
vention in a device which embodies the substi- 
tution of an old form of mechanism for one 
which did not render the device practicable, 
though such substitution renders the device 
simple, durable, reliable, convenient and at- 
tractive, when there is no showing that the old 
form of mechanism was known to workers in 
the art *Id. 
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(k) Particular Cases. 

821. An improTement in the nail-carrier of 
a nailing machine which consists in making 
the edge of the carrier smooth instead of cor- 
rugated cannot be held to be an invention. 
*Cro8s V. Union Metallic Fastening Ckx, 39 O. G. 
864, C. D. 1887. 

822. Placing a large register in a stove-oven 
door where a small register had been used pse- 
viously is not patentable invention. ^Filley v. 
The littlefield Stove Ca, 89 O. G. 1208, C. D. 
1887. 

828. Self - feeding regulated lubricators 
where the drip of the oil from a reservoir was 
visible being old and well known, and self- 
feeding regulated lubricators where the oil 
flowed from a reservoir into a transparent pipe 
having been described in an earlier English 
provisional specification, it required no inven- 
tion to make a self-feeding regulated lubrica- 
tor where the oil was delivered in drips from 
the reservoir into a transparent chamber below 
the same. *McNab and Harlem Mfg. Ca v. 
Nathan Mfg. Co., 40 O. G. 1240, Q D. 1887. 

324. Neither did it require invention to em- 
ploy a transparent chamber to avoid the effects 
of wind and dirt upon the old and well-known 
unprotected drips. *Id. 

325. The use of a piece of tape, linen or 
other suitable material as a re-enforce piece to 
strengthen the parts of the files in places where 
they were weak, was not the discovery of any- 
thing new nor the application of genius to 
things known, but'^simply mechanical skill, 
and does not cover a patentable invention. 
♦Cooke V. Globe Files Ca. 40 O. G. 1244, C. D. 
1887. 

828. The addition simply of a non-elastic 
tape measure in connection with the ribs of a 
dress-form does not involve invention. Morss 
V. Manchester. 41 O. G. 1892, C. D. 1887. 

327. A claim for a "circular stove" having 
a perforated fire-pot with a grate-bottom hav- 
ing provision for the admission of air below 
the point of suspension of said fire-pot, held, to 
be met by prior patents showing all the ele- 
ments of the claim save the circular cylinder, 
that element being old per ae, on the ground 
that no invention was required to combine 
these features. *Hailes v. The Albany Stove 
Co., 42 O. G. 95, C. D. 188a 

828. It being old to put a fianged bottom into 
an iron shell, or into an iron shell washed with 
tin, or into an iron shell with a lining of sheet- 



tin adhering thereto, and old also to proTide a 
soda-fountain with a separable sheet-tin lining, 
it did not require the exercise of the inventive 
faculty to place a flanged bottom covered with 
a separable sheet-tin lining into a shell lined 
in a similar manner. ^Matthews v. Iron Clad 
Mfg. Co., 42 O. G. 883, C. D, 188a 

829. Merely putting rollers under an article 
to make it movable when without the rollers 
it would not be movable does not involve pat- 
entable invention. *Hendy v. The Golden State 
and Miners' Iron Works, 48 O. G. 1117, C D. 

188a 

880. There is no patentable combination be- 
tween rollers which make the support movable 
and a feeding-cylinder mounted on such sup- 
port *Id, 

881. A speculum consisting of a tube with a 
slide and a closed end was old. HelcU that add- 
ing an incline to the closed end to prevent the 
impaction of pile-tumors did not involve in- 
vention. *Brinkerhoff v. Aloe, 46 O. G. 838, 
C. D. 1889. 

882. The second claim of the Brinkerhoff 
patent covers a slotted tube having an incline 
and a slide. Held, that the incline acted pre- 
cisely as it did when placed in the forward end 
of a slotted tube not provided with a slide^ and 
that therefore the claim covered an aggrega- 
tion only and was void. *Id. 

338. There was no invention in providing a 
bearing-surface upon the frame of a dash, to 
which the foot of a brace was to be attached 
to support the brace and dash, either by an in- 
crease in the quantity of metal or otherwise, 
so as to strengthen the proper part, in a proper 
way, for its proper duty. ♦Peters v. Hanson, 
47 O. G. 945, G D. 1889. 

834. Where it appears that plackets in draw- 
ers have been bound in substantially the same 
manner as the applicant's alleged invention, it 
is not invention to extend that idea and make 
the binding include the opening for the wrist 
or neck or body in a shirt or other garment, or 
to slightly or obviously modify the manner in 
which the binding is turned, or to omit a cord 
from the binding which is simply a strength- 
ener, or to merely prolong the binding itself. 
Ex parte West, 47 O. G. 1731, C. D. 1889. 

335. The cases of Smith v. Nichols (21 Wall. 
112) and Hollister v. Benedict Mfg. Ca (118 
U. Sb 59) followed in this respect Id. 

836. It does not seem to involve invention 
to put up paper in an oblong or oval-shaped 
roll when it had been put up in the form of 
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cylindrical rolls. ♦Morgan Envelope Ca v. The 
Albany Perforated Wrapping Paper Ca, 50 
O. a 803, G D. 1890. 

387. In view of the testimony as to the state 
of the art, held, that it required no invention 
to make a single die to cut dough, on a flat 
surface, into any particular shape desired, 
whether the shape of a bretzel or any other 
shape. Butler v. Steckel, 58 O. O. 1090, C. D. 
1890. 

888. To make a suspender-end of flat cord 
in substantially the same way that suspender- 
ends of round cord had been made and in sub- 
stantially the same way in which flat button 
ends had been made for the purpose of fasten- 
ing or securing other articles of wearing ap- 
parel than trousers does not involve invention. 
♦Shenfield v. The Nashawannuck Mfg. Co., 58 
O. G. 1092, G D. 1890. 

839. It being old to bind the cut edges of 
cloth, either for ornament or to prevent ravel- 
ing, and also old to make dress-shirts by secur- 
ing a linen bosom to the body of the shirt by 
« row of stitches passing through the edge of 
the bosom, held, that attaching the bosom to 
the shirt by a separate line of stitches through 
the binding involves nothing which under a 
most liberid construction could be held to be 
an exercise of the inventive faculty. *Cluett 
V. Claflin, 55 O. G. 999, G D. 1891. 

840. The flrst claim is for a continuous rub- 
ber sole, with projections at the heel and tread, 
all moulded from a single blank. The second 
claim adds to the first that the projections shall 
be conoidal and arranged in certain regular 
order. Held, that the claims involved trivial 
detail but without result and lacked patent- 
ability. (Citing Burt v. Evory.) ^Marshall v, 
Packard, 51 Fed. Repi 755 (1892). 

841. An applicant for a patent for an im- 
provement in letter files already held a patent 
for an indexed letter file consisting of a series 
of perforated index sheets arranged at one end 
to hinge and slide upon an upright rod and 
being free at the other end to permit of their 
being lifted from their position. The perfo- 
rations in the sheets were circular and little 
larger than the rod itself. Held, that an im- 
provement which consisted merely in making 
these perforations elliptical to admit of freer 
action upon the rod does not constitute patent- 
able invention. *Odell, Adm*r, v. Commis- 
sioner of Patents, 60 O. G. 580, C. D. 189a 

842. Where the only difference between the 
attachments in the references and those in the 
claims resided in the particular means by which 



the attachments were secured in place for use 
and the means simply involved a selection for 
the purpose, held, that there was no invention 
in selecting the particular means employed by 
the applicant regardless of whether his partic- 
ular means had ever been used to attach the 
device to its place or noL Ex parte Fergusson, 
66 O. G. 651, C. D. 1894. 

848. Where the only differences between the 
pumps in the application and the references 
consist in mere variations of detail in the ap- 
plicant's construction of the pump to adapt it 
to the particular uses he has in mind, held, that 
such differences do not show invention nor 
mechanical skill in advance of that revealed 
in the references. Ex parte Thomson, 66 O. G. 
1447, G D. 1894. 

844. Where a claim in an application for a 
striker plate had been rejected by the commis- 
sioner for want of patentable novelty and such 
rejection acquiesced in, a claim by the same 
inventor in another application for the combi- 
nation of a door or casing and the striker plate 
held not patentable *In re Forg, 66 O. G. 515, 
G D. 1894. 

845. Where the change consisted in widen- 
ing a pawl of a ratchet-wheel so that its heel 
would rest upon the tooth behind it and be pre- 
vented from turning, held, to be a modification 
so obvious to a person skilled in that subject as 
not to have required anything more than the 
ingenuity which such a person might be ex- 
pected to posses& *Wells v. Curtis, 74 O." G. 
495, C. D. 1896. 

346. There is no invention in simply clamp- 
ing an open ring of metal around a braided or 
twisted rope to prevent unbraiding or untwist- 
ing. ♦Covert V. Travers Brothers Ca, 75 O. G. 
349, C. D. 1896. 

847. It is not invention to insert an addi- 
tional gear and pinion-wheel in a train of such 
wheels ; nor is it invention to substitute a re- 
acting spring at one end of the train of motion 
for a similar spring at the other end. *New 
Departure Bell Co. v. Bevin Bros. ^fg. Ca, 75 
O. G. 2196, C. D. 1875. 

848. It does not require invention merely to 
unite two short cars so as to make a single long 
car with a transverse platform running across 
its center. ^Chesterman v. Lindell Ry. Co., 76 
O. G. 479, G D. 1896. 

349. There is no patentable invention in- 
volved in swaging or sti'iking up by means of 
a die, from a blank of iron or steel, a rail-brace 
of a form which had previously been made of 
cast metals. (Kilboume v. W. Bingham Ca» 
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60 O. G. 577, 1 C. G A. 617, 50 Fed. Rep. 697, 
followed) *Stroin Mfg. Ca v. Weir Frog Ca, 
77 O. G. 1125, a D. 1896. 

850. Notwithstanding that appellant's device 
may be superior in finish, neater in appear- 
ance and generally better adapted for the uses 
for which it was intended than the devices 
which it might have displaced, yet it is not a 
patentable device. Ex parte Ellison, 61 MS. D. 
435, June, 1897 (Butterworth, Com'r). 

351. It does not involve invention to provide 
channels or grooves in the counter-die of a 
press to co-operate with the embossing-rules of 
the die for creasing the fold-line of a paper-box 
blank. *National Folding Box and Paper Ca 
V. Stecher Lithographic Co., 78 O. G. 1253, C. D. 
1897. 

852. The particular way of hanging a door 
does not involve invention and is not sufficient 
to sustain the validity of a patent *Green v. 
American Soda Fountain Ca, 78 O. G. 1105, 
C D. 1897. 

858. The mere enlargement of a covering- 
box, shield or plate of a holding-stud of a gar- 
ment-supporter, so as to allow greater space 
within said box, is not the result of an appli- 
cation of the inventive faculty. *Draper v. 
Seymour, Com'r of Patents, 79 O. G. 864, C D. 
1897. 

854. A claim for a ring having an inwardly- 
extending flange and a cross fastened down on 
the latter, for the purpose of holding a paper- 
pulp barrel while drying, is doubtfully patent- 
able, in view of the use of rings for similar 
purposes in this and analogo^is art& It is not 
infringed by the use of a plain, angle iron ring, 
having no similar flange nor supporting crosa 
*Keyes v. United Indurated Fibre Ca, 82 Fed. 
Rep. 82 (1897). 

PATENTED ARTICLE OR MACHINE. 

(See RiQHT TO Make, Use and Sell.) 



PATENTS. 

(See Anticipation; Claims— Patentability; 

iNTERPEEINa PATENTS; SUBSEQUENT Al^- 

PLICATIONS; Withdrawal from Issue; 

WrrHHOLDINQ FROM ISSUE.) 

L Patents, in General. 
IL Presumption of Validity. 
IIL Defective or Void. 
IV. Construction of, in General. 



V. Construction of, Liberal or Broad* 
VL Construction op, by Drawings. 
VIL Construction of, by Specification& 
VIIL Construction of, by State of Art. 
IX Claims for Combination. 
X Claims Limited by Their Terms. 
XL Claims Limited by Amendment in Pat- 
ent Office. 
XIL Claims Construed by Reference Let- 
ters IN Drawing. 
XIIL To Assignees. 
XIV. To Deceased Inventor& 

I. Patents, in General. 

1. There may lie many modes of effecting a 
desired result^ but every patent must rest upon 
its mechanical devices tiierefor. *Steam Gauge 
and Lantern Ca v. St Louis Railway Supplies 
Mfg. Ca, 88 O. G. 107, G D. 1887. 

2. The constitutional grants of power to con- 
gress to legislate upon patents for lands and 
for inventions are substantially alike, and such 
patents are of the same nature^ character and 
validity. *The United States v. The American^ 
Bell Telephone Ca, 45 O. G. 1811, C. D. 188a 

8. A patent is addressed to those having a 
peculiar and technical knowledge of the sub- 
ject (Loom Ca v. Higgins, 105 U. & 580.) 
^Electrical Accumulator Ca v. Julien Electric 
Ca, 88 Fed. Rep. 117 (1889). 

4. A patent for an invention conveys noth- 
ing which the government owns or its prede- 
cessor ever owned, is the evidence of the in- 
ventor's exclusive right, and creates for him a 
property interest, which government secures 
to him by a grant *Marsh v, Nichols, Shep- 
herd & Co., 46 O. G. 239, C. D. 1889. 

5. This grant, however, is regulated by stat- 
ute, and requires the signatures of all the of- 
ficials required by statute. *ld. 

6. A patent issued to an applicant is only 
prima facie evidence tiiat he is the inventor. 
♦Kennedy v. Hazelton, 46 O. G. 973, C. D. 1889. 

7. Theoretically, an inventor in taking out a 
patent under the statutes of the United States 
subtracts nothing from and adds nothing to 
his actual invention, and, except for the pro- 
visions which for public interests requu« in a 
patent a description and claim, the same unre- 
stricted rules of the common law would pro- 
tect an inventor's statute right as are relied 
on to support a trade-mark or business good- 
will ♦Reece Button-Hole Machine Co. v. Globe 
Button-Hole Machine Ca, 67 O. G. 1720, G D. 
1894. 
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8. A monopoly depending upon the merits 
of an invention to which it is a mere incident 
is neither obnoxious to public policy nor an 
illegal restraint of trade; *Heaton-Peninsular 
Button Fastener Ca ▼. Eureka Specialty Ga, 
78 O. G. 171, a D. 1897. 

9. The property right of a patentee is but a 
property right and is subject to the general law 
of the land. He may not» by virtue of his pat- 
ent, make illegal contracts or do any other 
illegal acts. A prohibited business is not pro- 
tected by the patent laws because it is con- 
ducted through instrumentalities which are the 
subject of patent-rights. *Id. 

(A right of property may legally exist in an unpat- 
ented invention or discoTery, if kept secret, which a 
court will protect, t^^alomon ▼. Hertz, 85 O. G. 1109, 
C. D. I860, followhig Peabody t. Norfolk, 98 Mass. 452.) 

11. Presumption of Validity. 

10. To overthrow the presumption arising 
from the patent the evidence should be satis- 
factory, convincing. *Vulcanite Paving Co. v. 
American Artificial Stone Pavement Ck>., 42 
O. G. 82«, C. D. 1888. 

11. A presumption of validity arising from 
a successful interference in the patent ofBce 
only applies against the parties to the inter- 
ference and their privies. It does not extend 
to litigants who do not make the infringing 
article under a grant from the interferer. *Ed- 
ward Barr Ca (Limited) v. New York and New 
Haven Automatic Sprinkler Co., 43 O. G. 892, 
C. D. 1888. 

12. The rule is well settled that the produc- 
tion of letters patent for a design establishes a 
prima facie right in the patentee which can 
only be defeated by proofs which are of con- 
vincing forca *Unterraeyer v, Freund, 47 
O. G. 527, C. D. 1889. 

18. The fact that in its progress through the 
patent office the specification and claims of the 
patent in suit were made more clear and accu- 
rate, so as to express the patentee's actual in- 
vention, affords no reason for casting doubt 
upon the validity of the patent *PuIl man's 
Palace Car Ca v. Boston and Albany R. Ca, 53 
O. G. 1255, C. D. 1890. 

14. The fact that the patent has been unques- 
tioned for more than five years, during which 
time the machines have been put on the market 
and largely advertised and over a million dol- 
lars have been invested in their manufacture, 
even if there has been no prior adjudication in 
its favor, sufficiently fortifies the prima facie 



( presumption of the patent 'National Typo- 
graphic Co. V. New York Typograph Co., 56 
O. G. 661, C. D. 1891. 

15. In an interference between a patent and 
an application, where the question was not one 
of independent origination, but a dispute over 
the invention of the specific thing patented,, 
the natural presumption existing in favor of 
validity of the patent is greatly strengthened 
by the fact that the junior party to th^ inter- 
ference had full knowledge of the patentee'^ 
proceedings before the office, but was fifteen 
months behind him in filing his application* 
Hisey v. Peters, 58 O. G. 1691, C. D. 1892. 

16. The rule is well settled that complain- 
ant's introduction in evidence of his patent in 
due form is sufficient to show that he is tlie 
first and original inventor of his device or im- 
provement as defined and construed by the 
courts, unless sufficient evidence to overcome 
that presumption and to establish the contrary 
allegation of the answer is exhibited in the 
record. The burden of proof is on the defend- 
ant to show that the patentee was not the orig- 
inal and first inventor. *Page Woven Wire 
Fence Ca v. Land, 59 O. G. 159, G D. 1892. 

1 7. A patent subsequently granted to the de- 
fendant does not overcome this prima facie 
presumption in favor of the prior patentee. 
(Citing Goodyear Dental Ca v. Gardner, 4 Fish. 
224) ♦Id. 

18. Where the question of invention is closely 
balanced, the presumption in favor of the pat- 
entee arising from his recognition as an in- 
ventor by the patent office will incline the 
court to sustain his patent *Wat8on v. Stevens, 
60 O. G. 1884, C. D. 1892. 

19. The law is settled that as to every point 
touching the validity of a claim, the patent 
itself is prima facie evidence (Mitchell v. Tilgh- 
man, 19 Wall. 287), although often very slight 
and purely technical. *Chase v. Fillebrown, 58 
Fed. Rep. 374 (1893). 

20. The existence of letters patent issued in 
due form ia prima facie evidence of the valid- 
ity of the patent *Hunt Bros. Fruit Packing 
Co. V. Cassidy, 62 O. G. 1965, G D. 1893. 

21. Tlie presumption is against the sugges- 
tion of inadvertence in the grant of a patent, 
and is always, in the absence of proof or sub- 
stantial identity of claim, that the patent was 
granted in full view of the application. Edison 
V. Ball, 71 O. G. 1313, G D. 1895. 

22. " Not only in the courts, but within the 
office as well, the patent as it stands is prima 
facie correct and valid. • . . Once they are 
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issued, patents no longer come within the ju- 
risdiction of the commissioner, except so far 
as they may be indirectly affected by a decis- 
ion upon the question of priority upon a clear 
showing that against the presumption attach- 
ing to a patent another patent for the same in- 
vention to another person is decreed to issua*' 
Carty v. Kellogg, 78 O. G. 285, C. D. 1895. 

28. Prima facie letters patent are evidence 
that all the requirements of the statute have 
been fully complied with, and if it be true that 
the patentee has been at no pecuniary expend- 
iture in realizing the conception of the designs 
it follows, presumably, that no such expend- 
iture was demanded by the circu mstance& The 
burden of showing the necessity of such ex- 
penditure is upon the defendant in any case. 
^Matthews & Willard Mfg. Ca v, Trenton 
Lamp Ca, 75 O. G. 674, C. D. 189e. 

III. Defectivb or Yoid. 
(See Claims for Combination.) 

24. Where only mechanical skill is required 
to supply defects in the invention as described, 
such defects do not render the patent invalid. 
*Temple Pump Ca v. The Goes Pump and Rub- 
ber Bucket Mfg. Ca, 89 O. G. 467, C. D. 1887. 

25. Where the patent describes an element 
as concavo-convex, the decree of concavity or 
convexity is left to practical experience and 
judgment, and the validity of the patent is not 
affected. *Id. 

26. In the particular instance the claims 
were for the combination of the two elements, 
no matter how or by what means it might be 
effected, and such a patent cannot be sustained. 
*The Thatcher Heating Ca v. Burtis, 39 O. G. 
587, G D. 1887. 

27. A patent based on an alleged combina- 
tion which is inoperative without the addition 
of another element is void. *Tarrant v. Du- 
luth Co., 39 O. G. 1425, C. D. 1887. 

28. A patent covering an article possessing 
DO novelty in the features claimed, and only 
in a feature unclaimed, cannot be sustained, 
♦Ingham v. Pierce. 42 O. G. 1062, G D. 1888. 

29. It is fatal to a patent for a process that 
a patentee claims as essential a step which is 
uo necessary. *Van Camp v. The Maryland 
Pavement Ca, 43 O. G. 884, G D. 1888. 

80. The taking of the oath is in no degree 
essential to the validity of a patent *l'he 
Holmes Burglar Alarm Telegraph Ca v. The 
Domestic Telegraph and Telephone Co., 51 0. G. 
2088, G D. 1890. 



81. Where a patent is void ab initio^ no rule 
of estoppel can be invoked to aid a complain- 
ant thereon, since no act of an individual can 
vitalize and make valid a patent which never 
had validity or took effect as a grant *De La 
Vergne Refrigerator Machine Ca v. Feather- 
stone, 58 O. G. 1842, C. D. 189a 

82. Where experiment and inventive skill 
on the part of a skilled operator or user are 
necessary in addition to the instructive state- 
ments of the specifications to render the inven- 
tion available and the use successful, held, that 
the patent is fatally defective and the patent 
based thereon void. (Lockwood v. Faber, 27 
Fed. Rep 63 ; McNamara v. Hulse, 2 Weh 128 ; 
Tyler v. Boston, 7 Wall 327.) *The Tannage 
Patent Ca v. Zahn, 71 O. G. 1161, G D. 1895. 

88. Where a specification fails in any mate- 
rial respect to make the invention fully known 
and accessible to the public skilled in the art 
to which the invention relates, held, that it is 
fatally defective, and the patent based upon it 
ipso facto becomes void. (Wayne v. Holmes, 
2 Fish. 20.) *Id 

84. The very fact that a machine is patented 
is some evidence of its operativeness as well as 
of its utility, and where a model is constructed 
after the design shown in a patent which is 
not perfectly operative, but can be made so by 
a slight alteration, the inference is that there 
was an error in working out the drawings, and 
not that the patentee deliberately took out a 
patent for an inoperative device. *Dashiell v. 
Grosvenor, 75 O. G. 507, G D. 1896. 

85. Where the patentee at the time of his 
application considered that a dye to be used 
should be waterproof and that the yielding 
surface used in polishing must be an inflated 
air-cushion, neither of which facts was dis- 
closed by the specification, lield, that the pat- 
ent is void because of implied purpose to de- 
ceive the public. *£lectric Boot and Shoe 
Finishing Co. v. Little, 77 O. G. 456, C. D. 
1896w 



IV- CorSTEUCTION OF, IN GENERAL. 

86. In determining the question whether a 
patent is operative, the workings, not of a ma- 
chine made as a literal copy of the drawings of 
the patent, but of one made with the mechan- 
ical devices which will tend to make a machine 
practical and operative, and which are within 
the duty of the mechanic, are to be considered. 
I *Boyer v. Coupe, 39 O. G. 239, C. D. 1887. 
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87. A claim in a patent cannot be changed 
by intendment when the effect of such change 
will make such claim precisely like another 
claim in the same patent *Filley v. Littlefield 
Stove Ca, 89 O. G. 1303, C. D. 1887. 

88. The specification and the claim of the 
patent described the invention as a method of 
** tempering." The word •* tempering " is to be 
construed as the particular method described, 
and not as the usual method of *' tempering." 
♦Gary v. Lowell Mfg. Ca (Limited), 40 O. G. 
1239, C. D. 1887. 

89. H being expressly stated in the specifi- 
cations attached to a patent that the claimant 
makes no claim to a certain combination pat- 
ented by another, lield, that the patent con- 
ferred no right to the use of such combination. 
♦Shaver v. Skinner Mfg. Co., 41 0. G. 282, C. D. 
1887. 

40. The sound of articulate speech is one of 

the " vocal or other sounds " referred to in 

Bell's patent The art or process described in 

said patent consists in gradually changing the 

intensity of a continuous electric current so as 

to make it correspond exactly to the changes 

in the density of the air caused by the sound 

of the voice, and devising a way in which 

these changes of density could be made and 

speech actually transmitted put the art in a 

condition for practical use. In doing this both 

discovery and invention, in the popular sense 

of these terms, were involved — discovery in 

finding the art and invention in devising the 

means to make it useful. A patent for the art 

does not necessarily involve a patent for the 

particular means for doing it, and the mention 

of means in the specification is only necessary 

to show that the art can be used to advantage. 

♦Dolbear v. American Bell Telephone Co., 48 

O. G. 877. C. D. 1888. 

(Decision of United States supreme court in "The 
Telephone Cases/^) 

41. What Bell claims is the art of creating 
changes of intensity in a continuous current 
of electricity exactly corresponding to the 
changes of density in the air caused by the vi- 
brations which accompany vocal or other 
sounds, and of using that electrical condition 
thus created for sending and receiving articu- 
late speech telegraphically. *Id. 

42. This claim is not in opposition to the 
decision in O^Reilly v. Morse, but is sustained 
by it, as this claim is not for the use of a cur- 
rent of electricity in its natural state as it 
comes from the battery, but for putting a con- 
tinuous current in a closed circuit into a cer- 



tain specific condition, suited to the transmis- 
sion of vocal and other sounds and using it in 
that condition for that purpose. *Id. 

48. It may be that electricity cannot be used 
at all for the transmission of speech except in 
the way Bell has discovered, and that there- 
fore, practically, his patent gives him its ex- 
clusive use for that purpose ; but that does not 
make his claim one for the use of electricity 
distinct from the particular process with which 
it is connected in his patent *Id. 

44. A claim in the following words, namely : 
" In a concrete pavement, the use of crushed 
and pulverized rock, when the same is heated 
and saturated with dead-oil, crude petroleum 
or the residuum of petroleum, and mixed with 
natural asphaltum, Cuban, Trinidad or Cali- 
fornia, previously dissolved to a pitch by crude 
petroleum or the residuum of petroleum, sub- 
stantially as described, and for the purpose set 
forth," construed as for a prooess, and also as 
for a process in which the previous saturation 
of the rock with dead-oil, crude petroleum or 
the residuum of petroleum is one of the essen- 
tial steps. 'Van Camp v. The Maryland Pave- 
ment Ca, 48 O. G. 884, a D. 188a 

45. Under a proper construction of the lan- 
guage such a claim as the foregoing cannot be 
held to cover both a process and also a com- 
position of matter. *Id. 

46. A claim for a composition of matter 
which is described by the process of making 
it, sustained. *Id. 

47. Where an applicant's specification de- 
scribing a process closed with the words *'and 
then coated with a thin layer of varnish,*' but 
his claims omitted any mention of this step, 
and it appearing it was not mentioned in the 
original statement of invention, nor in the orig- 
inal claims, such step need not be treated as an 
essential part of the invention. Ex parte Kel- 
ler. 41 Ma D. (1 G. W. D.), Nov., 1889 (Mitchell, 
ComV). 

48. The first six claims of Patent No. 219,208, 
granted September 2, 1879, to Charles F. Brush, 
in view of the fact that he was a pioneer in 
this branch of electrical construction, construed 
to cover all forms of mechanism constructed 
to separate the two or more pairs of carbons 
'* dissimultaneously " or successively, in order 
that the light may be established between the 
members of but one pair or set at a time, while 
the members of the remaining pair are main- 
tained in a separated relation. *Brush Electric 
Ca V. Western Electric Light and Power Co., 
52 0.G. 1950, a D. 189a 
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49. The word " disBimultaneous " used in 
said claims of said patent construed as referring 
to that separation which results in the produc- 
tion of a single ara *Id. 

50. The claim involved a friction-plate or 
pressure contrivance for retarding the force of 
rebound ; Jidd, that it must be construed to be 
one for the application of friction to retard 
movement unlimited to any particular form or 
character of mechanical means for effecting 
such application, and could not be upheld. 
♦Dederick v. Seigmund, 52 O. G. 1537, G D. 
1890. 

51. A correspondence between the inventor 
and the patent office prior to the grant of the 
patent cannot control the import of claims the 
terms of which are not ambiguous, ^ugar 
Apparatus Mfg* Co. v. Yaryan Mfg. Ck>., 53 O. G. 
920, C. D. 1890. 

52. The act of July 4, 1886, provides for 
granting a patent for any new and useful art, 
machine, manufacture or composition of mat- 
ter, or any new and useful improvement in any 
art, machine, manufacture or composition of 
matter. Held, that this patent, which is for an 
apparatus for improvement in the construction 
of prisons, was not granted for an art or a pro- 
cess, and that it was not a manufacture or a 
composition of matter. *County of Fond du 
Lac V. May, 53 O. G. 1884, G D. 1890. 

53. The result or operation of the Day and 
Brush lamps held to be widely different ; the 
complainants' lamp burns its carbons by alter- 
nate arcs between each pair, necessarily pro- 
ducing a light unsteady and unsatisfactory 
and varying in intensity, because the increase 
of distance between the burning carbons causes 
the light to weaken and finally to form the arc 
between the other pair of carbons, to repeat 
the same process of weakening the light until 
it shifts back to the first pair, and so on, while 
in defendants' }amp the light burns steadily 
until the pair of carbons between which it is 
first produced are wholly consumed, when it 
shifts to the other pair and consumes those. 
♦Seeley v. The Brush Electric Co., 54 O. G. 661, 
C. D. 1891. 

/ 54. It is the duty of courts to construe a pat- 

/ ent by a reference to the language of its claims 

and an examination of the specifications and 

j drawings accompanying the same. *Norton v. 

\ Jensen, 60 O. G. 1826, G D. 1892. 

55. The question of the construction of the 
claims of a patent is the province of the court 
and does not rest with the jury. *Marsh v. 
Quick Meal Stove Ca, 60 O. G. 1056, C. D. 1892. 



56. Where a claim of a patent reads " In a 
gasoline stove, etc.,'' and then enumerates a 
number of other elements, the words " In a gas- 
oline stove " will be understood as including 
the well-known essential elements of such 
stoves, and to enable the plaintiff to recover 
the other elements of the claim or their sub- 
stantial equivalents must be all found in the 
defendant's stove. *Id 

57. Broad and narrow claims on the same 
invention are not to be so construed as to ren- 
der their expressed distinctions meaningless. 
The distinction between them must be main- 
tained, that both may be i^iven effect *Na- 
tional Cash Register Ca v. American Cash Reg- 
ister Co.. 62 O. G. 449, G D. 1898. 

58. The language of a claim is to be read 
with reference to the purpose to be accom- 
plished by the invention, and the phrase "a 
continuous-cutting edge" when applied to a 
fruit-parer means a cutting edge continuous in 
action, an edge which continuously cuts, and 
is not limited to an edge free from any nick or 
notch whatsoever therein. *Sayre v. Scott, 68 
O. G. 1818, C. D. 189a 

59. The supreme court, construing the claims 
of the telephone patent, says : '* The claim is 
not for these several things in and of them- 
selves, but for an electric telephone in the con- 
struction of which these things or any of them 
are used." 'American Bell Telephone Ca v. 
Cushman, 65 O. G. 185, G D. 189a 

>y; 60. The construction of two patents and de- 
termination of the identity of the inventions 
described and claimed therein are matters of 
law for the court to determine. (Heald v. Rice, 
21 O. G. 144a 104 U. a 749.) *Miller v. Eagle 
Mfg. Co., 66 O. G. 845, C. D. 1894 

01. In construing a patent the courts are 
necessarily subject to the restraints arising 
from the incorporation into them of the de- 
scription and claim which the statutes require, 
but it must be the rule in interpreting these 
that it is to be presumed the inventor did not 
intend to split up bis invention. *Reece But- 
ton Hole Machine Ca v. Globe Button Hole 
Machine Ca, 67 O. G. 1720, C. D. 1894 

62. The maxim enumeratio unius exclusio 
alterius by reason of the doctrine of equiva- 
lents does not apply as fully to patents as to 
instruments in general *Id. 

63. If the recitals of the state of the art in 
the specification do not tend to limit, explain 
or nullify the grant, they are of no possible per- 
tinence ; but if they do have such tendency the 
patentee is bound thereby, and the patent must 
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be construed in the light of the facts so recited. 
*Heaton Peninsular Button-Fastener Ca v. 
Schlocht-Meyer Button-Fastener Ca, 69 Fed. 
Rep. 592 (1895). 

04. The claim of E., copied from B.*8 patent, 
held not the same as the orifz^nal method claim 
of K, reciting a different sequence of steps. Edi- 
son V. Ball, 71 O. G. 1313, C. D. 1895. 

65. Where a claim of a patent does not in 
terms include a certain element included in 
another claim, but such element is recognized 
in the specification as being necessary, the at- 
tempt to create a distinct and separate inven- 
tion out of the first claim and to differentiate it 
from the acturl invention of the second claim 
has the fault of adhering to technicality with- 
out regard to substanca *Appleton v. Ecaubert, 
71 O. G. 1617, a D. 1895. 

66. After a disclaimer under the statute a 
patent is to be construed by what remains 
*Schwarzwalder v. New York Filter CJo., 72 
O. G. 1043, C. D. 1895. 

67. In comparing patents, in order to ascer- 
tain whether they cover the same or different 
inventions, not only the face of the patents but 
also evidence concerning the construction and 
operation of devices made in alleged exemplifi- 
cat^n of the patented devices should be con- 
sidered. Thomson-Houston Electric Co. v. 
Western Electric Ca, 75 O. G. 347, G D. 
1896. 

05. Distinctly different results perceived and 
understood by the mere practical use of the de- 
vices of different patents constitute a fair and 
liberal test for diversity of invention. *Id. 

/ 69. In a claim for a particular form of spindle 
( and support there is no necessity for expressing 
I in terms the devices for revolving the spindle, 
\ since the appropriate means for operating it 
' will be understood. *Taylor v. Sawyer Spindle 
Ca, 77 O. G. 462, C. D. 1896. 

70. The terms " inward delivery " in a claim 
for an excavator have direct reference to the 
mechanism itself, and cannot properly be lim- 
ited to th3 description or effect of such mech- 
anism. The clear meaning of a claim to '^ an 
excavator having inward delivery*' or "with 
inward delivery through itself" is an excavator 
so constructed as to produce an inward delivery. 
*Von Schmidt v. Bowers, 80 O. G. 347, Q D. 
1897. 

71. The unnecessary designation of certain 
elements in a claim does not invalidate it 
'^American Street Car Advertising Ca v. New- 
ton Street By. Ca, 81 O. G. 506, C. D. 1897. 



V. CONSTEUCTION OF, LiBERAL OR BrOAD. 

72. Where it does not appear in evidence 
that the object desired and claimed has been 
accomplished by any analogous method before 
the patentee conceived and described the 
means of effectuating it, he is fairly entitled to 
all the benefits his patent was intended to con- 
fer upon him. *Kirk v. Du Bois, 42 O. G. 297, 
C. D. 188a 

73. Where a claim calls for a device " as an 
attachment'- to something it may be subject 
to the construction that it is a claim for the 
device baldly, and the words descriptive of its 
use rejected as surplusage, on the theory of 
Roberts v. Ryer (91 U. S. 157X that a patent 
covers a device in all the uses to which it may 
be applied. *McClain v. A. Ortmayer & Son, 42 
O. G. 724, C. D. 1888. 

74. Where a patentee says that he expects 
in practical operation to use a device — as, for 
example, a rivet — to accomplish a certain 
thing, but does not confine himself specifically 
to it, any other device which secured the re- 
sult intended would be allowable and open to 
him. *Id, 

75. While a patent is to be liberally con- 
strued, so as to sustain it as a grant of the in- 
vention actually made and actually claimed, it 
can never by judicial construction be made to 
cover an invention nowhere claimed in it, and 
which the public has had no fair notice that 
the patentee intended to claim. *Van Camp 
V. The Maryland Pavement Ca, 43 O. G. 884, 
C. D. 188a 

76. A claim to a combination covers all the 
effects produced by the combination, even 
when such effects are not specifically set forth 
in the specification. *Thompson v. American 
Bank Note Ca, 45 O. G. 847, G D. 188a 

77. A patent for a primary invention will 
not receive a liberal or broad construction 
where the invention is of a very low order. 
♦Dederick v. Seigmund, 60 O. G. 1193, C. D. 
1892. 

78. Courts do not construe letters patent for 
the purpose of their destruction nor in the crit- 
ical and hostile spirit which a plea in abate- 
ment formerly encountered. ^Electrical Ac- 
cumulator Ca V. Brush Electric Ca, 61 O. G. 
886, C. D. 1892. 

79. The claim of a patent for a primary in- 
vention should be as liberally interpreted as its 
fair import will allow, to the end that the in- 
ventor's conception shall be justly protected to 
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ita true ezt«iit and iti its broad and actual 
ecope. 'National Caah R^Kister Ca t. Ar 
can Cash Rt^ititer Co., 63 O. O. 448, C. D. 1891 

SO. In Bucb a cl&iiu, while it may be trus 
tbat particular mecbaQism ia mentioued. it 
does not uecessarily i-Mult tbat the patentee 
intended to limit the claim to an; apecial de- 
vices or tbat the law will ao lestrict it *Id. 

81. Where a patentee has made a meritori- 
OUB invention the court should not be over- 
EeakiuB in trying CD defeat bim by an illiberal 
conatruotion of the patent On the contrary, 
the court should aeek a construction which 
gives life to the patent and protection to the 
inventor. "I^lance & Oroejean tilg. Co. v. 
Habermann Mfg. Co., 63 a G. 462, a D. 1868. 

85. While courts have no right to enlarge a 
patent beyond the scope of its claims as allowed 
by the patent office, the inventor is entitled to 
a liberal construction to secure to him his act- 
ual iuvention. (Citing Winans v. Etenmeod, 10 
How. S41}. 'Brush Electric Co. v. Electric 
Improvement Ca of San Joe^ tZ O. G. 16S1, 
GD. 188a 

88. Unambiguous terms in a claim should 
not be given a narrow or forced construction 
not required by the state of the art which 
practically would defeat the patent "Sayre v. 
Scott 63 0. O. 1818. Q D. 1881 

88i. While a claim should not be construed 
so as to expand it, on the other hand it should not 
be given a narrow interpretation which would 
defeat the patent, unlese absolutely required by 
the state of the art 'Id. 

84. Meritorious inventions of primary char- 
acter call for liberal Interpretation. (Tilghman 
V. Proctor, 19 O. G. 86», 108 U. a 707 ; Morley 
Machine Co. v. I^ncaster, 47 O. Q. 367. 138 
TJ. a 263; BdiA v. Jeentet i1 O. Q. 403. 130 
TJ, a 688.) oCelluloid Ufg. Ca V. Arlington 
Mfg. Ca, 64 a G. 1268. C. D. 1898. 

86. Patentee is entitled to all the advantages 
incident to the patented ai^aratns, even though 
not described in the specification or originally 
perceived by the inventor. (Roberts v. Ryw, 
10 O. G. 304.) 'Aerated TatA Ca v. Woodbmj 
Glass Ca, 64 O. G. 1366, C IX 186& 

80. Although the complainants have not 
made a pioneer invention in the brood sense of 
the term, they are entitied to a construction 
liberal enough to cover a machine whiiA in 
the same art perforins the same work in 
manner almost identical. 'Loewer and Schel- 
ter V. G P. Ford £ Ca, 64 O, G. 1536, C. D, 1881 

87. The fact that the pioneer madiiae. when 
first produced, tailed to produce au absolutelv 



perfect "linotype," which fault was remedied, 
however, by the patentee, and perfect justifi- 
cation produced by improved machines subse- 
quently made by others, is no reason for deny- 
ing relief to the pioneer patentee to the full 
extent of his invention. 'Mergenthaler Lino- 
type Ca V. Frees Publishing Ca, 65 a O. 3063, 
CD. 1881 

88. Beid, tbat an inventor is entitled to all 
the necessary and legitimate results attained 
l^ his invention, including such as were not 
foreeeen. It is the thing, and not the uses 
which it may be found capable of, which is 
patentable 'National Meter Ca v, Thomson 
Meter Ca. TO O. G. 03JS. Q D. ISSS. 

88. Commercial success of a patented article 
due to the demand caused by a change of 
fashion and to extensive and seductive adver- 
tisement will not serve to broaden the scope of 
the patent 'Richardson v. America Pin Ca, 
7B a G. 861, C. D. 18B8. 

90. Where the true value of the invention 
lies in one element of a combination, and an 
infringer has appropriated that, he should not 
be permitted to escape upon the plea that he 
has omitted a subordinate and comparatively 
non-essential feature unless it is clear that he 
has omitted it To &nd an invention meritori- 
ous and then defeat it by an illiberal construc- 
tion is as inconsistent es it is unfair. To decide 
that an inventor haa conferred a benefit upon 
mankind and subsequently destroy his patent 
by a harsh construction is condemned both by 
the general principles of equity and by express 
authority. The court should be diligent to give 
him the rewards of his genius and labor and 
resolve doubtful points in favor of tbe patent 
•Oould Coupler Ca « Piatt, 76 0. Q. 1547, C D. 
1896. 

91. The circumstance that a patentee, when 
an applicant bad no attorney ia no reason for 
ad4^ting any peculiarly liberal construction of 
his patent *Gould Coupler Ca v. Trojan Car 
Coupler Co, 76 a G. 2006^ a Dl 1891 

92. So much of the mere form given in Hie 
apeciflcation, drawings and claim as is neces- 
sary to accomfdish all the functions expressly 
enumerated is essential and must he retained. 
A function afteri lot be 
used to broaden a ioa is 
available to the pal atmt 
construed in the li( f» ex- 
isting when it •■ " lougb 
to embrace i' show 
that the ne »d of 
either tbe in 
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the pDteDt issued, it cannot be said that if the 
patent be narrow on its face it should be broad- 
ened out by construction to cover this new 
function. It would establish a very danger- 
ous precedent to give to a mere paper patent 
which has Iain dormant for years a breadth 
not contemplated on its face by reason of some 
new function discovered long after its issue 
and after that function had been availed of in 
practice by others. Such precedent, if estab- 
lished, would on the whole operate more to en- 
trap honest manufacturers than to advance 
the useful arts. *Long v. Pope Mfg. Co., 77 
O. G. 1428, C. D. 1896. 

9S. The principle that a patent should be con- 
strued in a liberal spirit to sustain the just 
claims of the inventor is not to be carried so 
far as to exclude what is in it or to interpolate 
anything which it does not contain ; but liber- 
ality, rather than strictness, should prevail 
where the fate of the patent is involved and 
the question to be decided is whether the in- 
ventor shall hold or lose the fruits of his genius 
and his labors. *Mathe8oa v. Campbell, 79 O. G. 
684, G D. 1897. 

94. The Bowers patents disclose and cover 
inventions of a pioneer character, standing at 
the head of the art, and their claims are en- 
titled to a broad and liberal construction. *Von 
Schmidt v. Bowers, 80 O. G. 847, C. D. 1897. 

95. Said claims are not functional in form, 
nor are they claims for results, nor are they 
limited to any particular form of construction 
of the elements which make up the combina- 
tions, but they are broad generic claims with- 
out any limitation as to the form of construc- 
tion of the particular elements. *Id. 

96. If a reasonable doubt exists as to the 
novelty of an invention covered by a patent it 
is to be resolved in favor of the patent *Kin- 
near & Gager Co. v. Capital Steel Metal Ca, 81 
Fed Bep. 491 (1897). 

97. This patent held to cover a digester hav- 
ing a structural lining composed of materials 
possessing plastic, adhesive, cohesive and acid- 
resisting characteristics, and not to be limited 
to a lining of hydraulic cement or any othei* 
particular cementitious ingredient *Ameri- 
can Sulphite Pulp Co. v. Rowland Falls Pulp 
Co., 80 O. a 515 (1897). 

98. The law applicable to the patent distin- 
guished from that in the Incandescent Lamp 
Patent (159 U. & 465). In the latter Sawyer 
and Mann did not limit themselves to a particu- 
lar material, or even to a class ; but the patentee 
limits himself to a class of material, and, still 



further, within that class to a material possess- 
ing the required acid-resisting qualities. *Id. 

99. A pioneer inventor is entitled to a patent 
covering his adaptation of the forces in matter 
which he has discovered and the compositions 
with which he has successfully experimented 
and such as would naturally develop in the 
growth of the art without invention, as well aa 
those which he has described. *Id. 

100. Where an invention consists of great 
merit and is a substantial advance over me- 
chanical constructions heretofore used in the 
art to which it appertains, the claims of the 
patent should be such a construction as will 
give the patentee the full benefit of the me- 
chanical advance which he has contributed to 
the mechanical arts and claimed. *Mitchell v. 
Ewart Mfg. Ca, 80 O. G. 1762, C. D. 1897. 

101. The device is wholly new. Nothing ia 
anticipation thereof has been brought to the 
attention of the court nor cited by way of ref- 
erence in the patent offica Hdd, patent is en- 
titled to have such a broad construction put 
upon it as will enable the patentee to obtain the 
benefit of the full scope of his invention. *For- 
gie V. Duff Mfg. Ca, 81 O. G. 1113, C D. 1897. 

VI. CONSTEUOTION OF, BY DeAWINGS* 

102. One part of the invention is properly 
described in the body of the specification, but 
the second part is not although shown in the 
drawings. Doubtful and ambiguous specifica- 
tions can be aided and made plain by drawings 
but the latter cannot supply an entire absence 
of description. The claim, which is broad 
enough to cover the second part of the inven- 
tion, cannot be sustained. *Gunn v. Savage^ 80 
Fed. Rep. 866 (1887). 

108. The drawings of a patent may be ap- 
pealed to in construing its claims, if the lan> 
guage is ambiguous and leaves something for 
construction, but in this case the language of 
the claim is plain and the drawing, being in- 
consistent with it cannot be used to elucidate 
it *Kidd V. Horry, 88 Fed. Rep. 712 (1888). 

104. The court below having decided where 
certain devices were shown in the drawing of 
the patent but not in terms referred to eitlier 
in the specification or in the claims as a part 
of the invention, nor in any way alluded to, 
except incidentally in the specification, that the 
claims could not be thereby limited by con- 
struction to make such devices an essential 
feature of the invention, hdd, that the con- 
Btraction the court gave to the claims of the 
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patent as originally issued was indisputably 
correct *Boemer v. Neumann, 49 O. Q. 1585, 
C. D. 1889. 

105. A claim containing as elements certain 
tubes, witliout specifying vertical or horizontal 
tubes, is not confined to vertical tubes, though 
the drawings show them only in this position, 
^ind their ends are designated as " upper " and 
** lower," where the invention clearly includes 
horizontal tubes, especially where, in other 
claims, the patentee intends to confine himself 
to vertical tubes, and he so expresses himself in 
plain language. *Sugar Apparatus Ca v. Yar- 
yan Mfg. Co., 53 O. G. 920, C. D. 1890. 

106. The drawings are illustrative and ex- 
planatory, but not definitive, and are only to 
be treated as part of the description of the 
thing patented. *Perrin v. Manhattan Ry. Co., 
62 O. G. 1209, C. D. 189a 

10 7. Although the drawing of a patent shows 
knives of a cutter-head set at a certain angle, 
this will not enable the patentee to rest his in- 
vention on that particular degree of angularity 
when there is nothing in the specification to 
show that it is intended to limit the pitch of 
the knives to that angle. *Caverly v. Deere, 78 
O. G. 1711, C. D. 1895. 

VIL CONSTBUCnON OF, BY SPECIFICA- 
TION. 

108. Where the patented invention is but 
one of a series of improvements, all having the 
-same general object and purpose, the claims 
of the patent must be restricted to the precise 
form and arrangement of the parts as described 
in the specification and to the purpose indi- 
cated therein. *Bragg v. Fitch, 89 O. G. 829, 
C. D. 1887. 

109. Claims must be construed by the lan- 
guage which the patentee has employed in his 
specification, and not by the language which 
he might have employed. *Patent Clothing 
Co. (Limited) v. Glover, 40 O. G. 1135, C. D. 
1887. 

110. Admitting the rule to be that a claim 
in a patent is to be construed with reference to 
the specification, yet, when the claim, consid- 
ered with reference to the specification, is am- 
biguous, special significance should be attached 
to correspondence between the patentee and 
the patent ofiSce, showing how the latter con- 
strued it, and what was the extent of the 
monopoly intended to be granted. *Royer v. 
Schultz Belting Ca, 50 O. G. 558, C. D. 1890. 

111. Though a claim is to be construed in 



connection with the explanation contained in 
the specification, and it may be so drawn as 
in effect to make the specification an essential 
part of it yet the specification and drawings 
are usually looked at only for the purpose of 
better understanding the meaning of the claim 
and certainly not for the purpose of changing 
it and making it different from what it is. 
*The Howe Machine Ca v. The National Needle 
Co., 51 O. G. 475. G D. 1890. 

112. A patentee's claim is the measure of 
his right of relief, and while the specification 
may be referred to to limit the claim it can 
never be made available to expand it *Mc- 
Clain V. Ortmayer, 57 O. G. 1129, Q D. 189L 

113. While the drawings only illustrate the 
invention in its application to railroad cars 
and to railroad cars having each two four- 
wheeled trucks, from the language of the speci- 
fication it is apparent that the invention was 
designed to be applied to a series of vehicles of 
kinds that are not provided with four-wheeled 
trucks, but are usually provided with two- 
wheeled truck& *Perrin v. Manhattan Ry. Ca, 
62 O. G. 1209, C. D. 189a 

114. The terms of the claim are oo-extensive 
with the description of the patent *Id. 

115. The true meaning of claims must be 
gathered by comparing them with the context 
of the specification. *Celluloid Mfg. Ca ▼. Ar- 
lington Mfg. Co., 64 O. G. 1268, C. D. 189a 

116. Where claims in a patent are not sup- 
ported by a description in the patent such 
claims are of no validity. ^Pacific Cable Ry. 
Co. V. Butte City Street Ry. Co., 66 O. G. 1758, 
C. D. 1894 

117. The specification in the case at bar was 
so referred to in the claims that either may aid 
in the interpretation of the other. (Pearl v. 
Ocean Mills, 11 O. G. 2, 2 Ban. & A 469, Fed. 
Cas. Na 10, 876; Rob. on Pat, sea 517.) 
*American Sulphite Pulp Co. v. Howland Falls 
Pulp Ca, 80 O. G. 514, G D. 1897. 

VIII. CONSTEUCTION OF, BY StATE OF 

Art. 
(See X, Claims Limited bt Their Terms.) 

lis. Claims must be construed with refer- 
ence to the prior state of the art *Grier v. 
Wilt 38 O. G. 1865, C. D. 1887. 

119. Hammerschlag, being a pioneer in the 
art described in his patent is entitled to a broad 
construction of his claim in controversy. 
*Hammerschlag Mfg. Ca v. Bancroft^ 40 O. G. 
1339, G D. 1887. 
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120. Where it does not appear in evidence 
that the object desired and claimed has been 
accomplished by any analogous method before 
the patentee conceived and described the means 
of effectuating it, he is fairly entitled to all the 
benefits his patent was intended to confer upon 
him. ♦Kirk v. Du Bois, 42 O. G. 297, G D. 188a 

121. A claim for a process consisting of 
several steps may be limited by the state of the 
art and the description in the patent to the in- 
etrumentalities or their equivalents as thus de- 
scribed, which are essential in the carrying out 
of the process claimed. *Lawther v. Hamilton, 
42 O. G. 487, C. D. 188a 

122. In cases where none of the elements 
of a combination is new nor is claimed sepa- 
rately and there are other similar kindred 
combinations in use, the evident tendency of 
late decisions is to limit the patentee to the 
particular form of the various elements com- 
posing the combination shown by his draw- 
ing& *Heine Safety Boiler Ca v. Smith Feed 
Water Heater and Purifier Ca, 47 O. G. 1684, 
C. D. 1889. 

128. The prior state of the art and the ex- 
press language of the specification in Letters 
Patent Na 180,857 combine to restrict the 
second claim to the use of a stencil made by 
electric pen. *£dison v. Klaber, 47 O. G. 1486, 
G D. 1889. 

124. Claims of patents should receive such 
interpretation as will enlarge or restrict them, 
so as to cover the actual invention when not 
absolutely inconsistent with the language used 
by the paten tea (Winans v. Denmead, 16 How. 
880; Van Martyr v. Miller, 15 Blatchf. 562.) 
If, upon the one hand, the state of the art shows 
the invention to have been a narrow one^ a 
strict interpretation will be given the claims. 
{Manufacturing Ca v. Ladd, 102 XT. a 40a) 
And it is of no practical consequence whether 
such restrictions are imposed by the patent oflSoe 
or not (Toepfer v. Goetz, 41 O. G. 93a) If, 
upon the other hand, the patentee has taken a 
decided step in advance of the state of the art 
at the time his application was filed, the courts 
will, if possible, construe the language of his 
claim so as to give him the full benefit of his 
improvement (Turrill v. Railroad Ca, 1 Wall 
491 ; Rubber Ca v. Goodyear, 9 id. 78a) ♦Con- 
solidated Roller Mill Ca v. Coombs, 48 O. G. 
255, C. D. 1889. 

125. When a patentee is a pioneer in a branch 
of invention, his claims may be construed to 
cover all forms of mechanism constructed to 
effect the same result as the particular mechan- 

17 



ism covered by said claim& *Bru8h Electric 
Ca V. Western Electric Light and Power Co., 
52 O. G. 1950, G D. 1890. 

126. In construing a claim, in view of the 
prior art, it cannot be limited beyond the plain 
import of its term& It must have this effect 
or be disallowed. *Enterpri8e Mfg. Co. v. 
Deissler. 56 O. G. 1205, G D. 1891. 

127. It is true that when the invention is of 
a primary character a larger latitude is given 
to the equivalents which the patent includes 
than if the invention was a modification of a 
well-explored art ; but this doctrine cannot be 
applied to primary invention of low order. 
*Dederick v. Seigmund, 60 O. G. 1198, C. D. 1892. 

(See, also, ^Vincent t. Rlgby, 64 O. G. 861, 0. D. 1803, 
and *CflCrter Mach. Oo. ▼. Hanes & Co., 74 O. G. 1277, C. D. 
1806.) 

IX. Claims fob Combination. 

(See CoNSTBUcnoN op Claims; Patentabil- 
ity—Combination ; Patents DEFsonyE and 
Vonx) 

128. Where a part of a machine covered by 
a combination patent is described in a claim as 
having a certain motion, that motion, as distin- 
guished from the means of producing it, is not 
covered by the claim. •Royer v. Schultz Belt- 
ing Ca, 88 O. G. 898, C. D. 1887. 

129. A claim for a combination of mechan- 
ical elements cannot be construed to cover a 
process or mode of operation, but must be lim- 
ited to the mechanical features claimed and 
their equivalenta *Grier v. Wilt, 88 O. G. 1865, 
G D. 1887. 

180. Where the claim covered the combina- 
tion of three elements, each designated by letter 
and by general description, it does not follow 
that the invention is confined to other particu- 
lars of construction of these elements described 
in the specification. *Temple Pump Ca v. The 
QoBB Pump and Rubber Bucket Mfg. Co., 89 
O. G. 467, G D. 1887. 

181. Clainis must be construed with refer- 
ence to the specification ; and where the latter 
imposes a restriction or limitation upon an ele- 
ment of a combination, a claim for the com- 
bination cannot be so construed as to avoid 
such limitation. *Snow v. The Lake Shore and 
Michigan Southern By. Ca, 89 O. G. 1081, C. D. 
1887. 

182. Where a claim in a patent is for a com- ^. 
binatlon of several elements, and it appears in 
evidence that the combination is inoperative 
without the addition of another element^ such 
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claim 18 Toid. ^Tarrant v. Duluth Lumber Ca, 
89 O. a. 1425, C. D. 1887. 

188. In claims for combioatioDB it is unnec- 
essary to include any elements except such as 
are essential to the peculiar combination and 
affected by the invention. 'Rapid Service 
Store Ry. Ca v. Taylor, 43 O. G. 721, G D. 

188a 

184. Where a claim covered the couibina- 
tion of one element named with another ele- 
ment named, " or other part»" these last words 
would mean some other equivalent part and 
the daim would be suflSciently certain. *Bab- 
oock & Wilcox Ga v. Pioneer Iron Works, 48 
O. G. 766, C. D. 188a 

185. While the law recofcnizes the patent- 
ability of a combination of old devices produc- 
ing a new and useful result* it patents the en- 
tire combination, and not any single element 
of it* nor any combination containing different 
or other elements. *Dudley R Jones Ca v. 
JVIunger Improved Cotton Machine Mfg. Co., 58 
O. G. 274, G D. 1892. 

188. The claims being for combinations ex- 
pressed in broad and general terms, they are 
to be construed in the light of the specification 
and each claim is to be " regarded as including 
such devices and combinations as are necessary 
to meet the requirements of the general terms 
in which it is expressed." 'Illinois Watch Ca 
V. Robbins and Avery, 61 O. G. 721, C. D. 
1892w 

187. In a combination patent it is permissible 
for the patentee, after claiming the whole ma- 
chine, to claim the combination of fewer parts 
than the whole, if this combination of parts is 
new, even though, taken alone, it will not re- 
sult in any known useful product (Wells v. 
Jaques, 5 O. G. 864* followed.) *Robert8 v. H. P. 
Nail Ca, 68 O. G. 618* C. D. 189a 

188. The claim is not invalid because inop- 
erative for want of additional elements. The 
appropriate means for rendering the combina- 
tion operative will be understood in any such 
case. *Deering v. Winona Harvester Works, 
69 O. G. 1641, C. D. 1894. 

189. In claims for combination of a spindle, 
supporting tube and other connected parts, it 
is not necessary to specify, in terms, the device 
for revolving the spindle. Any suitable means 
will be understood* Baylor v. Sawyer Spindle 
Ca, 75 Fed. Repi 801 (1896). 

140. It is not requisite to include in a claim 
as elements thereof parte of the machine which 
are necessary to its action so far as they may 
be understood and can be supplied by those 



who are ordinarily skilled in the art *Ameri- 
oan Street Car Advertising Ca v. Newton Street 
Ry. Ca* 81 O. G. 606, Q D. 1897. 

X. Claims Limited bt Their Terms. 
(See VIII, State of Art, supra.) 

(" The olatm is a statutory requiremeut proBciibed for 
the veiy purpose of xnakinfc the patentee define precisely 
what his invention Li, and it is unjust to the public a» 
well as an evasion of the law to construe it in any man- 
ner different from the plain import <^ its words.^^ White 
T. Dunbar, 96 O. G. 858, llOU. &47, C D.1884.) 

141. Where certain of the claims of a pat- 
ent give to an element in a combination a 
particular mechanical construction, the same 
element without such description of mechanical 
construction occurring in combination in other 
claims must be limited to the particular me- 
chanical construction, where no other mechan- 
ical construction is described in the patent 
'Railway Register MCg. Co. v. Third Avenue- 
Ry. Ca, 42 O. G. 379, C. D. 188a 

142. Where the import is plain, resort can- 
not be had to the specification for the purpose- 
of enlarging the scope of daima *Id. 

148. A patentee claiming a cement consist- 
ing of eight ingredients is limited thereto, al- 
though the specification states that one of said 
ingredients is to be used only when the cement 
is to be applied upon rough or uneven surfaces. 
The patent must stand or fall by the combina- 
tion claimed. *Otley v. Watkins, ^ Fed Repw 
828 (1888). 

144. While the specification makes many 
references to the use of the skein in the pro- 
cess of dyeing, which process of using might be 
patentable, it is not covered by the claima and 
they rigidly control *Grant v. Waiter, 47 O. G. 
1220, a D. 1889. 

145. Where persons so skilled in the con- 
struction of mechanical devices as in the pres- 
ent case disagree, the safer course to pursue ia 
to take each patent — Pullman and Sessions — 
as it stands and give to each inventor no more 
and no less than what he describes and claima 
as his invention. ^Pullman's Palace Car Ca v. 
Boston and Albany R. Ca 56 a G. 1255, C D. 
1890. 

146. When an inventor applies for a patent 
and clearly specifies and limits his invention 
and afterwards amends his application without 
disclosing any change of subject, and is granted 
a patent on his amendment, he is limited to the 
invention as he originally set it forth and is es- 
topped from claiming that it covers something 
not included in the original application. *Will- 
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iams T. Gk>od7ear Metallic Shoe Ca, 58 Ol G. 
1257, a D. 1892. 

147. The patentee conceiTed the idea of grad- 
ually stopping the backward movement of the 
plunger in a rebound baling-prees by applying 
a friction-brake. Held, that as friction-brakes 
are very old it was a low order of invention to 
apply such a brake to a baling-press, and a 
patent which with difficulty maintains its right 
to patentability must receive a narrow con- 
•struction. *I>ederick v. Seigmund, 60 O. G. 
1198, C. D. 1892. 

14S. If the Fox machine oould be held to 
show patentable invention, it constitutes one of 
a series of improvements, all having the same 
general object and purpose^ and the patent 
must therefore be limitsd to the precise form 
and arrangement of parts described in the 
specifications and to the purpose indicated 
therein. (Bragg v. Fitcli, 89 O. G. 829, 7 Supi 
Ct Rep. 980, 121 TJ. a 488, and Phoenix Caster 
Ca V. Spiegel, 60 O. a 1591, 10 Supi Ct Rep. 
409, 138 U. a 860. followed.) ♦Fox v. Perkins. 
62 O. G. 160, C. D. 189a 

148tt. This construction of the patent is also 
rendered necessary -by the fact that various 
broader claims were rejected and abandoned 
under both the original and the re-issue appli- 
cationa *Id. 

149. Appellants' exclusive right may not be 
expanded by construction beyond the terms 
chosen to express the invention to include all 
means however differing in mode of action and 
principle from the process described in the pat- 
ent (McClam v. Ortmayer, 57 O. G. 1229, 141 
U. a 419.) •Celluloid Mfg. Oa v. Arlington 
Mfg. Ca, 64 O. G. 1268, C D. 189a 

150. The cancellation of the phrase ''me- 
chanical or cohesive action " from application 
by his own voluntary act indicated intention 
clearly inconsistent with defendant's present 
insistance. *Id. 

151. Held, that where a claim calls for a 
particular device the procuring by the patentee 
of a subsequent patent for a different device, 
which the defendants' device resembles, op- 
erated at least as a recognition on the part of 
the patentee and of the patent office that there 
is a patentaUe difference between the two, 
which may be fairly invoked to limit the pat- 
ent to the specific means described in the claim. 
McCormick Harvesting Machine Ca t, CL Ault- 
man (ft; Ca, 64 O. G. 1791, G D. 189a 

162. There is no support for the proposition 
thatk icr the purpose of preserving tiie possi- 
bility of a function which the patentee had re- 



pudiated before the patent issued, the claims, 
though worded differently, should be so read 
as to cover only the exact construction and 
relation of parts illustrated in t^e drawings. 
♦Western Electric Ca v. Sperry Electric Ca, 65 
O. G. 697, C. D. 189a 

158. In construing a claim elements will not 
be imported into it that would operate to so 
enlarge its scope as to cover an invention not 
indicated upon the face of the invention. (Day 
V. Railway Ca, 49 O. G. 1864, 182 U. 8. 98.) 
•Wollensak v. Sargent & Cd, 66 O. G. 1007, 
G D. 1894. 

154. Where the claims are respectively 
drawn, the fact that the invention is a pioneer 
cannot serve to do away with the restrictions 
specified in the claims. *Groth v. Interna- 
tional Postal Suppljr Ca, 68 O. G. 418, G D. 
1894. 

155. Where an element is described, declared 
to be an essential feature of the invention, and 
made an element in the claims, held, that the 
patentee is not at liberty to say that it is im- 
material or that a device which dispenses with 
it is an infringement (Vance v. Campbell, 1 
Black, 427; Water-Meter Ca v. Deeper, 101 
U. a 882; Gage v. Herring, 28 O. G. 2119, 107 
U. a 640, 648; (jfould v. Rees, 15 WalL 187; 
Brown v. Davis, 84 O. G. 485, 116 U. a 287, 24a) 
♦Wright V. Yuengling, 69 O. G. 689, G D. 1894. 

156. If patentable at all, a combination of 
old means with improvements adapting it to 
new and non-analogous material and use, a 
patent will be limited to the combination modi- 
fied by the improvements. *Wright & Colton 
Wire-Cloth Ca v. Clinton Wire-Cloth Co. 72 
O. G. 1046, C. D. 1895. 

157. While a feature may be read into a 
claim with a view of showing the connection 
in which a device is used and proving that it 
is an operative device, an element which is not 
present may not be read into the claim for the 
purpose of making out a case of novelty or in- 
fringement *McCarty v. Lehigh Valley R, Co.^ 
78 O. Q. 1707, G D. 1895. 

158. A statement in the specification that in 
the best methods of applying their invention 
the patentees use a supplemental device there 
described is not to be read, as a limitation, into 
a claim which contains no reference to it, es- 
pecially when the significance of its omissioci 
is emphasised by its incorporation into a subse- 
quent claim. 'American Dunlop Tire Ca ▼* 
Erie Rubber Co, 74 O. G. 968, G D. 189a 

159. Mere improveiB in oombinations of old 
elements and ingredients should be limited by 
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a strict construction of their patents, so as to 
leave the unappropriated field of art open to 
other improTers, that they may be encouraged 
to exercise their industry and inventive genius. 
^Carter Machine Ga v. P. H. Haines & Ox, 74 
O. G. 1277, a D. 189«. 

100. The fact that a patented device is meri- 
torious is no reason why the patent should be 
construed to cover any other construction than 
that which was evidently in the inventor's 
mind and expressed in the specification. *Gould 
Coupler Co. v. Trojan Car Coupler Co., 75 O. G. 
2009, G D. 1896. 

161. A claim for a street-car platform guard 
made of wire, held not so far limited that it 
would not be infringed by any screen in that 
place save one made of wire. *Johnson v. 
Brooklyn Heights R. Ca, 76 Fed. Rep. 668 (1896). 

162. The law is imperative that the language 
of the description and claims, when clear and 
unambiguous, must be adhered to, even though 
the court be of the opinion that the patentee 
has unnecessarily restricted his claim& *Beale 
V. Spate, 76 O. G. 965, C. D. 1896. 

163. The statement of the specification that 
the patented pulleys are to be made of wood 
governs the construction of the patent, subject 
only to the expressed exceptions stated in a 
subsequent part of the specification. *Dodge 
V. Post & Co., 78 O. G. 889, C. D. 1897. 

164. The duty of the court is to construe the 
claims according to the plain meaning of their 
words, and if the claims are susceptible of two 
interpretations that one should be chosen which 
upholds and vitalizes the patent; but this can- 
not be held to include the formulation of claims 
by reading into or adding to them elements or 
restrictions which are not therein set out and 
not referred to in the specification except by 
implication. *Paul Boynton Ca v. Marius Chute 
Ca, 80 O. G. 1894, C. D. 1897. 

XL Claims Limited by Amendments 
IN THE Patent Office. 

165. A patentee having, in compliance with 
the requirements of the patent ofiQce, excluded 
by amendment certain matter from his orig- 
inal specification, is not at liberty to insist upon 
a construction of his patent which will include 
what he was expressly required to abandon and 
disavow in it *Sutter y. Robinson, 88 O. G. 
280, G D. 1887. 

166. It is wholly irrelevant to inquire whether 
the patentee was obliged to limit himself by 



the ruling of the patent ofiftce. It is enough to 
say that he did so limit himself. *Toepfer v. 
Goetz, 41 O. G. 983, C. D. 1887. 

167. Where the applicant in soliciting a re- 
issue limits his claims in view of the objections 
of the patent office, he is bound by such limita- 
tion in subsequent suits upon that re-issue. 
•Crawford v. Heysinger, 42 O. G. 197, Q D. 188a 

168. As .thus limited, the first and second 
claims of the Heyl re-issue cover only the pre- 
cise combinations set forth in them, as de- 
scribed in the specifications and illustrated in 
the drawings of such re-issua *Id. 

169. The applicant adopted the advice of 
the examiners-in-chief and accepted a certain 
claim. If, now, tlie narrow construction which 
must be adopted by the court will render the 
patent virtually useless, it is a sufficient answer 
that the patent office contemplated this con- 
struction and would not otherwise have granted 
the patent A broader construction would have 
given him precisely what the office refused. 
*Geis V. Eimber, 86 Fed. Rep, 105 (1888). 

170. The intimation in Sargeant v. Hall (114 
U. S. 88) that the limitations introduced into an 
application after it was persistently rejected 
must be strictly construed against the inventor 
and in favor of the public, and looked upon as 
in the nature of disclaimers, means no more 
than that when under the state of the art and 
the action of the office a patentee of a combina- 
tion has modified and limited his claim he shall 
be held strictly to the combination as he has 
described it It does not debar the patentee 
from the benefit of the doctrine of equivalents. 
*Rodebaugh v. Jackson, 47 O. G. 658, Q D. 1889. 

171. Where a claim in complainants' appli- 
cation broad enough to cover the machine 
used by defendants was rejected on reference 
to a prior patent, and the applicant was com- 
pelled to present a new claim having a limita- 
tion not found in the claim first presented, the 
new claim cannot be enlarged to cover what 
was first rejected. *Rodebaugh v. Jackson, 47 
O. G. 660, CD. 1889. 

172. A patentee will not be permitted to say 
that certain specified elements of his combina- 
tion claim are not essential to the combination. 
*Watson V. The Cincinnati, Indianapolis, St 
Louis & Chicago Ry. Ca, 47 O. G. 1843, C. D, 
1889. 

173. The claim as allowed defines the pat- 
entee's invention, and it ought not to be en- 
larged beyond the fair interpretation of its 
term& It would not be justifiable to import 
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into the claim an element which would operate 
to 80 enlarge its scope as to cover an invention 
in no manner indicated upon its face. ^Day 
V. The Fair Haven and Westville Ry. Ckx, 49 
O. G. 1364, a D. 1889. 

174. Where a patentee has modified his 
claim in obedience to the requirements of the 
patent office, he cannot have for it an extended 
construction which has been rejected by the 
patent office ; and in a suit on his patent such 
claim must be limited, when it is a combina- 
tion of parts, to a combination of all the ele- 
ments which he has included in his claim 
as necessarily constituting that combination. 
*The Phoenix Caster Ckx v. Spiegel, 60 O. G. 
1591, G D. 1890. 

1 75. A restricted claim as finally formulated 
by an applicant for a patent and allowed by 
the office after the rejection of broader claims 
is strictly binding upon the patentee, and he 
is precluded from afterward insisting on a 
broader construction. *Lane v. Park, 59 O. G. 
788, C. D. 1892. 

176. Where the defendants claimed that 
while the claims originally presented by Brush 
were broad enough to cover the feature of the 
successive burning of the two pairs of carbons, 
yet these had been rejected as functional, and 
he had subsequently accepted narrower claims, 
and that consequently he could not thereafter 
claim by construction such feature. *Bru8h 
Electric Ca v. Western Electric Light & Power 
Co., 53 O. G. 1950, C. D. 1890. 

177. Where it appeared that the original ap- 
plication for the first patent in suit included 
the device afterward patented in the second, 
and that in erasing a description of this there 
was also erased a description of a modifica- 
tion of the first, in which a " dome " placed 
above the evi^rating tubes was dispensed 
tvith, and that the claims in issue did not in- 
clude the dome as an element of the combina- 
tion, held, that the claims should be construed 
to cover the combination set out therein, and 
that the word "dome'* should not be read into 
the claims. *Sugar Apparatus Mfg. Ca v. 
Yaryan Mfg. Ca, 68 O. G. 920, G D. 1890. 

17S. A letter from applicant for patent re- 
plying to a rejection by the patent office, dis- 
tinguishing a claim from the references cited 
against it by calling attention to the fact that 
the surfaces made an element therein were 
vertical, not horizontal, as in the alleged an- 
ticipation, affects no claim but the one re- 
jected. *Id. 

179. Where an applicant before the patent 



office originally presents broad claims, and 
being rejected upon them by references to pat- 
ents already granted, amends his specification 
and claims and is granted a patent upon the 
amended claims, he waives the broad claims 
of his first application and cannot afterward, 
in an action for infringement, broaden the 
scope of his invention by claiming that it was 
made before the anticipating patents issued. 
*Shaw Stocking Ca v. Pearson, 58 O. G. 948, 
G D. 1892. 

180. Whatever the date of the invention it 
must be construed with the limitations im- 
posed by the patent office as a condition of the 
grant *Id. 

181. Where an applicant has acquiesced in 
the rejection by 'the patent office of his orig- 
inal claims by submitting amended claims and 
taking a patent therefor, the court will limit 
him to ^ strict construction of the allowed 
claims. *J. L. Mott Iron Works v. Standard 
Mfg. Ca, 59 O. G. 2067, G D. 1892. 

182. Where a patentee, on the rejection of 
his application, inserts in his specification lim- 
itations and restrictions for the purpose of ob- 
taining his patent, he cannot, after he has 
obtained it, claim that it shall be construed as 
it would have been if such limitations and 
constructions were not contained in it *Royer 
V. Coupe, 62 O. G. 818, G D. 1893. 

188. Letters Patent Na 207,058, issued Au- 
gust 18, 1878, to Miller & Coll, for an improve- 
ment in sheet-metal cans, is, by reason of the 
rejection and abandonment of a broader claim, 
strictly limited to the form therein described. 
♦Coll V. Seneca, 64 O. G. 1132, G D. 189a 

184. Letters Patent Na 150,506, February 9, 
1875, to Marquis L. GK>rham, having been sur- 
rendered for a re-issue, which re-issue appli- 
cation contained claims substantially, if not 
identically, the same as the claims in the pat- 
ent, toget^ier with other claims which were 
broader than the claims in the patent, and 
which broader claims and certain of the other 
claims as well were rejected, and which cer- 
tain of the other claims are here sued on, and 
the rejection having been acquiesced in and 
the original patent returned to the owners — 
♦McCormick Harvesting Machine Co. v. G 
Aultman & Ca, 64 O. G. 1791, G D. 1893. 

185. Heldj that the same principle is appli- 
cable to a re-issue proceeding where a party 
voluntarily resubmits his patent to the exam- 
ination and revision of the patent office and 
acquiesces in a rejection of claims or in a con- 
struction placed thereon which operates to 
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restrict or narrow the patent that obtains in 
acquiescences in rejections vtpou original pro- 
*ceeding& *Id. 

186. Held, that by the presentation of claims 
meaning substantially or identically the same 
things as the claims sued on, which were re- 
jected and the rejections acquiesced in, the 
claims sued on had become destroyed by the 
re-issue proceedings and the patent amended 
to theextentof the original claims rejected. *Id. 

187. Heldf that after an adverse decision by 
the patent office on certain claims the patentee 
or his successoi; in right and interest is not en- 
titled to assert the validity of such claims or 
insist upon the benefit thereof unaffected by 
tiie re-issue proceedings and adverse action. *Id. 

188* Held, that claims having been volun- 
tarily resubmitted to the revising jurisdiction 
of the patent office by an application for re- 
issue, which repeated them literally or in sub- 
stance, and having been rejected or adjudged 
against the patentee, not on formal grounds, 
but for reasons and on references to prior pat- 
ented devicest and no appeal having been pros- 
ecuted from such decision, the effect of such 
adverse decision should be regarded as fatal to 
said claims to the same extent aa their rejec- 
tion upon the orig^al application would have 
been. *Id. 

189. Where it appears, on an examination 
of the file-wrapper and contents of the original 
application, that the applicant sought broad 
claims, but narrowed them on citation of refer- 
ences and rejection by the patent office in order 
to obtain the patent, held, that tbe patentee 
and those holding under him aace estopped 
thereby from ihsisting upon such construction 
of the allowed claim as would cover what had 
been previously rejected, and also re-issuing to 
broaden such narrow claim by including what 
had been previously rejected and canceled in 
the original application. *Corbin Cabinet Lock 
Co. V. Eagle Lock Ca, 65 O. G. 1066^ C D. 
1893. 

190. Where the applicant has acquiesced in 
the rejection of a claim, he is estopped thereby, 
when a patentee^ to claim the benefit of bis 
canceled claim or such a construction of his 
patented claim as would be equivalent thereta 
This rule is applicable both when the canceled 
•claim is broader and narrower than the pat- 
ented claim. *Morgan Envelope Ca v. Albany 
Perforated Wrapping Paper Ca, 67 O. O. 271, 
C. D. 1894 

191. Words which might otherwise be re- 
garded as non-essential may be introduced in 



such manner as to make them essential, as 
those introduced by way of amendment *Reeoe 
Button-Hole Mach. Ca t. Globe Button-Hole 
Mach. Ca, 67 O. G. 1720, C. D. 1894 

192. It would defeat the ends of justice to 
rigidly hold that phrases inserted or omitted 
by amendment were emphasized. *Id. 

193. The patentee, having altered his specifi- 
cation to accord with the views of the patent 
office examiner, cannot now claim any broader 
construction of his patent (Cases cited.) *Ken- 
nedy v. Solar Refining Ca, 69 Fed. Rep. 715 
(1895). 

194« Held, that where a patentee during the 
pendency of his application presented matter 
whereby he described and sought to include a 
device substantially identical in form and in 
details of consteriction with that made by the 
defendants, which matter the patent office re- 
garded as for an entirely distinct and inde- 
pendent invention from that embraced in the 
invention as originally filed, and which matter 
was for such reason excluded, and liie appli- 
cant acquiesced in such ruling, he cannot be 
heard to insist that the matter so excluded is 
nevertheless covered by the patent *Wdls 
Glass Ca v. Henderson, 72 O. G. 286, a D. 1895. 

195. Patentee, when applicant, having been 
obliged, in view of certain references cited by 
the office^ to elect to prosecute one of two feat- 
ures as the essential obaracteristio of his inveo* 
tion, and electing to show, describe, daim and 
insist upon his invention as consisting in one 
feature having certain functioBs, is bound by 
his admission, and is not in a subsequent suit 
in a position to claim that his invention con- 
sisted in the feature which he ignored in mak* 
ing his eleotion. *Richardson v^ American Pin 
Co., 76 O. G. 351, a D. 1896 

196. Wh«i, in order to obtain an idlovranoe 
of a claim, it is amended by the insertion of 
certain limiting words, it cannot afterward be 
construed to be the same as the original claim. 
To hold that words inserted with such formal- 
ity mean nothing is going beyond any reported 
authority. *Beale t. Spates 76 O. G. 965, C D. 
1896. 

197. Where the patentee acquiesced in the 
ruling of the patent office that the application of 
hand-wheels to a road-grading machine for 
imparting motion to the devices for raising 
and depressing the scraper-blade was old, and, 
for the purpose of obtaining' his patent, re- 
stricted his claims in this- particular to mo- 
mentum or balance wheels, held, that he is 
bound: by such restriction. 'American Road 
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Machine Ca v. Pennock & Sharp Ca (Limited), 
77 O. G. 688, C. D. 189«. 

198. When a patentee accepts his original 
patent without objection and without applying 
for re-issue^ he must be assumed to have as- 
sented to such changes as were made by his 
solicitor while the application was on its way 
through the office. *Mathe8on v. Campbell, 
79 O. G. 686, G D. 1897. 

XII. Claims Constktied by Eefbrenob 
Lettkes in Deawing. 

199. The claims are not narrowed by any 
letters of reference to the drawing. *Perrin v. 
Manhattan Ry. Ckx, 62 O. G. 1209, C D. 189a 

200. Held, that where the elements which 
go to make up the combination of a claim are 
mentioned specifically and by reference lettei-s, 
euch specific reference operates to confine and 
restrict the claim to the particular devices 
described. *McCormick Harvesting Machine 
Co. V. a Aultman & Ga, 68 O. G. 1791, a D. 
1898. 

201. In addition to iiie limitations made nec- 
essary by the prior art the lang^uage employed 
narrows the first claim of Letters Patent Na 
266,895 to the precise mechanism of the patent 
Every element is restricted by a reference let- 
ter to the structure described and shown. A 
claim so explicit cannot be enlarged by con- 
struction. *Parry Mfg. Ca v. Hitchcock Mfg. 
Ca, 64 O. G. 860, C. D. 189a 

202. The rule Is that where the applicant 
acquiesces in the rejection of claims by the 
patent office or in a construction which nar- 
rows or restricts them, and where the elements 
which go to make Up the combination of the 
claim are mentioned specifically and by refer- 
ence letters, leaving no room for question as to 
what was intended, the claim must be con- 
fined and restricted to the {^articular device de- 
scribed. (Knapp V. Morss, 65 O. G. 1598, 150 
U. a 221.) •Lehigh Valley R. Ca v. Kearney, 
73 O. G. 189, a D. 1895. 

208. The mere use of reference letters in the 
claims of a combination patent does not of 
itdelf, where the invention is really of a primary 
and pioneer character, limit the scope of the 
claims to the exact form shown. On the con- 
trary, nothing will restrict a pioneer patentee's 
rights save the use of language in his specifica- 
tions* and claims which permits no other rea- 
sonable construction than that he positively 
intended to limit the scope of his invention to 
tlie partioolar form shown, thus indicating a 



willingness to abandon to the public any other 
form. (58 Fed. Rep. 77a) •McCormicfc Har- 
vesting Machine Co. v. C. Aultman and Ca, 78 
O. G. 1999, C. D. 1895. 

204. If the invention is broad and meritori- 
ous, and a decided advance in the art, reference 
letters alone in the claims will not limit them 
to the exact form of the device described. 
(Cases cited.) *Muller v. Lodge and Davis Ma- 
chine Tool Ca, 77 Fed. Rep. 621 (1896). 

XIIL To Assignees. 
(See AssiGNUENT— Disputed Title.) 

205. The legal title to a patent vests at once 
on its issuance to the person who by the record 
is entitled to it ; but it is not mandatory under 
the language of the statute that the patent run 
in form to such record owner. (Gaylor v. 
Wilder, 10 How. 477.) *Consolidated Electric 
Light Ca V. McKeesport Light Ca, 44 O. G. 110,' 
CD. 188a 

206. The. purpose of section 4895 of the Re- 
vised Statutes is to permit a patent to issue to 
the person who has the record title to the in- 
vention, and is attained when the patent runs 
to the ultimate assignee, and therefore a patent 
may issue to the person who by the records of 
the office is assignee of the invention, although 
not technically the assignee of the inventor. 
(Selden v. Stockwell Gas Burner Ca, 19 Blatch. 
644; & a, 9 Fed. Rep. 890.) *Consolidated 
Electric Light Ca v. McKeesport Light Ca, 44 
O. G. 110, a D. 188a 

207. A patent is properly issued to any as- 
signee whose assignment is duly recorded when 
it can be done without impairing the rights of 
any other person having a paramount title to 
the invention, and is therefore valid when is- 
sued to any such assignee of record. (jCk)nsoIi- 
dated Electric Light Ca v. Edison Electric 
Light Ca, 88 O. G. 1597.) ♦Id. 

208. A patentee may not, as against the as- 
signees of his entire interest, so restrict and 
qualify the claims of his patent as to make 
them void for want of novelty. *Adee v. 
Thomas, 47 O. G. 528, C. D. 1889. 

209. Gaylor v. Wilder, 10 How. 477, and Con- 
solidated Electric Light Ca v. Edison Electric 
Light Co., 88 O. G. 1597, expressly hold that 
section 4895, Revised Statutes, does not make 
it obligatory upon the commissioner of intents 
to issue a patent to the assignee of stn inventor, 
and the decisions and the rules of the patent 
oiBce priBscribe that patents can issue to the 
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assignee only where the invention is clearly 
and unmistakably identified. Ez parte Samuel 
J. Murray, 44 Ma D. (2 G. W. D.), Aug., 1890 
(Fisher, Acting Com'r). 

210. The mere fact that an assignment and 
application bear the same date and refer to the 
same general class of invention is not sufficient 
to make it imperative upon the ofSce to issue 
the patent to the assignee named in the assign- 
ment Ex parte Samuel J. Murray, 47 MS. D. 
(2 G. W. D.), May, 1891 (Mitchell, Com'r). 

211. It is not obligatory upon the office to 
issue a patent to an assignee. The commis- 
sioner may issue the patent to the inventor and 
relegate the parties to the courts for the settle- 
ment of their rights. Ex parte Spiel man, 49 
Ma D. (8 G. W. D.), Dec., 1891 (Simonds, Com'r). 

212. Although a transfer of the exclusive 
right to a patent within and throughout a 
specified part of the United States is, properly 
speaking, an assignment, and vests in the as- 
signee a title to so much of the patent itself 
with the right to sue infringers, yet section 
4895 of the Revised Statutes, as interpreted by 
section 4916 thereof, and as always and con- 
sistently understood by the framers of the 
Rules of Practice, authorizes the commissioner 
to grant a patent only to assignees of the en- 
tire interest or undivided parts thereof. Ex 
parte Buchanan, 56 O. G. 140, Q D. 1891. 

218. The statute authorizing the commis- 
sioner to issue a patent to an assignee of record 
is not mandatory, and in case of contest be- 
tween two parties, each claiming to hold valid 
title by assignment, the commissioner may in 
his discretion issue the patent to the inventor. 
Ex parte Spielman, 58 O. G. 141, C. D. 1891. 

214. It is the uniform practice of the office 
to issue a patent to an assignee upon a request 
contained in an assignment which is in proper 
form and was filed before the payment of the 
final fee. An assignment to a company alleged 
to have been defunct from the start will nev- 
ertheless be followed as to direction to issue 
the patent to such company as assignee. Ex 
parte Fowden, 53 Ma D., Nov., 1893 (Fisher, 
Ass't Com'r). 

215. Where two joint inventors appoint an 
attorney to prosecute an application and re- 
ceive the patent and one of the inventors as- 
signs his entire interest to a third party and 
requests that the patent issue jointly to the 
other inventor and the assignee, and the said 
attorney does not indicate that there was any 
objection on the part of the other inventor to 
eo granting the patent^ held, that there was no 



mistake on the part of the office in granting 
the patent as requested. Ex parte Fowler and 
Hutton, 64 O. G. 1131, C. D. 189a 

216. Where there has been an assignment of 
an undivided interest in an invention, accom- 
panied by a request that the patent issue jointly 
to the inventor and assignee, no legal objection 
seems to exist why the patent should not be so 
issued Id. 

217. Where the assignment is recorded in 
the patent office the day after the payment of 
the final fee, it is too late to have the patent 
issue to the assignee, altliough the assignment 
may contain a request that the patent should 
issue to the assignee |Ex parte Cot6 Ca, 65 
O. G. 1915, C. D. 189a 

218. The duty of the commissioner of pat- 
ents under the rule does not require the exer- 
cise of judgment or discretion, nor is it imposed 
by acts of congress ; but it is a duty under the 
rules of office practice, approved by the secre- 
tary of the interior, and consequently is sub- 
ject to the appellate jurisdiction of the secre- 
tary of the interior. (Houston v. Barker, v. 
Bannister, v. Eastman, C. D. 1888, 178, 44 O. G. 
697.) jld. 

2X9. The provisions of the rule in this matter 
are never departed from except in cases where 
both the inventor and the assignee request that 
the patent shall issue to the assignee, the assign- 
ment being on record not later than the day of 
closing the weekly issue — namely, Thursday 
of every week, f^^ 

220. Where an assignment from one of sev- 
eral joint inventors contains a request that the 
patent shall issue to his assignee, heldj that the 
request will be observed and the patent be is- 
sued jointly to the remaining inventors and ^ 
the assignea Ex parte Fowler, 69 O. G. 1641, 
C. D. 1894. 

221. An assignment of an unpatented inven- 
tion which does not contain a request that the 
patent issue to the assignee does not convey a 
legal title to the patent when granted, but gives 
only an equitable interest ^Harrison v. Mor- 
ton, 76 O. G. 1275, C. D. 1896. 

222. It is not mandatory on the commissioner 
to issue a patent to the assignee of an inventor. 
(Ex parte Gallatin, C. D. 1892, 106, 59 O. G. 
1 104.) Ex parte McFarlane, 76 O. G. 1418, C. D. 
1896. 

223. The question that should govern the 
patent office in issuing patents is who on the 
record possesses the legal title to the invention, 
and the patent should issue accordingly, pro- 
vided the requirements of the office in such 
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case have been complied with. Ex parte Nich- 
ols, 80 O. G. 1891, C. D. 1897. 

224. A request that a power of attorney 
given by an alleged assignee be approved and 
that a patent issue to said assignee denied, as 
the assignment fails to fully identify the appli- 
cation and to specifically request Uie issue of 
the patent to the assignea Ex parte Chillings- 
wwrth, 80 O. G. 1892, G D. 1897. 

{Held, that if an aasIgiixneDt be of record In the patent 
office before patent issued, conveying all rights, etc., 
it was sufficient to transfer the right to the assignee, al- 
though a patent was afterward issued to the assignor. 
Oaylor ▼. Wilder, 10 How. 477. See, also. United States 
Stamping Co. ▼. Jewett, 7 Fed. Bep. 809, for substantially 
same doctrine. 

A transfer of the exclusive right to a patent within 
and throughout the United States is an assignment in 
the proper sense, yet under the statute it does not war- 
rant issuing the patent to the assignee. For that pur^ 
pose there must be a transfer of the whole or an undi- 
Tlded interest in the patent. Bz parte Buchanan, 66 
O. 0. 140, a D. 1891.) 

XIY. DSOBASED lNyENTOB& 

(See Attorneys.) 

2S5. Section 4896, Revised Statutes, construed 
in connection with the right of the executor or 
administrator to prosecute the application of a 
deceased inventor or to file a new application 
for the invention of the decedent Ex parte 
Smith, 48 O. G. 605, Q D. 188a 

226. A patent issued in the name of an ap- 
plicant who died while his application was 
pending and before issue is void for want of a 
grantee. *De La Vergne Refrigerating Ma- 
chine Ckx V. Featherstone, 58 O. G. 1842, Q D. 
189a 

(Circuit oourt, Blodgett, J.) 

227. The word « heirs" in a grant of a pat- 
ent for an invention has the same significance 
as in a grant or deed of lands — it limits or 
defines the grantee's estate therein, and is not 
a word of purchase, *Id. 

228. The statute having in clear terms pro- 
vided what shall be done to preserve an invent- 
or*8 right to a patent in the event of his death 
before the patent is granted, it is only by f oUow- 
ing this mode that a valid patent caa be ob- 
tained in such a case. *Id. 

229. A patent to a man dead at the time of 
the giMnt is not void for want of a grantee, 
since the phrase " his heirs or assigns ** must be 
construed as creating a grant in the alternative* 
and the use of the word ** heirs *' in a patent 
grant raises no limitation in the sense of the 
strict common-law rule applied to realty. (Re- 



versing De La Vergne Refg. Ca v. Featherstone, 
58 O. G. 1842.) *De La Vergne Refrigerating 
Machine Ca v. Featherstone, 62 O. G. 741, Q D. 
189a 

(United States supreme oourt.) 

280. Where objection was made to the va- 
lidity of a patent because of an amendment 
made by the attorneys after the applicant's 
death, no new power of attorney having been 
filed in the patent office, and no new adminis- 
trator having intervened and filed a new oath, 
Jieldy (1) the amendment was within the scope 
of the original specification and required no 
new oath ; (2) it appearing that the attorneys 
had power in fact to act, and that their acts 
were subsequently ratified by both administra- 
trix and assignee, the amendment did not in- 
validate the patent (Distinguishing Eagleton 
Mfg. Ca V. West, a D. 1884 261, 27 O. G. 1237, 
111 U. a 490.) 'Id. 

PETITION IN APPLICATION. 

1. A petition that fails to refer to or iden- 
tify the specification is defective and must be 
amended to contain a reference to the specifi- 
cation for a full disclosure of the invention. 
Ex parte Mason, 48 O. G. 627, C D. 188a 

2. The petition failed to refer to or iden- 
tify the specification. Held, that the petition 
was defective and must be amended to contain 
a reference to the specification for a full dis- 
closure of the alleged invention. Id. 



PETITION TO COMMISSIONER. 

(See Apfeai*) 



PLEADING. 

(See Defenses; Equity; PaAcncs in the 

Courts.) 

L In Generau 

IL DSMUBBEB. 
IIL MULTIFABIOUSNESa 

I. Ik General. 

1. Where the answer sets up generally wanV 
of equity in the bill to defeat an injunction 
without alleging reasons why the injunction 
would be inequitable, the court will not con- 
sider such defense. *Puetz v. Bransford, 89 
O. G. 1088, G D. 1887. 
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8, If a defendant relies on the complainant 
being estopped from enforcing his rights 
against the defendant^ such estoppel must be 
set up in the pleadings or the court will take 
DO notice of it *Puetz y. Bransford, 89 O. 6. 
1427, C. D. 1887. 

8. The defense of no patentable invention 
can be made without setting it up in an an- 
swer. *Hendy v. The Gk>lden State and Miners' 
Iron Works, 43 O. G. 1117, a D. 188a 

4. Where notice is not given in the answer 
of a specified prior use of the invention de- 
scribed in the patent, it cannot be set up as an 
anticipation of such invention ; but, as exhibit- 
ing the state of the art, the evidence is compe- 
tent to aid the court in putting a proper con- 
struction on the patent *Stevenson v. Ma- 
gowan, 42 O. G. 1063, C. D. 188a 

5. The defendant pleaded that he should not 
be called upon to answer, because by reason of 
the expiration of a foreign patent for the same 
invention the patent in suit had expired, and 
the complainant had a plain, adequate and com- 
plete remedy at law, and the court should not 
take cognizance in equity of the suit The 
complainant contended that such a defense 
could not be raised by plea, and if it could that 
the plea was insufficient both in matters of 
form and substance to present such a defense. 
*£di8on Electric Light Ca v. United States 
Electric Lighting Ckx, 43 O. G. 1456, Q D. 188a 

6. Although under the acts of congress the 
power of the courts of the United States with 
respect to the amendment of equity pleadings 
ts plenary, the allowance of such amendment 
is a question of judicial discretion depending 
largely on the special circumstances of the 
-cases. *United States of America v. American 
Bell Telephone Ca, 49 O. G. 284^ a D. 1889. 

7. One of the defendants, C, filed a general 
answer to the bill and another defendant, B., 
filed a plea and answer in support thereof. De- 
fore any evidence had been taken in the cause 
the defendant C. asked leave to withdraw its 
answer and to file the same plea and answer in 
support thereof, which had been filed by the 
defendant B. Held, that the motion was not 
open to the objection of introducing a new de- 
fense on a new state of facts, or of changing 
the substance of the case made by the bill, or 
ot setting up a merely technical defense, and 
that as the convenience of the case would be 
best promoted by having the issues proceed 
pari pcusu as to each defendant^ the motion 

should be granted. *Id. 

8. Where the bill alleged that a certain f or* 



eign patent granted pre nous to and for the 
same invention as the patent sued on, had not 
expired ; tlmt it was granted for the term of 
fifteen years from its date, and was then in full 
force and effect cmd the defendant pleaded, 
among other things, that said foreign patent 
had expired before the commencement of the 
suit held, that the plea was insufiicient and 
ordered that it stand as an answer or part of 
an answer to the bill. *The Edison Electric 
Light Ca V. Westinghouse, Church, Kerr & 
Co., 50 O. G. 806, C. D. 1890. 

9. Revised Statutes of United States, section 
4919, provide that damages for infringement 
of a patent may be recovered by an action on 
the case. Section 4920 prescribes the nature 
of pleadings to be used in the action, and was 
passed in 1874 Section 914, which provides 
that the practice, pleadings, eta, in the federal 
courts shall conform as near as may be to those 
** in like causes " in the state courts of the state 
where such federal courts are held, was passed 
in 1872L Beld, that as actions for infringe- 
ments of patents are witliin the exclusive ju- 
risdiction of the federal courts, the pleadings 
therein Ate governed by section 4920, and a 
declaration in such an action, conforming to a 
common-law declaration in an action on the 
case, is sufficient, though ai different form is 
prescribed by the statutes of the state where 
the court is held, and that the answer in such 
an action should comply with the common-law 
pleadings in actions on the case in form cover- 
ing one or more of the defenses permitted in 
section 4920. *Myers v. Cunningham, 54 O. G. 
1417. G D. 1891. 

10. Where there are joint defendants to a 
bill for infringement it is sufficient if the bill 
contains a general allegation of infringement 
and it need not in terms allege a joint infringe- 
ment ^Indurated Fibre Industries Ca v. Grace, 
60 O. G. 896, C. D. 1892. 

11. Where there were several related suits 
and in one of them a patent was introduced in 
rebuttal, but not mentioned in pleadings of 
either party and no testimony taken respect- 
ing it the pleadings require amendment in 
order that the patent may be set up in any 
other of the same suita ^Vermont Farm Ma- 
chine Ca^ V. Gibson, 64 O. G. 800^ Q D. 189a 

12. In an action at law for infringement of 
a patent, defendants, although they plead the 
general issue, may also maintain a special plea 
that the combination covered by the patent 
was not an invention, and also a further plea 
that the oombfaiatiOn' covered by the patent re* 
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•quired for its productioii nothing bat mechan- 
ical skill, in view of the prior state of the art. 
♦BrickiU V. City of Hartford, 86 O. G. 892, a D. 
1698. 

13. In an action at law for infringement of 
•a patent defenses which have been raised by 
demurrer to the complaint and overruled can- 
not be made part of the answer without leave 
of court *Id. 

14. But in Connecticut the court will allow 
«uch defenses to be set up by plea for the pur- 
pose of saving a right to review on writ of 
error Co the circuit court of appeals, it being 
uncertain whether, under the code pleading, 
an assignment of error in the ruling on the de- 
murrer is sufficient to secure such right when 
^e demurrant does not allow final judgment 
to go against him upon it *Id. 

15. A plea alleging want of novelty because 
the alleged invention had been previously pat- 
ented, on specified dates, to other parties is in- 
8ufficient» for Revised Statutes, section 4920, 
require an allegation that the invention had 
been patented or described in some printed 
publication before the time of the supposed in- 
vention. *Id. 

16. Where the answer alleged that the in- 
vention had been in two years' public use and 
on sale without stating that such two years' pub- 
lic use or sale occurred in this country, such 
allegation may not be technically accurate ; but 
the point cannot be raised for the first time on 
appeal. *Smith & Davis Mfg. Ca v. Mellon, 
46 O. a 178» a D. 1894. 

17. The defense of prior use should be 
pleaded, or notice of when, where and by 
whom the prior use was made, be given before 
the trial *Klein v. City of Seattle^ 17 a G. 181, 
C. D. 1895. 

18« After alleging the invention and grant 
of the patent and the assignment the pleader 
averred that the defendants, knowing the prem- 
ises, infringed. This is not an averment that 
they bad notice or knew that their machines 
infringed. The allegation in regard to in- 
fringement was traversed, but nothing was said 
below upon the subject of notice. It is too 
late to raise for the first time in an appellate 
oourt technical questions of pleading or proof 
which are not jurisdictional in their character. 
«Tuttle, Trustee, eta v. Claflin, 77 O. G. 978, 
C D. 1896. 

IL Dbmubrsb. 

19. Where a bill filed in 1886 stated that be- 
tween the iane d.the petent (in 1874) and the 



filing of the bill and at divers times and occa- 
sions the defendants had infringed the patent 
Tield, that the bill did not show affirmatively 
that there had been a continuous use for such 
period, and a demurrer on the ground of laches 
was overruled. *Kaolatype Engraving Ca v. 
Hoke, 89 O. G. 589. C. D. 1887. 

20. Where the bill of complaint made the 
usual averments as to invention, the procure- 
ment of letters patent ownership of the same, 
and to an infringement and the demurrer was 
general and set up no particular ground, the 
court below erred in sustaining demurrer and 
in dismissing the bill *McCoy v. Nelson, 89 
O. G. 831, G D. 1887. 

21. Under Revised Statutes of the United 
States, section 4919, providing that ''damages 
for the infringement of any patent may be re- 
covered by action on the case^" it is sufficient 
that the plaintiff's pleading, in an action to re- 
cover such damages, contains all the allega- 
tions material to make an action on the case^ 
and it will not be demurrable because called a 
''petition," the code term, instead of ''declara- 
tion," the common-law terno. *May v. Mercer 
County, 41 O. G. 815, G D. 1887. 

28. After complainants had made out a 
prima fade caai&, it is too late for defendants to 
withdraw answer and file a demurrer. *Huber 
V. N. G Nelson Mfg. Co, 44 O. G. 284, G D. 1888. 

88« The facts showing want of jurisdiction 
appearing upon the face of the bill, and the de- 
fendant not. appearing generally, but specially 
to demur, the demurrer must be sustained. 
*Halstead v. Manning, Bowman & Ca, 44 G G. 
844, G D. 188a 

24. A bill by vendee against vendor for spe- 
cific performance, which does not show any 
title in defendant is bad on demurrer. *Een- 
nedy v. Hazelton, 46 O. G. 978, G D. 1889. 

25. A demurrer may not only attack a bill 
in its entirety, but there may be special grounds 
of demurrer which relate to each of several let- 
ters patent separately. 'International Terra 
Cotta Lumber Ca v. Maurer, 44 Fed. Rep. 618 

(1890X 

20. Where a bill for injunction alleged that 
the patentee was the original, first and sole in- 
ventor of the patented improvement^ which had 
not been patented to himself or to others with 
his knowledge or consent in any country, and 
had not^ to his or the orator's knowledge, been 
in public use or on sale in the United States for 
more than two years before his application for 
patent^ and had not ever been known or used 
or described in any printed publieation in this 
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or any foreign country prior to his invention 
and discovery thereof and application for let- 
ters patent therefor, heldf on a general demurrer, 
that said allegations were adequate, and stated 
facts which are prerequisites to a valid patent 
♦American Cable Ry. Ca v. Mayor, eta of New 
York City. 62 O. G. 161, C. D. 1890. 
f 27. The joining of the president of a corpo- 
ration as co-defendant on a complaint alleging 
that the corporation and the president have in- 
fringed complainant's patent is no ground for 
demurrer. 'Cleveland Forge and Bolt Co. v. 
United States Rolling Stock Ca, 62 O. G. 1808, 
a D. r90. 

28. Where in a suit for infringement it ap- 
peared that the patent in suit was not set 
out in the bill or attached thereto as an ex- 
hibit and that the bill did not contain any sub- 
stantial description of the complainants* inven- 
tion, Tield, that a demurrer to the bill should be 
sustained, ^tirrat v. Excelsior Mfg. Ca, 63 
O. G. 1094, a D. 1890. 

29. For the purpose of determining what 
construction or breadth should be given to the 
claims of the patent in suit and the patent 
under which, as plaintiffs allege, the defendant 
pretends to be manufacturing the alleged in- 
fringing device, it may be proper, or even nec- 
essary, on final hearing to consider what took 
place in the patent office when the interference 
proceedings between the applications on which 
said patents issued were pending ; but a clause 
in the bill containing a recital of such pro- 
ceedings is mere surplusage. *Id. 

30. The point attempted to be raised that 
such clause is mere surplusage cannot well be 
Raised by demurrer, but only by way of ex- 
ceptions to the bilL *Id. 

81. Where the question of the validity of a 
patent is doubtful, a demurrer to a bill for its 
infringement will be overruled and the ques- 
tion reserved for further consideration on final 
hearing. ^Standard Oil Ca v. Southern Pa- 
cific Ca, 53 O. G. 1259, G D, 1890. 

82. A demurrer to a whole bill must be 
overruled if the bill taken altogether entitles 
complainant to some kind of relief. *Mer- 
riam v. Holloway Publishing Ca, 53 O. G. 1409, 
G D. 1890. 

88. Where in a suit for infringement the 
bill alleged that the defendant had " since the 
date of " the patent in suit, " since September 
2, 1879," infringed upon complainant's rights, 
it appearing elsewhere in the bill that the com- 
plainant had no rights under the patent until 
September, 1880, held upon demurrer that it 



could not be said that the complainant in- 
tended to aver that the defendant had infringed 
upon the complainant's rights continuously 
since September, 1879. *The Brush Electric 
Ca V. Ball Electric Light Ca, 63 O. G. 1573, 
C. D. 1890. 

84. With reference to claims 2 and 8, held, 
that as they might fairly be regarded as con- 
fining the patentee to the specific design shown 
and described in the patent, the demurrer to 
the bill should have been overruled. *The New 
York Belting and Packing Ca v. The New Jer- 
sey Car Spring and Rubber Ca, 64 O. G. 135, 
G D. 1891. 

85. Objection to allegations as being not ma- 
terial and pertinent should be made by excep- 
tion and not by demurrer. *Stonemetz Printers' 
Machinery Ca v. Brown Folding Machine Ca, 
56 O. G. 203, G D. 1891. 

86. Complaint did not aver defendants to be 
the owners of the alleged interfering patent 
Held bad on special demurrer, because the only 
point in issue in a suit brought, as this is, under 
section 4918 of the Revised Statutes is the ques- 
tion of priority of invention between the own- 
ers of interfering patents. *Nathan Mfg. Ca 
V. Craig, 57 O. G. 1887, C. D. 1891. 

8 7. In an action for infringement of letters 
patent a complaint which did not allego that 
the invention was not in public use or on sale 
for more than two years prior to the applica- 
tion for patent held bad on demurrer. *Id. 

88. A bill which sets forth a patent for a 
'* process " of making furniture-nails and then 
alleges that defendant, "in infringement of 
the aforesaid letters patent," did wrongfully 
"make, use, and vend to others to be used, 
furniture-nails embracing the improvement set 
forth and claimed " in said patent, held bad on 
demurrer as not alleging an infringement of 
the process. 'American Solid Leather Button 
Co. V. Empire State Nail Ca, 60 O. G. 1609, C. D. 
1892. 

89. Under Revised Statutes, section 4886, 
providing for the issuing of a patent where 
inter alia the invention has not been patented 
or described in any foreign country before 
the date of the invention, a bill for infringe- 
ment of a patent is demurrable which does not 
allege such facts. 'Overman Wheel Ca v. 
Elliott Hickory Cycle Ca, 60 O. G. 1478, C. D. 
1892. 

40. Where in a joint complaint by two or 
more parties the facts stated do not show a 
joint cause of action in them, a demurrer on 
the ground that the complaint does not state 
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facts sufficient to coDstitnte a cause of action 
must be sustained. *Biair v. Lippincott Glass 
Ca, 01 O. G. 1793, C. D. 1892. 

41. In a suit for infringement of a patent the 
bill may be met by a demurrer when it makes 
profert of the patent and the same appears on 
its face to be invalid for want of patentable in- 
vention. (Poet V. Hardware Co., 35 O. G. 1226, 
26 Fed. Repi 618, followed.) *United States 
Credit System Ca v. American Credit In- 
demnity Ca, 68 O. G. 818, C. D. 189a 

43. The mere fact that eight years elapse be- 
tween the rendition of a judgment declaring a 
patent valid and the filing of a bill to restrain 
its infringement does not render the bill de- 
murrable on the ground of laches. *Bragg 
Mfg. Ca V. City of Hartford, 64 O. G. 1587, G D. 
1893. 

48. A bill for an Injunction to restrain the 
infringement of a patent filed only four days 
before the term of the patent expires is de- 
murrable where no preliminary injunction is 
asked, since it would be impossible to obtain a 
final decree before expiration of the patent 
(American Cable Ry. Ca v. Chicago City Ry. 
Ca, 52 O. G. 1666, 41 Fed. Rep. 522, followed.) 
♦Bragg Mfg. Ca v. City of Hartford, 64 O. G. 
1537, a D. 189a 

44. The objection that public policy forbids 
the issuance of an injunction cannot be raised 
by demurrer to the bill, since that is a question 
addressed to the discretion of the court, espe- 
cially where the bill alleges that complainant 
has reason to fear that defendant will continue 
his infringements. *Id. 

45. On demurrer to a bill for infringement 
the patent will be declared invalid for want of 
novelty appearing on its face only where the 
case is free from doubt, and the court will only 
take judicial notice of matters within the field 
of common knowledge. *Hanlon v. Primrose^ 
65 O. G. 134, C. D. 189a 

46. In a bill for infringement the omission 
to aver that the invention had not been pat- 
ented or described in any printed publication 
in this or any foreign country before the date 
of the invention is a defect of form which may 
be taken advantage of by special demurrer. *Id. 

47. While ordinarily the determination of a 
demurrer setting up the identity of the pat- 
ents to the same patentee in the bill of com- 
plaint would be left to final hearing, held that, 
as the question of identity is one of law, to be 
ascertained solely from the face of the patents, 
exception may well be made in favor of dis- 



posing of the demurrer without waiting for the 
final hearing. *Rus6eIl v. Kern, 69 O. G. 1208, 
a D. 1894. 

4S. While patent cases are usually disposed 
of upon bill, answer and proof, there is no ob- 
jection, if the patent be manifestly invalid 
upon its face, to the point being raised on de- 
murrer and the case being determined upon 
the issue so formed. The supreme court has 
repeatedly held that a patent may be declared 
invalid for want of novelty, though no such 
defense be set up in the answer. (Dunbar v. 
Myers, 11 O. G. 35, 94 U. & 187; Slawson v. 
Grand Street R. Co., 24 O. G. 99, 107 U. & 649; 
Brown v. Piper, 10 O. G. 417, 91 U. a 37.) 
♦Richards v. Chase Elevator Co., 71 O. G. 1456. 
a D. 1895. 

49. When the patent sued on is void on its 
face, the right of the court to dispose of the 
case on demurrer is well settled ; but the right 
should not be exercised unless the case is plain 
and the conduct of the parties warrants it 
(West V. Rae, 33 Fed. Rep. 45; Studebaker 
Bros. Mfg. Ca v. Illinois Iron & Bolt Ca, 42 
Fed. Rep. 51.) 'American Fibre Chamois Ca 
V. Williamson, Executor, 72 O. G. 143, C. D. 1895. 

50. A patent manifestly invalid upon its face 
may be so declared on demurrer to the bill ; 
but this power should be exercised with the 
utmost caution and only in the plainest cases. 
All doubts should be resolved in favor of the 
patent (Button-Fastener Ca v. Schlochtmeyer, 
69 Fed. Rep. 592, followed.) *Covert v. Travers 
Brothers Ca, 75 O. G. 849, C. D. 1896. 

51. Demurrer was sustained where it ap- 
pears from an inspection of the patent in suit 
and by the exercise of common knowledge 
that the device patented is destitute of patent- 
able novelty. *Chesterman v. Lindell Ry. Ca, 
76 O. G. 479, C. D. 1896. 

52. Where a bill is demurred to on the 
ground that letters patent are void for want 
of patentable novelty, held, that while it is com- 
petent to raise the question of non-patentability 
by demurrer, yet a case should not be disposed 
of upon such a demurrer unless the invalidity 
of the patent be plain and the common knowl- 
edge relied upon to defeat it be of matters of 
which the court may properly take judicial no- 
tice. *Caldwell & Ca v. Powell, 75 a G. 1206, 
C. D. 1896. 

58. A design for a college badge, consisting 
of a pin having the shape of a guidon fiag, 
upon which the letters " U. P.** are placed, is 
not so absolutely void of invention upon its 
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face 88 to justify the court in soataining a de- 
murrer upon that ground. *Caldwell v. Pow- 
ell, rr O. G. 1272, G D. 1896. 

54. The effect of a demurrer is to admit the 
truth of the charge in the bill when the latter 
is well pleaded. *Id. 

55. The fact that plaintiff and defendant are 
citizens of the same state will not sustain a de- 
murrer to a bill brought under Bevised Stat- 
utes, section 4915. *Bemardin v. Northall and 
Seymour, Ck>m'rs of Patents, 78 O. G. 1740, a D. 
1897. 

56. A demurrer brought against a bill for 
infringing a copyright of different portions of 
an index which, though a possible subject for 
a patent is not a good subject for copyright, 
is well taken. *Amberg File & Index Co. v. 
Shea, Smith & Ca, 79 O. G. 614, C. D. 1897. 

57. The cause should be considered upon the 
merits on demurrer to the bill whenever it ap- 
pears upon the face of the patent that it lacks 
invention. (Risdon Iron and Locomotive Works 
V. Medart, 71 O. G. 751, 15 Sup. Ct 745, 158 U. a 
68, followed.) •Strom Mfg. Ca v. Weir Frog 
Ca, 77 O. G. 1125, d D. 1896. 

58. In a bill of complaint it was alleged that 
the defendants have conspired to threaten, in- 
timidate and prevent the customers of com- 
plainants from dealing with them by distribut- 
ing false and threatening circulars, with intent 
to destroy complainant's business. A demur- 
rer was overruled, but without prejudice and 
with -leave to present the matter of the demur- 
rer — namely, that the patent sued upon is in- 
valid, or, if valid, is not infringed, and that the 
bill does not show title to the relief sought — by 
answer. *Lewin v. Welsbach Light Ca, 79 
O. G. 1867, G D. 1897. 

59. The only legitimate inquiry upon a de- 
murrer alleging invalidity, non-infringement 
and no title in complainants is, are the acts 
and conduct of the defendant alleged in the 
bill to be distributing false and threatening 
circulars with intent to injure complainant's 
business, such as a court of equity should re- 
strain the owner of a presumptively valid pat- 
ent from doing. *Id. 

III. MULTTFABIOUSNESS. 

60. Five distinct causes of action united in 
one suit in equity without allegation in the bill 
that the inventions were capable of conjoint 
use, or that the defendants* structure combined 
all the patented features. Bill held multifari- 
ous. 'Griffith V. Segar, 29 Fed. Bep^ 707 (1887). 



6L Where a suit is brought against A. B^ 
and G D., doing business under the name of 
" A. R Engraving Plate Co,** without stating* 
whether the concern was a ^m or corpora- 
tion, hdd, that a conjoint use was shown, and 
a demurrer to tiiie bill on the ground of multi- 
fariousness was not well taken. *Kaolatype 
Engraving Ca v. Hoke^ 89 O. G. 589, G D. 
1887. 

62. A bill in equity brought to repeal pat- 
ents is not multifarious where the patents 
relate to the same invention, belong to the 
same parties and can be conveniently consid- 
ered together, and the defendants have a com- 
mon interest in sustaining the validity of both 
patents. *The United States v. The Ameri- 
can Bell Telephcme Ca, 45 O. G. 1811, G I>. 
1888. 

68. There appears to be no objection to join- 
ing in the same bill a count ttx infringement 
and a count under section 4918^ Revised Stat- 
utes of the United States. ^American Roll 
Paper Ca v. Knopp, 54 O. G. 891, G D. 1891. 

64. A bill claiming relief for two causes — 
one, an interference between the patents of the 
plaintiff and defendant ; the other, an alleged 
infringement by the defendant of plaintifTs 
patent — is not multifarious. *Stonemetz Print- 
ers' Machinery Ca v. Brown Folding Machine 
Ca. 56 O. G. 263; G D. 1891. 

65. Where a complainant's bOl asks for the 
specific performance of a contract set out, and 
also contains expressions looking to relief, as 
on a bill for inf ringement^ hM impossible to 
sustain the bill as one for a double aspect, be- 
cause in a bill for infringement the determina- 
tion who are necessary parties must be made 
from a standpoint different from that in a bill 
for specific performance, and the title to relief 
is not the same in each event The bill must 
be treated as multifarious. ^American Box 
Machine Ca v. Crosman, 60 O. G. 1750, G Di 
189a 

66. It has been repeatedly decided that a 
bill which omits to allege joint use of several 
inventions covered by several patents is de- 
murrable for multifariousness. (Cases cited.) 
*Union Switch ft Signal Ca v. Philadelphia 
and R. R. Ca, 69 Fed. Repi 888 (1895)b 

67. Where devices covered by several pat- 
ents are capable of embodiment and conjoint 
use in a single machine, a bill which seeks to 
recover in a single suit for tiie infringement 
of all the patents is not multifarioua 'Kansas 
City Hay-Press Ca v. Devol, 81 O. G. 1277, 
G D. 1897. 
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PRACTICE. 

L In Patent Officb. 
IL In Umitsd States Cot7BT& 
IIL In British CouBTa 

I. In Patent Office. 

(See Amendment of Application; Appeal; 
Affucation for Patent; Attorneys; 
Claims; Disclaimer; Designs; Division 
OF Application; Divisional Applica- 
tion; Examination of Application; 
Fees ; Interference ; Jurisdigtion ; Pat- 
ents; Patentability; Withholdino 
from Issue; Withdrawal from Issue.) 

1. Whatever may be the opinion or views 
entertained by an inferior tribunal of the ac- 
tion or rulings of the superior tribunal, it is 
manifestly improper to express them in their 
recorded decisions. Such practice tends seri- 
ously to impair the discipline and harmony of 
the office and destroys confidence in its rul- 
inga Ex parte Finch, 40 O. G. 1027, C D. 1887. 

2. A disrespectful official letter from an ex- 
aminer to an applicant ordered stricken from 
the files and another respectful one substituted. 
Ex parte Sturtevant & Davis, 88 Ma D., Feb^ 
1887 (Montgomery, Ck>m'r). 

8. The orders and practice of courts of 
equity govern in the patent office as far as 
practicable^ but cases may arise in which they 
should not be rigidly enforced. Osgood v. 
Badger, v. Bennett, 44 0. 6. 1065, d D. 188a 

4. Since the commissioner of patents exer- 
cises the function of a courts reasonable rules 
and regulations, based upon analogies derived 
from the procedure in courts of law, are valid 
rules and regulations when prescribed by the 
competent authority. ^Daniels v. Morgan, 47 
O. G. 811, a D. 188a 

5. The commissioner refused to pass upon 
the patentability of a claim when the question 
bad been decided by the examiner. Walker v. 
Diescher and McGill, 69 O. G. 027, G D. 1801. 

6. Whatever doubts may exist with refer- 
ence to an act prescribing duties for the patent 
office, it remains for the office to treat it as a 
valid part of the l^iw until the supreme court 
declares it unconstitutional. Ex parte Palmer, 
58 O. G. 88% CL U 180a 



7. Irrelevant personal reflections on an attor- 
ney struck out of the office letter, and the reply 
of the attorney thereto returned under rule 32^ 
Ex parte Oliver, 76 O. G, 061, C D. 1806. 

8. The proceedings of the patent office are 

not controlled by the ordinary rules of practice 

that obtain in the courts of the country, but 

are controlled by statutory provisions and a 

code of rules made iil pursuance of statutory 

provisions wholly unlike the rules of practice 

enforced in the courts. *Ross v. Loewer, 77 

O. G. 2141, G D. 1806. 

(The practice of the patent office Is not a matter for 
refnilAtion by the court of appeals of the District of 
Oolambia, and irregularities therein, even if patent on 
the record, would only be considered by this court when 
some substantial right of a party has been denied and 
the point saved for presentation on appeal. *Neill v. Ck>m- 
missioner of Patents, 88 O. Q. 749.) 

II. Peaotiob in Uhtted States Courts. 

9. Where a bill was filed for infringement of 
two patents, and upon the final hearing the fol- 
lowing questions were presented : first, whether 
the plaintiff S. or the defendant H. was the 
first inventor of the device claimed in one of 
the patents, and second, had the invention 
been in public use moi;e than two years before 
application for said patent? — /le^cK, that the 
first question presented a simple issue of fact, 
proper for the determination of a jury, and 
that the second question, which depended upon 
conflicting testimony, could be more satisfac- 
torily determined by hearing of the witnesses 
in person. *Gray v. Halkyard, 88 O. G. 784, 
G D. 1887. 

10. Where, in the trial before a jury of a suit 
at law for the infringement of a patent, the 
plaintiff introduces evidence to show infringe- 
ment» and closes that branch of his case, and 
the defendant demurs to the evidence, it is the 
province of the judge to decide whether or not 
the plaintiff has made out a prima facie case 
of infringement, and if of the opinion that he 
has not, he should charge the jiiry to find for 
the defendant jfRojer v. Schultz Belting Co., 
88 O. G. 808, C. D. 1887. 

11. After the validity of a patent has been 
established in a suit it may always be shown 
in another suit on the patent against another 
defendant; and even in answer to an applica-* 
tion for a preliminary injunction, that the 
right claimed by the plaintiff in the new suit 
was not fairly in controversy in the former 
suit 'National Hat Pouncing Machine Ckx v. 
Iledden, 88 O. G. 1129, C a 1887. 
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12. Prior patents not set up in the answer 
may be introduced in evidence to show the 
state of the art and to aid in the construction 
of the plaintifiPs claim, tl^ough not to invali- 
date that claim on the ground of want of nov- 
elty when properly construed. Doctrine in 
Vance v. Campbell (1 Black, 427, 480) and simi- 
lar cases affirmed. *Grier v. Wilt, 88 O. G. 
1865, C. D. 1887. 

13. Where an assignment is made to a de- 
fendant conveying to him an interest in an in- 
vention described in a certain application for 
patent, a broad claim of which was canceled 
after objection by the commissioner to allow- 
ing the claim, and the defendant did not at- 
tempt to show that he could have convinced 
the commissioner that he should allow the 
claim if he had been aware of its rejection, 
held, that the court will not assume that the 
defendant could have overcome the objection 
to allowing the claim. *Puetz v. Bransford, 

39 O. G. 1427, a D. 1887. 

14. Where a bill has been filed, pleadings per- 
fected, proofs taken, and an application made 
at the hearing to dismiss the bill without prej- 
udice as to one of the defendants, held, that the 
application should be denied. *Archer v. Amd, 

40 O. G. 1082, C. D. 1887. 

15. The practice adopted by an executive de- 
partment of the government does not apply to 
the validity of patents by reason of pre-existing 
acts or omissions of the inventor of the char- 
acter involved in this suit, but is properly a 
judicial question. ^Andrews v. Hovey, 42 O. G. 
1285, C. D. 188a 

16. The determination of questions like those 
involved here by the commissioner of patents 
in the grant of a patent is not conclusive upon 
the courts as to the questions respecting the va- 
lidity of such patents, and much less so as re- 
gards other patents. *Id. 

1 7. A stipulation in the suit included the evi- 
dence taken in another Bvdt, and a certified copy 
of Fisher's original patent appearing in the rec- 
ord under the certificate of the clerk of the cir- 
cuit court that it was a part of the record and 
of the proceedings in the cause, although there 
was no separate memorandum in the record of 
introduction of the original patent in evidence, 
this court assumes the same to be properly in 
the case. *Hoskin v. Fisher, 48 O. G. 509, Q D. 

188a 

18. The re-issue in suit being a second re- 
issue, and the first re-issue not being found in 
the record, no presumption of law arises that 
the first and the second re-issues were for the 



same invention with similar second and third 
claim& To have the advantage of the first re- 
issue it should have been put in evidence; *Id. 

19. The original patent and the second re- 
issue being properly before the court, a com- 
parison of the two may be made to determine 
the validity of the second re-issua *Icl. 

20. In a suit to restrain the infringement of 
a patent complainant was defeated because he 
sued on one only of two patents relating to the 
same invention. (48 O. G. 116.) The evidence 
introduced would be necessary under a bill 
based on the omitted patent Held, that he 
should be permitted to amend by bringing in 
the other patent and alleging its infringement, 
and that the cr.se should be opened for taking 
additional testimony, but that relief should be 
granted only on condition that complainant 
give an undertaking to pay the expense of such 
additional testimony, including witness fees, 
mileage, master's or examiner's fees and print- 
ing. »Underwood v. Gerber, 48 O. G. 675, G D. 
1889. 

21. Upon a motion for an attachment against 
the defendants for contempt in violating an in- 
junction granted at final hearing, held, that as 
the present alleged infringing device differs 
from that adjudged to be an infringement, and 
also from the patented device, the question pre- 
sented ought not to be determined upon such 
a motion as this, but only by an original suit 
*The Pennsylvania Diamond Drill Ca v. Simp- 
son, 48 O. G. 676, a D. 1889. 

22. In an action at law for damages for the 
infringement of claims a motion was made at 
the close of the testimony in the court below 
for a verdict in favor of the defendant on cer- 
tain grounds, which motion was sustained, and 
the jury was directed to return a verdict for the 
defendant, which was dona To this ruling the 
plaintiff excepted. Held, that the motion to 
direct a verdict for the defendant was broad 
enough to cover the question of the invalidity of 
the patent — a defense set up in the answer — 
although that ground was not then distinctly 
urged, and that the judgment of the circuit 
court should be affirmed. *May v. County of 
Juneau, 50 O. G. 1888, C. D. 1890. 

28. In a suit for infringement of a patent 
for an improvement in chutes for delivering 
timber, it is not error for the court to remark 
to the jury that counsel upon both sides had 
used the terms "flume" and *' chute" synony- 
mously, that the words of the patent were " an 
improved chute," but that in discussing it the 
terms had been used as of the same significa- 
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tion, where it appeared that plaintiflf oontended 
that his inventioa was a combination of a 
''flume" and a *' chute" and the distinction 
oontended for as existing between them was 
insisted on in that connection and made entirely 
clear throughout the casa 'Haines ▼. Mc- 
Laughlin, 51 O. O. 1465, C. D. 1890. 

84. It is not error to refuse to instruct as to 
an abstract question, and instructions should 
never be given upon hypothetical statements 
of fact of which tiiere is no evidence. *Id 

25. In a case of infringement it is for the 
jury to determine whether the invention is of 
a primary character, and y^hethet plaintiffs is 
a picmeer patent, and also whether defendant's 
machine infringes its claims. *Boyer v. Schultz 
Belting Ca, 52 O. G. 157, C. D. 1890. 

26. Where in a suit for infringement it ap- 
peared that the defendants held and were oper- 
ating under a patent granted before plaintiff's 
patent was granted, hdd, that it was incumbent 
on the plaintiff to proceed in the first instance 
under section 4918, Revised Statutes of the 
United States^ to have the invalidity of the de- 
fendants' patent, in whole or in part, judicially 
ascertained and declared, although the applica- 
tion upon which plaintiff's patent was granted 
was filed before that on which the defendants' 
patent issued. 'American Paper Roll Ca v. 
Knapp, 64 O. G. 391, a D. 1801. 

27. Where a suit has been pending several 
years and defendant has sought affirmative re- 
lief in his answer, even if he has not filed a 
cross-bill, a motion to dismiss the case before 
hearing will be denied, and it is immaterial 
that plaintiff has sold his patent 'Electrical 
Accumulator Ca v. Brush Electric Ca, 55 O. G. 
678, C. D. 1891. 

28. In an action at law for royalty the find- 
ing of the circuit court, upon the evidence of- 
fered by both parties as to the novelty of the 
invention covered by the patent, is a conclu- 
sion of fact and will not be reviewed by a 
higher tribunal. *St Paul Plow Works v. 
SUrling, 55 O. G. 1821, Q D. 1891. 

29. After the introduction of evidence as to 
the question of novelty by the grantee and re- 
butting evidence on the same point by the 
grantor, it is within the discretion of the court 
to refuse to consider further evidence on the 
same point, which evidence might have been 
offered in the first instanoa *Id. 

SO. After the grantee has introdued in evi- 
dence certain earlier patents, it is proper for 
the grantor or patentee to show that prior to 
the date of any of them he had reduced the in- 
18 



vention to practice in a working form. Proof 
of the date of the grantor's invention is strictiy 
a matter of rebuttal after the grantee has put 
in the patents which were prior in date to the 
grantor's patent *Id. 

81. When the complainants themselves raise 
the question of priority of a foreign patent 
over the patent upon which suit was brought 
and this issue is accepted by the defendants in 
their answer, held, that there is no doubt as to 
the relevancy of that question in disposing of 
the case on its merits. *Clark Thread Ca v. 
Willimantic linen Ca, 56 O. G. 895, C. D. 1891. 

82. In an action for the infringement of a 
patented improvement of a former patent 
owned by the same party but not included in 
the suit the court will assume, for the purposes 
of the particular case under discussion, that 
defendant was entitled to the use of the former 
I>atent *McCreary v. Pennsylvania Canal Ca, 
67 O. G. 1131, G D. 189L 

88. To hold otherwise is to assume plaintiff's 
ownership of the earlier patent its validity 
and its infringement by the defendant — ques- 
tions not properly before the court in a collat- 
eral proceeding. For the purposes of this suit 
the master was bound to assume that the for- 
mer patent was open to the defendant ; other- 
wise he might be led into inquiries entirely 
foreign to the subject of his investigation. *Id. 

84. Quaere: Whether, if there had been an 
earlier patent for the same device outstanding 
at the date of the infringement and owned by 
a third person, defendant could claim that the 
device described in such patent was open to it 
In such case it might perhaps be held that 
plaintiff was entitied to stand upon the prima 
facie validity of the earlier patent *Id. 

85. A bill may be dismissed by the court on 
its own motion where the proper allegations as 
to citizenship of the parties are not contained 
in the introductory part and are not pointed 
out by counsel elsewhere in the bill or where 
the prayer for subpoena does not contain the 
names of the defendants, as required by the 
rules. *City of Carlsbad v. Tibbetts, 61 O. G. 
1166, a D. 1892. 

86. Whether there was invention in the pat- 
ent whether plaintiff was the first inventor, 
and whether the use of gravity-catches as 
mechanical equivalents of spring-catches was 
known at the time of plaintiff's application 
were questions of fact for the juiy. *Hunt 
Brothers Fruit Packing Ca v. Caasidy, 62 O. G. 
1965, C. D. 1893. 

87. An exception to the court's refusal todi* 
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rect a verdict for defendant at the close of 
plaintiflTs evidence is waived by proceeding in 
the cause and introducing evidence for the de- 
fense. (Railway Ca v. Cummings, 1 Sup. Ct 
Rep. 493» 106 U. & 700, and Insurance Ca v. 
Crandal, 7 Sup. Ct Rep^ 685, 120 U. & 527, fol- 
lowed.) *Id. 

38. The circuit court of appeals for one cir- 
cuit having on a matter before it on appeal 
reached a conclusion opposite to that reached 
by the circuit court of appeals in another cir- 
cuit under similar circumstances certified the 
case to the supreme court solely for this rea- 
son ; held, that the certificate was essentially 
defective in that it did not specifically set forth 
the question to be determined and did not state 
that instruction was desired for the proper de- 
cision of such question. 'Columbus Watch Co. 
V. Robbins, 63 O. G. 154. C. D. 1893. 

89. In a suit for the infringement of letters 
patent defendants introduced in evidence a 
pamphlet of about twenty-five pages, published 
two years after the patents were issued, en- 
titled "An Expose of tlie Assumptions and 
Business Methods of a Dealer and Reputed In- 
ventor," which was prepared and published by 
a rival manufacturer apparently for the pur- 
pose of discrediting the inventions of the 
complainant and his personal character and 
business methods. The greater part of the 
pamphlet was scandalous matter irrelevant to 
the i8sue& The author testified that, so far as 
it referred to the patents he had studied, the 
pamphlet correctly expressed his views re- 
specting the same. Held, that the cou tents of 
the pamphlet could not be considcr&d compe- 
tent evidence upon tlie issue of novelty and 
that complainant's counsel was justified in re- 
fusing to cross-examine the author. ♦Water- 
man V. Shipman, 04 O. G. 718, C. D. 189a 

40. If defendants in a suit for infringing let- 
ters patent plead want of novelty and set up in 
their answer and offer in evidence a large num- 
ber of patents prior in date to those of the com- 
plainant^ the court will not examine these 
patents, in the absence of expert testimony to 
explain them or to indicate what they contain, 
to negative the novelty of the complainant's 
patents, unless the character of the invention 
has so little complexity that expert testimony 
is not required for that purpose. *Id. 

41. In a suit to restrain alleged infringement 
of patents for rasps and files and the process 
of and machinery for making the same, plaint- 
i£b failed for more than six months after the 
answer was filed to take any evidence^ and I 



then applied for an order that tliey be allowed 
to inspect fully defendants* factory. Defend- 
ants denied infringement, and alleged that for 
years before the patents were granted they 
made files under a secret process, not patented, 
which they still usa They also produced files 
made by such process before the date of the 
patent) which were apparently the same as 
plaintiffs* files. Held, that the order for the 
examination would not be granted. *Stoke8 
Brothers Mfg. Ca v. Heller, 64 O. G. 1654, a D. 
1893. 

42. Where a corporation charged with in- 
fringing a patent was found with a small capi- 
tal in order to avoid liability for such infringe- 
ment, it is proper, as a condition of refusing a 
preliminary injunction against such corpora- 
tion, to require it to give security for observing 
the decree in case it should be defeated in the 
suit *£dison Electric Light Ca v. Columbia 
Incandescent Lamp Ca, 65 O. G. 133, C. D. 1893. 

43. In a suit for the infringement of a pat- 
ent, when the defense is that complainant had 
parted with all his interest therein by assign- 
ment before filing his bill, and a copy of the 
record of such assignment in the patent ofi9ce 
is introduced in support thereof, while, per- 
ha{)«, such copy, if standing alone and season- 
ably and properly objected to, would be inad- 
missible, yet tlie objection that no foundation 
was laid for the introduction of secondary evi- 
dence will not be considered on appeal when 
it was not raised below. *Paine v. Trask, 65 
O. G. 298, C. D. 189a 

44. Where the decision of the patent office 
was that there had been no such delay in the 
prosecution of the claim as to work an aban- 
donment of the application, the court, even if 
it had the power, is not required to review the 
decision when the answer alleges abandon- 
ment of the invention and not of the applica- 
tion. *Western Electric Ca v. Sperry Electric 
Co.. 65 O. G. 507, C. D. 189a 

45. The facts touching the prosecution of 
the application being matters of record in the 
patent ofiice, easily accessible, the respondents 
must, if they propose to tender an issue of 
abandonment of the appliqation, do so by aver- 
ments to that effect, specific and clear enough 
to be understood. *Id. 

4G. Where an interlocutory decree in the 
first suit was alleged in the second bill, a final 
decree in the first suit, rendered pending the 
second suit, may be shown in evidence therein 
without supplemental pleading, where defend- 
ant took no exceptions to the bill, consented to 
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the introduction of the final decree in evidence 
so far as the same was material, and only ob- 
jected thereto on the ground that in rendering 
such decree the court erred through failure to 
understand the operation of an alleged antici- 
patory invention. *David Bradley Mfg. Ca v. 
Eagle Mfg. Ca. 66 O. G. 815, Q D. 1894. 

47. Taking testimony in the second suit as to 
the validity of the patent is not a waiver of the 
bar of the final decree in the former suit where 
such testimony was taken before said final de- 
cree was rendered, since until rendition of the 
final decree the proceedings in the first suit 
were no bar. *Id 

48. The plaintiffs having failed to stand upon 
an exception and having accepted the ruling 
of the lower court in the conduct of the trial, 
held, a waiver of error assigned. *Campbell v. 
City of Haverhill, 70 O. G. 385, C. D. 1895. 

49. Where defendant put in evidence a num- 
ber of patents prior in date to the plaintiff's 
and asked the court to compare the inven- 
tions and devices therein described with those 
claimed by the plaintiff and no extrinsic evi- 
dence was given or needed to explain terms of 
art or to apply the descriptions to the subject- 
matter, so that the court was able, from mere 
comparison, to say what was the invention de- 
scribed in each and to affirm from such com- 
parison whether the inventions were or were 
not the same, the question was one of pure 
construction and not of evidence, and conse- 
quently was a matter of law for the court, 
without any auxiliary fact to be passed upon 
by the jury. *Market-Street Cable Ry. Ca v. 
Rowley, 70 O. G. 632, C. D. 1895. 

50. Held, that whether the thing defined by 
the claims of the patent in suit is infringed by 
that used by the defendant is a question of fact 
to be determined by the jury under instruc- 
tions by the court as to the scope of the patent 
and the character of the defendant's device. 
♦Coupe V. Royer, 70 O. G. 779, C. D. 1895. 

51. Where there was evidence in the form 
of interviews between plaintiff and defendant, 
from which the plaintiff sought to infer the 
fact of actual notice of infringement, and the 
defendant offered evidence to show that he 
had never received any notice, actual or con- 
structive, of the patent or any infringement of 
it, semble, that the question of notice ought to 
be submitted to the jury for their decision. *Id. 

52. Whether Berliner's later patent is void 
on the ground that the earlier patent "was 
granted upon the same application, to the same 
applicant, and for the same invention," will 



not be determined by the court in a suit by the 
United States to cancel the later patent, it ap- 
pearing that the officials of the patent office 
had before them all the facts bearing on this 
subject which the court had and understood 
the law, so that the patent was issued under no 
mistake of either law or fact ^American Bell 
Telephone Co. v. United States of America, 71 
O. G. 1903, C. D. 1895. 

53. Where the defendant had obtained ex- 
tension of time to plead, answer, demur or 
take such other action as it may be advised, 
held, this is equivalent to a general appearance. 
*Hupfeld V. Automaton Piano Co., 72 O. G. 287, 
C. D. 1895. 

54. In a suit for infringement of a patent, 
defendant while testifying volunteered the 
statement that after the action was commenced 
he had offered $250 in settlement and that 
plaintiffs demanded |350 and required that de- 
fendant should agree to pay a royalty and to 
sell no carts below a certain price. Held, that 
the court properly refused defendants' request 
to charge that this offer of compromise should 
not be construed as an admission of any right 
in plaintiffs, for, while correct as a proposition 
of law, it was misleading, because it ignored 
the evidence relating to plaintiffs' proposition 
in response to that of defendants. 'Holmes v. 
Truman, 73 O. G. 448, C. D. 1895. 

55. Where counsel for an appellant or a 
plaintiff in error files a brief and makes an oral 
argument and does not allude in either to one 
or more of his assignments of error, he must 
be taken to have waived them. The court can- 
not be expected to examine the assignment of 
error and find the reason for reversal itself. 
'American Fibre Chamois Ca v. Buckskin 
Fibre Co., 75 O. G. 833, C. D. 1896. 

56. An objection that complainant has failed 
to prove title might be fatal if made when the 
certified copies from the patent office were of- 
fered, but comes too late when offered at the 
final hearing. 'A. R Dick Ca v. Henry, 75 O. G. 
1204, C. D. 1896. 

57. When after arduous litigation the equi- 
ties and presumptions are all with the com- 
plainant, if either party should suffer during 
final decree it should be the defendant New 
York Filter Mfg. Ca v. Niagara Falls Water- 
works Ca, 77 O. G. 1255, a D. 1897. 

III. In British Couets. 

58. In England the repeal of a patent for an 
invention might be by a bill in chancery, or by 
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9cirtfacka in a court of chancery <3ft in any 
proper court *The United States ▼. The Ameri- 
can Bell Telephone Ca, 45 O. G. 1311, Q D. 188& 
59. The English practice grows out of royal 
prerogative, of which there is nothing corre- 
sponding in this country, and all patents issue 
under the authority of the United States. *Id. 



PBINTED PUBLICATIONS. 

(See Anticipation.) 



PRINTING TESTIMONY. 

(See TBSTiifONY.) 



PBESUMPTION OF YAUBITT, 

(See Patents.) 



PBINTS. 

(See Labels; Trade-marks.) 

1. Under section 8 of the act of June 18, 1874, 
relating to patents, trade-marks and copy- 
rights, ''prints" as well as *' labels** are en- 
titled to registration. Ez parte H. J. Heinz Ca, 

6d o. a 1004, a d. i89a 

t. The device sought to be registered as a 
print held to have suflSciency of novelty and 
intellectual creation to merit it Id. 

8. A print, to be used for foods, including 
canned goods, and consisting of a pictorial rep- 
resentation of a disorderly school, heid regis- 
trable, although showing arbitrary and fanciful 
matter, in view of Ex parte Heinz Ca, 62 O. G. 
1064; Palmer, 58 O. G. 388; Eldridge & Ca, 
55 O. G. 1278, and Higgins v. Keuifel 55 O. G. 
1188 ; Ez parte Bovril (Limited^ 53 Ma D., July, 
1893 (Fisher, Acting Com'rX 

4. Registration of a print exhibiting a num- 
ber of designs on a sheet of paper refused be- 
cause not for a copyrightable subject (in view 
of Higgins v. Keuifel, 55 O. G. 1139). Ex parte 
Schlegel, 53 Ma D., Aug., 1893 (Fisher, Ass't 
Com'r). 

5. The word ** prints '* as used in the statute 
authorizing the registration of prints in the pat- 
ent office means a picture similar in kind to an 
engraving, cut or photograph. Held, therefore, 
that a sheet of paper with several multicolored 



designs on both sides, with no attempt to pro- 
duce such unitary eifect as is produced by a 
single cut or mgraving, was not such a print 
as could be registered. Ez parte ScUegel, 64 
O. G. 1182, a n 1898. 

<!• To be registraUe a print must have by it> 
self some value as a composition, at least to the 
extent of serving some purpose other than as 
a mere advertisement Id. 

(Up to 1868 It wM the practioe of the patent oflkse 
to construe as ^jnonymous the wofds "prints" and 
"labels'* in section 8 of the set approved JUne 18, ISTC) 



PRIOR ADJUDICATION. 

(See CoMiTT; Injunction; Pbior Judcfhent.) 

1. The question of priority of invention as 
between rival inventors having been once 
thoroughly tried and decided, and the defeated 
party's assignee having in consequence dis- 
claimed the invention as the condition of ob- 
taining a decree on a narrower and different 
invention, a renewal of a discussion of the 
question of priority by that assignee in a suit 
against it for infringement of the rival invent- 
or's patent is uselesa ^Electrical Accumulator 
Ca V. Brush Electric Ckx, 61 O. G. 886^ Q D. 
1892. 

2. Where the question upon the merits was 
determined in a former suit between the par- 
ties, though the judgment by reason of the 
small amount in dispute was not reviewable 
by a court of appellate jurisdiction, heldj that 
the court below did not err in holding that the 
judgment in the former suit concluded the 
question between the parties, regardless of 
the fact that the judgment in the first suit was 
not subject to review by an appellate court 
'Johnson Street Steel Rail Ca v. William 
Wharton, Jr., & Ca, Limited, 67 O. G. 974^ a D. 
1894. 

8. The conclusion of the commissioner of 
patents that the addition to the original claim 
of a feature shown and described in the orig< 
inal patent does not confer patentability on the 
re-isBue claim was right, since the whole com- 
bination was substantially passed upon by the 
circuit court of appeala *Briggs v. Seymour, 
Com'r of Patents, 78 O. G. 169, C. D. 1897. 
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PBODUCT OF NATURE. 

(See Patsntabiuty.) 



PROTEST A€^AINST ISSUANCE OF PAT- 
ENT. 

1* A protest against the iasaanoe of a pat- 
ent to an applicant is fatally defective unless 
it embodies something equivalent to a distinct 
denial of the applicant's sworn statement of 
invention. Riley v. Barnard, 59 O. G. 1921, 
a IX 1892. 

2. Where a protestant only filed an affidavit 
without model or drawing of the alleged an- 
ticipating device, held insufficient Fay v. Con- 
radson, 65 O. Q. 751, Q D. 189a 



PUBLIC PAYOR. 

(See Patbntabiijtt, Eyidsncb or Exten- 

sivs Use.) 



PUBUC USE OR SALE. 

I In GianERAL. 

IL Knowlbdoe and Consent of Imtsntob. 
m IN Foreign Ck>UNTRiBa 

I. In General. 

1. Where an invention had been publicly 
known and practiced more than two years be- 
fore the date of filing the api^ication, adding 
to such application new features which did not 
require invention does not avoid the bar of the 
previous public knowledge and uoe. *Inter- 
national Tooth-Crown Ca v. Richmond, 39 
O. G. 1550, C. D. 1887. 

8. Where the defense to a suit for the in- 
fringement of a patent process is that ma- 
chines embodying the process claimed were 
sold and ia public use more than two years 
before the date of the application for the pro- 
cess patent such defense is not sustained by 
proof that the use made of the machine before 
that date was experimental only and not capa- 
ble of working the process. There is no real 
invention of a process until a machine is con- 
structed to work the process. ^Eastern Paper 
Bag Ca V. Standard Paper Bag Co, 41 O. G. 
281, C. D. 1887. 

8. When a machine was used by a manu- 
facturer in the regular conduct of his business 



by his own workmen, and in the view of such 
part of the public as resorted to his establish- 
ment for the purpose of buying or selling, such 
use was a public use. *Smith & Griggs Mfg. 
Ca V. Sprague, 41 O. G. 1037, C. D. 1887. 

4. Where the machine in question consisted 
in the now combinations of old elements, each 
of which constituted a new invention, and the 
machine was practically useful, and its prod- 
uct was used commercially and profitably in 
the ordinary course of business, such use was 
not experimental, although the inventor was 
engaged in the improvements by which it was 
hoped and expected that the machine would 
be made more valuable and useful *Id 

6. Use by the inventor of a machine in order 
to devise by experiment improvements upon 
the same to perfect it is permissible even 
where, as an incident, the product of the ma- 
diine is snld ; but where the use is mainly for 
trade and profit and the experiments for im- 
provement are incidental, then the principal 
and not the incident gives character to the use, 
and the latter is a public use under the statute 
and comes within its prohibition if it takes 
place more than two years before the applica- 
tion for the patent *Id. 

6. When the purchase or construction of the 
patented machine or article took place *at a 
time more than two years prior to the applica- 
tion, whether with or without the knowledge, 
consent or allowance of the patentee^ the patent 
18 invalid, and that is the effect of section 24 of 
the act of 1870 and of section 488C of the Re- 
vised Statutes. *Andrews v. Hovey, 41 O. G. 
1152, a D. 1887. 

7. If the invention is in public use or on sale 
at a date more than two years before the ap- 
plication for a patent upon it» it will be con- 
clusive evidence of abandonment and the pat- 
ent will be void *Id. 

8. The period of two years* public use or sale 
is to be reckoned from the date when the ap- 
plication is filed in the patent ofi^ce, and not 
from the date of its execution. ^Campbell v. 
Mayor, eta of New York, 44 O. G. 1185, C. D. 

188a 

9. A '*sale" to invalidate a patent must have 
been completely effected more than two years 
before the application for the patent *Camp- 
bell V. Mayor, eta of New York, 45 O. G. 845, 
G D. 1888. 

10. The putting of a patent on sale by assign- 
ing it more than two years prior to the appli- 
cation for it is not a sale of the invention in 
the sense of section 4886 of the Revised Statute& 
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'United States Electric Lighting Ca t. Ck)n- 
solidated Electric Light Ckx, 88 Fed Rep. 869 
(1888). 

11. Use of an invention for business pur- 
poses or profit and in which the test of its suc- 
cess and value was only incidental will defeat 
a patent if it occurred more than two years 
before application. *P.oot v. Third Avenue R. 
Co., 46 O. G. 1893, C. D. 1889. 

12. Where a patent had been issued to joint 
inventors and more than two years of public 
use had occurred before the filing of a sepa- 
rate application by one of the joint inventors, 
and the applicant in the separate application 
claimed to be the sole inventor of the device 
claimed in the joint patent, lield^ that said pub- 
lic use was a bar to his obtaining a patent on 
his sole application. Ex parte MacLay, 49 O. G. 
1043, a D. 1889. 

18. Where the mechanism of the anticipat- 
ing device was such as to be necessarily con- 
cealed from view during its legitimate use and 
would not operate as perfectly as that of the 
patented invention, held not to be sufiScient 
objections to overcome the defense of antici- 
pation. ♦Brush V. Condi t> 49 O. G. 1211, C. D. 
1889. 

14. Where there had been a public, well- 
known practical use in ordinary work, with as 
much success as was reasonable to expect at 
that stage in the development of the mechan- 
ism belonging to electric-arc lighting, of the 
exact invention which was subsequently made 
by the patentee, held, that, although only one 
article like the patented invention was ever 
made, which was used two and one-half months 
only, and the invention was then taken from 
the lamp and was not afterward used with car- 
bon pencils, it was an anticipation of the pat- 
ented device under the established rules upon 
the subject *Id. 

15. The statutory bar of public use is not 
avoided by a caveat In other words, appli- 
cant cannot take any benefit as against the al- 
legation of prior public use as a bar or defense, 
from any act which falls short of such an ap- 
plication as the statutes authorize and make 
provision for. Ex parte Meucci, 51 O. G. 299, 
C. D. 1891. 

10. In determining whether A. should re- 
ceive a patent the record should be carefully 
examined by the primary examiner with ref- 
erence to the question whether more than two 
years of public use preceded his application, 
and in view of certain prior printed publica- J 



tions the examiner should inquire whether the 
claims of A. are anticipated. Stanley ▼. Slat- 
tery, 54 O. G. 1709, C. D. 1891. 

17. Where an inventor disclosed his inven- 
tion to a company which adopted it and put it 
into complete and practical operation in and 
for the ordinary purposes of trade and com- 
merce, and where it appears that the inventor 
regarded his invention as complete at the time 
of its adoption by such company, such use for 
more than two years before application for 
patent is a public use within section 4886, Re- 
vised Statutes, and not one of experiment 
♦Root V. Third Avenue Ry. Ca, 61 O. G. 1947, 
C. D. 1892. 

18. Elizabeth v. Pavement Ca (97 U. S. 126), 
distinguished, and Smith & Griggs Mfg. Ca v. 
Sprague (41 O. G. 1037, 128 U. a 249), and Hall 
V. Macneale (28 O. G. 937, 107 U. S. 90), cited 
and commented on. ♦Id. 

19. The experimental use of an invention by 
the inventor or by persons under his direction, 
if made in good faith, solely in order to test its 
qualities, has never been regarded public use. 
(Cases cited.) ♦Harmon v. Struthers, 57 Fed. 
Rep. 637 (1893). 

20. The inventor^s device was applied to an 
engine that went out from the shop of his em- 
ployers and was sold and delivered more than 
two years before the application for a patent. 
Held, that the sale was for the purpose of a test 
or for experimental use, and did not involve 
public use or sale constituting a statutory 
bar. ♦Id. 

21. Where a manufacturer places an article 
upon the market in the usual and accustomed 
line of business, more than two years before 
applying for a patent to see what his custom- 
ers think of it it cannot be said that it was an 
experiment within the meaning of the statute. 
*'It is a trader*s and not an inventor's experi- 
ment" ♦Smith & Davis Mfg. Ca v. Mellon, 66 
O. G. 173, C. D. 1894. 

22. Where more than two years' public use 
are proved, the evidence that a change was 
made in the invention within the two years 
prior to the application for the patent but 
which change is described only as a preferable 
form, will not save the patent ♦Id. 

28. Where tlie device set up establishing 
prior public use did not contain one of the 
features of the patented device, and which 
feature was useful and novel, held^ that the 
public use was not established. *Coeta y* 
Drobaz, 69 O. G. 374^ G D. 189 i;. 
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24. The evidence of use by one Heller, in 
1877-78, of an extension butt-adjuster con- 
nected with an Appleby machine is not suffi- 
cient to create the bar of public use. *Deering 
▼. Winona H^vester Works, 69 O. G. 1641, 
C. D. 1894. 

25. Where it appears that a fire-alarm box 
was offered for sale in no other manner than 
as a part of a fire-alarm system to be installed 
by the seller and nothing was done evincing an 
intention on his part to transfer to the buyer a 
fire-alarm box except upon an executory con- 
tract containing conditions and requiring of 
the buyer much to be done precedent to the 
transfer of title, held, that tlie fire-alarm box 
was not on sale within the meaning of section 
4886, Revised Statutes, although the box was 
completed, tested and ready for immediate use 
at the date of the contract (Burton v. The 
Town of Greenville, 18 O. G. 411, 3 Fed. Rep. 
642, and other cases referred ta) Ruddick v. 
MUliken, 72 O. G. 1651, C. D. 1895. 

26. Importation of goods by a firm shown to 
have been accustomed to exhibit goods of that 
character promptly, though admissible as evi- 
dence, is insufficient to establish public use or 
sale within the United States. ^Hanifen v. 
E. H. Godshalk Ca, 79 O. G. 510, G D. 1897. 

27. A defense of two years' public use must 
relate back to the first or original application 
and not to the second application filed as a de- 
vision thereof. *Stirling Ca v. St Louis Brew- 
ing Aas'n, 79 Fed. Rep. 80 (1897). 

(Experimental use distinguished In Elizabeth ▼. Pave- 
ment Co., 07 U. S. 196; also secret use in Egbert v. lipp- 
miiTi, 21 O. O. 75, C. D. 1882. Article may be made more 
than two years before application for patent. Sandusky 
Seat Co. V. Comstock, 18 Brodiz, 222. Secret use dis- 
tinguished from proper concealed use. Brush ▼. Oondit, 
49 O. O. 1211, C. D. 1889. Public and private use dis- 
tinguished. Manning y. Cape Ann Co., Ising Glass & 
Glue Co., 28 O. G. 2418, 0. D. 1888.) 

II. Knowlkdgb and Consent of In- 
ventor. 

28. The inventor's consent to or allowance 
of the public use or sale of his invention is not 
requisite to invalidate a patent (Andrews v. 
Hovey, 42 O. G. 1285.) ♦Campbell v. Mayor, etc, 
of New York, 44 O. G. 1185, C. D. 188a 

29. The circuit courts having in several in- 
stances held that under the section in question 
a patent was not invalid by a public use and 
sale without the consent or allowance of the 
inventor, these decisions are not controlling in 
the supreme court of the United States where 



no direct adjudication has been made by that 
court upon the particular point 'Andrews v. 
Hovey, 42 O. G. 1285, G D. 188& 

30. The fact that in an interference in the 
patent oflfice, where the question has been dis- 
tinctly raised, a patent was issued to Green 
with the knowledge on the part of the patent 
office that there had been a public use of the 
invention more than two years before his appli- 
cation, is not controlling upon this court *Id. 

81. The promulgation and enforcement of a 
rule of the patent office, that a patent would 
not be granted if the invention had been in 
public use or on sale, with the consent or allow- 
ance of the inventor, for more than two years 
before his application, cannot be regarded as 
having the effect of a judicial or authoritative 
adjudication of the question. *Id. 

32. Under sections 6, 7 and 15 of the act of 
1836, in connection with section 7 of the act of 
1839, purchase, sale or use of the invention 
more than two years before the application, 
without regard to the consent or allowance of 
the inventor, renders the patent invalid. *Id. 

33. The invalidating two years* public use of 
the statute does not require the knowledge^ al- 
lowance or consent of the inventor. Ex parte 
Drawbaugh, 57 O. G. 693, C D. 1891. 

34. An inventor using due diligence by ex- 
periments toward perfecting his invention, and 
making application for a patent within two 
years after its completion, will not be deprived 
of his right to a patent for it because of the 
construction and sale of a form of it by an- 
other, without his knowledge, during the time 
of experiments and before its completion, al- 
though more than two years before his appli- 
cation. *Campbell v. Mayor, eta of New York, 
57 O. G. 1427, G D. 1891. 

35. The plain import of the words " not in 
public use or on sale for more than two years 
prior to his application *' is the creation of a 
limitation of two years within which a patent 
for an invention must be applied for after it 
has gone into public use, either with or without 
the knowledge, consent or allowance of the ap- 
plicant for the patent *In re Drawbaugh, 67 
O. G. 929, a D. 1894 

III. In Foreign Countries 

83. Sections 4886 and 4887 of the Revised 
Statutes must be construed together, and when 
this is done the two years' prior public use or 
sale, which under section 4886 operates as a 
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bar to the grant of a patent^ is such a use or 
sale within the United States and has no refer- 
ence to foreign countries. *Gand7 v. Main 
Belting Ca, 59 O. G. 1106, a D. 1893. 

87. There is no inconsistency between the 
law providing that a foreign public use shall 
not in itself invalidate a patent and the law of 
evidence under which it is competent to prove 
such foreign use and sale in order to fix the 
date of an invention. *Hanifen v. £. H. God- 
shalk Co., 79 O, G. 510, a JX 1897. 



PUBUC-USE PROCEEDINGS. 

(Pablic-use proceedings date tmm the decision of 
Commtarinner Marble in In re Von Hefner-Alteneck, 28 

o. a. sess, o. d. iws.) 

1. The commissioner has authority to refer 
a case to the examiner of interferences for in* 
vestigation of the question of public use or 
sale. Such examiner may, according to the 
nature of the order of reference to him, report 
the facts with his conclusions to the comftiis- 
aioner, or he may decide the questions investi- 
gated by him. The commissioner may remand 
the case to the primary examiner with such 
instructions as he may see proper. The pri- 
mary examiner only has authority to r^'ect the 
application on the findings in the first instance. 
From such rejection an appeal lies, upon pay- 
ment of fees, to the examiners-in-chief, as in 
any other ex parte casa Ex parte Finch, 40 
O. G. 1027, C. D. 18S7. 

2. The examiners-in<«hi€f acted without au- 
thority in entertaining jurisdiction of the ap- 
peal taken in the present case from the decision 
of the examiner of interferences. Id. 

8. When an allegation of public use comes 
up for consideration in connection with an ap- 
plication which is being considered eJ^ parte 
after the termination of interference proceed- 
ings, the proper practice is for the examiner 
to pass upon the question whether or not a 
prima facie case of public use has been estab- 
lished, rejecting the claims in the case if he de- 
cides the question in the alfirmativa Ex parte 
Beatty, 56 O. G. 1563, C. D. 1891. 

4. Unsworn statements not identifying with 
certainty the thing alleged to have been in pub- 
lic use do not constitute a prima facie casa Id. 

& When public use is alleged it should be 
set forth in the affidavits by specific acts. Ex 
pai-te Shettler, 60 O. G. 158, C. D. 1892. 

6. With the small sum appropriated by con- 
fess for conducting public-use proceedings 



the patent office is not justified in institating 
such proceedings unless a strong prima facu 
case is presented. Fay ▼. Conradson, 65 O. G. 
751, C. D. 189a 

7. Where a proteetant against the issae of a 
patent only filed an affidavit describing a de- 
vice which he alleged had been in public use 
more than two years before the applicant had 
filed his application and failed to file an exhibit 
model or drawing clearly showing the nature 
of the device so alleged to have been in public 
use^ heldf that such affidavit was insufficient to 
warrant public-use proceedings Id. 



BEHEAfilNCl IN PATENT OFFICE. 

(See Amendment After Final Rejection; 
Re-openino; Withdrawal from Issue; 
Jurisdiction of Commissioner of Pat- 
ents; New Triau) 

L Ex Parte. 
IL Intbrfbrekcbl 

I. Ex Parte. 

1. Petition that a rehearing be granted in 
case of an ai^al decided by the assistant com- 
missioner, the sole reason for such petition 
being that a decision upon the merits of the 
case by the commissioner in perscw is desired 
by the petitioner, denied on the ground that 
the duties of the assistant commissioner are 
necessarily the same in kind as those of the 
oommissioner, and on the ground that such 
duties are directly prescribed by statuta Ex 
parte Hughes, 56 O. G. 1448. C. D. 1891. 

2. A motion for rehearing ought to be gov- 
erned, as far as practicable, by rules which' in 
courts govern new trials. Ex parte Spielman, 
56 O. G. 1707, C. D. 189L 

8. When it is sought to present for consider- 
ation additional evidence, the attempt must be 
accompanied by a satisfactory showing why- 
such evidence was not produced at the first 
hearing. Id. 

4. A finding of fact by a former commis- 
sioner should not be reconsidered, unless no 
evidence was presented at the hearing on which 
such a finding might be based, or unless the 
finding was clearly against the weight of evi- 
dence. Id. 

5. Where a party who, with full knowledge 
at the outset of the other party's ground of con- 
tention, has underestimated the importance of 
it and set up his defense on a different line, a 
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motion for rehearing simply to make a differ- 
ent defense will not be considered. Ex parte 
Spielman, 68 O. G. 141, C. D. 1892. 

6. A motion for a rehearing will not be en- 
tertained by the commissioner for the purpose 
of enabling an applicdht to make a fuller pres- 
entation of his case when there is no satisfac- 
tory showing that he might not have done so 
in the first instance. Ex parte Utley, 58 O. G. 
1091, C. D. 1892. 

7. Motion for rehearing in matter of protests 
of Riley ▼. Barnard denied in view of certain 
evidence herein quoted. Ex parte Riley, 62 
O. G. 1515, a D. 189a 

8. Rehearings are not favored in any case, 
and only upon special circumstances. Motion 
for rehearing will not be entertained where 
there has been long delay in bringiiig it Re- 
hearings must bo applied for within the limit 
of appeal Ex parte Messinger^ 78 a G. 1908, 
G D. 1897. 

IL Intbbfebbncb. 

9. Rule 144, based upon the procedure in 
courts of law, does in terms confer, and waa in- 
tended to confer, upon the commissioner juris- 
diction to rehear the decisions of his predeces- 
sor when grounds other than those based on 
fraud, error in computation, or newly-discov- 
ered evidence are alleged and set forth in mo- 
tions filed for the rehearing of such decision& 
♦Daniels v. Morgan, 47 O. G. 811, C. D. 1889. 

10. It certainly would be a hardship if in an 
interference proceeding, when the commis- 
sioner who rendered the decision would on suf- 
ficient showing have been swift to afford a 
rehearing, the defeated applicant should be 
without remedy because of the succession to 
oflice of a new commissioner, and a rule 
adapted to prevent such a result certainly com- 
mends itself as a part of a system of procedure 
designed to do justice between parties who are 
asking the patent office to determine which of 
them is the prior inventor of an invention 
which can be patented to but one of them. *Id. 

11. The practice of splitting up cases and al- 
lowing separate parties to file separate mo- 
tions and present them at different times con- 
demned. In interference proceedings motions 
for rehearings presented by the parties thereto 
ought to be heard at the same time, in order 
that the entire case may be disposed of at once. 
Green v. Hall, v. Siemens, v. Field, 47 O. G. 818, 
G D. 1889. 

12. Green's motion for rehearing overruled 
because (first) it involves a question of merits 



which is rea ae{fudicata by reason of the pre- 
vious decision of the commissioner and also 
that of his predecessor, and {second) because it 
shows no error in the former decision which 
Green seeks to have set aside. Id. 

18. Manifest error in law, being ground for 
new trial, is also ground for a rehearing under 
the patent office rule relating to such matters. 
Green v. Hall, v. Siemens, v. Field, 47 O, G. 1681, 
G D. 1889. 

14. Where the junior party to an interfer- 
ence proved that before any date of invention 
which could be given to the senior party he- 
bad in his possession and sent to his son in this 
country a full description of the invention in 
controversy, and his prima facie standing aa 
an original inventor was not challenged by any 
testimony to the contrary, and a judgment of 
priority was rendered upon final bearing in 
favor of said junior party, held, upon a motion 
for rehearing upon the ground that there was. 
error in not requiring further proof of the /ao( 
of his invention, that tlie supposed error was na 
error. Gessner v. Miller, 50 O. G. 483, G D. 1890. 

15. Held further, that it was not oeceasary 
to consider that part of rule 110 which provide 
that when the invention was made abroad the* 
preliminary statement must set forth that the 
applicant made the invention, it appearing that 
there i^s no such provision in the rule when 
the testimony was taken. Id. 

IHL Where in a motion for a rehearing the 
claim that the evidence had been newly dis- 
covered simply amounted to an assertion that 
a party litigant erred in judgment, and that in 
consequence of such error he failed to intro- 
duce testimony of the existence of which he 
had knowledge before the submission of the 
case for hearing and which subsequently to 
the decision thereof he came to regard as ma- 
terial and important, held not to bring the case 
within the general rule relating to rehearinga 
Evidence does not become newly discovered 
when errors in judgment as to its legal effect 
are rectified. Lorraine v. Thurmond, 52 O. G. 
1949, G D. 1890. 

17. Held further, that a rehearing should 
be denied because the exhibits referred to in 
the affidavits upon which the motion for re- 
hearing was based do not show the invention 
embodied in the issue, so that if in the case aa 
originally heard they would not have altered 
the result Id. 

18. Except under extraordinary circum- 
stances tlie commissioner will consider only 
alleged errors of law upon a motion for re- 
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heariog. Clark t. Broad, 57 O. G. 1426, C. D. 
1891. 

19. On a motion for rehearing of a case orig- 
inally heard and determined by the acting com- 
missioner, upon the ground of decision contrary 
to evidence, the commissioner will not disturb 
the prior decision upon a showing that the tes- 
timony was closely balanced and admitted the 
possibility of a contrary conclusion; but it 
must appear that the decision was clearly 
against the weight of testimony. Webb v. 
Blickensderfer, 62 O. G. 159, C. D. 189a 

20. Where on a motion for rehearing no sug- 
gestion is made that anything would be brought 
to the attention of the commissioner beyond 
a representation of the same arguments and 
the same facts, and there is no pretense that 
evidence has been omitted or overlooked, or 
that the case could be strengthened in any 
way, and where every point alluded to in the 
motion was carefully considered before a con- 
clusion was reached, hddf that the motion 
should be denied. Scott v. Brooks, 71 O. G. 
1314, C. D. 1895. 

21. Where it was urged that the commis- 
sioner has discretion to grant rehearings even 
after a decision upon the question of priority 
by the court of appeals, held, that cases are 
conceivable in which, to prevent failure ot jus- 
tice, this may be so; but the discretion is gov- 
erned and determined by well-established 
principlea (Giant Powder Co. v. California 
Ca, 5 Fed. Rep. 197.) Id. 

22. Where it appeared that S. attempted to 
take an appeal to the court of appeals of the 
District of Columbia, but failed without any 
fault of his own, and on that account was not 
heard upon the merits before the appellate 
court) and the case having been dismissed and 
a motion to reinstate was made to that court 
and denied, held, that these facts do not appear 
to enlarge the discretion of the commissioner 
in rehearing cases, but would seem to indicate 
that what was denied by the appellate court, 
for reasons satisfactory to it, should not be pre- 
sented here, except upon special circumstances 
clearly shown and calling for such an extraor- 
dinary coursa Id. 

23. Following the settled practice in the 
courts, when rehearings are sought upon al- 
leged errors of law, that application must be 
made for the rehearings before the time for 
appeal has gone by, held, that whenever the 
lime for appeal from the patent ofiSce to the 
court of appeals has gone by the time for a re- 
hearing has elapsed with it Id. 



24. An applicant's contention upon a re- 
hearing that he was *' surprised" by the inter- 
pretation put upon his application in the former 
hearing Is without foundation, since the appli- 
cation itself was his evidence, and was ex- 
amined like other evidenoa Dewey v. Colby, 
75 O. G. 1860, a D. 1896. 
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I. In General. 



1. An applicant for re-issue who has assigned 
his entire interest in the invention is not merely 
a "perfunctory affiant*' in making oath to in- 
advertence, accident or mistake, because he is 
the only person who is supposed to be possessed 
of the requisite knowledge upon which to make 
and base such affidavit Ex parte Mahnken, 41 
O. G. 1269, G D. 1887. 

2. The right of the assignee under the stat- 
ute comes from the inventor, and he can secure 
no broader patent than the inventor can apply 
for. If an applicant purposely or intentionally 
limits the scope or extent of the claims, his as- 
signee cannot obtain a re-issue for an invention 
broader or greater than that claimed by the 
inventor. Id. 

3. The rule in Parker & Whipple Ca v. Yale 
Lock Ca (123 U. S. 87, 25 O. G. 290) affirmed 
that the patent office model alone is not to be 
considered the basis for a re-issue in which a 
change of the invention of the original patent 
is sought *Flower v. City of Detroit, 43 O. G. 
1848, G D. 188a 

4. The specifications and claims of the orig- 
inal patent and re-issue being substantially the 
same in scope, and the re-issue having been ap- 
plied for within a few months, it was held valid, 
although no reason for the re-issue was shown. 
*Maltby v. Graham, 37 Fed. Rep. 689 (1889). 



RE-ISSUE, IL 



283 



5. When the ofSce has given a wrong title in 
a patent, the latter should be canceled and a 
new one issued. (Railway Register Mfg. Ca t. 
North Hudson C. R. Ca, C. D. 1885.) Ex parte 
McManus and Hoch, 53 MS. D., Sept, 1898 
(Fisher, Acting (ZJom'r). 

6. Held, that patentees should not be allowed 
to experiment and take chances in attempts to 
secure re-issues, to extend, enlarge or broaden 
their inventions, without taking the risk and 
subjecting themselves to the same rules and 
principles which apply and govern in original 
applications. *McCormick Harvesting Machine 
Co. V. C. Aultman and Ca, 63 O. G. 1791, Q D. 
1893. 

7. Held that, if the claims survived the re- 
visory action and rejection thereof by the pat- 
ent office on the original application, still the 
unsuccessful attempt made in the re-issue pro- 
ceeding to broaden or expand them must, upon 
well-settled principles, be held to so limit and 
restrict their construction as to exclude what 
was thus rejected and to confine them to the 
specific devices and combinations therein de- 
scribed. *Id. 

8. Since patents are now re-issued strictly 
for the same invention covered by the original 
patent, the re-issue application ought to have 
the same standing as the original patent as to 
burden of proof. Huson v. Crowell, v. Yates, 
(J4 O. G. 1006, C. D. 189a 

9. Where the office holds an applicant to be 
entitled to a re-issue for broader claims, it in 
effect holds that it was by reason of inadvert- 
ence, accident or mistake that applicant did 
not make the broad claims in the patent ; that 
he has been reasonably diligent in applying for 
such re-issue, and therefore that there has been 
no such dedication to the public of the inven- 
tions covered by the broad claims as should 
prevent the office from consideriug the re-issue 
application a continuation of the original ap- 
plication. Id. 

10. Qiicere: If a patentee applies for a re- 
issue of his patent* and includes among the 
claims under the new application the same 
claims as those which were included in the old 
patent, and the examiner of the patent office 
rejects some of such claims and allows others, 
both old and new, does the patentee by aban- 
doning his application for a re-issue and by 
procuring a return of his original patent hold 
his patent invalidated as to those claims which 
the examiner rejected ? (The above question is 
certified by the circuit court of appeals to the 
supremt court for decision.) *Mc(3orniick Har- 



vesting Machine Ca v. C. Aultman & Ca, 73 
O. G. 1999, C. D. 1895. 

11. Where a re-issue application is filed with- 
out fee for the purpose of correcting a mistake 
made by the office, held, that not only the mis- 
take may be corrected, but that, if the office 
chooses, a full re-examination of the case may 
be made, as it would be improper for the office 
to re-issue a patent when it is known that a 
statutory bar exists. Ex parte Weaver, 76 O. G. 
1715, C. D. 1896. 

12. When an application for a re-issue of a 
patent is made, the original patent continues 
to be a valid patent until it is re-issued, when 
it becomes inoperative ; if a re-issue be refused, 
the surrender never takes effect, and the patent 
stands as if no application had ever been made 
for a re-issue. ♦Allen v. Culp, 79 O. G. 1523, 
a D. 1897. 

13. While it is true that in making his sur- 
render the patentee declares that his patent is 
inoperative and invalid, yet this is not neces- 
sarily so for all purposes, but for the purpose 
for which he desires to have it re-issued. Such 
a patent might be inoperative and invalid as 
against certain persons who had pirated the 
underlying principle of the patent and avoided 
infringing the exact language of the claims 
and yet be perfectly valid as against others who 
were making machines clearly covered by their 
language. *Id. 

14. If the application for a re-issue be re- 
jected, the original patent stands precisely as 
though a re-issue had never been applied for, 
unless at least the re-issue be refused upon 
some ground equally affecting the original pat- 
ent *Id. 

(The settled law in respect to re-issues is declared by 
the supreme court in Topllff v. Topliff, 145 U. 8. 66, 12 
Sup. Ct. BsSb, Bee, also, Gaskill t. Myers, 81 Fed. Bep. 
854,1897.) 

II. Delay in Applying fob, 

15. A delay of nearly three years after the 
date of the original patent before applying for 
its re-issue with broader claims is not excused 
by the mistake of the solicitor who applied for 
and procured the original patent with claims 
more narrow than those which he was in- 
structed by the inventor to make^ *Ive8 v. Sar- 
gent, 38 O. G. 781, C. D. 1887. 

16. The right to a re-issue with a broadened 
claim is lost by a delay of four years in mak- 
ing application therefor. *Curran v. St Louis 
Refrigerator and Wooden Gutter Ca, 39 O. G, 
690, G D. 1887. 
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17. The delay in filing the application for 
the re- issue in suit not acooanted for nor shown 
to be reasonable renders such re-issue iu^id. 
♦Hoekin v. Fisher, 48 O. G. 609, C. D. ISa 

18. If it be conceded that the inventions 
claimed in the re-issue were described in the 
original, then, such claims being expansions 
and more than three years having elapsed after 
the original was granted before the re-issue was 
applied for, the doctrine of laches applies and 
the delay must be held unreasonable in the ab- 
sence of explanatory averments in the bill. 
•Philadelphia Novelty Ca ▼. Rouss, 48 O. O. 
1664, C. D. 1^89. 

19. The delay of nearly nine years is fatal, 
especially as no inadvertence, accident or mis- 
take appears such as would authorise a re- 
issue with new claims. *Electric Oas Lighting 
Ca V. Boston Electric Ckx, 55 O. G. 429, Q D. 
1891. 

20. The i>reeumption is in favor of the 
validity of a re-issue applied for and obtained 
in less than two years after issue of the orig- 
inal patent *Alaska Refrigerator Ckx v. Wis- 
consin Refrigerator Ca, 57 O. G. 125, C. D. 
1891. 

21. If a re-issue be sought to enlarge a claim, 
a delay of two years from the original grant in 
applying therefor will ordinarily, though not 
always, be treated as evidence of abandon- 
ment of the new matter to the public. *Top- 
liff V. Topliff, 59 O. G. 1257, G D. 1892. 

22. Where there was a period of eight years 
between the date of the original patent and the 
application for the re-issue, held, that the delay 
was unreasonable and cannot be excused on 
the ground that the patentee would have sea- 
sonably applied for the re-issue but for the ad- 
vice of his solicitor to wait (Dobson v. Lees, 
63 O. G. 1740, 187 U. & 258). *Wollen3ak v. 
Sargent & Ca, 66 O. G. 1007, C. D. 1894. 

28. Where, after the issue of an original pat- 
ent and before an application for the re-issue 
of the same, it was shown that other parties 
were using the subject-matter not claimed, 
held, that the patentee has abandoned his right 
to a re-issue to claim such matter by his laches 
in not applying for the re-issue before the rights 
of other parties accrued. Loewer v. Ross, 76 
O. G. 1711, a D. 1896. 

(The rule as to laches Is more rig^id in cases where ap- 
plicant eeelcB to broaden claims. Held, six montas was 
not (in the particular case) unreasonable delay. Ex 
parte Matthews & Baoe, 80 O. G. 828, a D. 1884, Butter- 
worth, ComV.) 



m. Identitt. 

(See Enlasokmekt; New Matteb.) 

24. Under the statute the commissioner of 
patents has no jurisdiction to grant a re-issoed 
patent for an invention substantially different 
from that embodied in the original patent, and 
it does not foUow that what was indicated in 
the original specificationB, drawing or model is 
to be considered as a part of the invention, un- 
less the court can see from a oomparisoD of 
the two patents that the original patent em- 
bodied as the invention intended to be secured 
by it what the claims of the re-issue are in- 
tended to cover. *Parker & Whipple Oa ▼. 
Yale Clock Ca, 41 O. G. 811, G D. 1887. 

25. It is well settled that a re-issue can only 
be granted for the same invention intended to 
be embraced by the original patent^ and the 
specification cannot be Bnbstantially changed, 
either by the addition of new matter or the 
omission of important particulars, so as to en- 
large the invention as intended to be originally 
claimed. *Pattee Plow Ca ▼. Kingman & Ca, 
46 O. G. 1107, C. D. 1889. 

, 25a. Re-issued letters patent, granted Bfay 2, 
1871, to John J. Schillinger, for concrete pave- 
ment, as it stood after the filing of the dis- 
claimer, held to include no new matter. *Huri- 
but V. Schillinger, 47 O. G. 1067, Q D. 1889. 

26. Letters patent issued for the following 
claim : "The rod with its knob E and the oscil- 
lating lever C, for tlie purpose of releasing a 
suspended weight by the direct action of a 
gong-hammer, substantially as and for the pur- 
pose herein described." The re-issued patent 
contained these claims : " The trip-rod D, ar- 
ranged as described, and the oscillating lever 
C, for the purpose of releasing a suspended 
weight by the movement of a gong-hammer, 
substantially as and for the purpose described,*' 
and " the trip-rod D, oscillating lever C, and 
suspended weight B, in combination with the 
hammer of a goug, for the purpose of operat- 
ing mechanism distant from the gong, sub- 
stantially as above described." Held, tliat the 
claims of the re-issue were fairly embraced in 
the claim of the original *Walker v. City of 
Terre Haute, 54 O. G. 607, G D. 1891. 

27. It has been repeatedly declared by the 
supreme court that a re-issue can be permitted 
only to secure the invention which was de- 
scribed in the original patent, and which it was 
the intention of the patentee, manifest upon 

1 the face of the patent itself, to secure thereby* 
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*Feathei8tone ▼. G«orge R. Bidwell Cycle Co., 
57 Fed Rep. 631 (1893). 

2S. It is settled by the authorities that to 
warrant new or broader claims in a re-issue 
such claims most not only be indicated in the 
original application, but it must further ap- 
pear (1) that they constituted a part of the 
original invention and (3) were sought and in- 
tended to be covered or secured by the original 
patent (Bantz v. Frantz, 21 O. G. d087, 105 
U. a 160 ; Heald v. Rice, 21 O. G. 1443, 104 
U. a 787 ; Miller v. Brass Co., 21 O. G. 201, 104 
U. a 850; James v. Campbell. 21 O. G. 837, 
104 U. a 856; Topliff v. Topliff, 59 O. G. 1257, 
145 U. a 156.) *Corbin Cabinet Lock Ca v. 
Eagle Lock Ca, 65 O. G. 1066, C. D. 189& 

IV. ElTLABGEMENT VaLID. 

(See Identity; New MAnvs.) 

29. A re-issue is not rendered void by a new 
description or statement in the specification of 
the difficulties and defects of prior inventions 
in the same line. The specification may also 
state how the patentee has avoided such diffi- 
culties and defects. *Kearney v, Lehigh Val- 
ley R. Ca, 82 Fed. Rep. 820 (1887). 

80. The new and broader claims of the re- 
issue are not for a different invention from that 
describing the original patent A subcombi- 
nation may be claimed in a re-issue if it was 
shown in the original as performing the same 
functions, even though it was claimed only as 
a part of a larger combination. (Walker on 
Paten td, sea 245, and cases there cited.) * Jen- 
kins V. Stetson, 32 Fed Rep. 898 (1887). 

81. Under recent decisions of supreme court 
a patentee is not precluded from obtaining a 
re-issue with broader claims than those of the 
original patent, provided he is not guilty of 
laches and the re-issue is for the same inven- 
tion as the original. In re-issues made for the 
purpose of enlarging the scope of the patent^ 
the rule of laches should be strictly applied, 
(ating Miller v. Brass Ca, 104 U. a 850.) *Id. 

82. Certain matters found only in the re- 
issued patent ; held, that all these additional 
features were matters of reasonable inference 
from the language of the original specification, 
as explained by testimony or by common 
knowledge. *Eame8 v. Andrews, 89 O. G. 1819, 
a D. 1887. 

88. Where matters found only in the re- 
issue, or matters where a change has been made 
from that described in the original patent, occur, 
if the additions and changes do not in fact 



amount to a different invention, the case is 
simply one of a defective specification and a 
proper subject of amendment. *ld. 

34. If the amended specification does not 
enlarge the scope of the patent by extending 
the claim so as to cover more tlian was em- 
braced in the original, and thus cause the pat- 
ent to include an invention not within the orig- 
inal, the rights of the public are not thereby 
narrowed, and the case is within the remedy 
intended by statuta *Id. 

Original Be^iastte. 

85. The herein-de- The process of con- 
scribed process of sink- structing wells by driv- 
ing wells where no ing or forcing an in- 
rock is to be pene- strument into the 
trated, viz. : by driv- ground until it is pro- 
ing or forcing a rod to jected into the water 
and into the water un- without removing the 
der ground and with- earth upward, as it is 
drawing it and insert- in boring, substan- 
ing a tube in its place tially as herein de- 
to draw the water scribed. 

through, substantially 
as herein described. 

JSelcL that each of these claims is for the 
same invention, *Id. 

86. The patent office held that a compound 
disk constituted but a single adjustable device 
or single disk, and rejected the third claim, to 
which rejection the owners of the patent as- 
sented. Held, that they did not thereby aban- 
don the right to claim in a subsequent re-issue 
a double or compound disk and obtain a valid 
patent therefor. *Yale Lock Mfg. Ca v. New 
Haven Savings Bank, 48 O. G. 115, a D. 188a 

87. While a comparison of the two patents 
evinces that the specification of the re-issue is 
amplified, yet this amplification is in matters 
of an explanatory nature and embraces noth- 
ing of any importance which is not plainly dis- 
closed in the original specification and accom- 
panymg drawings. *Putnam v. The Keystone 
Bottle Stopper Ca, 48 O. G. 113, C D. 1889. 

88. A re-issue cannot be held invalid because 
of enlargement of claims when the original 
patent is not in the case and no evidence is 
offered to show expansion in the re-issue be- 
yond what is justified by the original specifi- 
cation and drawings. *Alaska Refrigerator Co. 
V. Wisconsin Refrigerator Ca, 57 O. G. 125, C. D. 
1891. 

89. The right to expand a claim by re-issue 
exists for a reasonable time after the original 
patent is granted, provided the limits of the 
original invention are not exceeded and pro- 
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vided the error arose by inadvertence, acci- 
dent or mistake, and without any fraudulent 
or deceptive intention. Ex parte Pepper, 46 
Ma D. (3 G. W. D.), May, 1891 (Mitchell. Com'r). 

40. All the authorities are to the effect that 
where, under such circumstances, the applica- 
tion for a re-issue merely seeks to make the 
claim broader and more comprehensive, it may 
be granted, in order to secure to the patentee 
his actual invention, provided he has not been 
guilty of any inexcusable laches, and no adverse 
rights have accrued. (Cases cited.) ♦Feather- 
stone V. George R. Bidwell Cycle Co., 53 Fed. 
Rep. 113 (1892). 

41. Where the amendment of the applica- 
tion as first filed is within the scope of the orig- 
inal invention, no charge of undue expansion 
can be sustained and no new oath is necessary 
because the amendment introduces no new in- 
vention. *Beach v. American Box Machine 
Co., Inman et aL, 69 O. G. 1067, C. D. 1894. 

42. A re-issue held allowable where it ap- 
peared it was the intention of the patentee to 
make a broader claim than was allowed, and 
no intervening rights have accrued, and when 
the patentee inadvertently omitted to mention 
all the points involved to his attorney, and 
the associate attorneys limited the claim in ig- 
norance of the operation of the device. Ex 
parte Mock, 62 Ma D., July, 1897 (Butterworth, 
Com'r). 

43. The claims of a re-issued patent were 
held valid which omitted all reference to cer- 
tain parts or elements embraced in the original 
claims, which parts really constituted no part 
of the invention. *Gaskill v. Myers, 81 Fed. 
Rep. 854 (1897). 

44. Re-issue Letters Patent Na 11,383 held to 
be valid, although the claims of the original 
patent had been broadened by the omission of 
certain unpatentable elements. *Gaskill v. 
Myers, 81 O. G. 1111, C. D. 1897. 

45. A claim which made what was no part 
of the invention one of the elements, was de- 
fective, and the defect was properly cured by 
omitting the improper element from the re- 
issue. *Id. 

V. Enlabgement, Invalid. 
(See Identity; New Matteb.) 

46. A re-issue whose claims have been ex- 
panded to twelve from a single original claim, 
and in which material changes and additions 
have been made in the specification, is invalid. 



♦Columbia Rubber Ca v. Klous, 33 Fed. Rept 
275 (1887). 

47. A claim allowed in a re-issued patent, 
which was stricken out by the solicitor in the 
original application, held invalid. The patentee 
is bound by the acts of his counsel. ^Dobson 
V. Leea 30 Fed. Rep. 625 (1887). 

48. Where the specification of the original 
patent is so changed in the re-issue as to admit 
of a claim which could not have been made in 
the original specification, there has been a sub- 
stantial alteration and the claim based thereon 
is void. *Hartshorn v. Saginaw Barrel Ca, 88 
O. G. 540, C. D. 1887. 

49. Where the original patent described and 
claimed a lever applied to a whip-socket, and 
the re-issue described and claimed a lever ap- 
plied to a part of a whip-socket, the re-issue was 
unduly enlarged, and is invalid. *Worden v. 
Searls, 39 ©. G. 359, C. D. 1887. 

50. Where the claim in the re-issue omitted 
certain words in the corresponding original 
claim, if the same effected an enlargement of 
the invention, the re-issue is invalid. *Matthew8 
V. Iron Clad Mfg. Co., 42 O. G. 827, CX D. 
1888. 

51. The original patent and the first re-issue 
having been distinctly limited to a bushing 
having a notch, the second re-issue, obtained 
nearly seven years afterward, for a bushing 
without any such notch, is an unwarrantable 
enlargement *Cornell v. Weidner, 43 O. G. 985, 
C. D. 1888. 

52. Where it does not appear that any at- 
tempt has been made to secure by the original 
patent the inventions covered by the new 
claims in the re-issue, those inventions must be 
regarded as having been waived or abandoned 
so far as the re-issue is concerned. *Hoskin v. 
Fisher, 43 O. G. 609, C. D. 188a 

53. A re-issue for an invention not disclosed 
nor suggested in the original, and there being 
no defective nor insufficient specification, and 
no inadvertence nor mistake in the wording of 
the claim of the original, held void. *Brew- 
ster V. Shuler, 37 Fed. Rep. 785 (1889). 

54. A claim in a re-issue for an article or prod- 
uct, which claim was rejected by the patent 
ofiice in the original application and deliber- 
ately struck out, held invalid, because there 
was no mistake inadvertently committed, and 
the re-issue was for the mere purpose of enlarg- 
ing the monopoly of the patent Under the 
circumstances it is quite immaterial that the 
application for re-issue was made within two 
years from the date of the original patent, 
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(Coses cited) ^Union Paper Bag Machine Ca 
V. Waterbury, 89 Fed. Rep. 889 (1889). 

55. A re-issue patent wliich contains claims 
that had previously been abandoned by the 
patentee in order to obtain his original lettera 
patent must be held to be invalid as to such 
claims. *Yale Lock Mfg. Ca v. The Berkshire 
National Bank, 51 O. G. 1391, C. D. 1890. 

56. Where Sargent made such a claim as 
claim 3 of the re-issue in his application of 
May, 1874, and abandoned it and filed a new 
application in March, 1875, on which his orig- 
inal patent issued, field, that said claim 8 of the 
re-issue was invalid. *Id. 

57. A re-issue is invalid, first, if its claim is 
broadened after inexcusable delay by the pat- 
entee ; and second, if the claim covers a differ- 
ent invention from the one actually described 
and shown in the original. The statute (sec 
4916) provides for **a new patent for the same 
invention" as such invention appears from 
the specification and claims of the original 
(many authorities cited). *Carpenter Straw- 
Sewing Machine Co. v. Searle, 52 Fed. Rep. 809 
(1892). 

58. Where a broad invalid claim has been 
permitted to remain unchanged for a long pe- 
riod of years, until adverse equities have arisen, 
and a re-issue is granted with a new claim 
which, though for a larger combination, seeks 
to hold, as infringements, machines which have 
been lawfully made for years, the re-issue is 
broadened, and is therefore invalid. (Hubel v. 
Dick, 28 Fed. Rep. 182.) 'Id. 

59. A re-issue cannot be permitted to enlarge 
the claims of the original patent by including 
matter once intentionally omitted. Acquies- 
cence in the rejection of a claim; its with- 
drawal by amendment, either to save the ap- 
plication or to escape an interference; the 
acceptance of a patent containing limitations 
imposed by the patent office, which naiTow 
the scope of the invention as at first described 
and claimed, — are instances of such omission. 
•Dobson V. Lees, 53 O. G. 1740, C. D. 1890. 

60. Where it appeared that a patent was 
granted in 1872, and that the re-issue applica- 
tion was made in 1881, and that no question of 
inoperativeness or in validity was raised during 
that period, and where the sole object of the 
re-issue was to expand and multiply the claims 
so as to cover patents issued subsequently to 
the original, held, that the re-issued patent was 
invalid, because the new claims therein were 
not for the same invention set forth in the 
claims of the original patent *£lectric Gas- 



Lighting Ca V. Boston Electric Ca, 55 O. G. 
429, C. D. 1891. 

61. The claim of an original patent was for 
an inelastic bridge or check piece arranged 
across the crotch of pantaloons, whereby the 
strain is received by this bridge or check piece, 
instead of at the angle of the crotch itself. The 
re-issue contained two claims, and in an action 
brought for its infringement it was successfully 
contended by the defendant in the lower court 
that the re-issue was broader than the original 
patent *Patent Clothing Ca, Limited, v. Glover, 
57 O. G. 1281, C. D. 1891. 

63. Where the sole claim of the original pat- 
ent covered a process of lining barrels, casks, 
etc., with glue, and the re-issue included not 
only the claim of the original patent, but also 
a claim for a barrel, cask, eta, coated or sized 
with glue by the process described, held, that 
this was in effect an expansion of the claims 
in order to embrace an invention not specified 
in the original patent and that the second 
claim of the re-issue was therefore invalid. 
♦Leggett V. Standard Oil Ca. 63 O. G. 1201, C. D. 
189a 

63. Where the claim sought to be re-issued 
is similar to one that was presented in the orig- 
inal application and rejected by the office and 
canceled by the applicant in order to obtain his 
patent held, that under such circumstances the 
applicant is estopped from setting up such claim 
in an application for a re-issua Ex parte Bow- 
man, 66 O. G. 1860, C. D. 1894 

64. Where the original patent made no ref- 
erence to an alternative construction of the 
device wherein one of the elements might be 
omitted, while the re-issue merely retains the 
said element, " preferably," as another form of 
the device, held, that the effect of the insertion 
of the word "preferably" was to render this 
element non-essential, and unduly to expand 
the original. *01in v. Timken, 69 O. G. 1361, 
C. D. 1894. 

65. It is now settled that when a re-issue is 
sought for the purpose of enlarging or broad- 
ening claims the application must be made 
witiiin a reasonable time. (Miller v. Brass, 104 
XJ. S. 850, and other cases cited.) It must also 
be shown that there was a mistake, inadvert- 
ently committed. (Cases cited.) Re-issue in 
this case held invalid, because it broadens the 
original patent and was not applied for till 
nearly three years after the issuance of the 
latter. *Mast Foos & Ca v. Iowa Windmill 
& Pump Co., 68 Fed Rep. 213 (1895). 

66. Where a re-issue was obtained for the 
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purpoBe of broadening the claims of the orig- 
inal patent to cover that which is presumed to 
have been once abandoned to the public, held, 
that the re-issue is void. (White v. Dunbar, 37 
O. G. 1002, 119 U. a 47 ; Ives v. Sargent, 88 O. G. 
781, 119 U. a 652; Dunham v. Dennison Mfg. 
<3o., 67 a a 1571, 164 U. a lOa) *Eby v. King, 
71 O. G. 145i G D. 1895. 

VI. New Matter. 
(See Enlabgement; Identity.) 

67. Where an element of the invention was 
shown in the original drawings only as a con- 
nected portion of a certain mechanism and was 
so described in the original patent, the descrip- 
tion of such element in a re-issue as an inde- 
pendent invention is new matter, and claims 
based thereon are invalid. *Ive8 v. Sargent, 38 
a G. 781, G Dl 1887. 

68. If by the re-issue the scope of the origi- 
nal is so enlarged as to cover and claim as a 
new invention that which was not in the orig- 
inal specification as a part of the invention de- 
scribed, or, if described, was by reason of not 
being claimed and virtually abandoned and 
dedicated to public use, the re-issue is unauthor- 
ised. *£ames v. Andrews, 89 O. G. 1219, G D. 
1887. 

69. The fact that courts have so uniformly 
sustained the validity of original patents con- 
taining different inventions is probably due to 
their recognition of the discretion of the com- 
missioner in their issuance ; but in the case of 
re-issue patents no such discretion exists, no 
new matter can be introduced, and the re-issue 
must be for the same invention shown and de- 
scribed in the original patent. Consequently 
the courts have constantly held void re-issue 
patents embracing any new or other invention 
than that defined in the original patent £x 
parte Herr, 41 O. G. 468, G D. 1887. 

70. There was new substantive matter intro- 
duced into the re-issued patent for the descrip- 
tion in the specification as a foundation for the 
first eight claims, and these claims themselves 
might have been the subject of another appli- 
cation for a patent at the time the original pat- 
ent was applied for and taken out, leaving that 
patent valid and operative in respect to the 
claims it covered. *Parker & Whipple Ca v. 
Yale Clock Ca, 41 O. G. 811, G D. 1887. 

71. Complainant's original patent embraced 
hair-crimpers of two kinds — one in which the 
fabric is stitched to the soft-metal core, the 
^ther in which the fabric is fastened to the core 



by a metal fold made by turning over the thin 
edges of the core, or of a strip of sheet-lead in- 
side the fabric over the core. The original con- 
tained the clause: **I also modify my inven- 
tion in various other equivalent ways, such as 
would suggest themselves to any intelligent me- 
chanic," etc. The re-issued patent contained 
claims for fastening the fabric to the core by 
cementing them together. Held, that the re- 
issue was invalid, being an expansion of the 
original and embracing a new invention. *PhiI- 
adelphia Novelty Mfg. Ca v. Rouas, 48 O. G. 
1664, C. D. 1889. 

72. Re-issued patent Na 6,018 held void be- 
cause for an invention not disclosed or sug- 
gested in the original *J. R Brewster & Ca 
V. Shuler, 49 O. G. 1485, G D. 188a 

78. The rule of law in Railway Ca v. Saylee, 
1& O. G. 248» 97 U. a 554, that an amendment 
seeking to introduce a material variation in the 
original application cannot be allowed, is not 
applicable where it introduces no new matter. 
*Beach v. American Box Machine Ca, Inman 
et aL, 69 O. G. 1067, G D. 1894 

VII. Inadvebtenob OB Mistake. 

74. The re-issue was applied for in less than 
six months after the grant of the original pat- 
ent The court held that it was not prepared 
to hold the re-issue void because no inadvert- 
ence or mistake was shown, when the object 
was to enlarge a claim. *Jenkins ▼. Stetson, 
32 Fed. Rep 398 (1887). 

7a. The re-issue was applied for more than 
thirteen years after the date of the original 
patent> after the defendants had begun to 
make plows like those complained of. The 
first claim of the re-issue included elements in 
addition to those enumerated in the correspond- 
ing first claim of the original The re-issue 
was evidently taken to cover defendants* ma- 
chine, which did not infringe the first claim of 
the original patent; and no inadvertence or 
mistake in the original patent was shown. 
*Newton v. Furet & Bradley Mfg. Ca, 88 O. G. 
104. G D. 1887. 

76. The plaintiff testified ** that he thought 
there ' was a mistake and a deficiency in the 
patent;' that he did not consider that other 
manufacturers respected it ; that he considered 
it deficient because it applied the friction-brake 
to the periphery of the wheel, and that he be- 
lieved the patent was entitled to cover differ- 
ent friction-clutch devices, so as to be a better 
protection against infringers." This was not 
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regarded as proof of inadvertence or mistake 
in the original patent *Id. 

77. A re-issue application claiming subject- 
matter shown, but intentionally not claimed in 
the original patent, filed to effect a dissolution 
of an interference between said patent and a 
pending application, and for the purpose of 
declaring a redeclaration of the interference 
between the re-issue and said pending applica- 
tion, refused. Held, that the showing did not 
establish a case of "inadvertence, accident or 
mistake,'* but exhibited an error of judgment 
£z parte Mahnken, 40 O. G. 915, C. D. 1887. 

78. An applicant's "opinion" that the claim 
DOW asserted in the re-issue application was 
not considered by him to be patentable at the 
time of prosecuting the original application is 
not an instance of an actual mistake, nor a 
mistake inadvertently committed. Applicant 
accepted his patent without objection or evi- 
dence of dissatisfaction, and with full knowl- 
edge that another application was pending in 
the office containing interfering claims. Id. 

79. Applicant's '* mistake," so called, being 
clearly an error of judgment or opinion, can- 
not avail him, and a re-issue of his patent is 
refused. Id. 

80. It is not every inadvertence or mistake 
which can be corrected by re-issue. Inadvert- 
ence or mistake, within the meaning of section 
4916, Revised Statutes, must be shown to exist 
in the form of the specification or claim in 
consequence of which the application does not 
describe or claim that which the applicant in- 
tended at the time he prepared his papers. The 
defect must relate to the application and not 
to the invention, "A re-issue can only be 
granted for the same invention which was 
originally patented." If applicant designedly 
omitted to originally claim the entire subject- 
matter, such failure does not present a case of 
inadvertence or mistake within the purview 
of the statute. If the omission to make such 
claim was the result of inadvertence or mis- 
take in preparing the application, as if in pre- 
paring a conveyance of land a covenant is by 
mistake omitted, this is within the statute. 
Ex parte Mahnken, 41 O. G. 1269, Q D. 1887. 

81. A party who voluntarily takes his patent 
with full knowledge at the time that the speci- 
fication or claims are defective and fails to 
cover his entire invention, or that the patent 
in other respects is inoperative or invalid, be- 
cause of the omission of an amendment which 
he petitioned the commissioner to admit, which 
petition was refused because of insufficient 

19 



showing, cannot thereafter maintain an asser- 
tion of inadvertence, accident or mistake, such 
as would justify the office in granting him a 
re-issue to correct the errors. Ex parte Page 
and Krausse, 43 O. G. 1455, C. D. 188a 

82. The inadvertence, accident or mistake 
contemplated by the statute relates to the form 
and character of the specification and claims 
as they stand at the date of issua (Ex parte 
Mahnken, 40 O. G. 915, 41 O. G. 1269.) Id. 

83. A patent for an invention cannot be re- 
issued for the mere purpose of enlarging the 
claim unless there has been a clear mistake in- 
advertently committed in wording the claim. 
♦J. B. Brewster & Ca v. Shuler, 47 O. G. 1485, 
C. D. 1889. 

84. Re-issued Letters Patent Na 6,018, granted 
to Thomas H. Wood August 18, 1874, for an 
improvement in carriage springs, held void, 
not only because it is for an invention not dis- 
closed or suggested in the original, but also 
because, as in the case of Coon v. Wilson (80 
O. G. 889, 118 U. a 268), there was no defective 
or insufficient specification and no mistake in- 
advertently committed in the wording of the 
claim of the original. *Id. 

85. Where an applicant desiring to secure a 
patent on a combination of old mechanical de- 
vices, included a certain element in each claim 
because he thought it necessary to the useful- 
ness of the machine as a whole, and after the 
grant of his patent another patent for a similar 
machine was granted with claims which he 
thought broader than his own, and in order to 
invalidate said second patent the first patentee 
applied for and obtained a re-issue with claims 
so broad that they substantially claimed as a 
separate device one of the original elements 
which was old, 7ieZd, that there had been no 
such inadvertence, accident or mistake as to 
wai'rant a re-issue and that said broadened 
claims were void. *Id. 

86. A finding of the commissioner of patents 
as to an original patent being inoperative by 
reason of inadvertence, accident or mistake 
may be reviewed in a suit for infringement at 
least to the extent of determining whether as 
a matter of law what was described and al- 
leged to be a mistake was such a mistake as 
will warrant a re-issua *Id. 

87. The mere fact that re-issue Na 7,947 was 
applied for only thirteen days after the grant 
of the original patent does not establish its va- 
lidity ; for a clear mistake, inadvertently com- 
mitted, in the wording of a claim is necessary 
without reference to length of tim& *Yale 



290 



RE-ISSUE, VIL 



Lock Mfg. Ca t. The Berkshire National Bank, 
51 O. G. 1291, G D. 189a 

88. Where it appeared that the attomeTS 
whom the inventor employed to prepare his ap- 
plication, either through mistake on their own 
part or from want of clear description on the 
inventor's part, failed to state the claims as 
broadly as the device and the invention justi- 
fied, and that the inventor was in poor health 
and his circumstances such as to explain his 
claim that his application was not carefully ex- 
amined before being forwarded, and there was 
evidence to show that when the original pat- 
ent was issued he recognized its defective feat- 
ures, made complaint concerning it, and stated 
that he proposed to have the error corrected. 
hddf that there was such mistake as the stat- 
ute contemplated and that proper means had 
been taken to correct it by the re-issue *Peoria 
Target Ca v. Cleveland Target Ca, 53 O. G. 
1068, G D. 1890. 

89. Where it appeared that the claim of a 
re-issued patent was not covered by the origi- 
nal patent, and that before the issue of the lat- 
ter the claim was passed upon and rejected, 
withdrawn, and erased by applicant's attor- 
ney ; that an interference was dissolved upon 
condition of the amendment, and that the issue 
of the original was predicated upon its abandon- 
ment, heldf in view of the protracted proceed- 
ings in the patent office, that the applicant 
should not be permitted to treat the deliberate 
acts of his attorney as the result of inadvert- 
ence, accident or mistake ; and field, further, 
that the repeated official decisions and orders, 
and the repeated efforts to maintain said claim, 
indicated anything but negligence on the part' 
of the solicitors employed. *Dobson v. Lees, 
68 O. G. 1740, G D. 1890. 

90. It is the obvious intent of the statute that 
a re-issue may be had for an enlarged claim, 
provided it is evident that there has been a 
mistake and that the applicant has been guilty 
of no want of reasonable diligence in discover- 
ing it and that no third persons have meanwhile 
acquired rights to manufacture or sell what he 
had failed to claim. *Topliff v. Topliff, 59 O. G. 
1257, C. D. 1892. 

91. Where an applicant for a patent in as- 
signing his invention said that it was ** fully 
described in the specification pertaining to 
said application, which I have signed under 
oath," and his assignee applied for a re-issue at 
a time when the law did not require inventor's 
oath to the re-issue specification, non teguitur 
that the inventor himself would ever have as- 



serted thkt the original application contained 
error arising from fraud, accident or mistake, 
and this fact taken into consideration by the 
court in determining that question. *Freeman 
V. Asmus, 59 O. G. 1432, C. D. 1892. 

92. Where a patent was re-issued for the 
purpose of enlarging the claims to cover appa- 
ratus patented subsequently to the date of 
complainant's original patent, and where the 
element omitted from the claims of the re-issue 
was shown, described and claimed in the 
original application and patent as an essential 
element of each of the combinations claimed, 
held, that the failure to t^laim the particular 
combination not claimed in the original pat- 
ent, but claimed in the re-issue, was not due to 
any such inadvertence or mistake as would 
authorize the claiming of it in tiie re-issue, and 
that the re-issue is not for the same invention 
as the original patent and is therefore void. 
♦Huber v. N. O. Nelson Mfg. Co., 68 O. G. 811, 
C. D. 189a 

98. It must appear by the description in the 
original patent that it was the purpose of the 
patentee to secure the thing specified in the 
claim of the re-issue, and a patent cannot be 
lawfully re-issued unless there has been a clear 
mistake, inadvertently committed, in the word- 
ing of the claim. (Cases cited. ) 'Featherstone 
V. George R Bidwell Cycle Ca, 57 Fed, Repu 
681 (1893). 

94. Where there was nothing in applicant's 
world of fact existing at the time he took h]» 
patent upon which the alleged errors of judg- 
ment could have been based, Jield, that there 
was no mistake of fact and no mistake of judg- 
ment upon facts that could be recognised in 
an application for a re-issue of his patent Ex 
parte Bowman, 66 O. G. 1810, G D. 1894. 

95. Where there was a mistake in the draw- 
ings, which, however, did not render the pat- 
ent wholly inoperative and probably would 
have been discovered by a mechanic, but was 
of such a character that a machine constructed 
from the drawings would have been inopera- 
tive for some purposes which tiie patentee was 
entitled to cover by his claims, held, that a re- 
issue to correct the drawings was proper and 
lawful. *Beach v. American Box Machine Co., 
Inman et aL, 69 O. G. 1067, C. D. 1894. 

96. Where an applicant acquiesced in the 
limited construction put on his invention, and 
at no time during the prosecution of his origi- 
nal application suggested or intimated that the 
invention resided in the broad device now 
sought to be claimed in the re-issue applica- 
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tion, held, that the failure to make the claim 
in the original patent did not arise through in- 
advertence, accident or mistake, and the re- 
issue claim refused. Ex parte Bryant, 77 O. G. 
451, C. D. 1898. 

VIII. To Correct Error or Patent 

Office. 

97. Where, by an error of the examiner, a 
claim was not entered and the patent idftued 
without it^ held that, the error heing charge- 
able to the office (cases citedX the patent should 
be re-issued upon the original papers and draw- 
ings without any expense to the patentee. Ex 
parte Thomson, 44 Ma D. (2 G. W. D.^ Aug., 
1890 (Fisher, Acting Com'r> 



RENEWAL OF FORFEITED APPLICA- 
TION. 

(See Fees, Payment of.) 

1. The right to file a renewed application 
within two years from the date of the allow- 
ance of the original is based upon and gOT- 
emed by a different section of the law from 
that which governs cases which have become 
abandoned or forfeited for want of prosecution 
for a period of two years.'' Ex parte Barnitz, 
41 O. G. 575, G D. 1887. 

2. Under section 4897 an applicant who has 
failed to make payment of the final fee within 
six months from the time his case was passed 
to issue and allowed, and notice thereof was sent 
to him, has the right to make a second or re- 
newed application; but such second applica- 
tion must be made within two years, and the 
commissioner of patents has no discretion to 
extend the time in which this right may be ex- 
ercised. Id. 

8. The commissioner's decision in Ex parte 
Barnitz (41 O. G. 575) was not designed to ap- 
ply to a second application filed after the right 
of applicant to renew his original and first ap- 
plication had lapsed by reason of the expira- 
tion of the two years, as provided by section 
4897, Revised Statute& Ex parte Barnitz, 42 
O. G. 1061, C. D. 1888. 

4. Under section 4897, a definite and well- 
recognized practice of the office exists, and 
until congress shall see proper to change the 
statute the practice of the office should not be 
disturbed. Id. 

5. There is no statute or rule authorizing an 
applicant to forfeit an application which has 



been allowed, file a renewal application, and 
pay the application fee within the six months 
following such allowanca Ex parte Manny, 
44 O. G. 700, C. D. 1888. 

6. There is no authority of law permitting 
the renewal of an application, or the accept- 
ance of the fee for such renewal, before the 
date on which the application would actually 
become forfeited for non-payment of the final 
fee. Ex parte Nicholson, 62 O. G. 810, C. D. 
1890. 

7. Where it appeared that an application was 
filed June 25, 1887, and allowed December 9, 
1887 ; that due notice was given to applicant to 
pay the final fee. which was not paid within 
the six months prescribed by statute ; that De- 
cember 4, 1889, applicant renewed his application 
under section 4897, Revised Statutes of United 
States; that said renewed application was duly 
allowed and applicant notified to pay the final 
fee under the statute, which fee applicant neg- 
lected to pay, and that on June 7, 1890, applicant 
filed a second application for renewal accom- 
panied with the renewal fee, held, that appli- 
cant was not entitled to allowance of letters 
patent, as the application for renewal now 
claimed under was not made within two years 
after the allowance of the original application, 
as required by Revised Statutes of the United 
States, section 4897. Ex parte Nicholson, 58 
O. G. 1574, C. D. 1890. 

8. Held further, that said facts do not raise 
the question whether a second application for 
renewal may be filed within two years after 
the allowance of the original application, but 
after the forfeiture of the first renewal ap- 
plication, which question is therefore not de- 
cided. Id. 

9. When applicant seeks protection for the 
process in a separate application, which he sub- 
sequently allows to become forfeited, his relief 
is to be found in section 4897 of the Revised 
Statutes, which provides that applicant may 
file a second or renewed application for such 
invention or discovery within two years after 
the allowance of the original application. A 
specific relief having been thus provided, the 
statute would seem to impliedly prohibit relief 
by other methoda Ex parte Hopkinson, 54 O. G. 
264, C. D. 1891. 

10. The right to renew an application which 
has become forfeited by failure to pay the final 
fee in season is not limited to the inventor. 
An assignee also has that right "Ex parte Bar- 
rett, 66 O. G. 980, a D. 189t 

11. In renewing an application the applicant 
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has the right to present new claims if be de- 
sires. Ex parte Barrett^ 56 O. G. 1564^ C D. 
1891. 

12. The right of an applicant to renew a 
forfeited application under section 4897 is ex- 
hausted when once exercised. fDecisions of 
the Secretary of the Interior, 69 O. G. 689, Q D. 
1894. 

18. Under section 4897, Revised Statutes, a 
second application for renewal cannot be made, 
but a new application for a patent can be made. 
Decision of the Secretary of the Interior, 69 
O. G. 639, construed, f Renewal of Forfeited 
Applications, 70 O. G. 498, Q D. 1896l 

14. Although the third renewal of an appli- 
cation was received, acted upon on the merits, 
and pending at the date of the secretary's d&r 
cision as to the right of renewal of an applica- 
tion (69 O. G. 639), Jield, under the decision, 
that application cannot be prosecuted. Ex 
parte Vulte, 70 O. G. 631, C. D. 1895. 

15. An application renewed more than once 
prior to the date of the said decision of the sec- 
retary cannot be treated as an incomplete ap- 
plication. Id. 

16. The papers in an application, forfeited 
and abandoned by operation of law ander sec- 
tion 4897, cannot be withdrawn from the case 
to be used in a new application. Id. 



BE-OPENING CASES IN PATENT OFFICE. 

(See Rehbabino; Withdrawal of Cases 
FROM Issue; Amendment After Final 
Rejection; Jurisdiction of Commis- 
sioner OF Patents; New Trial.) 

I Ex Parte. 

IL iNTERFERENCBi 

I. Ex Parte. 

1. Entry of amendment in an application on 
which appeal had been heard and decided by 
the examiners-in-chief refused, in absence of a 
showing that any irreparable damage would 
result by requiring the applicant to file a new 
application. Ex parte Berger, 84 MS. D., April, 
1887 (Montgomery, Com'r). 

2. Ordinarily, cases which have been ap- 
pealed from the primary examiner to the ex- 
aminers-in-chief, and been heard and decided 
by them, can be re-opened by the primary ex- 
aminer only by authority of the commissioner, 
upon a certain showing and for a certain pur- 
pose. Ex parte Holt, 38 O. G. 229, Q D. 1887. 



8. In such appeal cases, however, when the 
examiners-in-chief have annexed to their de- 
cision the "statement** and "recommenda- 
tion,** applicant may, if he do not appeal fur- 
ther, without authority from the commissioner 
go back to the primary examiner and propose 
what seems to be within the contemplation of 
such recommendation. Id. 

4. If the primary examiner "should refuse 
to receive an amendment which might be so 
recommended by the board, or should refuse 
to act at all in pursuance thereof, applicant 
may petition the commissioner to order the 
same in the usual way ; or, if he should receive 
an amendment in conformity to such recom- 
mendation and then reject^ applicant might 
again go to the board on appeal.** Id. 

6. A mere suggestion upon the part of the 
examiners-in-chief, however, unaccompanied 
by any recommendation, would not authorize 
the re-opening of the case without the authority 
of the commissioner. Id. 

6. To authorize the primary examiner to re- 
open a case for amendment after appeal and 
affirmance by the examiners-in-chief, the state- 
ment and recommendation of the board must 
point out with reasonable clearness and cer- 
tainty " the apparent grounds, not involved in 
the appeal, for granting letters patent,*' so as 
to enable the examiner, who^ upon a careful 
examination, has rejected the case, and whose 
decision is affirmed by the board, \o under- 
stand what feature or invention in the form as 
claimed, or in any other form, is recommended 
for amendment or consideration. Ex parte 
Peterson, 40 O. G. 692, Q D. 1887. 

7. A mere suggestion in the following form : 
" If applicant has approved upon Stover (the 
reference cited), he should clearly set forth the 
improvement, as provided by statute,*' does not 
come within the rule, nor does it obviate the 
necessity for the applicant^ when presenting 
his amendment, to make a showing and fur- 
nish reasons why it was not offered earlier. 
Such a suggestion could be made in every case, 
and would leave the examiner to re-open the 
application generally, limited, if at all, only by 
the decision. Id. 

8. The marginal indorsement, "Approved," 
signed by the board and the acting commis- 
sioner, held not to give any additional force to 
the suggestion in the decision. The case being 
ex parte, the jurisdiction of the examiners-in- 
chief ceased after their decision, and the case 
was not before the acting commissioner by pe» 
tition or otherwise. Id. 
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9. The jurisdiction to pass upon amend- 
ments in such cases is with the primary exam- 
iner, subject to the applicant's right of appeal ; 
following Ez parte Pearson (40 O. G. 244) and 
other cases cited. Id. 

10. An application which has been finally 
rejected by the primary examiner, and such 
rejection affirmed by the examiners-in-chief, 
will not be re-opened on petition averring, first, 
that the invention was originally misunder- 
stood by the counsel then employed and by 
the primary examiner, and that the references 
cited related to the case thus misunderstood ; 
second, that the claim appealed to the exam- 
iners-in-chief is not broad enough to protect 
the actual invention, and the description is in- 
correct and not sufficiently clear. Ex parte 
Greene, 41 O. G. 1161, C. D. 1887. 

11. Amendments after appeal may be admit- 
ted for the purpose of putting the rejected 
claim in better form for consideration on ap- 
peal Such amendments should not vary the 
scope of the claim. If they have been admit- 
ted and do vary the scope of the claim, the ap- 
peUate tribunal should not pass upon the merits, 
but the case should be sent back to the primary 
examiner for action. Ex parte Hooper and 
aark, 66 O. G. 929, a D. 1891. 

12. A case will not be re-opened for further 
amendment on allegation of remissness on the 
part of the previous attorney, when the pres- 
ent attorney is also exhibiting tardiness. Ex 
parte Knecht. 61 Ma D. 267 (9 G. W. D.), April, 
1897 (Fisher, Acting Com'rX 

18. The original attorney having been dis- 
barred, without applicant's knowledge, and 
having failed to take due action in the case, 
this, with applicant's poverty, makes a reason- 
able case of unavoidable delay. Ex parte 
Hughes, 62 M& D., Sept, 1897 (Greeley, Ass't 
Ctom'r). 

14. The examiner cannot^ under the rules, 
after a decision by the examiners-in-chief, 
admit even allowable claims, unless such claims 
are recommended by the examiners-in-cbief, 
without written authority from the commis- 
sioner. Ex parte Hunter, 81 O. G. 504, C. D. 1897. 

15. To permit an applicant after decision 
upon appeal to present additional claims to be 
considered by the examiner, and if rejected by 
him again brought before the examiners-in- 
chief on appeal, is not proper practice. Id. 

16. A petition for re-opening a case is im- 
proper when filed more than two years after 
appeal to the commissioner and no action has 



meanwhile been taken. Ex parte Redgrave, 
62 Ma D., Oct, 1897 (Greeley, Ass't Com'T). 

17. Where on appeal only broad claims were 
presented, which were refused, Tield, that the 
case should not be re-opened to admtt narrow 
claima Ex parte Firsching, 80 O. G. 1272, C. D. 
1897. 

18. An applicant should present his whole 
case at one time by both broad and narrow 
claims. It is not considered good practice to 
allow an applicant to present broad claims, try 
them through all the tribunals of the office^ 
and when such broad claims are refused go 
back to the examiner and present narrow 
claims. Id. 

19. Applicants insisting upon broad claims 
only and appealing such claims have no vested 
right in a further examination if they fail to 
prevail on the appeal Id. 

11. Interfebbkob. 

20. Statement of the litigation growing out 
of the several interferences declared between 
the patents granted to A. G. Bell and the ap- 
plications of later applicants; the inventions 
distinguished and compared with the previous 
state of the art, and the decisions rendered by 
the various tribunals in the office considered 
and discussed. MoDonough v. Gray, 46 O. G. 
1245, a D. 1889. 

21. Held, that the petition "is of no avail 
for any purpose whatever;" that Gray pro- 
poses no new evidence as to dates, nature or 
the character of his own invention ; that it was 
conclusively shown in the evidence that Gray, 
at the time of filing his caveat while having a 
conception of the telephone, did not understand 
the invention, and was unable to explain the 
mode of its operation ; that he adhered to the 
idea that articulate speech must be transmit- 
ted upon the multiple-telegraph principle ; that 
he positively conceded that he did not reduce 
his invention to practice for a long time after 
the issuance of patent to Bell ; that he regarded 
the invention patented to Bell as trivial, and 
called it a ''scientific toy," and turned his at- 
tention to other and, in his opinion, more im- 
portant inventions ; that he negligently omitted 
to file his application for a patent until two 
years after the grant of Bell's patent, aud was 
then stimulated to do so only by other parties 
who had acquired an interest in his inventions ; 
and that his present petition, filed without no- 
tice to the adverse parties, was delayed for 
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three years and five months after the decision 
of the examiner of interferences awarding pri- 
ority to Bell, and was then accompanied by a 
request that it should not be acted upon until 
further motion was mada Id. 

22. For reasons stated, the charges in Gray's 
petition that Bell had fraudulently secured ac- 
cess to his caveat, purloined his inyention and 
interpolated a description thereof in his appli- 
cation, held not sustained. Id. 

23. As to tiie petition of McDonough that he 
be allowed to demonstrate the operativeness 
of the make-and-break principle, the commis- 
sioner holds the decisions of his predecessors are 
conclusive on that question ; that McDonough 
never claimed to be the original inventor of 
the telephone, bat a mere improver upon Reis' 
instruments ; that he accepted and still accepts 
the make-and-break system of Bets as the 
foundation of his invention; and, in view of 
the settled judgment of the patent office that 
speech cannot be transmitted by an instrument 
which operates solely by the making and break- 
ing of the circuit) and also in view of the fact 
that the supreme court of the United States 
has also definitely settled this question with 
reference to Reis, be must regard tiie matter 
res (tc^i^fdicatcL Id. 

24. Heldf that the decision of Commissioner 
Butterworth, of March 8, 1885, was elaborately 
considered and deliberately rendered, and that 
a rehearing could only be justified upon clear 
and satisfactory evidence showing in such de- 
cision error in the conclusions of fact or in the 
application of the law, and that evidence could 
be produced establishing that Gray could ante- 
date Beirs invention, that he could prove a prior 
conception and reduction to practice, or that, 
having made an earlier conception, he had dili- 
gently prosecuted it to a reduction to practice. 
In the absence of showing the existence of such 
evidence, upon the testimony filed before and 
considered by the various tribunals in the office, 
held, that " the award of priority of invention 
was justly given to Bell" and in view of the 
construction given by the office and the courts 
to the patent, the grant was properly issued, and 
the protection afforded the inventor was au- 
thorized ' Id. 

2o. As to the petition to re-open on the mer- 
its, the commissioner holds that McDonough's 
original claim for the receiver having been re- 
jected on reference to BelFs patent, and he sub- 
mitting thereto and canceling the claim, and 
McDonough having been brought into the in- 
terference in consequence* of the later appli- 



cants, so as to compel them to establish an 
earlier date of invention than himself, it fol- 
lows, inasmuch as there could have been no 
interference between McDonough and Bell 
alone, that when Gray and the other later ap- 
plicants were defeated and taken out of the 
interference there could be left no contest be- 
tween McDonough and BelL Id. 

2tt. Petitions denied because the showing is 
deemed sufficient to justify the commissioner 
in setting aside former decisions and decrees, 
since he is fully convinced that another trial 
on the question of priority would result in an- 
other award in favor of BelL Id. 

27. A decree of conclusiveness attaches to a 
correct decision based upon the record and the 
evidence which cannot be disturbed by a mo- 
tion which admits a party's wilful and deliber- 
ate omission to take evidence and simply asks, 
after trial, that the very evidence which might 
have been originally taken may now be intro- 
duced. If such a motion could prevail there 
would be no end to interference prooeedinga Id. 

28. A patentee involved in interference who 
refused to take testimony, relying upon his rec- 
ord dates, and rested his case upon the weakness 
of his adversary's presentation rather than upon 
the strength of his own, will not be permitted, 
after testing the opinion of all the tribunals in 
the office and after final decision, to have the 
case reopened on the ground " that the public 
interests require an investigation as to prior 
knowledge or use, and that two patents ought 
not to issue for the same invention." Beardslee 
V. Moeslein, 46 O. G. 1640, Q D. 1889. 

29. On motion to re-open, based on newly- 
discovered evidence found in a printed copy 
of testimony given in another case eighteen 
months before the testimony in the present 
case was closed, held a lack of diligence on the 
part of the moving party not to have dis- 
covered the evidence at the proper tima Edi- 
son V. Maxim, v. Swan, 61 O. G. 696^ C. D. 1891. 

80. The decision of examiner of interfer- 
ences dismissing a motion to re-open the inter- 
ference for want of jurisdiction overruled, and 
heldf that the motion being noticed for hearing 
within the time originally limited for appeal 
operated to stay the running of the time lim- 
ited, and therefore the examiner had jurisdic- 
tion to. hear and act upon the motion. Shinn 
V. McElroy, 54 O. G. 1115, G D. 1891. 

81. An application for the re-opening of an 
interference for the introduction of new testi* 
mony must show that the petitioner could not^ 
with reasonable diligence, have obtained, prior 
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to the former hearing, the testimony sought to 
be introduced. Bo wen v. Bradley, 56 O. O. 
1707. C. D. 1891. 

32. If the newly-discovered evidence which 
is submitted would not change the result which 
has been arrived at, the interference should 
not be re-opened. Id. 

83. The primary test in determining a mo- 
tion to take additional testimony after a case 
has been closed is whether the testimony was 
accessible or capable of being produced at the 
proper time by the exercise of diligence on the 
part of the party seeking its introduction. 
8chmiedl v. Booth, 57 O. G. 695, Q D. 1891. 

84. It is not sufficient for the party making 
the motion to show that he has used ordinary 
diligence in the matter. He must show con- 
clusively that he left no stone unturned in the 
preparation of his case, and that he was zealous 
and diligent in a high degree. Id. 

8a. The question of materiality is not the 
first to be considered in determining the mo- 
tion. If it becomes a question at all, it is one 
of secondary consideration. Id. 

80. Motions seeking to re-open an interfer- 
ence case must be brought in the first instance 
before the examiner of interferencea Bowen 
V. Bradley, 58 O. G. 886, a D. 189a 

87. Where a party to an interference Inoved 
to re-open the same for the correction of his 
record, alleging that certain testimony therein 
attributed to him was spurious, it having been 
in fact dictated by his attorney during wit- 
ness* temporary absence from the room, held, 
in view of material discrepancy between party 
and attorney as to the exact testimony so in- 
terpolated, and since it appears that the cor- 
rection asked for would not affect the decision 
already rendered, the motion must be denied 
Bowen v. Bradley, 58 O. G. 1416, Q D. 189a 

88. The commissioner will not authorize the 
re-opening of a case by a primary examiner, in 
the absence of good and sufficient reason for 
long delay on the part of the applicant in pre- 
senting his reasons therefor, or of a showing 
of great hardship or irreparable injury. Ex 
parte Goldsmith, 58 O. G. 1092, C. D. 189a 

89. Where a contestant in interference was 
put upon notice at the time of the hearing be- 
fore the examiner of interferences that there 
was a weak point in his evidence, and notwith- 
standing this he waited until an appeal had 
been taken to the board of examiners-in-chief 
and thence to the commissioner before making 
an effort to amend his testimony, held, that it 
was then too late to have the case re-opened 



for the purpose of introducing evidence known 
and accessible to him at the time his testimony 
was taken. Webb v. Blickensderfer, 64 O. G. 
857. C. D. 1893. 

40. Notwithstanding the presentation of evi- 
dence tending to establish a fact not before in 
the record, the commissioner, in view of doubt 
as to his authority in the matter and also in 
view of the petitioner's remedy by bill in equity, 
will not re-open a case after it has been con- 
sidered and decided by the court of appeals of 
the District of Columbia. Northall v. Ber- 
nardin, 75 O. G. 1853, C. D. 1896. 

41. The proper procedure in seeking to have 
an interference case, after decision by the court 
of appeals, re-opened for consideration of a 
motion for dissolution is to file a motion before 
the commissioner for re-opening the case, in 
order to permit consideration by the examiner 
of interferences of a motion to transmit to the 
primary examiner the motion for dissolution. 
*Breul V. Smith, 79 O. G. 153, Q D. 1897. 



BEPAIB OF PATENTED MACHINES. 

1. Where a patent covers as an entirety a 
nuichine composed of several and distinct parts* 
the rightful purchaser of such machine does 
not infringe by replacing such temporary parts 
as wear out, so long as the identity of the ma- 
chine is retained ; but, if the patent is for a dis- 
tinct part or element, a purchaser will infringe 
by replacing it *Singer Mfg. Ca v. Springfield 
Foundry Ca, 84 Fed. Rep. 893 (1888). 

8. A machine purchased of the complainant, 
the patentee, by the employer of the defendant 
was repaired and its construction somewhat 
changed by the defendant in his capacity as an 
employee of the purchaser. Held, that the pur- 
chaser was at liberty to repair and improve it 
within the limits of his contract, and that so 
long as the identity of the machine was not 
destroyed its owner had the right to discard 
useless parts and add new ones which might 
improve its action. ♦Yoimg v. Foerster, 47 
O. G. 1353, C. D. 1889. 

8. One who has a license to use the whole of 
a machine does not become an infringer by the 
use of a part only. *Id. 

4. Tlie right to repair a patented device is in- 
cidental to ownership. The fact that it is pat- 
ented does not lessen the owner's right to put 
it in order when it gets out of repair, unless, 
considered as a whole, it is worn out and use- 
less. *Schickle, Harrison & Howard Iron Ca 
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T. St Louis Car Coupler Co., 77 O. G. 2U2, C. D. 
189& 

5. When a patented machine is accidentally 
destroyed or when it is practically worn out, 
the owner thereof, under the guise of repairing 
it, cannot make a new machine. In such cases 
he must cast it aside and buy a new one from 
the patentee. *Id, 

RESERVATION IN APPLICATIONS. 

(See Cross-References ; Subsequent Appli- 
cations; Intebferinq Patents.) 

1. Rule 42, requiring disclaimers in cases 
where two or more applications are pending, 
all showing but only one claiming the same 
subject-matter of invention, is directory and 
not jurisdictional, and the issue of the first pat- 
ent is not a bar to the issue of the second. Ex 
parte Roberta, 40 O. G. 573, C. D. 1887. 

2. In cases of inventions capable of division 
the presumption of dedication to the public re- 
sulting from taking out a patent for part of 
the invention may be rebutted by incorporat- 
ing in the first application a reservation of the 
right to apply for the unclaimed features in a 
second application or by filing subsequently a 
second application. Id. 

8. Ex parte Roberts (40 O. G. 573) discussed, 
and distinction pointed out between cross-ref- 
erences and reservation clauses. Ex parte 
Blair, 43 O. G. 118, G D. 188a 

4. The introduction of reservation clauses 
covering subject-matter intended to be incor- 
porated in future applications erects a warning 
by which the public is deterred from entering 
upon the particular field of invention, and also 
prevents the public from knowing just what 
property it is purchasing in dealing with pat- 
ents containing reserved rights. Id. 

5. The natural and necessary effect of reser- 
Tation clauses is to unlawfully prolong the mo- 
nopoly of the invention. If as a matter of fact 
and law the subject-matter is properly divisible, 
the office is open at all times to applicant and 
his rights are safe without any reservation 
clause. If such be not the case applicant has 
ample protection by filing his second applica- 
tion and have it pending concurrently with 
the first Id. 

0. A former patent, No. 265,927, granted Oc- 
tober 10, 1882, to Harmon jointly with one 
Warrington, construed, and held, that no one 
can take out a patent either jointly or severally 
for an invention, and, after the patent is issued 



without reservation in his original application, 
obtain a second patent with broader claims for 
the device. 'Consolidated Roller Mill Ca v. 
Coombs, 48 O. G. 265, C. D. 1889. 

7. When an applicant is detained in the office 
to contest priority, or for any other reason not 
involving his own laches, and meanwhile ap- 
plies for and takes out patents for improve- 
ments upon the invention described in the first 
application, the improvement patents referring 
to the earlier application and reserving the 
right to obtain a patent thereon, such inter- 
mediate patents do not bar the right to a pat- 
ent upon the subject-matter of the earlier ap- 
plication whenever the office is ready to grant 
the sama Ex parte Edison, 49 O. G. 1691, a D. 
1889. 

8. Where a patent fully describes an inven- 
tion which could be claimed therein and makes 
no reservation and gives no warning to the 
public> a second patent granted upon an appli- 
cation filed after the first patent was issued 
which claims simply the invention previously 
made public is invalid. (Cases cited) *Brush 
Electric Ca v. Julien Electric Co., 41 Fed. Rep. 
679 (1890). 

9. No presumption of dedication arises from 
the failure to make reservation or to file a con- 
current application where the improvement 
described and claimed in the first patent is an 
independent invention from the improvement 
described and not claimed in the first patent. 
Ex parte Mullen & Mullen, 42 M& D. (2 G. W. 
D.), Jan., 1890 (Mitchell, Com'r). 

10. Where the patent on the endwise-thrust 
machine contained a reservation saying that 
"the feed-chute, guideway, and means for 
pushing the assembled links forward, a deliv- 
ery wheel or device, the fulcrum plate or cor- 
ner, operating mechanism, and such details 
of construction as are not herein broadly 
claimed form the subject of a separate appli- 
cation," heldj that such reservation meant that 
the invention was broadly claimed in the pat- 
ent, and that the patentee meant to reserve 
only the right to claim the elements specifically 
in his separate application, and that a patent 
on such separate application, claiming the feat- 
ures mentioned in the reservation broadly and 
generically, could not be sustained as covered by 
the reservation. *Fassett v. Evart Mfg. Ca, 64 
O. G. 489, C. D. 189a 

11. A patentee cannot split up his invention 
for the purpose of securing additional results 
or of extending or' of prolonging the life of any 
or all of its elemental parts. This conclusion 
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is in no way affected by the reservation at- 
tempted to be made in the earlier patent of the 
** broad idea of a lifting-spring which acts with 
increased force as the beam rises," for the rea- 
son that the broad idea sought to be reserved 
is embodied in identically the same mechanical 
device constituting the invention and covered 
by the first patent, which completely occupies 
all the ground that was reserved. *Miller v. 
Eagle Mfg. Ckx, 66 O. G. 845, C. D. 1894. 



BieHT TO MAKE, USE AND SELL— IN 

GENERAL. 

1. The purchaser of a patented machine has 
the right to use the machine until worn out in 
the manufacture of the product it is designed 
to make, and sell the same in the market, and 
to designate it by label or otherwise as the prod- 
uct of the invention. *Martha Washington 
Creamery Buttered Flour Ca of the United 
States (Limited) v. Martien, 47 O. G. 1488, C. D. 
1889. 

2. The first inventor is entitled to all the 
benefits which spring from the obvious uses of 
his invention. Others may patent the means 
by which they adapt it to uses not antecedently 
obvious ; but the inventor is entitled to a free 
field for the exercise of all the qualities and 
special adaptations that belong to his inven- 
tion. So^ too, the public are entitled to practice 
the invention in all its obvious utilities when 
the patent has expired and may not lawfully 
be debarred from the enjoyment of it by subse- 
quent patents seeking to monopolize uses which, 
although special, are at the same time recog- 
nized by persons skilled in the art as pertain- 
ing to it Ex parte Faure, 52 O. G. 752, C D. 
1890. 

3. If an inventor construct and sell a new 
machine or put it into use before applying' for 
a patent thereon, he cannot afterward take out 
a patent and maintain a suit against his pur- 
chaser or user for infringement thereof by use 
of such machine. *Dable Grain Shovel Ca v. 
Flint, 52 O. G. 1587, C. D. 1890. 

4. In such case a demand for compensation 
made by the inventor after he receives his pat- 
ent will not affect the rights of the purchaser 
or user of the machine, because if the inventor 
had no right to compensation a demand there- 
for would not give him any such right *Id. 

5. Where in a suit for infringement it ap- 
peared that the alleged infringing machines 
were constructed and put in use in the defend- 



ant*s grain-elevators by tlic inventor himself, 
and with his knowledge and consent, while he 
was in their employment as superintendent 
of machinery, and before his application for 
either patent in suit, heldf that according to the 
express terms of the statute the defendants had 
the right to continue to use these specific ma- 
chines without paying any compensation to 
him or his assigns, whether asked for or not 
*Dable Grain Shovel Ca v. Flint. 58 O. G. 1093, 
C. D. 1890. 

6. The said act does not deprive the inventor 
of his property without compensation, and is 
constitutional, because the patentee has no ex- 
clusive right of property in his invention ex- 
cept under and ,by virtue of the statutes secur- 
ing it to him, and according to the regulations 
and restrictions of those statutes, and because 
the machines had been set free from his mo- 
nopoly by his own act, consent and permis- 
sion. *Id. 

7. The right to use a process apart from the 
things sold, which things are adapted for car- 
rying out the process, does not follow from 
the sale merely of the things themselve& *Ver- 
mont Farm Machine Ca v. Gibson, 56 O. G. 
1566, a D. 1891. 

8. Where the defendant bought from the 
patentee a creamery containing four cans made 
under the patent, held, that the defendant 
thereby became a licensee to use the process 
in connection with that creamery and its cans 
and their necessary repairs, but no further. 
'Vermont Farm Machine Ca v. Gibson, 64 O. G. 
800, C. D. 189a 

9. Where the defendant purchased of the 
patentee an apparatus for toilet paper with 
which the latter was accustomed to send a roll 
of paper used in the same, held, that the sale 
of the apparatus carried with it the right to 
use and sell the apparatus upon a replenish- 
ment of the paper. *Morgan Envelope Co. v. 
Albany Perforated Wrapping Paper Ca, 67 
O. G. 271, C. D. 1894. 

10. The rights to make, use or sell are com- 
pletely severable rights and involve the right 
to confer on others such qualified privilege as 
the owner of the patent sees fit, whether within 
specified limits or under limitations of quan- 
tity, or numbers, or restricted usa *Heaton- 
Peuinsular Button Fastener Ca v. Eureka Spe- 
cialty Ca, 78 O. G. 171, G D. 1897. 

(A state may require the taUng out of a license for 
the sale of an article manufactured under a patent; 
but it cannot discriminate against non-resident manu- 
facturers and favor resident manufacturers. *Webber 
T. State of Virginia, SO O. O. 860, 1881.) 
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BIGHT OF PtBUC TO USE NAME OF 
PATENT OB PATENTED ABTICLE. 

(See Trade-marks; Name of Patented 

Article.) 



BIGHT OF SALE AND USE OF PATENTED 
ABTICLE IN OUTSIDE TEBBITOBY. 

1. Hatch had an assignment of the patent in 
fiuit from the owner of the same " for, to and 
in the state of New York" "as fully and en- 
tirely as the same would have been held and 
enjoyed by " him '* if this assignment and sale 
had not been mada*' Hatch gave an exclusive 
license to the defendant ''to make, use and 
sell '' the paten teif improvement in the cities of 
New York and Brooklyn, ** and sell in the state 
of New York and elsewhere." The owner of 
the remaining interest in the patent gave an 
exclusive liceuse to certain parties to make and 
sell the patented invention in certain territory 
other than the state of New York, and joined 
with his licensees as contplaiuant in the suit 
The actual sales, which were the infringements 
complained of, appear to have been made to 
dealei-s (apparently in the state of New York) 
with knowledge that their sales would be to 
persons outside of that states In this case it 
was held that defendant's license did not au- 
thorize him to sell the patented article to deal- 
ers for sale outside of the state of New York. 
♦Hatch V- Hall, 40 O. G. 1342. G D. 1887. 

2. A purchaser of a patented article, sold by 
the patent owner or assignee for a certain de- 
fined territory, cannot, in the course of trade, 
sell the article in another territory for which 
another person has the exclusive terntorial 
rights. (Following Hatch v. Adams, 22 Fed. 
Rep. 484 ; Hatch v. Hall, id. 488, 80 Fed. Rep. 
«ia) *Standard Folding Bed Ca v. Keeler, 87 
Fed. Rep. 698 (1889). 

8. Where an assignment of territorial rights 
has been made, the subsequent purchase of the 
patented article from the inventor or a later 
assignee (with notice) will not entitle the pur- 
chaser to use said article within the territory 
of the first-mentioned assignee. *Sheldon Axle 
Co. V. Standard Axle Works, 48 O. G. 117, C D. 
1889. 

4. Adams ▼. Burks (88 O. G. 114) commented 
upon, and held not to conflict *Id. 

5. The purchaser who buys a machine or de- 
vice, patented or unpatented, without any re*- 
striction as to the mode or extent of the use to 
which he may apply it^ acquires all tlie rights 



of the seller and may do with it whatever the 
seller might have done if he had not parted 
with it ^Morgan Envelope Ca v. The Albany 
Perforated Wrapping Paper Ca, 50 O. G. 808, 
G D. 1890. 

6. A dealer residing in the United States can- 
not purchase in another country articles pat^ 
ented there, from a person authorized to sell 
them, and import them to and sell them in the 
United States, without the license of the own- 
ers of the United States patent *Boesch ▼. 
Graff, 51 O. G. 477. C. D. 1890. 

7. One who purchases a patented article from 
the owner of the patent right for a certain ter- 
ritory has no right to sell the same in the course 
of trade in territory for which another owns 
the exclusive territorial right Standard Fold- 
ing Bed Co. V. Keeler, 51 O. G. 480, C D. 1890. 

8. The sale of a patented article by an as- 
signee of the patent within his own territory 
carries the right to use it within territory owned 
by another, though it be known to both parties 
that a use outside the vendor's territory is in- 
tended. *Hobbie v. Jennison, 51 0. G. 624, a Dl 
1890. 

9. Where an assignee for a specified terri- 
tory holds title under an otherwise uncondi- 
tional and unrestricted assignment, the sale of 
the patented article by the assignee within his 
territory carries the right to use it everywhere^ 
notwithstanding the knowledge of both parties 
that a use outside the territory is intended. 
(Following Adams v. Burke, 88 O. G. 114; 17 
WalL 46a) *Hobbie v. Jennison, 68 O. G. 1204^ 
G D. 189a 

10. One who buys patented articles of man- 
ufacture from an assignee for a specified 
territory, holding title under an otherwise un- 
conditional and unrestricted assignment; be- 
comes possessed of an absolute property in such 
articles unrestricted in time or place. *Keeler 
V. Standard Folding Bed Ca, 71 O. G. 451, G D. 
1895. 

11. Whether a patentee may protect himself 
and his assignees by special contracts brought 
home to the purchasers is a question that would 
arise as a question of contract and not as one 
under the inherent meaning and effect of the 
patent laws. *Id. 

12. Articles may be purchased from a li- 
censee of certain territory, and imported into 
and sold in other territory which the patentee 
had reserved, although the purchaser had 
knowledge of an agreement by said licensee 
not to thus trespass on tlie territory res^ved. 
«Jack80s V. Vaughn, 73 Fed. Repk 837 (1896)i 
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13. It is now well settled that one who buys 
patented articles of manufacture from one au- 
thorized to sell them at the place where they 
are sold becomes possessed of an absolute prop- 
erty in such articles, unrestricted in time or 
place. (Wilson v. Rousseau, 4 How. 640, 648 ; 
Bloomer v. McQuewan, 14 How. 539 ; Chaffee 
T. Belting Co., 23 How. 217, 223; Mitchell v. 
Hawley, 16 Wall. 544; Adams v. Burke, 17 
Wall. 458, 456 ; Birdsell v. Shaliol, 112 U. a 4^5, 
487, 5 Sup^ Ct 244; Hobbie v. Jennison, 149 
U. & a55, 13 Supi Ct 879 ; McKay v. Wooster, 
2 Sawy. 373» and othera) *Id 

14. The defendant was not a party to the 
license which prohibited the licensees from per- 
mitting the patented articles to be sold, directly 
or indirectly, west of the Rocky Mountains. 
The contract was not binding on Vaughn nor 
any other purchaser not a party to the con- 
tract. It is difficult to see how Vaughn's 
knowledge of the tf^reement could impair his 
right to purchase from the licensees within 
their territory or affect his absolute right of 
property in the vehded articles. Having pur- 
chased them he had the right to put them to 
any use or dispose of them as he saw fit By 
the sale from the authorized licensee they 
passed outside the monopoly. *Id. 

15. The sale of a patented article by the pat- 
entee frees it from liie grasp of the monopoly, 
and the purchaser may thereafter exercise the 
same dominion over it which he exercises over 
bis other property. *Schickle, Harrison and 
Howard Iron C6. v. St Louis Car Coupler Ca, 

77 O. G. 2142, C. D. 1896. 

10. A patentee may lawfully prevent his 
machine from passing beyond the monopoly 
of the patent by a license which defines the 
boundaries of lawful use. *Heaton-Peninsular 
Button Fastener Co. v. Eureka Specialty Ca, 

78 O. G. 171, a D. 1897. 



BK^HT OF UNITED STATES GOVERN- 
MENT TO USE PATENTED ARTICLES. 

<See Suits for Infringement Against the 
United States; Employer and Em- 
ployee — Government.) 

1. The consent of tho owner of a patented 
device is not positively necessary in order to 
enable the United States to use the invention 
described in the letters patent, particularly in 
cases where it relates to the mode of construc- 
tion of implements of warfare required by the 



government *Dashiell v. Grosvenor, 74 O. G. 
500, G D. 1896. 

2. The United States have no more right 
than any private person to use a patented in- 
vention without license of the paten tee or mak- 
ing compensation to him, but they cannot be 
impleaded in a judicial tribunal except so far 
as they have consented to be sued. *Belknap 
V. Schild, 74 O. G. 1121, C. D. 1896. 

(The United States government cannot use a patented 
Invention without compensating the patent owner. 
United States v. Bums, 12 Wall. 246; James y. Camp- 
bell, 21 O. G. 887, C. D. 1882; United States y. McKeever, 
28 O. G. 1680, C. D. 1888; Cammeyer ▼. Newton, 11 O. G. 
287, aD. 1«7.) . 



BOYALTI£S. 

(See Suits; Damages and Profits, Estima- 
tion AND Measure of—Ijcense and Roy- 

ALTIE&) 

SALE OF PATENT-BroHTS ON EXECU- 

TION. 

(A patent-right may be subjected by bill in equity to 
the payment of a judgment debt of the patentee. A 
trustee may be appointed to execute an aaelgnment if 
the patentee himself should n^t execute one. *Ager ▼. 
Murray, 21 O. G. 1197, C. D. 1882, U. & Sup. Ot; *8te- 
phens ▼. Cady, 14 How. 628.) 



SERYIGE OF NOTICE. 

(See Interference.) 



SEBTICE OF PBOCESS. 

(See Witnesses, Compelling Attendance of ; 
Interference, Service of Notice.) 

1. Where the invalidity, irregularity or de- 
fect in the service of the writ appears upon the 
face of the return, a motion to quash the service 
or abate the writ is the proper mode of bring- 
ing the matter to the attention of the court ; 
but where the objection does not appear upon 
the face of the papers the better rule of prac- 
tice, where it is sought to question or dispute 
the facts stated therein, is to do so by plea in 
abatement, on which an issue may be regularly 
taken and tried. *United States v. American 
Bell Telephone Ck>., 88 O. G. 1287, Q D. 1887. 

2. While the interest of a non-resident part- 
ner in a partnership doing business in Ohio in 
respect to such business may be subject to the 
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local jurisdictioD if the partnership is properly 
served in conformity with the statutes of the 
state, it is, however, well settled that the non- 
resident partner cannot be brought personally 
before even the local courts^ or be subjected to 
judgment in personam by service upon the resi- 
dent partners. *Id. 

8. The return of the subpoena which recited 
that the marshal had served the same upon the 
" American Bell Telephone Company (which is 
a corporation found and doing business in the 
southern district of Ohio) by reading the same 
to A. D. Bullock, the president of the City & 
Suburban Telegraph Company (the said City & 
Suburban Telegraph Company being an agent 
and partner of the said the American Bell Tele- 
phone Company within said district)," fails to 
show affirmatively the facts required to consti- 
tute a valid service, either under the judiciary 
acts, the rules of practice governing the court, 
or the statute of Ohio providing for service 
upon a foreign corporation having a *' manag- 
ing agent" in the state. No presumptions are 
to be indulged in favor of such a return, so as to 
give the court jurisdiction over a non-resident 
corporation. The return is also irregular and 
open to the objection that the marshal did not 
conOne himself to a statement of what he did 
in executing the subpoenas, but states conclu- 
sions of law and fact apart from what was 
done. *Id. 

4. In the absence of a voluntary appearance, 
three conditions must concur or co-exist in 
order to give the federal courts jurisdiction in 
personam over a corporation created without 
the territorial limits of the state in which the 
court is held, viz. : (1) It must appear, as a mat- 
ter of fact, that the corporation is carrying on 
its business in such foreign state or district ; 

(2) that such business is transacted or managed 
by some agent or officer appointed by and rep- 
resenting the corporation in such state; and 

(3) the existence of some local law making such 
corporation, or foreign corporations generally, 
amenable to suit there as a condition express 
or implied of doing business in the state. *Id. 

5. The judiciary acts (R S., sec. 739) and act 
of March 8» 1875, providing that no civil suit 
or action shall be brought against any person 
outside of the district in which he resides or 
may be found at the time of the service of pro- 
cess, do not affect the general jurisdiction uf 
this court, but merely confer a personal privi- 
lege or exemption upon the defendant, which 
can be waived and ia waived by a foreign cor- 



poration not only by a voluntary appearance 
to the suit, but by doing business in a state im- 
posing the condition of liability to suit there 
by service of process on its agent *Id. 

6. It is not sufficient to give this court juris- 
diction in personam over a foreign corporation 
that it has property rights, however extensive, 
within the district, or that it has pecuniary in- 
terests, however valuable, in business managed 
and conducted by others. *Id 

7. An agent of a foreign corporation upon 
whom service can be made must be one act- 
ually appointed by or representing the corpo- 
ration as a matter of fact, not one created by 
implication or construction contrary to the in- 
tention of the parties. *Id. 

8. The term ''managing agent" implies the 
carrying on of the corporate business, or some 
substantial part thereof, by means of an agent 
who manages and conducts the same within 
the limits of the state for and on account of 
the foreign corporation. *Id. 

9. Allegations in a plea of abatement, show- 
ing that the cause of action and the subject- 
matter' of the suit did not have its origin in 
Ohio, such plea being presented solely to ob- 
ject to the jurisdiction of the court and to 
quash the return of service, do not amount to 
an appearance of the defendant *Id. 

10. A corporation not a resident of this dis- 
trict cannot be sued in this court Service of 
process upon the agent or officer of a non- 
resident corporation insufficient *Preston v. 
Fire Extinguisher Mfg. Ca, 46 O. G. 124, C D. 
1889. 

11. A corporation created and existing solely 
under the laws of another state, and having its 
principal office and place of business in an- 
other state and district, cannot be said to be an 
inhabitant of this district and be sued here, 
even though such corporation may do business 
in this district through agents. *Id. 

12. In a suit in equity to have an assign- 
ment of patent-rights declared void, etc., where 
the parties by whom the assignment was made 
are non-residents, an order of publication made 
against them and personal service thereof upon 
them in another jurisdiction, but to which no 
heed was taken, will not have the effect of per- 
sonal service of process within the jurisdiction. 
Upon such foreign service merely the court 
cannot proceed as if the parties were before it 
and subject them to its decree passed in per- 
sonam^ Section 787, Revised Statutes of the 
District of Columbia, has no application to 
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such case. *Backus Portable Steam Heating 
Co. T. Commissioner of Patents, 60 O. G. 1898, 
C. D. 1894 



SKILL. 

See Patentability, Invention and Skill. 



SPECIFICATION. 

L In Generau 
IL Sufficiency of Description. 

I. In General. 

1. If the use of a proper name to designate an 
invention is permissible in a specification, it is 
only when the invention referred to has become 
known in the prior art by the name of its in- 
ventor or maker. Ex parte Forbes, 4 MS. D. 
(1 G. W. D.), Oct, 1889 (Mitchell, Com'r). 

2. An applicant should not, under any cir- 
cumstances, be allowed to make statements 
derogatory to the inventions of others, clearly 
designated by the name of the inventor or oth- 
erwise, but he may within reasonable limits 
point out in his specification the advantages of 
his invention, and also what he regards as the 
defects or deficiencies common to the struct- 
ures representing the unimproved art £z 
parte Shaw, 60 O. G. 1129, C. D. 1890. 

8. An applicant will not be permitted to use 
words in his specification that are likely to 
create an ambiguity in the strict consti'uction 
of his claims, and an objection by the primary 
examiner in such a case is properly taken. 
Ex parte Petzold, 58 O. G. 1091, C. D. 189a 

II. SUFFIOIBNOY of DESCRIPTION. 

(For full discussion of this subject, see decision of su- 
preme court (Justice Bradley) in *The Webster Loom 
Oo. y. Higgins, 21 O. Q. 2081, a D. 188S.) 

4. The theory of the operation of a patented 
invention may be derived wholly from the tes- 
timony of experts, and need not be stated in 
the specification of a patent if the thing to be 
done is so described in the specification that it 
can be produced. *Eames v. Andrews, 89 O. G. 
1819, G D. 1887. 

5* It being contended that the patent did not 
disclose the character of the celluloid sheets to 
be employed, Tield, that as there was only one 
kind of celluloid sheet at the date of the patent 
which could be used for the purpose, and the 
mechanic had no need of definite instructions, 



the description in the patent was sufficient. 
•Celluloid Mfg. Co. v. American Zylonite Ca, 
40 O. G. 1453, C. D. 1887. 

6. A patent sufficiently describes a process 
when by the aid of the knowledge derived from 
the state of the art the same may be carried out 
from tlie description in the patent by those 
skilled in the particular manufacture. *Law- 
ther V. Hamilton, 42 O. G. 487, C. D. 1888. 

7. The law does not require that a discoverer 
or inventor, in order to get a patent for a pro- 
cess, must have succeeded in bringing his art 
to the highest degree of perfection. It is enough 
if he describes his method with sufficient clear- 
ness and precision to enable those skilled in the 
matter to understand what the process is, and 
also if he points out some practical way of put- 
ting it in operation. *Dolbear v. American 
Bell Telephone Ca, 43 O. G. 877, C. D. 1888. 

8. An applicant has the right to state that 
while he prefers the form of jack illustrated in 
his application as an element of the combina- 
tion, other clamping devices which would ac- 
complish the same purpose could be employed. 
Ex parte Borde, 44 O. G. 700, G D. 188a 

9. The description in the specification of the 
patent, which, it should be remembered, is ad- 
dressed to persons skilled in the particular art 
to which the invention relates, is sufficiently 
explicit to enable a person skilled in the art to 
practice the invention. *Am Ende v. Seabury 
& Johnson, 47 O. G. 1354, G D. 1889. 

10. It cannot be recognized as good practice 
to refer in the description of a process for 
which a patent is sought to a very few of the 
letters upon the drawings which illustrate a 
complicated machine for carrying out that pro- 
cess. Ex parte Borgfeldt, 49 O. G. 182, G D. 
1889. 

11. The word ''filament," used as descriptive 
of the size of the burner, is sufficiently definite 
in view of illustrations in the specification, and 
it is not necessary that its maximum and 
minimum dimensions should be specified, es- 
pecially since defendant's burners indisputably 
lie wholly on one side of the dividing line be- 
tween rods and filaments. *£dison Electric 
Light Ca V. United States Electric Lighting Co., 
61 O. G. 584, C. D. 1892. 

12. A patent is not invalid for insufficiency 
of description, in that it does not state what one 
skilled in the art would know. *Lalance & 
Grosjean Mfg. Ca v. Haberman Mfg. Ca, 63 
O. G. 1816, G D. 1893. 

18. The patent clearly describes and claims 
the construction of the invention whereby the 



302 



STATUTES. CONSTRUCTION OP, 1 



improvement in the art of glass-annealing is 
accomplished, though the description is silent 
as to the philosophical principles which cause 
the invention to produce the improved anneal- 
ing. Held, that the description is sufficient, and 
that the patentee ought not to lose the statutory 
benefits of his invention because he was perhaps 
not aware to what the improvements effected 
by his device were due. *Dixon Wood Ca v. 
Pfeifer, fi4 O. G. 156. C. D. 1898. 

14. When a specification requires to be sup- 
plemented by experiment and inventive skill, 
it is fatally defective and the patent is void. 
*The Tannage Patent Ca v. Zahn, 71 0. G. 1161, 
a D. 1895. 

15. A specification which fails to describe 
any material part of an invention in a compre- 
hensible manner is fatally defective. *Id. 

16. It is not material that a patentee has not 
described in full all the beneficial functions to 
be performed by the parts of his machine if 
those functions are evident in the practical 
operation thereof and are seen to contribute to 
the success of his device. (Eames v. Andrews, 
39 O. G. 1819, 7 Sup. Ct 1078. 122 U. a 40, fol- 
lowed.) *McCormick Harvesting Machine Co. 
V. Aultman & Ca; 78 O. G. 1999, C. D. 1895. 

1 7. In view of the antiquity of the art of 
8\^aging, held, that claims 1, 2, 8, 9 and 10 are 
not void for want of a sufficient description to 
comply with Revised Statutes, section 4888, 
though the process not stated in full (Kil- 
bourne v. W. Bingham Co., 60 O. G. 577, 1 C. C. 
A. 617, 50 Fed. Rep. 697, followed.) ♦Storm 
Mfg. Co. V. Weir Frog Ca, 77 O. G. 1125, C. D. 
1896. 

18. Where a patent fails to state the invent- 
or*s conception of the state of the art, the par- 
ticular advance which he understood himself 
to have accomplished, or the parts of his device 
or its functions, except incidentally and in a 
crude and incomplete manner, held, that if ju- 
dicial tribunals misapprehended the scope of 
the invention the cause will lie in the want of 
a full and frank disclosure on the face of the 
patent of what it was, and as this is the fault 
of the inventor, or in law attributable to him, 
he must accept the result as one of his own 
making. *Long v. Pope Mfg. Ca. 77 O. G. 1428, 
C. D. 1896. 

19. Patents for processes should be so plain 
that an ordinary manufacturer in the art hav- 
ing such ordinary knowledge as would exist in 
this country at the date of the patent should be 
enabled by the instructions of the i>atent to 



carry out successfully its processes. ♦Mathe- 
son V. Campbell, 79 O. G. 686, G D. 1897. 

20. As a rule an applicant is bound by the 
acts of his solicitor, but this rule will not be 
extended to include the case of one who seeks 
to void a patent upon the theory of fraudu- 
lent concealment or misrepresentation because 
through the solicitor's ignorance the specifica- 
tion, when describing the process of manufact- 
ure, contains some immaterial omission which 
could not mislead a person skilled in the 
art *Id. 

21. In a case like the present the patent 
should state and fully disclose the component 
parts of the composition claimed with clear- 
ness and precision and not leave a person at- 
tempting to use the discovery to find it out by 
experiment If the description be so vague and 
uncertain that no one can tell with certainty, ex- 
cept by independent experiment how to apply 
the discovery and what exact result may be 
expected therefrom, the patent is void. (Wood 
V. Underbill, 5 How. 1, 5 ; Tyler v. Boston, 7 
Wall 827, 880 ; The Incandescent Lamp Patent^ 
73 O. G. 1289, 159 U. a 465, 474-75.) *Steven8 v. 
Seher, 81 O. G. 1982, C. D. 1897. 



STATUTES, CONSTRUCTION OR 

L In GENE&ij* 
XL Rk-issue. 

I. In Gsneral. 

1. The word "unavoidable," as used in sec- 
tion 4894, Bevised Statutes, should not be con- 
strued in its broad significance. The statute 
itself is one regulating a mere practice in the 
office and is not intended to affect aubatantial 
rights. Ex parte Pratt 89 O. G. 1549, C. D. 
1887. 

2. The primary examiner mentioned in sec- 
tion 4904 is the examiner of interferences, 
while the primary examiner mentioned in sec- 
tion 4909 is one of the primary examiners 
named in section 440, Revised Statutes. Faure 
V. Bradley, 40 O. G. 243, C. D. 1887. 

8. The expression '* found in his possession,** 
in section 4965 of the Bevised Statutes, means 
found in the possession of the defendant be- 
fore the cause of action accrues, and does not 
refer to the finding of the jury. *Thomton ▼. 
Schreiber, 42 O. G. 1165, C. D. 188a 

4. The ''possession," under this statute, is not 



STATE STATUTES OF LIMITATION. 



803 



the possession of an employee, but of his prin- 
cipaJ. ♦Id. 

5. The aigament sought to be founded upon 
the various phases assumed by the provisions 
of the act of July 8, 1870, in its passage through 
the two houses of congress is very unsafe and 
unreliable as a basis of judicial action, particu- 
larly when the only inference to be drawn is 
one as to what view congress took of the act 
of 1889 in enacting the act of 1870. 'Andrews > 
V. Hovey, 43 O. G. 1285, G D. 188a 

ft. The seventh section of the act of 1889 in- 
cludes a process as well as "a machine, manu- 
facture or composilaon of matter." *Id. 

7. If there is no ambiguity in the statute it 
is the duty of the court to give effect to its ob- 
vious meaning, without entering into any in- 
quiry as to the supposed intention of congress, 
notwithstanding the statute may be thought to 
make an unreasonable and harsh innovation. 
*Edison Electric Light Ca v. United States 
Electric Lighting Ca, 43 O. G. 1466, 0. D. 1888. 

8. Where the meaning of the Revised Stat- 
utes is plain, the court cannot look into the 
source of the revision to ascertain whether 
errors have or have not been committed by the 
reviser. *Id. 

9. The statute does not provide that any 
person who has made any new and useful ma- 
chine, etc., will be entitled to a patent, but that 
any person who has invented any new art, ma- 
chine, etc. Ex parte Gibford, 45 O. G. 1457, 
GD.188a 

10. Held, that the words *' filing of the ap- 
plication " in section 4894 do not mean the fil- 
ing of the completed application, but only the 
depositing of the application referred to in sec- 
tion 4898 and preceding sections, which may or 
may not be accompanied by the fee. Ex parte 
Fenno, 52 O. G. 1605, G D. 1890. 

11. The words "every party to an interfer- 
ence " in section 4909 of the Revised Statutes 
evidently mean every defeated party to an in- 
terference. Shinn v. Baker, v. Gk)ld, 56 O. G. 
1204, G D. 1891. 

13. The word ** decision" in the last clause 
of section 9 of the act of February 9, 1898, pro- 
viding that "any party aggrieved by a decision 
of the commissioner of patents in any interfer- 
ence case may appeal therefrom to said court 
of appeals,*' interpreted and held to mean only 
a decision of the commissioner of patents award- 
ing priority of invention. *Westingfaouse, Jr., 
T. Duncan, 66 O. G. 1009, G D. 1894. 

18. It is a sound rule of construction of a 
statute^ where the words of an act or part of 



an act are plain and clear and not inconsistent 
with the general object of the statute and lead 
to no absurd result, that the courts have no 
right to refuse their operation or to limit their 
effect by a construction based upon conjecture. 
*In re Drawbaugh, 67 O. G. 929, G D. 1894 

14. The meaning of the words "surrepti- 
tiously " or "unjustly " in section 4926, Revised 
Statutes, and prior statutes discussed. *Yates 
V. Huson, 74 O. G. 1782, G D. 1896. 

II. Ke-I8SIJB. 

15. The language of section 4916 of the Re- 
vised Statutes, that the " surrender shall take 
effect upon the issue of the amended patent," 
is not to be construed to mean that the status 
of the original patent is unchanged after its re- 
turn to the commissioner. *Burrell v. Hackley, 
44 O. G. 1400, G D. 188a 

16. The supreme court has never so con- 
strued the statute which authorizes re-issues as 
to deny to a patentee, on application made in 
due time and before adverse rights have ac- 
crued, the right to obtain a re-issue broad 
enough to cover his entire invention as orig- 
inally described and as he intended to claim it 
•Walker v. City of Terre Haute, 54 O. G. 507, 
G D. 1891. 

17. The copimissioner is authorized to re- 
issue patents in certain specified cases, and if 
the petition makes no pretense of setting forth 
facts entitiing tiie patentee to a re-issue it is 
exceedingly doubtful whether he obtains any 
jurisdiction under section 4916, Revised Stat- 
utes, to act upon such petition. *Eby v. King» 
71 O. G. 1754 G D. 1898. 



STATE STATUTES OF LIMITATION. 

1. Under Revised Statutes of the United 
States, section 721, providing that " the laws of 
the several states, except where the constitu- 
tion, treaties or statutes of the United States 
otherwise require or provide, shall be regarded 
as rules of decision in trials at common law in 
the courts of the United States in cases where 
they apply,** an action in a federal court to re- 
cover damages for infringement of a patent is 
not subject to a state statute of limitations. 
*May V. Buchanan Ck>unty, Iowa, 89 O. G. 120, 
G D. 1887. 

2. But such action is subject to a state 8tat> 
nte requiring a demand against a county for 
unliquidated damages to be presented to the 
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board of supervisors of the county and pay- 
ment demanded before bringing action upon 
it *Id. 

8. State statutes of limitations have no ap- 
plication to actions arising out of the infringe- 
ment of patents, even though there is no fed- 
eral statute in existence; *May v. County of 
Ralls, 40 O. G. 575, C. D. 1887. 

4. There is no federal statute of limitations 
in force respecting infringements committed 
since June 22, 1874. *May v. Logan County, 
41 O. G. 1387, C. D. 1887. 

5. State statutes of limitationB have no ap- 
plication to actions arising out of the infringe- 
ment of patents. *Id. 

6. A state statute of limitations has no effect 
upon suits in the federal courts for the infringe- 
ment of patent-rights, and is not pleadable in 
bar of an action at law for such infringement 
*Brickill v. City of Hartford, 58 O. G. 1417, 
C. D. 1892. 

7. A state statute of limitations is not plead- 
able in bar of an action at law for infringe- 
ment of a patent (Following McGinnis v. E^ie 
Co., 55 O. G. 718, 45 Fed. Rep. 91.) *California 
Artificial Stone Paving Ca v. Starr, 58 O. G. 
1094, C. D. 1892L 

8. Defendant in an action at law for infringe- 
ment of patent pleaded state statutes of limita- 
tion, to which plaintiff demurred. Demurrer 
sustained for the purposes of this particular 
case ; but the applicability of such statutes to 
actions for infringement under the patent laws 
discussed and upheld. *Brickill v. Mayor, etc 
of Baltimore, 61 O. G. 1791, C. D. 1892. 



STAY OF ISSUE. 
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SUBSEQUENT APPLICATIONS. 

(See iNTKRFKRiNa Patents; Divisional Ap- 
plications; Cross-Reperences ; Reser- 
vation in Applications; Continxjinq 
Applications.) 

1. Where an applicant has two applications 
pending which contain substantially the same 
claims, the examiner should not require formal 
abandonment of one application as the condi- 
tion of allowing the other to proceed to issue, 
nor should he require the erasure of any claims 
which would be allowed if no other application 
awaited consideration. (£x parte Langlois, 14 



O. G. 84.) The true course for the examiner is 
pointed out in Ex parte Gaboury, 37 O. G. 217. 
Ex parte Feister, 44 MS. D. (2 G. W. D.), Oct, 
1890 (Mitchell, Com*r). 

2. There is nothing in the provisions of Re- 
vised Statutes, section 4894, to prevent the filing 
of a subsequent application for a patent for 
subject-matter of a previously-abandoned ap- 
plication. Ex parte Beggs, 50 O. G. 1130, C. D. 
1890. 

8. The specification of a patent originally 
embraced matter which was erased before issue, 
and was after the issue presented in another 
application and patent issued thereon. Held 
not an abandonment of the parts erased from 
the first specification. *Sugar Apparatus Mfg. 
Ca V. Yaryan Mfg. Ca, 53 O. G. 920, C. D. 189a 

4. Where the earlier of two pending applica- 
tions of the same applicant was in condition 
for allowance, and the examiner refused to 
pass it until the later application had been for- 
mally abandoned, or until such claims in the 
earlier application as applied to what was 
shown and claimed in the later had been erased, 
for the reason that the later application con- 
tained substantially the same claims as the 
earlier, held, that the later application was no 
bar to the allowance of the earlier application. 
(Following Ex parte Langlois, 14 O. G. 84) Ex 
parte Feister. 53 O. G. 1089, C. D. 1890. 

5. The formal abandonment of an applica- 
tion should not be required as a condition pre- 
cedent to allowing another application of the 
same inventor pending concurrently and in 
condition for allowance to proceed to issue, nor 
should the examiner require the erasure of any 
claims which would be allowed if no other 
application awaited consideration. The true 
course to be pursued is that pointed out in Ex 
parte Gaboury, 87 O. G. 214 Id. 

tf. Where an application was rejected on ap- 
plicant's prior patent, the application for which 
was pending concurrently with the present ap- 
plication, and it appeared that the claims of 
said patent and application covered the same 
invention under a slightly different guise, and 
that the case was one in which the lines of di- 
vision between the supposed different inven- 
tions existed as mental figments only and had 
no corresponding existence in the concrete 
subject of invention, held, that the application 
was rightly rejected because of want of divisi- 
bility of invention between it and said pr.tent 
Ex parte Woodward, 53 O. G. 1090, C. D. 1890. 

7. Where an applicant has two applications 
pending for the same class of machines, the 
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earlier of which is involved in an interference, 
and where it is apparent that none of the claims 
of the later application could be made in either 
of the applications in interference, and that no 
judgment that might be rendered in the inter- 
ference proceedings could in any way affect 
the claims of such later application, held, that 
the interference was no bar to the allowance of 
the later application. £^ parte Woodward, 58 
O. O. 15H a D. 1892. 

8. The lapse of two years from and after the 
allowance of a patent to an applicant without 
responsive action on his part does not per se 
work such a forfeiture of rights as will bar the 
applicant from making a subsequent applica- 
tion for the same improvements and taking a 
patent therefor. (Discussing and construing 
sections 4885, 4886 and 4897 of the Revised Stat- 
utes.) Sibbald v. Cassidy and Smith, 61 O. G. 
1166, a D. 1892. 

SUBSEQUENT PATENTS. 

(See Subsequent Applications; CoNnNuiNo 
Applications; Divisional Applications; 
Reservation in Applications; Cboss- 
reference&) 

SUBSTITUTION OF PARTS. 

(See Patentability.) 



application by the same applicant in interfer- 
ence and over all the disclosures of the inter- 
fering applications. Ex parte Willson, 59 O. G. 
1257, G D. 1892. 

4. While the office cannot determine dis- 
puted questions of title, it is the rule to refuse 
petitions to suspend action on applications, 
when such petitions are based on the fact that 
a bill in equity has been filed by the inventor 
or assignee. (Cases cited.) £z parte Martin, 
63 M& D., Dec, 1897 (Greeley, Acting CJom'r). 



SUSPENSION OF ACTION ON APPLICA- 
TION. 

1. It is against public policy to permit an 
application for patent to lie dormant and sus- 
pended upon request of applicant or his as- 
signee for a long term of years, and the practice 
of suspending action on applications for indefi- 
nite periods upon the request of the parties in 
interest is not sanctioned. There is no author- 
ity of law for such procedure, and a case can- 
not be suspended as a matter of right on the 
part of the applicant Ex parte Norton, 42 
O. G. 296. C. D. 188a 

2. A request by the parties in interest that 
further action should not be taken waived ac- 
tion by the office, and put the case in the same 
condition as though the office had acted and 
was awaiting further action on the part of the 
applicant or his assignee. Id. 

8. Action should not be suspended on an ap- 
plication when it appears that its claims are 
patentable over all the disclosures of a prior 
20 
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(See Appeal; Damages and Profits; Di> 
FEN6ES; Demxtrber; Infrinqement; In- 

JUNCnON; PRACnOE IN THE COURTS.) 

L Infringement, in General 
IL Infringement, Against State, Coun- 
ties AND Corporate Bodie& 
IIL Infringement, Against the United 
States and United States Officers. 
IV. Infringement, Royalties ; License. 
V. Equity, Specific Performance. 
VL Parties. 

VIL Delay in Bringing. 
VIIL Costs of. 

I. Infringement, in General. 

1. In suits in equity the federal courts are 
regulated, not by state statutes, but by the ju- 
diciary acts and the rules of equity practice. 
*United States v. American Bell Telephone Co., 
88 O. G. 1237, C. D. 1887. 

2. The owner of an equitable interest in a pat- 
ent is not answerable in a suit for its infringe- 
ment to the owners of the legal interest in the 
same patent 'Aspinwall Mfg. Ca v. Gill, 40 
O. G. 1133, C. D. 1887. 

8. An assignment by an administrator pur- 
porting to transfer to the assignee "all the 
right, title, interest, claims and demands what- 
soever which the estate has in, to, by, under 
and through '* specified letters patent, and ex- 
tensions thereof, covers rights of action there- 
tofore accrued for infringements. May v. 
Logan County. 41 O. G. 1887, C. D. 1887. 

4. Where the contention of the plaintiff was 
that the inventor only knew of the invalidity 
of his first re-issue by the result in an earlier 
suit upon the same, and did not have evidence 
of these facts in the record, he should have 
brought by certiorari before this court such 
parts of the record as the defendants had omit- 
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ted to bring before us. *Ho8kin v. Fisher, 43 
O. G. 509, C. D. 1888. 

5. Where in a suit against two defendants 
for a joint infringement, one of the defendants 
had made a settlement by a writing under seal 
for the costs and damages by the infringement 
of such defendant, but by such writing the 
other defendant was expressly not included in 
such settlement, the settlement was a satisfac- 
tion of the infringement by both defendants 
both as to damages and costs. *Babcock & 
Wilcox Ca V. Pioneer Iron Works, 43 O. G. 756. 
C. D. 188a 

6. An action for the infringement of a pat- 
ent cannot be maintained while said patent is 
surrendered to the commissioner of patents 
pending an application for re-issue on the ground 
that the patent is inoperative and void. *Bur- 
rell V. Hackley, 44 O. G. 1400, C. D. 1888. 

7. The right of action is suspended during 
the time the commissioner retains jurisdiction 
of the patent upon the question of re-issue. *Id. 

8. The complainants insist that their posi- 
tion is precisely the same as if they held a 
single patent with two claims — one for the 
process or composition of matter producing the 
coloring substance, the other for the combina- 
tion of that substance with paper. This might 
be so if they could be considered as holding 
both patents ; but in this suit they have care- 
fully abstained from declaring upon the first 
patent or even in any way referring to it By 
not declaring upon it as its present owner, they 
leave it to the defendant to be availed of as if 
it were the property of a stranger. *Under- 
wood V. Gerber, 48 O. G. 110, C. D. 1889. 

9. A suit may be entertained and decided by 
a state court, even though there may be pend- 
ing at the same time an appeal in the United 
States supreme court from a judgment of the 
circuit court dismissing a suit brought by the 
patentee against the complainant for infringe- 
ment of the patent *Marsh v. Nichols, Shep- 
ard & Ckx, 56 O. G. 259, C. D. 1891. 

10. When a patent has been surrendered and 
a re-issue obtained and such re-issue is held to 
be void, the patentee cannot proceed upon his 
original patent (Moffitt v. Garr, 1 Black, 273 ; 
Reedy v. Scott, 7 O. G. 463, 23 Wall. 352. 364 ; 
Peck V. Collins. 19 O. G. 1137, 103 U. S. 660; 
McMurray v. Mallory, 27 O. G. 915, 111 U. S. 97, 
referred to and reviewed.) *Eby v. King, 71 
O. G. 1454, C. D. 1893. 

(See *Burrell ▼. Hackley, tupra; also, *AIlen v. Culp, 
TOO. G. 1628, a D. 1897.) 



11. In a suit under section 4915, Revised Stat- 
utes, whether the specification in the patent 
issued to the defendant is sufficient is not in- 
volved in the case. It is wholly incompetent 
and cannot be inquired inta The question ia 
one of priority. *Standard Cartridge Ca v. 
Peters Cartridge Ca, 72 O. G. 742, C. D. 1895. 

12. The expression "was awarded to the 
Western Electric Company through its agent, 
Mr. Kaelber,*^ is not sufficient to establish the 
character of Mr. Kaelbers agency or to justify 
an apprehension of infringement from him. A 
quia timet action will not lie unless there is 
something to fear. *£dison Electric Light Ca 
V. Kaelber, 77 O. G. 1480, C. D. 1896. 

13. The joinder in one suit of claims for in- 
fringement of two patents relating to the same 
subject-matter is in the interest of tlie public 
as well as of private litigants and should not 
be discouraged by too stringent rules as to 
costs or otherwisa *Green v. City of Lynn, 80 
O. G. 1480, G D. 1897. 

II. Infringement, Against States, 
Counties and Corporate Bodies. 

(See Trusts.) 

14. Congress has the exclusive control over 
the grant of patents, and may authorize suits 
to be brought against such persons and cor- 
porations as it deems expedient, and a state 
cannot exempt counties from liability for in- 
fringement of letters patent because exclusive 
jurisdiction over that subject-matter has been 
vested in the federal government *May t. 
County of Ralls, 40 O. G. 575. C. D. 1887. 

15. A suit cannot be maintained against a 
sovereign state under the eleventh amendment 
of the constitution ; but no reason is seen why 
a suit cannot be maintained against a qtiasi' 
municipal corporation like a county, which 
has been created by the laws of the state (and 
under the state laws may be sued for certain 
purposes^ no matter what may be the particu* 
lar policy of the state with reference to reliev« 
ing counties therein from liability for acts of 
non-feasance of county officials. *Id. 

16. No exception has been made by act of 
congress in favor of any wrong-doer. The pro- 
vision is general in its terms, and may as well 
include counties as other corporations or indi- 
viduals. *Id. 

17. A patent is personal property, and if a 
1 county wrongfully appropriates such property 
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it should not be exempt from liability any more 
than an individual *Id. 

18. Obligations to do justice rest upon all 
persons, natural and artificial, and if a county 
obtains money or property of others without 
authority of law, the law, independent of any 
statute, will compel restitution or compensa- 
tion. *Id. 

19. A county has the physical power to ap- 
propriate property, and, if it does so wrong- 
fully, it will not be exempt from liability any 
more than an individual *Id. 

20. The officei-s of a corporation engaged in 
a manufacture in violation of the injunction 
of the court cannot shelter themselves from 
individual liability by the plea that they are 
acting merely as agents for the corporation. 
*Iowa Barb Steel Wire Ckx v. Southern Barb 
Wire Co., 40 O. G. 577. C. D. 1887. 

21. A Kentucky county is a corporation, and 
an action can be maintained against it for the 
infringement of a patent *May v. Mercer 
County, 41 O. G. 815, C. D. 1887. 

22. Where the oflBcers of a corporation are 
made co-defendants in an action for infringe- 
ment of letters patent, a decree for an injunc- 
tion and accounting will not issue against them 
individually where the corporation is solvent 
and they have not as individuals violated, and 
are not threatening to violate, any rights of 
complainant. *Howard v. St Paul Plow Works, 
45 O. G. 1067. G D. 1888. 

23. Notwithstanding the merger of the com- 
plainant with another company into a new 
corporation, the law of the state of New York 
providing that pending suits shall not be 
deem^ to have been abated or discontinued 
by reason of any such consolidation is effective 
to accomplish that end. *£dison Electric Light 
Ca V. United States Electric Lighting Ca, 61 
O. G. 564, G D. 1892. 

III. Infringement, Against the United 
States and United States Offi- 
cials. 

24. Where an officer of the government, hav- 
ing been sued for the infringement of patents 
in his official employment, pleads to the juris- 
diction and alleges that the government being 
the real defendant is a necessary party, held, 
that the plea must be overruled and that public 
employment is not a sufficient defense. *Head 
T. Porter, 60 O. G. 1052, G D. 1892. 

25. Action against the United States to re- 
ooTer damages for the alleged wrongful use of 



the invention secured by a patent. No. 105,599, 
issued July 19, 1870, and re-issued May 2, 1871, 
No. 4,364, to John J. Schillinger, for an im- 
provement in concrete pavements, held to be 
an action "sounding in tort" and not main- 
tainable. *Schillinger v. United States, 69 O. G. 
1505, G D. 1894 

26. The patentee of an improvement in 
breeching-loading cannon brought suit against 
an officer of the United States navy connected 
with the bureau of ordnance and having charge 
of the manufacture of cannon at a navy yard 
for an alleged infringement of his patent, pray- 
ing not only for an accounting and damages, 
but for an injunction restraining defendant 
and all persons acting under his authority from 
making the cannon alleged to infringe com- 
plainant's patent Held, that the suit was, in 
substance, one to prevent the making of breech- 
loading cannon of a certain character at the navy 
yard, and that public policy and the rights of 
the government would not permit such a suit to 
be maintained (62 Fed. Rep. 584, reversed.) 
♦Dashiell v. Grosvenor, 74 O. G. 500, G D. 1896. 

27. The United States having, by act of con- 
gress, consented to be sued upon their contracts, 
may accordingly be sued by a patentee for their 
use of his invention under a contract made 
with him by the United States or their author- 
ized officers. *Belknap v. Schild, 74 O. G. 1121, 
G D. 1896. 

28. But the United States have not consented 
to be liable to suits sounding in tort for wrongs 
done by one of their officers, though in the dis- 
charge of his official dutie& They are there- 
fore not liable to a suit for an infringement of 
a patent, that being an. action sounding in 
tort *Id. 

29. A public officer is not personally liable on 
a contract made by him in the line of his duty 
and on account of the United States and inur- 
ing to their benefit and not to his own ; but he 
is personally liable to be sued for his own in- 
fringement of a patent *Id. 

80. Where the Infringing device was the 
property of the United States and held and 
used by them for the public benefit through 
officers, the United States were an indispen- 
sable party to the suit to enable the court to 
grant the relief sought *Id. 

IV. Infringement, Hotalties, License. 

81. In a suit for infringement, where the 
defense was a license to make one hundred 
machines, and it appeared that the licensee had 
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made more tnan* that number, the hostile con- 
duct of the licensor might make him liable to 
the licensee for damages, but would not ex- 
tend the terms of the license. *Aspinwall 
Mfg. Ca V. Gill, 40 O. G. 1133, G D. 1887. 

82. The defendant is a licensee of the Detroit 
Lubricating Company under a license which 
is limited upon its face to patents owned by 
that company. The Detroit Lubricating Com- 
pany is the licensee of the complainant under 
a contract which does not grant an exclusive 
license for the manufacture or use of the Gates 
patent owned by the complainant, and which is 
infringed. Held, that the defendant was not 
protected by its license in the manufacture of 
articles under the Gates patent *The Seibert 
Cylinder Oil Cup Ca v. The William Powell 
Ca, 47 O. G. 1072, G D. 1889. 

88. Where in a suit to recover royalties 
under a license it appeared that it was suffi- 
ciently alleged in the declaration that the de- 
fendant accepted the license and manufactured 
goods under it, held, that this was sufficient to 
show an implied undertaking to pay the roy- 
alties provided for in the license. 'National 
Rubber Ca v. Boston Rubber Shoe Co., 60 O. G. 
559, G D. 1890. 

84. Held further, that it was no defense 
that said goods did not contain the improve- 
ments described in any of the licensor's pat- 
ents, excepting one that had expired long 
before the period for which recovery was 
sought,. since it was evident that the goods 
made by defendant embodied inventions de- 
scribed in two of said patents that were still in 
force. *Id. 

86. When the validity of the patent and the 
license are admitted, a suit by a licensee to re- 
strain a subsequent assignee from manufactur- 
ing and selling the patented article, and to 
recover damages, involves no question under 
the patent laws and was properly in the state 
court for determinatioa ^ Mayer v. Hardy, 56 
O. G. 527, G D. 1891. 

86. When a license to make, use and sell a 
patented article is granted, coupled with a cove- 
nant to grant only one other license, and when 
the patentee was not by the terms of the agree- 
ment denied the right to manufacture and sell 
the patented article and was not by any ex- 
press provision in it required to retain the title, 
a subsequent assignee of all the patentee's 
right, title and interest is not liable as a tres- 
passer against the rights granted by the 
license, fl^ 

87. If the bill of the licensee who has the 



exdusive right to manufacture and sell a pat- 
ented article alleges a combination between 
the owner of the patent and other persons, who 
are made parties defendant with the owner, 
to deprive the complainant of the benefits and 
advantages of his license, and the evidence 
shows that a license granted by the owner of 
the patent to his co-defendants was granted by 
him, and procured by them, for the paramount 
purpose of preventing the complainant from 
enjoying the monopoly conferred by his license, 
the defendants are joint infringers of the com- 
plainant's rights, and he is entitled to relief 
against all the parties defendant *Waterman 
V. Shipman, 64 O. G. 713, G D. 189a 

V. Equttt, Specific Performance. 

(See Equity.) 

88. A suit against a patentee for the specific 
performance of an alleged contract between 
the complainant and patentee, by which the 
former was to have the right, if the latter ob- 
tained a patent on the improvement in ques- 
tion, to make, use and vend said patented 
article, and to enjoin the patentee from inter- 
fering with such right, is not a question aris- 
ing under the patent laws, since neither the 
validity of the patent^ nor its construction, nor 
the patentability of the device, was brought 
under consideration. ^Marsh v. Nichols^ Shep- 
ard & Ckx, 56 O. G. 259, G D. 1891. 

89. A court of chancery cannot decree spe- 
cific performance of an agreement to convey 
property which has no existence, or to which 
defendant has no title. ^Kennedy v. Hacelton, 
46 O. G. 973, G D. 1889. 

40. A contract which, entirely aside from 
any question of its validity in law, is unusual 
and oppressive in its terms, is not enforcible 
in equity. Specific performance is not an ab- 
solute right, but rests entirely in judicial dis- 
cretion. (Citing Hennessy v. Woolworth, 128 
U. S. 438.) *Pope Mfg. (>>. v. Gormully, 59 
O. G. 464, G D. 1893. 

41. An oral agreement for the sale and as- 
signment of the right to obtain a patent for an 
invention is not within the statute of frauds, 
nor within section 4898 of the Revised Statutes 
requiring assignments of patents to be in writ- 
ing, and may be specifically enforced in equity 
upon sufficient proof thereof. 'Dalzell v. Due- 
ber Watch Case Mfg. Ca, 63 O. G. 1881, G IX 
189a 

42. A court of chancery will not decree spe- 
cific performance unless the agreement is ** cer- 
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tain, fair and just in all its parts," nor " if it be 
doubted whether an agreement has been con- 
cluded or is a mere negotiation," nor *' unless 
the proof is clear and satisfactory both as to 
the existence of the agreement and as to its 
terms." ♦Id 

43. When there is a decree for specific per- 
formance of two contracts, one for a transfer 
of part interest of all inventions relating to a 
particular subject and the other for a transfer 
of part interest of certain specified patents re- 
lating to that subject, the assignee's rights are 
merged in the decree and he lias no title or 
claim under his contracts to any other patents 
of the assignor or to any improvements thereon. 
♦Independent Electric Ckx ▼. Jeffrey Mfg. Ca, 
78 O. G. 797, C. D. 1897. 

VI. Paktibs. 

(See Suits Against States, Counties and 
THE United States.) 

44. Where one makes and others sell in- 
fringing articles, they are liable jointly and 
severally. *Jenning8 ▼. Dolan, 88 O. Q. 1018, 
G D. 1887. 

45. Where the complainant in a bill for the 
infringement of a patent is only a licensee, and 
the patent had been assigned to another party 
before the suit as security for a debt not yet 
due, the last-named party must be joined as a 
complainant, and a subsequent assignment to 
the complainants of the assignor's entire inter- 
est in the patent will not change the legal status 
of the parties. ♦Waterman v. Mackenzie, 39 
O. G. 122, C. D. 1887. 

46. There is no necessity for making those 
parties to the suit who have been settled with 
and had no interest in the controversy. ♦Rog- 
ers V. Riessner, 41 O. G. 851, C. D. 1887. 

47. Rights of action for infringements of 
patents survive to the personal representatives 
of the patentee. ♦May v. Logan County, 41 
O. G. 1887, G D. 1887. 

48. The executor or administrator of the 
patentee may not only sue on such causes of 
action, but may assign and transfer the same 
to another. ♦Id. 

49. The assignee may, in his own name, 
maintain an action thereon in any state the 
law whereof allows an assignee of a chose in 
action to sue thereon in his own name. ♦Id. 

50. An interest in the net proceeds of col- 
lections for infringements of a patent does not 
necessarily involve an interest in the patent 



itself. ♦Tilghman v. Proctor, 43 O. G. 628, G D. 
1888. 

51. After litigation is closed in suit for in- 
fringement of a patent, a petition in behalf of 
a party for leave to intervene as a defendant 
alleging that he had actually defended respond- 
ent's case and was most interested in the de- 
fense against complainant's patent must be 
dismissed. ♦Zinsser v. Kremer, 49 O. G. 414, 
G D. 1899. 

52. Where a patentee granted to a complain- 
ant " the exclusive right, liberty and privilege 
to make, use and sell " a patented invention 
** during the full unexpired term thereof, and 
of all re-issues, renewals and improvements,** 
throughout the United States and the territo- 
ries, tlie complainant to pay the royalties agreed 
upon in a separate agreement, and it did not 
appear whether such grant was an absolute or 
defeasible conveyance, held, that the complain- 
ant must join tlie owner of tb^ legal title in 
a suit to enjoin the infringement of the patent 
♦Clement Mfg. Ca v. Upson & Hart Ca, 50 
O. G. 840, G D. 1890. 

5d. In such suit complainant's allegationa 
that, by mesne assignments and grants, it be- 
came, prior to the suit, and now is, the party 
interested in said letters patent, "all of which, 
by said assignments and grants now in court 
produced and shown, will more fully appear," 
sufficiently show complainant*s interest, when 
coupled with the profert and exhibit ♦Id. 

54. Where in a suit for the infringement of 
a patent it appeared that an individual defend- 
ant had no interest in the alleged infringing 
machines except as an officer of a defendant 
corporation, and that there was no evidence 
that he as an individual had violated any of 
the complainant's rights, or that the defend- 
ant corporation was insolvent or that a decree 
against it would not protect the complainant^ 
held, that the suit should be dismissed as to 
hiuL ♦Woven Hose Ca v. Star Rubber Ca, 50 
O. G. 1450, G D. 1890. 

55. The joining of the president of a corpo- 
ration as co-defendant on a complaint alleging 
that the corporation and the president have in- 
fringed complainant's patent is no ground of 
demurrer, though there is no specific allega- 
tion in the bill that he personally directed or 
participated in the infringement complained 
of. ♦Cleveland Forge and Bolt Ca v. United 
States Rolling-stock Ca, 52 O. G. 1808, G D. 
1890. 

50. When a mortgage has been recorded in 
the patent office, the title of the mortgagee is 
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complete and be is the onlj person who can 
thereafter sue for an infringement of tlie pat- 
ent by third persons. *Waterman v. Macken- 
zie, 54 O. G. 1562, C. D. 1891. 

57. A mere licensee, or one having no title 
in and exclusive right under the patent, can- 
not sue at law in his own name for an infringe- 
ment *Id. 

58. A grantee, if be seeks to maintain an ac- 
tion in his own name, must be supreme within 
the assigned territory and be able to do all that 
the patentee could do if the conveyance had 
not been made, and if he does not occupy this 
position and possess these rights he is only a 
licensee. *Rice v. Boss, 55 O. G. 999, C. D. 1891. 

59. Where final decrees were rendered in 
the circuit court in favor of two joint owners 
of certain patents, not being partners, and one 
of the complainants died after said decrees 
were rendered and appeals were filed and al- 
lowed and the citation ran to the surviving 
complainant, and no order was procured, di- 
rected to the proper representatives of the 
estate of the deceased owner, or notifying them 
of the appeals, and they did not voluntarily 
appear, held, that the cause of action did not 
survive to the remaining owner and that the 
supreme court had no jurisdiction. *DoIan v. 
Jennings, 55 O. G. 141, C. D. 1891. 

(M). The petition of a third party to be ad- 
mitted as a party defendant in a suit for in- 
fringement, alleging that the petitioner makes 
and sells machines which he is informed the 
complainant claims are an infringement of the 
patent upon which suit is brought, and alleg- 
ing that the petitioner is informed that the 
complainant intends, if successful in that case, 
to sue the petitioner on the use of machines 
made by petitioner, but not stating or claiming 
that the machines which petitioner makes are 
identical in structure or mode of operation 
with the machines made by defendant, and not 
stating any fact showing that petitioner is in 
privity in any way with the defendant, denied. 
The granting of such a petition would, in ef- 
fect, be to hold that the complainant must join 
in the same suit all persons who have infringed 
the patent in question, whether acting together 
or not. *Thomson-Houston Electric Co. v. 
Sperry Electric Co., 57 O. G. 275, C. D. 1891. 

61. The owner of a patent, pending a suit 
for damages for infringement of it, assigns his 
interest, reserving back damages. Upon mo- 
tion by the assignee for leave to file a supple- 
mental bill, heldf there being no proof or claim 
of infringement subsequent to the assignment, 



the assignee should not be joined as complain- 
ant *New York Belting and Packing Ca y. 
New Jersey Car-Spring and Rubber Ca, 57 O. G. 
1888, C. D. 1891. 

63. A cor()oration, owner by assignment of 
certain patent-rights, licensed another corpora- 
tion exclusive rights to sell within limited ter- 
ritory. In an action brought by the licensee 
against another corporation infringing its ter- 
ritorial rights, heldf that the licensee has, prinm 
facie, implied power to join the licensor cor- 
poration, even against its will and although it 
appears that the infringing corporation holds a 
controlling interest of the stock of the licensor. 
*Brush-Swan Electric Light Co. v. Thomson- 
Houston Electric Ca, 58 O. G. 807. C, D. 1892. 

63. The holder of a specified territorial right 
in a patent, either as licensee or assignee, is not 
a necessary party complainant to a suit for in- 
fringement outside his own territory. *Canton 
Steel Roofing Ca v. Kanneberg, 61 O. G. 424, 
C. D. 1892. 

64. A joint suit for infringement of a patent 
cannot be maintained by the patentee and the 
licensee whose license conveys no exclusive 
monopoly. *Blair v. Lippinoott Gas Ca, 61 0. G. 
1792, C. D. 1892. 

65. A license to manufacture lime-glass chim- 
neys under a patent granted by the patentee 
with others does not estop the licensee from 
objecting that such other parties cannot be 
joined with the patentee in an action against 
the licensee for infringement by manufactur- 
ing lead-glass chimneys without a license. *Id. 

66. A licensee may prosecute suit for in- 
fringement of a patent in his own name where 
the defendant is the owner of the legal title to 
the patent (Citing Littlefield v. Perry, 7 O. G. 
964, 21 Wall. 205.) *Adriance, Piatt & Co. v. 
McCormick Harvesting Machine Ca, 63 O. G. 
1688, C. D. 189a 

67. A licensee who has the exclusive right 
to manufacture and sell a patented article can 
maintain a suit in equity against the patentee, 
if the latter is guilty of an infringement by 
making and selling himself, to redress the 
wrong occasioned thereby, and such suit arises 
under the patent laws of the United States. 
♦Waterman v. Shipman, 64 O. G. 713, C. D. 189a 

68. Courts of the United States are bound to 
take notice of the persons who occupy the po- 
sitions of heads of departments, eta, including 
that of the patent office. The commissioner 
made a party defendant in this suit having been 
succeeded in that office by another person, no 
decree made against him would bind the pres- 
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ent incumbent of the oflSce. *Backus Portable 
Steam Heater Co. v. Commiasioner of Patents, 
66 O. a 1898, C. D. 1894. 

69. Where there are adverse parties the com- 
missioner of patents is not a necessary party to 
and cannot be joined in a suit under section 
4915, Revised Statutes of the United States. 
*Mergen thaler Linotype Ca v. Ck>mmi68ioner 
of Patents, 66 O. G. 1311, C. D. 1894 

70. Where the infringing device was the 
property of the United States and held and 
used by them for the public benefit through 
officers, the United States were an indispensa- 
ble party to the suit to enable the court to grant 
the relief sought *Belknap v. Schild, 74 O. G. 
1121. C. D. 1896. 

71. All parties interested in the subject-mat- 
ter or issue of the suit must be made parties 
thereto ; but employees receiving in return for 
their services fixed salaries are not such par- 
ties. Every agent, however, who performs 
acts of infringement and all officers who in 
the prosecution of business authorize said acts 
are responsible and should be enjoined. *Mat- 
thews & Willard Mfg. Ckx v. Trenton Lamp 
Ca, 75 O. G. 674, C. D. 1896. 

72. It is not necessary that a person should 
appear upon the record as a technical party to 
the proceedings in order to be bound by a judg- 
ment If he be a substantial party he will be 
bound by the finding in the case. *Drawbaugh 
V. Seymour, Com'r of Patents, 77 O. G. 813, 
G D. 1896. 

73. A mere licensee has no authority to sue 
infringers in his own nama *Chauche v. Pare, 
77 O. G. 1123, G D. 1896. 

VII. Delay in Bringing. 

74. Demurrer to an equity action for in- 
fringement of a patent which expired three 
weeks after the commencement of the action, 
not sustained. *Kittle v. De Graaf, 80 Fed. Rep. 
689 (1887). 

75. In an action for infringement of letters 
patent where it is shown that defendants took 
a license from plaintiff to make and vend the 
patent and subsequently denied plaintiff's 
rights and claimed to make under another pat- 
ent; that shortly after such genial plaintiff be- 
came bankrupt and the assignee in bankruptcy 
sold the patent after two years ; that plaintiff 
entered into negotiations to get the patent back 
from the vendee ; that though the vendee took 
no steps to prevent the patent being plundered, 
plaintiff gave defendants notice he intended to 



hold them accountable for their infringements ; 
that after his discharge from bankruptcy, and 
when he had re-acquired the patent plaintiff 
commenced action against defendants for in- 
fringement the court sitting in equity will, 
considering all the circumstances, take juris- 
diction of the cause, notwithstanding a delay 
of about seven years in the prosecution by 
plaintiff of his rights. •Kittle v. Hall, 39 O. G. 
707, G D. 1887. 

76. The objection that the applicant failed 
to prosecute his application for a patent within 
two years after the last action thereon, of 
which notice was given (section 4894), applies to 
a suit in equity for a patent under section 4915. 
*Gandy v. Marble, 89 O. G. 142^ C. D. 1887. 

77. Such a suit is in fact and necessarily a 
part of the application for the patent and is to 
be governed by the rule as to laches and delay 
declared by section 4894 to be attendant upon 
an application. *Id. 

78. In such a suit it may be shcTwn to the 
satisfaction of the court that the delay in the 
prosecution of the application was unavoidable 
in support of an allegation to that effect in the 
bill. *Id. 

79. Where an invention was assigned to the 
complainant in the year T869, and shortly 
thereafter the defendant alleged to the com- 
plainant that the embodiment of it (said inven- 
tion) in a working machine proved it to be im- 
practicable and unsatisfactory, and where the 
complainant, by reason of the representations 
of the defendant was led to believe that said 
invention had been abandoned and thrown 
aside, and, relying upon said representations, 
rested for a period of nineteen years before as- 
serting his rights in and to said invention, hav- 
ing only a short time before asserting said 
rights become aware of the fact that said as- 
signed invention had not been abandoned, but 
that it was in fact the same in principle and 
mode of operation as an invention at that time 
alleged by the defendant to be a practical one, 
a court in equity will consider that the com- 
plainant had a right to rely on the statements 
of the defendant and that in such a case no 
laches could be attributed to hioL 'Wilson v. 
Keely, 43 O. G. 511, G D. 1888. 

80. While there was such delay in bring^'ng 
suit as to preclude recovery of damages for 
prior infringement there was neither conduct 
nor negligence which could be held to destroy 
the right to prevention of further injury. *Me- 
nendez v. Holt 46 O. G. 971, G D. 1889. 

81. Equity will not entertain a bill for in* 
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f ringement of letters patent which expired be- 
tween the date of service and the return day, 
there being no special case made by the bill 
showing that an injunction was part of the 
remedy to which the complainant would be 
entitled by reason of special facts alleged. 
♦American Cable Ry. Ca v. Chicago City Ry. 
Ca, 52 O. a 1666, C. D. 1890. 

82. The defendants were notified to desist 
from infringement about eight months after 
knowledge thereof came to the plaintiff, and 
suit was begun within four months thereafter. 
Held, tiiat under the circumstances the delay 
did not constitute laches. *Loring v. Booth, 
61 O. G. 1488, a D. 1892w 

88. A party who has used a patented struct- 
ure openly for a period of eleven years with 
the full knowledge of the patentee and without 
objection from him cannot be held an infringer. 
(Cases cited.) *Edi8on Electric Light Ca v. 
Equitable Life Assurance Society, 55 Fed. Rep. 
478 (1898). 

84. Where the complainant claimed to have 
disclosed his process to the defendant on the 
promise that no use would be made of it with- 
out his consent, and the bill seeking relief 
thereon was not filed until* some fourteen or 
fifteen years later; held, that this lapse of time 
not only constitutes a bar such as the statute 
of limitations interposes, but shows such laches 
as will clearly preclude any right of relief. 
^Leggett V. Standard Oil Ca, 63 0. 0. 1201, C. D. 
189a 

86. Poverty or pecuniary embarrassment of 
a party is not a sufficient excuse for postpon- 
ing the assertion of his rights. (Hayward v. 
National Bank; 96 U. a 611, 618.) *Id. 

86. Where the facts in the case are such as 
are above stated, and it further appears that 
the patentee permitted a period of twelve years 
to elapse before he resorted to his remedy in 
court, held that, in tbe absence of any excuse 
for such laches, except that he preferred to re- 
ceive a salary from his employer rather than 
to demand a royalty, the patentee is entitled to 
a less favorable consideration by a court of 
equity than if his conduct had been that of 
mere inaction. *Lane & Bodley Co. v. Locke, 
65 O. G. 1406, C. D. 1898. 

87. Complainant and its predecessors knew 
of the alleged infringement and acquiesced in 
it for a period of fourteen years. The acqui- 
escence of the former owners has equally the 
same effect upon complainant's rights as its 
own subsequent neglect (Cases cited) Held, 
the bill should be dismissed for inexcusable 



laches. (Cases cited.) *Woodmanae Sc Hewitt 
Mfg. Ca ▼. Williams, 68 Fed. Rep. 489 (1895). 

88. Letters Patent Nos. 183,898, 187,495^ 
154,770 and 158,992, to George T. Smith for 
middlings purifiers, having expired prior to the 
commencement of the suit, afford no basis for 
equitable relief. *Rus6ell v. Kern, 72 O. G. 590* 
C. D. 1895. 

89. Letters Patent Na 164,050, granted June 
1, 1875, to George T. Smith, for middlings puri- 
fier, having expired after the filing of the orig- 
inal bill, but before the return day of the sab- 
poena, it was within the discretion of the court 
to dismiss the bill for want of equity. *Id. 

90. Mere delay in prosecuting infringers, un- 
accompanied by circumstances amounting to 
equitable estoppel, will not prevent a patent 
owner from maintaining suits for equitable re- 
lief, rraylor v. Sawyer Spindle Ca, 77 O. G. 
452, a D. 1896. 

91. The mere fact of even long-continaed in- 
fringement without protest on the part of com- 
plainant does not of itself constitute such laches 
as should defeat a recovery. 'Imperial Chem- 
ical Mfg. Co. V. Stein, 78 O. G. 685, C. D. 1896. 

92. The fact that the composition of the in- 
fringing article could not readily be deter- 
mined, that its trade-name gave no indication 
of its composition, and that there were many 
other articles of the same class upon the market 
are to be considered in determining laches. *Id. 

93. Notice of infringement was given in 
1883, but suit was not begun until 1898L Even 
before 1888 the owners of tlie patent had ac- 
quiesced in its infringement A most fiagrant 
case of laches is presented, and the action can- 
not be maintained. (Cases cited.) *Richard- 
son V. D. M. Osborne & Ca, 82 Fed. Rep. 95, 
80 O. G. 812, C. D. 1897. 

VIII. Costs op. 

94. In the second circuit a docket-fee of 
twenty dollars is not taxable for defendant 
when the bill is dismissed by complainant after 
joinder of issue on the pleadings and notice by 
the defendant for final hearing and a call upon 
the calendar. *Ryan v. Gould, 41 O. G. 1892, 
a D. 1887. 

95. On such dismissal the defendant cannot 
tax for certified copies of the file-wrapper and 
contents of the patent in suit or for certified 
copies of other patents essential to the de- 
fense. *Id, 

96. Where a party to a suit incumbers the 
printed reoord with copies of some fifty imma- 
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terial patents, held, it is a proper cade for the 
application of the tenth rule, which authorizes 
the court (paragraph 9) to impose costs upon 
the party so guilty. (Railway Ga v. Stewart, 95 
U. a 279. 284). *BalI and Socket Fastener Ckx 
T. Kraetzer. 65 O. O. 1591, C D. 189a 

97. When it appeared that so much irrele- 
vant testimony was introduced into the case as 
to make it inequitable that defendant should 
pay costs, held, that costs should not be paid 
by defendant in the appellate court nor costs 
in the circuit court which were caused by this 
class of evidence. *Appleton v. Ecaubert, 71 
O. G. 1617, a D. 1895. 

98. Where two patents relating to the same 
subject-matter were sued on in the same suit 
and a decree was entered for complainant on 
one of them and for defendant in respect to the 
other, the costs disbursed in regard to the pat- 
ent adjudged against the complainant were 
not, uDder the circumstances, adjudged in favor 
of either party. *Green v. City of Lynn, 80 
O. G. 1480, 0. D. 1897. 
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TECHNICAL TERMS. 

1. The words '^ means,** "mechanism** and 
" connections " are proper terms when applied 
to devices forming no part of the invention, but 
which are in common use in various kinds of 
machinery — for instance, when the operation 
of rollers is governed by gearing, belting, cranks 
or other appliances which in themselves are 
simple and have little or nothing to do with 
the real invention. Or, as in the present case, 
the term " means,** when applied to the oper- 
ation or shaking of certain movable screens, is 
proper, because evidently the same movement 
of the screen can be effected by an infinite va- 
riety of mechanism which would produce the 



same result and be simply the equivalent of 
that employed by applicant Ex parte Stough- 
ton, 48 O. G. 1345, C. D. 188a 

2. Tlie term ** mechanism ** is not permissible 
when applied to various and different devices 
in the several claims which are not adjunctive 
devices. Ex parte Stanbridge, 43 O. G. 1345^ 
CD. 188a 

8. The words '* carbonaceous anode'* in claim 
2 cover both anodes made partly of and wholly 
of carbon. *Pittsburgh Reduction CJo. v. 
Cowles Electric Smelting and Aluminum Co., 
69 O. G. 789. G D. 1894. 

4. The word " automatically '* in the patent 
claim is to be given its ordinary and general 
meaning as used in common speech. It does 
not apply to a case where a man of his own 
volition acts upon one mechanical part by 
means of another. *Gould Coupler Ca v. Tro- 
jan Car Coupler Co., 74 Fed. Rep. 794 (1896). 

5. By a "detachable clip*' is meant a re- 
movable clip, or one which is not positively 
attached by riveting or soldering. It is an 
attachment which accomplishes connection 
without creating union. *Bennett v. Schooley, 
76 O. G. 335, a D. 1896. 



TESTIMONT. 

(See Witnesses— Interference, Testimony; 
Equity, Master's Report; Evidencb; 
Infringement; Injunction; Interfer- 
ence.) 

L In A Foreign Country. 
n. In A Foreign Language. 
IIL Of Experts. 
IV. Printing. 

I. In a Foreign Country. 

1. Testimony cannot properly be taken in 
foreign couutries otherwise than as prescribed 
by rule 158 (8) unless this procedure be waived 
by stipulation of the parties. [Rule 158 (5.)] Raf- 
fard V. De Ferranti, eo O. G. 489, Q D. 1892. 

2. Where a party seeks to take testimony 
abroad under the provisions of rule 158, a mere 
formal allegation in his affidavit that the testi- 
mony cannot be taken in this country without 
" injury to the moving party greatly exceeding 
that to which the opposite party will be ex- 
posed by the taking of such testimony abroad*' 
is not sufficient to satisfy the requirements of 
the rule in that particular. Hall v. Latta, (M> 
O. G. 786, C. D. 1892. 
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3. In order to constitute a proper foundation 
for taking testimony in a foreign country, a 
publication must disclose the invention in con- 
troversy and must disclose it as the invention 
of the party seeking to take such testimony. 
Parkin and Wright v. Jenness, 63 O. G. 759, 
C. D. 189a 

4. Testimony cannot be taken to prove con- 
ception, disclosure and reduction abroad, but 
may be to prove knowledge of introduction into 
this country. Hadfield v. Washburn, 61 MS. 
D., March, 1897 (Fisher, Ass't Com'r). 

5. Testimony cannot be taken as to matters 
which took place in a foreign country tending 
to prove priority ; but the question of original- 
ity stands on a different footing. (Parkin and 
Wright V. Jenness, 63 O. G. 759.) Shiels v. Law- 
rence and Kennedy, 81 O. G. 2085, C. D. 1897. 

6. Although a party may not be able to 
prove priority of invention in this country by 
reason of the fact, appearing from his prelimi- 
nary statement that he was not the first to in- 
troduce the invention into this country, held, 
that he may nevertheless establish that his op- 
ponent is not entitled to an award of priority 
by proving that such opponent is not an origi- 
nal inventor, but received a disclosure of it 
from him. Id. 

7. Judgment of priority may properly be 
rendered on the record under these circum- 
stances ; but where afterward a reasonable sug- 
gestion is made that the successful party re- 
ceived a disclosure of the invention from his 
opponent, held, that the judgment should be 
vacated as to matters relating to originality 
and times set for taking testimony on this 
question. Id. 

II. In a Foreign Language. 

8. Testimony given by a witness in a foreign 
language, and translated into English by an 
interpreter who was not sworn, held admissible. 
When a commissioner understands the lan- 
guage of a witness who cannot speak English, 
he may translate the witness' answers and 
write them down. (Authorities cited.) Rothev. 
Meyer, v. Foulds, 63 Ma D., Dec, 1897 (Greeley, 
Acting Com'r). 

III. Of Experts. 

9. Where expert testimony does not seem 
necessary to the court, it can proceed to de- 
termine the question of infringement without 
its aid. *Sugar Apparatus Mfg. Co. v. Yaryan 
Mfg. Co., 53 O. G. 920, C. D. 1890. 



10. Where in a suit for infringement it ap- 
peared that one of the defendants, who was 
conversant with the art, had made application 
for a patent for evaporating apparatus, which 
was rejected on said patent in suit, and there- 
upon amended his application to avoid said 
patent, Jield, that his admissions in the patent 
office should be regarded as the expressions of 
a competent expert and as evidence in support 
of the validity of the patent in suit *Id. 

11. On a suit for infringement of letters pat- 
ent, where complainant calls an expert witness 
to point out resemblances between the patent 
and the alleged infringing device, and asks him 
to interpret the claims of the patent in so doing, 
he cannot be required to refrain from consid- 
ering the prior state of the art in giving his 
testimony. * American Linoleum Mfg. dkx v. 
Nairn Linoleum Ca, 55 O. G. 142, C. D. 1891. 

12. Persons skilled in the art to which the 
specification is addressed are those of ordinary 
and fair information, but not those having very 
great technical knowledge relating to the sub- 
ject-matter of the invention, tannage Patent 
Co. V. Zahn, 71 O. G. 1161, C. D. 1895. 

13. The testimony of a witness can be taken 
abroad, as an expert, only in very unusual cases, 
in which the most satisfactory and convincing 
showing has been made, and in which it also 
appears that no competent expert can be gotten 
in this country. McDonough v. Joly, 61 M& 
D., April, 1897 (Fisher, Ass't Com'r> 

IV. Printing. 

14. Rule 162, requiring printed copies of the 
testimony to be furnished to the office and op- 
posing parties, held to be of binding authority. 
Pluramer v. Penniston, 67 O. G. 928, G D. 1894^ 
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Fees. 

Fee, Refundment of. 

Firm Name. 

FoBEioN Commerce. 

Foreign Words. 

Fraud. 
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Merely Locality. 
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bitrarily OR Fancifully. 

Good Wili* 
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(a) In Oeneral 
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Interference. 
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I. Alternatives (ob Equivalbnts). 

1. A trade-mark must be definitely described 
in the statement and the essentials given. 
Symbols that are not alternatives in fact can- 
not be allowed registration. The letters " O C " 
and "O A" and "OEC" for copper ingots 
cannot be registered for alternative usa Ex 
parte Orford Copper Ca, 36 MS. D., March, 
1888 (Hiill, Com'r). 

2. The word •• Crucible " and the representa- 
tion of a crucible, held not true alternatives. 
Ex parte The Iowa Farming Tool Ca, 51 M& 
D., Aug., 1892 (Frothingham, Acting Com'r). 

3« The word " Phoenix " and the representa- 
tion of a phoenix, as a trade-mark for candles, 
eta, refused on the ground that they are not 
true alternatives. Ex parte Phoenix Candle Ca, 
53 MS. D., Aug., 1893 (Fisher, Acting Com'r). 

4. The words " White Lily " and the repre- 



sentation of a white lily, as a trade-mark for 
gin, held not registrable because not true alter- 
natives. Ex parte Richards & Sons, 54 MSb D., 
May 18, 1894 (Fisher, Ass't Com'r). 

5. The symbol eagle and word " Eagle," for 
slates, allowed registration as alternatives. Ex 
parte Pritchard, 57 M& D., Aug., 1895 (Fisher, 
Acting Com'r). 

6. The word "Squirrel" and figure of a 
squirrel, for ammunition, held not true alter- 
natives. Ex parte Fowler, 59 MS. D., June^ 
1896 (Fisher, Acting Com'r). 

7. The word " Star " and the symbol of a star 
adopted and used during many years by manu- 
facturers of shirts, waists, underwear and fur- 
nishing goods to mark and designate their 
goods, in combination with the words "Star 
Shirts " and other words describing the articles, 
so that the goods become well known by such 
mark and by the designation of " Star Goods," 
constitute a valid trade-mark. *Hutchinson v. 
Blumberg, 61 O. G. 1017, C. D. 1892. 

(The words " The Star Shirt ** and the figure of a star 
were registered and used as alternative marks (for 
shirts), and so regarded by the court in Morrison ▼. Case, 
2 O. G. 544, a D. 1872. 

See decision in 'Hutchinson v. Covert, 50 Fed. Rep. 
8S2.) 

8. The application was for registration of the 
word ''Squirrel" and the representation of a 
squirrel A word and a picture which are true 
alternatives and invariably express the same 
idea may be covered by one trade-mark regis- 
tration ; but the rule will not cover the case of 
a word and a picture capable of such a variety 
of modifications that two of them might ap- 
pear as substantially different things to an 
ordinary purchaser. Ex parte Adam Roth 
Grocery Co., 62 O. G. 315, C. D. 1893. 

9. The word " Crescent " and the representa- 
tion of a crescent-shaped figure refused regis- 
tration on the ground that they are not true 
alternatives. Ex parte Lazarus, Schwarz and 
Lipper, 64 O. G. 1396, C. D. 189a 

10. The representation of a rosebud and the 
word " Rosebud " are registrable in one applica- 
tion, it appearing that the trade-mark is a law- 
ful common-law mark and the prescribed stat- 
utory requisites are present Ex parte Kinney, 
72 O. G. 1349, C. D. 1895. 

11. The figure of Columbia cannot be re- 
garded as more than a mere amplification of 
the word " Columbia " which had been previ- 
ously appropriated. It conveys no further or 
other idea than the word and can be regarded 
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only as a different way of expreasinfi; it *Mor- 
gan Envelope Ca v. Walton, 81 0. G. 1615, Q D. 
1897. 

12. The red cross speaks to the eye, and the 
article becoming known by that designation 
speaks also by that name to the ear. (Cases 
cited.) * Johnson & Johnson v. Bauer & Black, 
82 Fed. Rep. 662 (1897). (Reverses former de- 
cision.) 

II. Anticipation. 
(See Class of Goods— Reqistration.) 

13. The word '* Magnolia" and the repre- 
sentation of the flower of that name, for flour, 
refused on registered mark *' Magnolia Mills*' 
in connection with the flower. Ex parte Camp^ 
85 Ma D., Sept, 1887 (Vance, Acting Com^rX 

14. The words "Rough on Dinner," for "Me- 
dicinal Bitters," Jield anticipated by registered 
mark "Rough on," for proprietary remedies 
and compounds. Ex pai*te Knight, 88 MS. D., 
Oct, 1888 (Hall, Com'r). 

15. The letter •'G" with the word "Anti" 
printed upon it is anticipated by the same let- 
ter bearing the word " Big." Ex parte Klyce, 
40 MS. D., May, 1889 (Fisher, Ass't Com'r). 

16. "Royal," for ohooolate, held anticipated 
by " Royal Duteh," previously registered. Ex 
parte Hillyard, 41 MS. D., Nov., 1889 (Fisher, 
Ass't Com*r). 

17. "Medical Lake Salt," ^2d substantially 
the same as the trade-mark " Medical Lake^" to 
which another party had a prior right Ex 
parte Hall, 48 Ma D. (3 G. W. D.), Nov., 1891 
(Froth ingham, Ass't Com'r). 

18. Registration of the words "White Lillie " 
refused in view of registration of the same 
words under the act of 1870, no abandonment 
having been proved. Ex parte Empire Mill Ca, 
49 MS. D. (3 G. W. D.X Dea, 1891 (Frothing- 
ham, Ass't Com'r). 

19. After the registration of a trade-mark 
for an article a second trade-mark should not 
be registered for merchandise of substantially 
the same descriptive properties. Ex parte Kyle 
& Co., 57 O. G. 274, C. D. 1891. 

20. The pictorial representation of a beaver, 
for "mixed paints and roofing composition," 
is anticipated by the same mark registered for 
" roofing composition or materials." Ex parte 
Beaver Mfg. Ca, 50 M& D., June, 1892 (Froth- 
ingham, Ass't Com'r). 

21. Registration of the word "Yucca," ar- 1 



ranged over a representation of the Yucca 
plant — for soap — refused in view of registered 
mark consisting of a representation of the same 
plant Ex parte Bogardus, 50 MS. D., March, 
1892 (Frothingham, Ass't Com'rJL 

22. The question presented in a case of al- 
leged anticipation is whether the trade-mark 
sought to be registered is so similar to any 
mark already registered for use on the same 
class of articles as to be calculated to work de- 
ception upon a purchaser using ordinary cau- 
tion. (See Ex parte Coon, 58 O. G. 946; Mc- 
Lean V. Fleming, 13 O. G. 9ia) Ex parte 
George B. Hurd. 59 O. G. 1763, a D. 189a 

28. "Splendid" held anticipated by "Es- 
plendido," already registered for the same 
goods (flour) ; also, descriptiva Ex parte Stokes, 

52 Ma D., June, 1898 (Fisher, Ass't Com'r)^ 

24. The words " Monarch Distilling Ca," in- 
closed between " concentric circles of broken 
lines and surrounded by a circle of radiating 
scrolls," held anticipated by the registered mark 
"M. V. Monarch." Ex parte Corning & Ca, 

53 MS. D., Sept, 1898 (Fisher, Acting Com*r). 

25. Application for the registration of the 
word "M. V. Monarch" refused on a prior 
trade-mark, "Monarch Distilling Co.," used 
upon the same class of merchandise. Ex parte 
Corning & Ca, 65 O. G. 751, C D. 1893. 

26. The representation of the human eye and 
the letter "C," as a trade-mark for optical 
goods, held anticipated by the previously reg- 
istered mark composed of the letters " I," " C" 
Ex parte Short, Nerney & Ca, 54 Ma D., Itfay^ 

1894 (Fisher, Ass't Com'r). 

27. "Antalgia," as a trade-mark for medi- 
cines, anticipated by "Antialgia." Ex part« 
Heyer, 54 Ma D., April, 1894 (Fisher, Ass't 
Com'r). 

28. The word " Capitol," and the words "Cap- 
ital Coffee " with a group of flags before and 
after the latter, held to be essentially the same 
mark. Dissolution of interference denied. Lown 
V. The Ohio Coffee & Spice Ca, 57 Ma D., Aug., 

1895 (Fisher, Acting Com'r). 

29. "Queen Bess," for flour, held anticipated 
by "Queen Bee." Ex parte Blanton Milling 
Ca, 57 Ma D., Aug., 1895 (Fisher, Acting 
Com'r). 

80. The head of an Indian and the words 
" North America " refused registration on the 
ground that the words are geographical, and 
the head had been anticipated. Ex parte Spen- 
cer, 57 Ma D., Sept, 1895 (Fisher, Acting 
Ck)m*r). 
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81. A representation of a right hand in hori- 
zontal position, as a trade-mark for foot-wear, 
held anticipated by the representation of a left- 
hand in the vertical position. 'Ex parte Foot, 
Schuize & Co., 58 MS. D., Jan., 1896 (Fisher, 
Ass't Ck>m'r). 

82. "Gold Leaf," as a trade-mark for baking 
powder, anticipated by the words "Silver 
Leaf," and a picture of a leaf used for the same 
class of goods. Ex parte Gold Leaf Baking 
Powder Ca, 58 Ma D., Jan., 1896 (Fisher, Ass't 
Com'r). 

88. Registration of a star, for safety razors, 
refused in view of registration of the same 
mark in 1876 for cutlery, and lack of proof 
that such razors were not then and are not still 
manufactured and sold. Ex parte Kampfe, 58 
M& D., 806, Feb.. 1896 (Fisher, Ass't Com'r). 

84. "Emmet's Faultless," held anticipated 
by " Emmet*8 Professional," for mouth harmon- 
icas. Ex parte Strauss, Sachs & Ca, 58 MS. 
D., Feb.. 1896 (Fisher, Ass't Com'r). 

85. " Black diamond," as a trade-mark for 
blasting powder, held not registrable, because 
''Black" is descriptive and "Diamond" was 
already registered. Ex parte The New York 
Powder Ckx, 59 Ma D., June^ 1896 (Fisher, Act- 
ing Com'r). 

86. Registration of two circles or rings in- 
closing full-face bust portraits of the registrants 
(with other adjuncts), refused, on reference to 
registered mark of Smith Bros., Na 20,907. 
Ex parte Smith & Son, 59 Ma D., July, 18U6 
(Fisher, Acting Com'r). 

87. " Armor clad," for leather shoes, refused 
registration in view of " Iron clad " previously 
used. Ex parte Cammeyer, 60 Ma D., 454, 
Jan., 1897 (Fisher, Ass't Com'r). 

88. Registration of the word " Oown " and 
figure of a crown refused in view of a refer- 
ence consisting of a garter of an oval form 
with a crown in the upper or center portion, 
since the crown in the reference could not be 
regarded as the non-salient feature. Ex parte 
Christine Baumert, 63 Ma D., July, 1897 
(Greeley, Ass't 0)m'r). 

89. The cheese to which the mark is applied 
would probably be known to the ordinary 
class of purchasers as the "crown brand." The 
crown is prominent, also claimed as an essen- 
tial feature. Id. 

40. "Brilhante," for flour, h^ld anticipated 
by "Brillianti" previously registered. Ex parte 
Lindsay, 60 Ma D., Sept, 1897 (Fisher, Acting 
Com'r). 



lU. Arbitrary. 

41. A glove and the letters K. Lh printed 
thereon, between which letters is arranged a 
circle exterior to a triangle, inclosing the word 
" of," held to be registrable, since the letters 
had no absolute or invariable significance, and 
the other elements had a due share of impor- 
tance. Ex parte Turner, 84 Ma D., July, 1867 
(Hall, Com'r). 

42. The pictorial representation of "St Nich- 
olas" for tobacco, held registrable, although 
the words " St Nicholas " had been registered. 
Ex parte The Pemberton & Hill Tobacco Mfg. 
Ckx, 86 Ma D., Dec., 1887 (Vance, Ass't Com'r). 

48. The words "Jefferson Club" and a me- 
dallion picture of Thomas Jefferson, for liquors, 
held not anticipated by the registered mark 
•* Jefferson Pure Old Rye Whiskey." Ex parte 
Magruder, 37 Ma D., July, 1888 (Hall. Com'r). 

44. A heraldic eagle on a quadrilateral field 
and having on its breast an oblong figure bear- 
ing the word "Von Graef," for a cough rem- 
edy, held not anticipated by a fanciful crowned 
eagle and the words " Dr. Aug. Keyser's Cele- 
brated German Elixir." Ex parte Jones, 38 
Ma D., Aug., 1888 (Hall, Com'r). 

45. " Kelphaline," for a remedy for neuralgia 
and headache, allowed registration over "Ce- 
phaline." Ex parte Daldwin, 88 Ma D., Oct, 
1888 (Hall, Com'r). 

46. A mark consisting of a block of com- 
pressed meat resting upon a plate, held not an- 
ticipated by a registered mark consisting of a 
block of meat having several slices cut off from 
it and resting on a plate together with a knife 
and fork, an empty can and a filled can, all 
placed upon a table. Ex parte Armour Pack- 
ing Ca, 40 Ma D., May, 1889 (Fisher, Ass't 
Com'r). 

47. A representation of a wagon-brake lock 
attached to a panel of a wagon-body, and a 
whip-socket and whip therein, held registra- 
ble for a wagon-brake lock. Ex parte Hurl- 
burt Mfg. Co., 41 Ma D., Nov., 1889 (Mitchell, 
Com'r). 

48. "Silk," as a trade-mark for soap and 
soap powders, may be registered. Ex parte 
Ross, 44 Ma D. (2 G. W. n\ July, 1890 (Fisher, 
Acting Com'r). 

49. The word " Hy gieniqnes " as applied to 
suspenders, held to be a valid trade-mark. 
fBailey v. Nashawannnck Mfg. Ca, 61 O. G. 
970, C. D. 1890. 

50. The words "Warren Hose-Supporter'* 
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in connection with the cut of a hose-supporter 
engaged with a stocking, held to he a valid 
trade-mark. *Frost v. Rindakopf, 51 0. G. 1131, 
C D. 1890. 

51. The word "Cream" in connection with 
the words " Baking Powder," held a valid trade- 
mark. Price Baking Powder v. Fyfe, 45 Fed. 
Rep. 799 (1891). 

52. Th© word " Magico " held not anticipated 
hy the word "Magic" already registered for 
use on a similar class of goods. Ex parte Amer- 
ican Chemical Ca, 62 O. G. 588, C. D. 189a 

53. The combined words " Fibre Chamois," 
as applied to a fabric used as an interlining tor 
women's dresses, held to have a significance as 
an arbitrary mark and name, w^hereby the 
goods made by complainant are identified and 
distinguished in the trade as carried on. *Amer- 
ican Fibre Chamois Co. v. De Lee & Dernberg, 
71 O. G. 1458, C. D. 1895. 

54. " A series of stripes having contrasting 
colors," applied to wheel tires, held sufficiently 
definite to be registered. Ex parte Humber & 
Co.. America, Limited, 59 MS. D., June, 1896 
(Fisher, Acting Com'r). 

55. " Imperceptible," for a starch, held not 
descriptive. Ex parte Durkee & Ca, 62 MS. D., 
July, 1897 (Greeley, Ass't Com'r). 

50. Registration of the British pound mark, 
accompanied by the word "Sterling," allowed, 
although the latter had been previously used, 
it appearing the pound mark was the most 
prominent feature and would attract the at- 
tention of the ordinary purchaser. Ex parte 
Hall, 62 MS. D., Oct, 1897 (Greeley, Ass't 
Com'r). 

IV. Arbitrary — Descriptive. 

57. "Honey," for a vermifuge, was declared 
by the examiner to be a well-known vehicle 
for medicines which the public have a right to 
use; but decision was reversed. Ex parte 
Mansfield & Co., 85 MS. D., Oct, 1887 (Vance, 
Ass't Com'r). 

58. Held, that the word " Lightning " is not 
merely descriptive of the quality or charac- 
teristic of a knife to which it was applied. 
♦Hiram Holt Ca v. Wadsworth, 41 Fed. Rep. 
84, C. D. 1889. 

59. " Handy," as applied to a vehicle, held 
not equivalent to " convenient " and hence not 
merely descriptive. Ex parte Bradley & Co.. 
41 Ma D., Aug., 1889 (Fisher, Acting Com'r). 

60. "Ginger Champagne" held registrable 
for carbonated mineral water and ginger, 



"upon the benefit of a doubt" Ex parte Man- 
itou Mineral Water Ca, 44 Ma D., 2 G. W. D., 
Sept, 1890 (Mitchell, Com'rX 

61. The words " Cough Cherries," as applied 
to a confection, are not descriptive of the quali- 
ties of the article, but are sufficiently arbitrary 
and fanciful to be appropriated as a trade- 
mark. *Stoughton V. Woodard, 50 O. G. 1297, 
C. D. 1890. 

62. "O. K.," applied to root-beer, deemed 
"sufficiently arbitrary and fanciful " to warrant 
registration. Ex parte Heinle & Ca, 57 Ma D., 
Sept, 1895 (Fisher, Acting Com'r). 

63. " Better than Best," as a trade-mark for 
flour, held to be but partially descriptive, and 
sufficiently fanciful and arbitrary to be regis- 
trable. Ex parte Smith, 58 Ma D., Dec., 1895 
(Fisher, Ass't Com'r). 

64. The word " Royal " as a trade-mark for a 
baking powder is not descriptive of the latter. 
As conveying the idea of comparative excel- 
lence, it does so only through a metaphor 
which is in a high des^ree fanciful and remote. 
*Royal Baking Powder Ca v. Raymond, 70 Fed. 
Rep. 376 (1895). 

65. The name "Momaja" is suggestive of a 
composition of Mocha, Maracaibo, and Java 
coffees, but is not sufficiently descriptive to in- 
validate it as a trade-mark. * American Grocery 
Ca V. Bennett, Sloan & Ca, 71 O. G. 1770, C. D. 
1895. 

66. "Club Cocktails" allowed registration 
for spirituous beverages. Ex parte Heublein 
& Bra, 59 Ma D., May, 1896 (Seymour, Com'r). 

67. If a word is merely suggestive or is fig- 
urative only it may be a good trade-mark, not- 
withstanding it is also indirectly or remotely 
descriptive. *Bennett v. McKinley, 65 Fed. 
Rep. 505 (1894). 

68. The word " Kaiser " held not descriptive 
but a valid trade-mark. *J. M P. Baltz Brew- 
ing Co. V. Kaiser Brauerie, Beck & Ca, 74 Fed. 
Rep. 222 (1896). 

69. " Cream of Wheat," applied to " break- 
fast foods," hM. registrable over the same 
words applied to flour, and also fanciful rather 
than necessarily descriptive. (Practically re- 
versing decision in North Dakota Mills Ca, 68 
Ma D. 176.) Ex parte Cream of Wheat Ca, 62 
MS. D., Oct, 1897 (Greeley, Ass't Com'r). 

70. The word "Saponifier" held not descrip- 
tive, although its Latin derivation is suggestive. 
To the uneducated part of the community it 
would have no especial signification. Even if 
it suggested the ordinary chemical action of 
lye upon grease^ such suggestiveness would not 
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be fatal (Quoting " The Cottolene " Case, Fair- 
banks' V. Central Lard Co., 64 Fed. Rep. 138.) 
♦Pennsylvania Salt Mfg. Co. v. Myers, 79 Fed. 
Rep. 87 (1897). 

(This case also iBvolved fraudulent use of the mark.) 



Y. Assignment. 
(See Good Will.) 

71. It is well established that a person may 
associate bis own name as a trade-mark with 
an article of trade manufactured by himself, 
and so transfer the business of manufacturing 
said article and using his name thereon as to 
deprive himself of the right thereafter to use 
his own name upon such articles. Richmond 
V. The Dr. S. A. Richmond Nervine Co., 52 O. G. 
307, C. D. 1890. 

73. The right of the owner of a trade-mark 
to assign the same to a partner or to a successor 
in business as an incident to its good will, af- 
firmed. *Brown Chemical Ca v. Meyer, 55 
O. G. 287, C. D. 1891. 

73. Where one who claims to have invented 
or discovered a new means for treating disease 
transfers for a consideration all his rights 
therein to a corporation and afterwards acqui- 
esces in the use of a certain trade-mark thereon 
by the corporation, Jield, in a subsequent con- 
test between himself and the corporation over 
title to the trade-mark, that an absolute right 
is vested in the corporation. Sanche v. Elec- 
trohbration Ca, 60 O. G. 1189, C. D. 1892. 

74. Where parties entered into an agreement 
defining the right of each to use a trade-mark, 
such an agreement is not an attempt to trans- 
fer or license the use of a trade-mark, or any 
rights therein, or in any word thereof, but fixes 
and defines the existing trade-mark of each 
party to the agreement, and is not required to be 
recorded in the patent office under section 12 of 
the trade-mark act of 1881. *Waukesha Hy- 
geia Mineral Springs Co. v. Hygeia Sparkling 
Distilled Water Ca, 70 O. G. 1319, C. D. 1895. 

(A trade-mark requires to be inveutorled to pass in a 
general assignment in insolvency. ^Bradley ▼. Norton, 
Oox'a American Trade-mark Cases, 888.) 

VI. Class of Goods. 
(See Anticipation.) 

75. The representation of a ''Star" as a 
trade-mark for safety razors, hdd anticipated 
by the same mark used for cutlery in general. 
Ex parte Kampfe Bros., 58 Ma D., Feb., 1896 
(Fisher, Ass't Com'r). 



76. "Hopkins" (with certain minor accesso- 
ries), applied to canned hulled corn or steamed 
hominy, held not anticipated by the same word 
registered for flour. Ex parte The Western 
New York Preserving and Mfg. Ca, 59 MS. D., 
June, 1896 (Fisher, Acting Com'r). 

77. The word "Diamond" applied to a dry 
paste and the same word to a semi-liquid muci- 
lage, held same class of goods. Diamond Ink 
Ca V. Day, 60 Ma D., Oct, 1896 (Fisher, Ass't 
Com'r). 

78. "Electric Light" for flour, and the same 
words for flour sacks, held not properly in in- 
terference, because not applied to similar goods. 
Arkell and Smith v. Kirby, v. McLaughlin & 
Co., V. Johnston, 60 Ma D., Oct, 1896 (Fisher, 
Acting Com'r). 

79. "Kangaroo," for rubber tubing and tires, 
not barred by prior registration of the same 
word for velocipedes. Ex parte Consolidated 
Rubber Works, 62 Ma D., Oct, 1897 (Greeley, 
Acting Com'r). 

80. "Cream of Wheat" applied to "break- 
fast foods," held registrable over the same 
words applied to flour. Ex parte Cream of 
Wheat Co., 62 Ma D., Oct, 1897 (Greeley, Ass't 
Ck>m'r). 



VII. Coats of Abms, Society 

BLEMS AND SyMBOLS. 



Em- 



81. A trade-mark adopted by a manufacturer 
or dealer in distilled spirits at Milwaukee, Wis- 
consin, in commerce with Grermany, which con- 
tains the legends " Knights of Labor Whiskey " 
and " K of L. Distillery, Sour Mash," and which 
clearly and distinctly refers the origin and 
ownership of the spirits so marked to the 
Knights of Labor of the United States, so that 
the public would be induced to purchase under 
the belief that they were manufactured by or 
under the auspices of that association, and 
therefore possessed the excellence or superior 
qualities usually characterizing the productions 
or workmanship of artisans, workmen, etc., be- 
longing to that association, and also from sym- 
pathy with its sentiments and principles, is 
fraudulent and unlawful, and must be denied 
registry. Ex parte M. Bloch & Co., 40 O. G. 443, 
C. D. 1887. 

83. A trade-mark, for writing paper, com- 
posed of the badge of the Grand Army of the 
Republic (the letters G. A. R. being a water- 
mark), allowed registration upon the "benefit 
of a doubt" Ex parte King, 89 Ma D., Dec., 
1888 (Hall, Com'r). 
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88. A red Greek cross with or without the 
words ** Red Cross," held not registrable, irre- 
spective of the question whether the Red Cross 
Society had registered the same matter, since it 
seems to indicate the goods are produced by 
such society. Ex parte Candy, 40 MS. D., Aug., 
1889 (Mitchell, Com'r)! 

84. Applicant presented for registration as 
a trade-mark an exact representation of the 
well-known badge of the Grand Army of the 
Republic, which he proposed to use as a water- 
mark on writing paper. The fact that the 
Grand Army of Uie Republic have adopted a 
certain design for their badge, or for the let- 
ter-head of writing paper used by them, does 
not secure to such organization such exclusive 
property in the particular representation as 
would deprive an applicant who has complied 
with all the requirements of the statute of his 
right to register the same as a trade-mark. It 
is well settled that emblems which have been 
used by societies possess no sanctity or sacred- 
ness which precludes their being used and ap- 
plied as trade-marks. Ex parte King, 46 O. G. 
119, C. D. 1889. 

85. The objection of the examiner that the 
trade-mark embellishes the paper is not ap- 
proved. It may be said that scarcely any 
trade-mark can be applied to paper without in- 
cidentally embellishing it If the design is a 
legitimate subject of a trade-mark and is not 
prohibited by law, the fact that it incidentally 
embellishes the page on which it appears can- 
not deprive it of its lawful quality as a trade- 
mark. Id. 

86. The fact that the Grand Army of the 
Republic have previously obtained a design 
patent for this representation, the term of 
which has expired, does not constitute a legiti- 
mate bar to the employment of this design as 
a trade-mark in commerce with foreign na- 
tions. The mere fact that the organization 
originated the design would make no difference 
whatever if the design has been donated to the 
world to be used in all the ways of which it is 
capable. The Grand Army of the Republic re- 
tained no proprietary right after the term of 
their design patent expired. There is no prop- 
erty in the design itself vested in any one. 
Any person may apply the design as a trade- 
mark to a certain class of merchandise, and 
when thus applied it acquires the quality of 
property and becomes vested in him who first 
makes such new and distinct application of the 
design, and registration will be granted, pro- 
vided the applicant has complied with all the 



requirements of the statute and the mark is 
used in commerce with foreign nationa* Id. 

87. The patent office has not the means to 
investigate the question whether the applicant 
in the present case is simply seeking to obtain 
the guise of security round his trade-mark, 
when he really means to use it as an attractive 
embellishment for a particular class of persons 
in this country. The office is bound by the 
oath of the applicant, and such a question as 
the above must be settled by the courts. Id. 

("Square and CTompass'^— a Masonio emblem— re- 
fused registx^tion. £z parte Tolle, 2 0. 0. 415, C. D. 18<^ 
(Thacher, Acting Oom'r). The word "Masonic" held 
not registrable. Ez parte Smith, 16 O. O. 701, C D. 1879 
(Payne, C)om'r). Contra, Ex parte Thomas, 14 0. 0. 8i21, 
C. D. 1878, DoolitUe, Acting Ck>m'r). 

88. Re;;istration of a trade-mark consisting, 
essentially, of " the red cross on black ground 
in a diamond-shaped border and accompanied 
by the words ' Red Cross,' " for a medical com- 
pound, refused Ex parte Chichester Chemical 
Co., 52 O. G. 1061, C. D. 1890. 

89. Such a trade-mark would naturally lead 
the purchaser to suppose that he was purchas- 
ing an article which, if not manufactured by 
the well-known Red Cross Society, had at least 
its sanction or indorsement Id. 

90. A label adopted by the International 
Cigar-Makers' Union, to be pasted on boxes 
containing cigars made by members, is not a 
legal trade-mark, it not indicating by what 
persons the cigars are made, but only that they 
are made by members of one of the local unions* 
the right to use it belonging equally to all mem- 
bers and continuing only while they are mem- 
bers. JWeener v. Brayton, 53 O. G. 275, C. D. 
1890. 

91. An injunction against the wrongful use 
of such label cannot be granted on the ground 
of special injury to plaintiffs, who are officers 
and members of the union, but are not manu- 
facturers of or dealers in the cigars on which 
such label is used. :(Id. 

92. The seal of Minnesota with the title "Seal 
of Minnesota," refused registration, upon the 
broad ground that it is against public policy 
to register coats of arms of statea (Schmach- 
tenberg Bros., 51 Ma D. 204.) Ex parte New 
Prague Flouring Mill Co., 62 Ma D., Oct, 1897 
(Greeley, Ass't Com'r). 

98. The members of an association may adopt 
and use a trade-mark to indicate that the goods 
on which it is placed are manufactured or sold 
by some member of the association, in which 
case the trade-mark indicates a claas of persona 
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or firms rather than any single one. {Gravel 
Roofers' Exchange v. Tarnbull, 64 O. G. 441, 
C D. 189a 

94« The symbol, a red Greek cross, cannot 
be registered as a trade-mark for medicinal 
bitters. Ex parte Zwack & Ca, 76 O. G. 1855, 
G D. 189a 

95. There is no real conflict between the 
decisions in the cases of Ex parte Chichester 
Chemical Co. (52 O. G. 1061) and Ex parte 
Candy (40 MS. D. 474) and the decisions in the 
cases of Ex parte King (46 O. G. 119) and Ex 
parte Turner (84 Ma D. 469). Id. 

96. Authority conceded by the Red Cross 
Society in foreign country to applicant to use 
as a trade-mark the symbol ''Red Greek Cross" 
does not extend beyond the boundaries of that 
country. Id. 

97« As the International Union has not the 
force or effect of law in this country, applicant 
cannot claim, under article YI thereof, the 
privilege of registering in this country an un- 
lawful mark. Id. 

VIII. Desoeiptive. 

98. The capital letters " LL" held not to be a 
valid trade-mark for cotton sheetings in view 
of the facts that they were well known in the 
trade to indicate a class or grade and had been 
previously used by others on cotton sheetings 
similar to those of the plaintiff. *Lawrenoe 
Mfg. Ca V. Tennessee Mfg. Ca, 81 Fed. Rep. 
776 (1887). 

99. The word " Kaiser *' is a name given to a 
number of mineral springs in different places 
in Europe long before its adoption by com- 
plainants. Their selection of it as a trade-mark 
for natural mineral waters is open to the ob- 
jection that it was already descriptive of simi- 
lar products, which others had a prior right to 
sell by the same nama *Luyties v. Hollender, 
40 O. G. 119. C. D. 1887. 

100. As against the complainants, it is legiti- 
mate for the owners of any of the "Kaiser- 
quelle " waters of Europe to sell them in this 
country by the name of " Kaiser Spring " waters, 
or to sell them anywhere by a name which in 
any language would signify to a purchaser the 
true name of the article and its origin and own- 
ership. *Id. 

101. The words *' Best Six Cord " are merely 
descriptive of quality, and the figures merely 
denote the size of the thread, and they could 
not be appropriated by the plaintiffs. *J. & P. 

21 



Coats V. Merrick Thread Ca, 45 O. G. 347, C. D. 
1888. 

103. The proper designation of an article 
cannot be appropriated as a trade-mark. *Col- 
gan V. Danheiser, 85 Fed. Rep. 150 (1888). 

108. The words "Taffy Tolu " Tield to be de- 
scriptive and hence incapable of exclusive ap- 
propriation. *Id. 

104. The words " Iron Bitters " for bitters, 
field indicative of the composition of the ar- 
ticle. (*Chemical Ca v. Myer, 81 Fed. Rep. 
45a) ♦Brown Chemical Co. v. Frederidc 
Stearns & Co., 87 Fed. Rep. 860 (1889). 

106. "Acid Phosphate "•?ie2c{ to be descrip- 
tive, and hence not capable of exclusive appro- 
priation as a trade-mark for a preparation used 
as a medicine, condiment or beverage. *Rum- 
ford Chemical Works v. Muth, 86 Fed. Rep. 524 
(1888). 

100. The true test is whether the words as 
commonly used by those who understand their 
meaning are reasonably indicative and de- 
scriptive of the thing intended. If they are, 
they cannot become the exclusive property of 
any one. *Id. 

107. The words "Indurated Fibre*' held to 
be descriptive of the quality, ingredients or 
characteristics of the manufactured articla 
♦Indurated Fibre Ca v. Amoekeag Indurated 
Fibre Ware Ca, 87 Fed. Rep. 695 (1889> 

108. The name "Goodyear Rubber Com- 
pany " is not one capable of exclusive appro- 
priation as a trade-mark. " Goodyear Rubber '* 
are terms descriptive of well-known classes of 
goods produced by the process known as 
Goodyear's invention. Names which are thus 
descriptive of a class of goods cannot be 
adopted as trade-marks and be thereby appro- 
priated to the exclusive right of any one. 
♦Goodyear's India Rubber Glove Mfg. Ca t. 
Goodyear Rubber Ca, 46 O. G. 122, C. D. 1889. 

109. The word "Sleuth," being a word hav- 
ing a place and meaning in the language, can- 
not be appropriated as a trade-mark for a book 
or periodical i^Munro v. Beadle, 46 O. G. 448, 
C. D. 1889. 

1 10. " Tablet " denied registration as descrip- 
tive for snuff compressed into tablets. Ex 
parte Reed, 44 MS. D., 2 G. W. D., Sept, 1890 
(Mitchell, Com'r). 

111. Complainants have no trade-mark in 
the word "Tycoon," as applied to a certain 
kind of tea, it appearing that the word was in 
common and general use, as descriptive of a 
certain class of teas, for many years before 
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complainants' adoption of it *Corbin v. Gould, 
61 O. G. 622, C. D. 1800. 

112. The word "Elastic" as applied to sus- 
penders Jield to be descriptive in the ordinary 
sense. {Baillj v. Nashawannuck Mfg. Co., 51 
O. G. 970, G D. 1890. 

118. Words which are but inferentially or 
remotely descriptive, indicating neither origin 
nor ownership, but merely some special quality 
or peculiarity of the article itself, may prop- 
erly be regarded as fanciful or arbitrary in the 
legal sense. }Id. 

114. The words "Headache Capsules," ap- 
plied to a medicine for curing headaches, re- 
fused registration as being descriptive. Ex 
parte Lichty, 46 MS. D., May, 1891 (Mitchell, 
Com'r). 

116. The words "Cramp Cure," used as a 
trade-mark for a medicine for the cure of 
cramps, are descriptive of the nature and quali- 
ties of the medicine, and cannot be exclusively 
appropriated. *L. H. Harris Drug Ca v. 
Stucky, 46 Fed. Rep 624 (1891). 

116. Registration of "Nerve Food" refused 
because descriptive, and also because used by 
others at a prior date. Ex parte Robertson, 49 
MS. D. (3 G. W. D.), Dec, 1891 (Frothingham, 
Ass't Com*r). 

117. An exclusive right cannot be acquired 
to the use of words, letters or symbols to in- 
dicate merely the quality of the goods to which 
they are attached. *Lawrence Mfg. Ca v. Ten- 
nessee Mfg. Co., 55 O. G. 1528, G D. 1891. 

118. While, if the primary object of the mark 
be to indicate origin or ownership, the mere 
fact that the article has obtained such a wide 
sale that it has also become indicative of qual- 
ity is not of itself sufficient to debar the owner 
from protection, and make it the common prop- 
erty of the trade, yet, if the device or symbol 
was not adopted for the purpose of indicating 
origin, manufacture or ownership, but was 
placed upon the article to denote class, grade, 
style or quality, it cannot be upheld technic- 
ally as to a trade-mark. *Id. 

119. It is well established that words which 
are merely descriptive of the character, quali- 
ties or composition of an article, or of the place 
where it is manufactured or produced, cannot 
be monopolized as a trade-mark. *Brown 
Chemical Ca v. Meyer, 55 O. G. 287, G D. 1891. 

120. "Tamarac Balsam," for medicines, held 
descriptive or deceptiva Ex parte Johnson, 
51 Ma D., Aug;» 1892 (Frothingham, Acting 
Com'r). 



121. The word "Famous" is merely descrip- 
tive in its nature and not registrable as a trade- 
mark. Ex parte Brand Stove Ca, Limited, 63 
O. G. 588, C. D. 189a 

122. "Splendid" held descriptive, and also 
anticipated by "Esplendido," already registered 
for the same goods (flour). Ex parte Stokes, 
64 O. G. 437, C. D. 1898. 

123. "Silver Finish," for wire netting and 
cloth, held descriptive. Ex parte Clinton Wire 
Cloth Co., 52 MS. D., April, 1893 (Frothingham, 
Ass't Com'r). 

124. "Zylonite" or "Xylonite," as a trade- 
mark for pyroxyline compounds, held to have 
been used descriptively. Ex parte The Cellu- 
loid Ca, 52 MS. D., June, 1893 (Fisher, Acting 
Com'r). 

125. "The Favorite." as a trade-mark for 
toilet boxes, held a " qualifying term," there- 
fore not registrable. Ex parte Pattberg & 
Bros., 53 Ma D., Aug., 1893 (Fisher, Ass't 
C:Jom'r). 

126. " Sureflt^" as a trade-mark for garment 
patterns, held essentially descriptive. Ex parte 
Christiansen, 53 Ma D., Dea, 1898 (Fisher, Act- 
ing Com'r). 

127. Generally any words, marks or sym- 
bols may be adopted as a trade-mark which 
are indicative of the origin or ownership of the 
manufactured article, but those used simply to 
describe the quality, kind or nature of the arti- 
cle cannot be so appropriated. ^Improved Fig 
Syrup Co. v. California Fig Syrup Ca, 64 O. G. 
158, G D. 1893. 

128. Words in common use, with some ex- 
ceptions, may be adopted, if, at the time of 
their adoption, they were not employed to des- 
ignate the same or like articles of production. 
(*Canal Ca v. Clark, 13 Wall. 322— supreme 
court decision.) *Id. 

129. " Standard," as a trade-mark for desks, 
held descriptive Ex parte Standard Furni- 
ture Co., 64 Ma D., Jan., 1894 (Fisher, Ass't 
Com'r). 

130. " Peerless," as a trade-mark for tea, held 
descriptive. Ex parte Butler, 54 Ma D., Fetk, 
1894 (Fisher, Ass't Com'r). 

131. Descriptive words like "Cough Syrup" 
cannot be appropriated as trade-marks. *Meyer 
V. Dr. a Ia Bull's Vegetable Medicine Ca, 66 
O. G. 1755, G D. 1894 

182. Numerals used by a medicine company 
to identify specific remedies for various ail- 
ments are in effect descriptive terms, and their 
use will not be protected as a trade-mark. 
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♦Humphrey's Homeopathic Medicine Ca v. 
Hilton, G7 O. G. 1198, C. D. 1894. 

138. It may be that numerals, which are 
arbiCrarily selected, without any purpose of 
identifying the article to which they are affixed 
from other articles of a similar class, may be- 
come the subject of a trade-mark ; but the use 
of numerals as a short method of identifying 
the several members of a class and distinguish- 
ing one of them from another is old. *Id. 

134. " Bromo-Quinine " is a compound word 
descriptive of the preparation to which it is ap- 
plied, indicating that it contains bromine or a 
bromide and quinine. If it does not contain 
bromide the description is false, and in either 
case the term is not a valid trade-mark. £x 
parte Grove, 67 O. G. 1447, C. D. 1894 

135. The words "Cherry Pectoral," "Taffe 
Tolu," " Rye & Rock," " Straight Cut," " Macas- 
sar," "Cresylic Ointment" and "Iron Bitters," 
which have been claimed as trade-marks, were 
either originally descriptive, or have come to 
be recognized as descriptive of the articles they 
are applied ta *N. K, Fairbank Ca v. Central 
Lard Co., 70 O. G. 635, C. D. 1895. 

136. The word "instantaneous" was applied 
to tapioca which "requires no soaking, but 
softens instantly." Held descriptive. *Ben- 
nett V. McKinley, 65 Fed. Rep. 505 (1895). 

137. The words "Syrup of Figs" or "Fig 
Syrup " being descriptive cannot be sustained 
as a valid trade-mark or trade-name as applied 
to a syrup one of the characteristic ingredients 
of which is the juice of the fig. 'California 
Fig Syrup Ca v. Stearns, 73 O. G. 140, C. D. 
1895. 

138. The use of the name "Syrup of Figs," 
in connection with a description of the prep- 
aration as a " Fruit Remedy," " Nature's Pleas- 
ant Laxative," applied to a compound whose 
active ingredient is senna, and containing but 
a small proportion of fig juice, which has no 
considerable laxative properties, is deceptive 
and deprives one so using it of any claim to 
equitable relief. (California Fig Syrup Co. v. 
Improved Fig Syrup Ca, 61 O. G. 155, 51 Fed. 
Rep. 296 ; on appeal, 64 O. G. 158, 4 G C. A. 264, 
54 Fed. Rep. 175, distinguished.) *Id. 

139. A facing strip for suspenders, with ad- 
juncts, is not registrable. Applicant can have 
no exclusive right to such strip. Ex parte 
Silvermann & Co., 56 MS. D., March, 1895 (Sey- 
mour, Com'r). 

(See Ex parte SIlvenxiAim ft Oow, CE9 MS. D., 1806, 



140. The words "Gauze" and "Scientific," 
applied to suspenders, held descriptive. Ex 
parte Silvermann & Ca, 56 MS. D., March, 1895 
(Seymour, Com'r). 

141. " Hygienic," for graham flour and white 
oats, held descriptive. Ex parte Williams & 
Ca, 57 MS. D., July, 1895 (Fisher, Ass't Com'r). 

142. "Common Sense" held descriptive as 
applied to weather strips. Ex parte Yung, Jr., 

57 MS. D., Sept, 1895 (Fisher, Acting Com'r). 

143. "Crushed Roses," as a trade-mark for 
perfumes, h£ld descriptive or deceptive. Ex 
parte De Moville & Ca, 58 MS. D., Oct, 1895 
(Fisher, Acting Com'r). 

144. Tlie word "Success" as a trade-mark 
for medical compounds, held a "descriptive 
and advertising term," and therefore public 
property. Ex parte The Success Remedy Ca, 

58 Ma D., Oct, 1895 (Fisher, Acting Com'r). 

145. "The 'Formosa* Doubly Woven Fin- 
ger Tips," as a trade-mark for gloves, refused 
registration on the ground that " Doubly Woven 
Finger Tips " is descriptive, and " Formosa " is 
geographical. Ex parte Lord & Taylor, 58 MS. 
D., Nov., 1895 (Fisher, Acting Com'r). 

140. " Cold Tea," as a trade-mark for a med- 
ical compound, held descriptive or deceptive; 
Ex parte Andrews, 58 Ma D., Dea, 1895 (Fisher, 
Ass't Com'r). 

147. "Superior Coffee Helper," as a trade- 
mark for a "coffee substitute," held descrip- 
tiva Ex parte Sipher & Friedman, 58 Ma D., 
Jan., 1896 (Seymour, Ck)m'r). 

148. " Honestrop," as a trade-mark for razor 
strops, held descriptive. Ex parte Brooks, 58 
MS. D., Jan., 1886 (Fisher, Ass't Com'r). 

149. " Steel-Porcelain," as a trade-mark for 
enameled metal wares, held descriptive. Ex 
parte Kny, 58 Ma D., Jan., 1896 (Fisher, Ass't 
Com'r). 

150. The words "Royal-Salted-Codfish" re- 
fused registration ontlie ground that "Salted" 
and "Codfish" are merely descriptive, and 
" Royal " had been anticipated. Ex parte Pew 
& Son, 58 Ma D., Feb., 1896 (Fisher, Acting 
Com'r). 

151. "Superior," as a trade-mark for clothes 
wringers, held descriptive. Ex parte The Amer- 
ican Wringer Ca, 58 Ma D., Feb., 1896 (Fisher, 
Ass't Com'r). 

152. " Sterling," for wringers, held descrip- 
tiva Ex parte The American Wringer Co., 58 
Ma D., Feb., 1896 (Fisher, Ass't Com'r). 

158. The words " Astringent Pencil," applied 
to a stiptio cylinder or stick not tapered, field 
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descriptive ; but registration was allowed upon 
adding the accessories of colored label, con- 
trasting border and a symbol Ex parte Harned, 
58 M& D., March, 1896 (Fisher, Ass't Com'r). 

154. The words " Don't Cook Out," as a trade- 
mark for flavoring extracts, held descriptiva 
Ex parte Canz, 58 Ma D., March, 1896 (Fisher, 
Acting Com*r). 

155. "Solvent," as a trade-mark for medi- 
cines, ?ield descriptive or deceptive. Ex parte 
Packer, 59 Ma D., April, 1896 (Fisher, Acting 
Com'r). 

156. " Bromo-Quinine " held descriptive or 
deceptive, as applied to a remedy for coughs, 
colds, eta (rehearing). Ex parte Grove, 59 
Ma D., May, 1896 (Fisher, Acting Oom'r). 

157. "The representation of a hole formed 
in the front or back facing-strip of a suspender 
or like article " is not entitled to registration. 
Other dealers in suspenders have a right to use 
true pictures of their goods." Ex parte Silver- 
mann (>>., 59 MS. D., May, 1896 (Seymour, 
Com'r). 

(See Ex parte Silvemuum & Co., 66 KS. D., 1806, nipra.) 

158. " Bromo-Celery," for medicines, held de- 
scriptive or deceptive. Ex parte Bromo-Celery 
Ca, 59 Ma D., May, 1896 (Seymour, Ck)m'r). 

159. " Unrivalled " and " Excellent " as trade- 
marks for fish, held descriptiva Ex parte Pew 
and Son, 59 Ma D., June, 1896 (Fisher, Acting 
Com'r). 

160. '* Roman Punch," as a trade-mark for 
beverages, held descriptiva Ex parte Countie 
& C^, 59 MS. D., June, 1896 (Fisher, Acting 
Com'r). 

161. " Black diamond," as a trade-mark for 
blasting powder, held not registrable, because 
'* Black " is descriptive, and * ' Diamond " was 
already registered. Ex parte The New York 
Powder Ca, 59 Ma D., June, 1896 (Fisher, Act- 
ing Cora'r). 

162. The representation of a bundle of cigars, 
with stripes across its face, as a trade-mark for 
cigars, held descriptiva Ex parte Rosenberger 
& Ca, 59 Ma D., June, 1896 (Fisher, Acting 
Com'r). 

163. *'Kola-Malto," as a trade-mark for a 
certain powder, held descriptiva Ex parte The 
Thomson & Taylor Spice Ca, 60 Ma D., Nov., 
1896 (Fisher, Ass't Ck)m'r). 

164. The exclusive use of the word " Mat- 
zoon " as applied to a form of fermented milk, 
when such word is well known in a foreign 
country with the same application of meaning, 
cannot be permitted, although in this country, 
prior to the introduction of the compound, said 



word, save to a few persons acquainted with 
the language of the foreign country, possessed 
no significanca *Dadirrian v. Yacubian, 75 
O. G. 1856, a D. 1896. 

165. The word "Imperial," though close to 
the border line between terms that signify 
quality and those that do not, held descriptive, 
since it is safer to protect the use of those terms 
only which clearly do not refer to grade or 
quality. ^Beadleston & Woerz v. Ck)oke Brew- 
ing Ca, 74 Fed. Rep. 229 (1896), 76 O. G. 1576, 
a D. 1896. 

(This decisioD discusseB the element of quality or de- 
BGriptivenefls quite fully.) 

166. The word " Imperial " is an adjective 
in general use to indicate superior quality and 
cannot be used as a valid trade-mark. *Id. 

167. The word ''Imperial" having been 
adopted and used by appellant to characterize 
a particular grade of beer, he is not entitled to 
be protected in the exclusive use of the wo^ 
as a lawful trade-mark. *Id. 

168. A descriptive word does not indicate 
origin or ownership. The monopoly of use 
granted by the law of trade-marks should not 
be extended to embrace terms of doubtful sig- 
nification. *Id. 

169. A trade-mark must be designed, as its 
primary object and piurposa to indicate the 
owner or producer of the commodity and to 
distinguish it from like articles manufactured 
by others, and the device or symbol employed 
cannot be sustained as a valid trade-mark if it 
be used for the purpose of identifying the daaa* 
grada style or quality of the articla (Colum- 
bia Mill Ca V. Alcorn, 65 O. G. 1916, 150 U. a 
460.) *Id. 

170. Color cannot be exclusively appropri- 
ated for packages of gooda The words '* White 
Wrapper," held not registrable for canned sal- 
mon. (Ex parte Landreth, 81 O. G. 1441; 
Fleischmann v. Starkey, 25 Fed Rep. 127; 
Fisher v. Blank, 83 N. E. Rep. 1040.) Ex parte 
Lord, 61 Ma D. 389, June, 1897 (Butterworth, 
Com'r). 

171. The name ** A ir-Brush," applied to an 
instrument or machine for the distribution of 
pigments by means of an air-blast, is plainly 
descriptive and not arbitrarily selected as a 
mark of origin. *Air-Brush Mfg. Ca v. Thayer, 
79 O. G. 083^ C. D. 1897. 

172. The word **Gyrator," if applied to bolt- 
ing-machines having a gyratory motion, is 
used descriptively or, if applied to other bolt- 
ing-machines, it is used deceptively, and in 
either case it should not be registered as a 
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trade-mark. Ex parte Wolf, 80 O. O. 1271, 
a D. 1897. 

178. Where a word is formed by joiDing or 
combining English, Latin or other words the 
meaning of which is understood, and said new 
word is descriptive of the goods to which it is 
applied, it should not be registered as a trade- 
mark. Id. 

174. The word ''Yale" refused registration 
as a trade-mark for locks on the ground that 
it is public property, being descriptive of a lock 
of a certain kind. Ex parte Yale & Towne 
Mfg. Co., 81 O. G. 801, G D. 1897. 

i7o. The word " peerless " being an adjective 

meaning ''unequaled, unmatched, matchless, 

unsurpassed," etc., registration as a trade-mark 

refused on the ground that it is descriptive of 

the quality of the goods to which it is applied. 

To give to one person the exclusive right to its 

use as a trade-mark would be to deprive the 

public of its lawful use in language Ex parte 

Peerless Carbon Black Ca, Limited, 81 0. G. 808, 

C. D. 1897. 

(Whether a word claimed as a trade-mark is fiuidfal 
or arbitrary, or whether obnoxious to objection of being 
deaori|»tive, must depend upon the drcumstanceB of each 
caaew If it is merely niggestive, or is flguratiTe only, it 
may be a good trade-mark, notwithstanding It is also in- 
. directly or remotely deacriptiye. ^Bennett t. McKinley, 
05 Fed. Bep. 606k 1886.) 

IX. Division of Application. 

176. There is bo authority for requiring di- 
vision of an application for the registration of 
a trade-mark to accord with the subdiTisions 
of the office claasiflcation. Ez parte Silvers^ 67 
O. G. 811, a D. 1894. 

X. Drawings ob Fao-similbs. 

17?. The Revised Statutes relating to the reg- 
istration of trade-marks require that the mark 
shall be represented by fac-8imile, the mode of 
application being indicated by a statement 
£x parte Hudson, 65 O. G. 1401, C. D. 1891. 

178. The rules of the patent office provide 
that where the trade-mark can be represented 
by a fac-aimile that conforms to the rules for 
drawings for mechanical patents, such a draw- 
ing may be furnished by the applicant Id. 

179. AfaC'Simile is an exact counterpart of 
an original, and a facsimile represented by a 
drawing is an exact counterpart of an original 
so far as the nature of a drawing permita Id. 

180. While perhaps it would be going too far 
to require in all cases that the trade-mark and 
nothing but the trade-mark be represented in I 



the drawing, it is certainly within the discre- 
tion of the office to so insist where otherwise 
legitimate doubts would arise as to whether 
protection should not be sought through the 
law relating to designa Id. 

181. The cases are very rare in which the 
registration of a trade-mark requires or should 
permit of the representation of any other mat- 
ter than the fac-aimile of the trade-mark it- 
self. Id. 

182. Illustrations of a trade-mark presented 
for record by the applicant must conform sub- 
stantially as to shape and size with the rules 
governing drawings of patentSi £z parte 
Archer, 67 O. G. 410, Q B. 189t 

XI. Equity. 

188. An objection to the bill on the ground 
that it was uncertain whether complaint was 
made of the use of the words "Fig Syrup" or 
"Syrup of Figs" by themselves or in combina- 
tion with other words, devices, etc., could not 
be sustained, it being enough for the purposes 
of a demurrer that complainant was entitled to 
relief in respect of the combined use, which 
was clearly set forth in the bill 'California 
Fig Syrup Co, v. Improved Fig Syrup Co., 61 
O. G. 155. a D. 189a 

184. The laxative medical compound manu- 
factured by the California Fig Syrup Company 
under the name "Syrup of Figs" is a prepara- 
tion which a court of equity will look upon 
with favor as entitled to protection under the 
trade-mark laws. 'Improved Fig Syrup Ca v. 
California Fig Syrup Co, 64 O. G. 158, C. D. 
189a 

185. The representations and statements on 
the bottles and packages of the California Fig 
Syrup Company's medical compound " Syrup 
of Figs" are not such as will deprive the Cali- 
fornia Fig Syrup Company of standing in a 
court of equity in respect to infringement of its 
trade-mark or trade-name. *Id. 

XII. Essential Featuees. 

186. A trade-mark must be described with 
definiteness and certainty; but it was sug- 
gested in this case that some statement might 
be made as to what change would be consid- 
ered as substantially included in the scope of 
the registration. Ex parte Benge & Co., 41 
Ma D., Sept, 1889 (Fisher, Acting Com'r). 

187. The essential feature of a trade-mark is 
not that which the registrant elects to desig- 
nate as such, but that which would strike the 
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public mind as its most salient feature and as 
lending character to the entire mark. Ex 
parte Metropolitan Watch Ca, 44 Ma D. (2 G. 
W. D.), Oct, 1890 (Mitchell. Ck>m'r)L 

188. The representation of a dog as a trade- 
mark for flour cannot be properly registered 
without any described limitation as to attitude, 
}>08ltion or view of the animal (Rehearing.) 
Ex parte Duluth Imperial Mill Ca, 52 Ma D., 
Aug., 1893 (Fisher, Ass't Com'r). 

189. Registration of the words ''Buffalo 
Brand " and head of a bison refused for indefi- 
niteness of statement of essential features. Ex 
parte Lathrop & Ca, 55 Ma D., Dea, 1894 
(Fisher, Ass't Com'r). 

190. The words "dark" and "light," used in 
a statement to describe a mark for dress-stays, 
held indefinite, and the substitution of the 
words "Contrasting Colors" suggested. Ex 
parte Janowitz, 56 Ma D., March, 1895 (Fisher, 
As8*t Com*r)i 

191. A figure described as '* red or reddish 
and of definite shape and limited dimensions 
on or local to a portion of the tire having a 
definite outline," held too indefinite in descrip- 
tion to be registrable. Ex parte Boston Woven 
Hose and Rubber Co., 59 Ma D., June, 1896 
(Fisher, Acting Com'r). 

XIII. EviDENOB. 

(See Injunction; Infkinqement.) 

192. The registry of a trade-mark under the 
act of March 8, 1881, may be evidence in a suit 
to restrain infringement of a common-law 
trade-mark used for the same article in domes- 
tic commerce to show what complainant really 
claimed. (Kohler Mfg. Co, v. Beshore, 59 Fed. 
Rep. 572, followed.) *Richter v. Reynolds, 67 
O. G. 404, C. D. 1894. 

193. Although registration of a trade-mark 
under the act of March 8, 1881, may not pre- 
vent the adoption of another device as a com- 
mon-law trade-mark for the same article in 
domestic markets, such registry may be evi- 
dence, in a suit to restrain infringement of 
such common-law trade-mark, to show what 
complainant really claimed. Kohler Mfg. Co. 
v. Beshore, 67 O. G. 678, C. D. 1894. 

194. Where affidavits are filed which are not 
entitled in the cause, they cannot properly be 
considered by the court (Buerk v. Imhauser, 
10 O. G. 907. See, also, Hawley v. Donnelly, 8 
Paige, 415.) ♦Goldstein v. Whelan, 69 O. G. 124, 
a D. 1891 



195. Testimony of witnesses hired to secure 
evidence against infringers that they purchased 
of defendant imitation bitters put up in gen- 
uine bottles procured for the purpose, held in- 
sufficient where they relied solely on opinions 
formed from tasting the liquid and where they 
were opposed by the testimony of defendant 
and his employees and others that the bitters 
so sold were genuine and that he had never 
procured or sold any imitation article. *Ho6- 
tetter Ca v. Bower, 76 O. G. 1856, C. D. 1896L 

XIV. Fees. 

196L A petition that a fee for a trade-mark, 
registered under the act of 1870, be applied to 
the present application, granted. Hinrichs & 
Ckx, 54 Ma D., Jan., 1894 (Fisher, Acting Com'r). 

XV. Fee, Refundment of. 

197. There is no authority for the repayment 
of fees paid in trade-mark casee where regis- 
tration is refused. fEx parte Thayer, 54 O. G. 
957, C. D. 1891. 

198. The agent of a foreign corporation filed 
an application for the registration of a trade- 
mark used by the corporation, which was re- 
fused on the ground that he was not the exclu- 
sive owner. Subsequently the corporation by its 
proper officer filed its application as " exclusive 
owner." Held, upon a request for the refund- 
ing of the fee paid by Hill, as having been 
" paid by mistake," that the mistake, being one 
of law and not of fact, is not within rule 224, 
and that HilPs application having been rejected 
on the merits he is not entitled to have the fee 
refunded. Ex parte Coventry Machinist Ca, 
Limited, 59 O. G. 1923, C. D. 189a 

199. A filing fee of ten dollars having been 
paid on an application for registration of a 
trade-mark in 1879, under the law and rules 
in force at that time^ held, that it was not paid 
under a mistake and that it could not properly 
be refunded. Ex parte Leeson & Ca, 60 O. G. 
297, G D. 1892. 

200. Where the domestic branch of a busi- 
ness firm having offices in this country and 
abroad filed application for trade-mark regis- 
tration, and subsequently learned that applica- 
tion for the same mark had already been filed 
through the London agent, field, that the sec- 
ond filing was a case of mistake under the law, 
and the fee refunded. Ex parte Finlayson, 
Bousfield & Co., 61 O. G. 153, C. D. 1892. 

201. The registration fee in a trade-mark 
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case cannot be returned because of rejection 
of the application. Ex parte McDaniel & Mor- 
row, 54 M& D., March, 1894 (Fisher, Ass't 
Com'r). 

202. A fee paid on an application for a trade- 
mark cannot be returned, whether registration 
be granted or not £x parte Zwack & Ca, 55 
MS. D., Aug., 1894 (Fisher, Ass't Com'r). 

XVI. FiBM Name. 

(See Good Will.) 

203. It is common for a dealer to retain on a 
label the name of a firm to which he has suc- 
ceeded, and the public are not deceived nor in- 
juriously affected by such course. *Jennings 
V. Johnson, 87 Fed. Rep. 864 (1888). 

XVII. Foreign Commebce. 

204. The statutory basis of the right to regis- 
tration is the fact that the trade-mark is used 
in foreign commerce or commerce with Indian 
tribea Ex parte Proctor, Jr., 51 O. G. 1785, 
C D. 1890. 

205. Inasmuch as the applicant invokes the 
right as it stands related to foreign commerce, 
it cannot be said that the absence of Cromarty 
herrings from the home market authorizes reg- 
istration. Id. 

206. Where an applicant for a trade-mark 
appears on the record as " located " in a foreign 
country other than that of which he is a cit- 
izen, his application will be governed by the 
existing treaty, convention or law of the coun- 
try of location rather than that of citizenship. 
Ex parte Haggenmacher, 60 O. G. 488, C. D. 
1892. 

207. An applicant for trade-mark registra- 
tion, relying upon commerce with Indian tribes 
to bring him within the statute, will be re- 
quired in his oath to specify by name the tribe 
or tribes with which such commerce is carried 
on. Ex parte Schotten & Ckx, 60 O. G. 576, 
C. D. 1892. 

20S. Registration must be denied when there 
has been no foreign commerce prior to the ap- 
plication. Stewart v. Einstein, v. Sawhill, 64 
O. G. 1533, C. D. 189a 

209. Upon an application showing the adop- 
tion of the trade-mark after the death of the 
originator, and its use in foreign commerce 
after the filing of the application, but not before, 
a supplemental application may be filed. Id. 

210. The commissioner of patents under the 



trade-mark statute of March 8, 1881, is not in- 
vested with discretionary power to determine 
whether the applicant for registration is latD- 
fully engaged in foreign trada •United States 
ex rel. The State of South Carolina v. Commis- 
sioner of Patents, 65 O. G. 1221, G D. 189a 

(Decision of supreme court of the District of Co- 
lumbia.) 

211. The discretion of the commissioner, 
under that statute, is to decide the presumptive 
lawfulness of claim to the ownership of the 
alleged trade-mark, not whether such mark is 
lawfully used in foreign commerce. *Id. 

212. The commissioner having denied regis- 
tration to the state of South Carolina on the 
ground that, in his judgment, the statute under 
which the state's oflScers and agents were act- 
ing did not authorize a trade with foreign na- 
tions, heldj that that question was one for the 
courts in a proper case and the people of the 
state to determine, it not being a matter in 
which the United States, the commissioner of 
patents or the general public had any concern 
or interest *Id. 

218. The decision of the commissioner goes 
to the question of the lawful use of the trade- 
mark in commerce with foreign nations or the 
Indian tribes, and whether the applicant has 
actually used the trade-mark in such com- 
merca *United States ex reL The State of 
South Carolina v. Commissioner of Patents, 
66 O. G. 1167, G D. 1894. 

(Decision of oourt of appeals of the District of Colum- 
bia.) 

214. Whether an isolated sale in a foreign 
country for the purpose of giving foundation 
to the affidavit is foreign commerce within the 
meaning of the law, qucere, *Id. 

215. There is nothing in the dispensary law 
of the state of South Carolina intended to give 
authority for trade in liquors outside the limits 

. of the state. It follows, therefore, that the sale 
of a case of state liquors in Canada by the state 
commissioner was not authorized by the law 
and was not the act of the state, but of the 
officer. *Id. 

216. The commissioner did not err in the 
conclusion that tlie trade-mark applied for 
had not been lawfully used in foreign com- 
merce. *Id. 

217. An Indian tribe or nation within the 
United States is not a foreign state, in the sense 
of the constitution, or the statutes creating and 
conferring jurisdiction on the federal courts. 
(Citing Cherokee Nation v. State of Georgia, 5 
Pet 1 ; Cherokee Nation v. Southern Kansas 



828 



TRADE-MARKS, XVIII, XIX 



Ry. Ca, 185 U. 8. 641 ; Karahoo v. Adams, Fed 
Caa. Na 7,614, 1 Dill. 844) *Paul v. Chilaoquie, 
70 Fed Repi 401 (1895). 

218. The first to adopt and use a trade-mark 
is the owner of it, and it is immaterial whether 
K. used her mark in foreign commerce before 
filing date of B.*s application for registration. 
Kirschbaum v. Berriman, 58 MS. D., March, 1896 
(Fisher, Acting Com'r). 

219. The question of foreign trade is ex 
partCy and has no infiuence on the question of 
priority in an interference proceeding (Hance 
y. Flower, 64 Ma D. 280), and it is not neces- 
sary for a party to take testimony to establish 
it The oath to the application is prima facie 
evidence of such trade. Oberhaeuser & Lan- 
dauer v. Pastor Kneipp Med Ca, 63 MS. D., 
Dec, 1897 (Qreeley, Acting Com'r). 

XVIII. FoEEiGN "Words. 

220. The word <*Matzoon," as applied to fer- 
mented milk, cannot be regarded in this coun- 
try as descriptive, although the Armenians 
give the name *' Maadzoon " to a semi-solid or 
custard-like preparation of fermented milk 
made in Turkey and there is sufficient resem- 
blance in the sound to signify to them that the 
preparation "Matzoon" is some sort of fer- 
mented milk. {Dadirrian v. Theodorian, 74 
O. G. 1903, G D. 1896. 

221. Where a foreign word has no descrip- 
tive character which anybody in this country 
could comprehend except the persons here who 
are acquainted With the foreign language, Tield, 
the word to be a valid trade-mark. }Id 

222. When the article was first imported or 
made in this country and called by the name 
''Matzoon," the right to such importation or 
making and to the use of the name belonged to 
any one, and there is no rule in law by which 
that right can be taken away or abridged The 
fact that the plaintiff long monopolized the 
trade in the article in this country and intro- 
duced it to the trading public gives him no 
exclusive use in the word as a trade-mark. 
♦Dadirrian v. Yacubian, 75 O. G. 1856, C. D. 
1896. 

228. The ignorance of people in this country 
touching "Matzoon," its uses and its name 
cannot be treated as property and be in a man- 
ner capitalized as an element in the good-will 
of the complainant, as would be the case if no 
one else were permitted to tell what it is and 
what a considerable portion of the race has 
long found it useful for. *Id 



XIX. Fraud or Unfair Competition, 

(See Injunction; Infrinoehent ; Rioht to 
Use Personal Name.) 

224. A manufacturer is not allowed to im- 
pose his goods upon the public as the goods of 
another manufacturer, and so derive a profit 
from the reputation of the latter. picCann v. 
Anthony. 38 O. G. 883, G D. 1887. 

225. The imitation need not be exact It is 
sufficient if it be so close as to deceive the in- 
cautious and unwary. }Id. 

226. It is not necessary to prove that actual 
fraud was intended by the infringer. }Id. 

227. A trade-mark which contains a mis- 
representation, clearly and distinctly referring 
the origin or ownership of the article to an- 
other person, class of persons or nationality 
than the true one, and thereby evidentiy de- 
priving the public from freedom of choice and 
the exercise of discrimination in selection and 
purchase, according to their tastes and judg- 
ment, is a fraudulent and unlawful trade-mark, 
not entitled to registry. Ex parte M. Bloch & 
Co., 40 O. G. 448, G D. 1887. 

228. The fraud or misrepresentation which 
renders a trade-mark unlawful is not restricted 
to cases where the trade-mark so nearly resem- 
bles that of anotlier as to be calculated to de- 
ceive, but embraces those that mislead or de- 
ceive the public in any of the particulars by 
which they would mislead or deprive people 
from enjoying and realizing their choice of se- 
lection as to quality, character, eta, of the arti- 
cle marked or as to its origin, ownership, eta 
It is not essential to the unlawfulness of such 
trade-mark that the articles sought to be pur- 
chased by the public do not actually possess 
the superior qualities attributed to them. It 
is sufficient that they are believed to possess 
them. Id. 

229. It is the object of the law relating to 
trade-marks to prevent one man from unfairly 
stealing away another^s business and good- will. 
Fair competition in business is legitimate and 
promotes the public good ; but unfair appropri- 
ation of another's business by using his name 
or trade-mark, or an imitation thereof calcu- 
lated to deceive the public, or in any other way» 
is justly punishable by damages, and will be 
enjoined by a court of equity. ^Celluloid Mfg. 
Ca V. Cellonite Mfg. Ca, 41 0. G. 698, C. D. 1887. 

230. The Brown Chemical Company manu- 
factured " Brown's Iron Bitters." The defend- 
ants sold "Brown's Iron Tonia" The two 
titles, being descriptive, were not technical 
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trade-marks, and the question, therefore, was 
whether there was unfair competition in trade. 
Held, that there was not, because "Brown's 
Iron Tonic" was prepared from a different 
formula by another Brown, and that the re- 
spective bottles and wrappers were unlike in 
form, shape and color, so that the public could 
not mistake one article for the other. *Brown 
Chemical Co. v. Meyer, 81 Fed. Rep. 453 (1887). 

231. Plaintiff's and defendant's liniments 
bore the same title, namely, '* Johnson's Ano- 
dyne Liniment," and the bottles were the same 
size, the wrappers similar in color and the 
labels differed but little. Held, the public were 
deceived, and injunction issued accordingly. 
^Jennings v. Johnson, 87 Fed. Rep. 864 (1888). 

282. Held, that defendant's simulation of the 
trade-mark and labels of the Hostetter Com- 
pany and of the bottles in which the bitters are 
put up prove that its purpose was to deceive 
the public. *Myers v. Thillcr, 88 Fed. Repb 607 
(1889). 

(See Hostetter Oo. y. Sommera, 82 O. G. 768. Defend- 
ant enjoined.) 

288. The use of the name ''St Louis" on 
white lead manufactured in Chicago tends to 
deceive and defraud the public and the com- 
plainant, who manufactures white lead in St 
Louia (Cases cited.) *Southem White Lead 
Ca V. Coit 89 Fed. Rep^ 493 (1888). 

284. That the manufacturers of scythe- 
stones have sometimes put upon labels bearing 
their brand the names of jobbers to whom they 
have sold stones does not show that any deceit 
has been practiced upon the public, because 
the purchaser obtained the same goods which 
he would have purchased if the name of the 
jobber had not been upon them. *A. F. Pike 
Mfg. Ca V. Cleveland Stone Co., 45 O. G. 947, 
C. D. 188a 

285. Although there may be no infringe- 
raent» a bill for an injunction may lie, and af- 
fords the only adequate relief when there is 
continuous fraud by simulating a trade-mark. 
♦Adee v. Peck Broa & Ca, 48 O. G. 828, C. D. 
1889. 

286. The delivery of a soap called '• Pride of 
the Kitchen" to fill orders for a soap called 
"Sapolio," held unlawful and fraudulent 
*EDoch Morgan's Sons v. Wendover, 48 Fed. 
Rep. 420 (1890). 

287. The law does not visit with its reproba- 
tion a fair competition in trade ; its tendency 
is rather to discourage monopolies, except 
where protected by statute, and to build up 
new enterprises from which the public is likely 



to derive a benefit It is only when such com- 
petition is based upon fraud that the law will 
interfere. *Brown Chemical Ca v. Meyer, 55 
O. G. 287, C. D. 1891. 

288. A trade-mark, clearly such, when 
wrongfully used by a third party, is in itself 
evidence of an illegal act It is of itself evi- 
dence that the party intended to defraud, and 
to palm off his goods as another's. (Putnam 
Nail Ca v. Bennett 43 Fed. Rep. 800.) ♦Law- 
rence Mfg. Ca V. Tennessee Mfg. Co., 55 O. G. 
1528, C. D. 1891. 

289. If the letters LL formed an important 
part of plaintiff's label, and the defendant had 
used them in such a way and under such cir- 
cumstances as to amount to a false representa- 
tion,' which enabled it to sell and it did sell its 
goods as those of plaintiff, and this without 
plaintiff's consent or acquiescence, then plaint- 
iff might obtain relief on the ground of deceit- 
ful representation. *Id. 

240. The name " Webster's Dictionary " can- 
not be exclusively appropriated on editions the 
copyrights for which have expired, since it is 
not a trade-mark. But defendant cannot law- 
fully so advertise the book as to confuse his 
publication with the plaintiff's in the public 
mind. (Cases cited.) *Merriam v. Texas Sift- 
ings Publishing Ca, 44 Fed Rep. 944 (1892). 

241. Defendants' labels are almost the exact 
reproduction of complainant's, and the cigar 
boxes, thus labeled, so closely imitate complain- 
ant's as to deceive an ordinarily careful pur- 
chaser. Although defendants do not them- 
selves make, pack or sell the fraudulent cigars, 
their obvious purpose is to palm off their goods 
as those of complainants. *Cuervo v. Jacob 
Henkell Ca, 50 Fed. Rep. 471 (1892)i 

242. ** Cherry Cocktail," applied to " temper- 
ance or non-alcoholic beverages," held decep- 
tive. Ex parte Bowe, 50 Ma D., May, 1893 
(Frothingham, Ass't Com'r> 

248. "Premium," as a trade-mark for '* whale- 
bone products," refused as deceptive, the goods 
having received no premium. Ex parte New 
England Whalebone Mfg. Ca, 51 MS. D., Aug., 
1802 (Frothingham, Acting Com'r)i 

244. Independently of any right of complain- 
ants to the exclusive use as a trade-mark of 
the name applied by them to their product, the 
sale by the defendants of a deleterious sub- 
stance represented by the latter to be in part or 
in whole the same substance in which com- 
plainants are dealing, and of which they are 
the sole producers, and which is admittedly of 
a beneficial character, will be restrained. *City 
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of Carlsbad v. Tibbetts, 61 O. G. 1160, C. D. 
189a 

245. While descriptive words like "Cough 
Syrup'* and proper names cannot be appropri- 
ated by one to exclusion of another, they also 
may be used for the purpose of perpetrating a 
fraud which affects the publia (Cases cited) 
*Meyer v. Dr. B. I* Bull Vegetable Medicine 
Co., 58 Fed Rep. 884 (1893). 

246. The controversy between the parties is 
the single question whether, comparing the two 
designs upon the upper ends of the spools, 
there is such resemblance between them as to 
indicate an intent on the part of defendants to 
put off their thread upon the public as that 
of plaintififs', and thus to trade upon their repu- 
tation. »Coats V. Merrick Thread Co., 63 O. G. 
1531, C. D. 1893. 

247. Irrespective of the technical question of 
trade-mark, the defendants have no right to 
dress their goods up in such manner as to de- 
ceive an intending purchaser and induce him to 
believe he is buying those of the plaintiffs *Id 

248. The plaintiffs* and defendants* devices 
examined and compared with each other and 
found to be hardly possible to mistake one for 
the other. Held, consequently, that the defend- 
ants had clearly disproved any intention to mis- 
lead purchasers *Id 

249. The addition of the initials " L. F.'* to 
the surname " Pillsbury " is not such a differ- 
ence as would prevent deception of the ordi- 
nary observer. *Pillsbury v. Pillsbury- Wash- 
burn Flour Mills Ca (Limited), 64 Fed Rep. 841 
(1894). 

250. Descriptive words, like " Cough Syrup," 
cannot be appropriated as trade-marks. Never- 
theless they may be used for the purpose of 
perpetrating a fraud which affects the public, 
and in which cases a court will, as against the 
fraudulent party, afford relief to the party in- 
jured. (Coats V. Merrick Thread Co., 63 O. G. 
1531, 149 U. S. 866, and other authorities cited.) 
*Meyer v. Dr. B. L. Bull Vegetable Medicine 
Co., 06 O. G. 1755, C. D. 1894. 

2»51. When the evidence warrants the con- 
clusion that the dress of the article is only used 
in order to deceive purchasers into the belief 
that the goods are those of another, held, it is 
not required to establish that any particular 
person had been so deceived. *Von Mumm v. 
Frash, 68 O. G. 148, C. D. 1894. 

252. "Quince & Shrub,*' for medicinal lo- 
tions, refused as deceptive Ex parte Queen an, 
69 Ma D., July, 1896 (Fisher, Acting Com'r). 

258. Where the defendant used the name 



'* De Long Hook and Eye Company ** on tbeir 
goods, with intent to identify its business with 
that of the plaintiffs, whose goods are known 
as " De Liong*s Hooks and Eyes,** held, that de- 
fendant should be restrained from such use, 
although one of them was named De Long. 
{De Long v. De Long Hook and Eye Ca, 74 
O. G. 809, C. D. 1896. 

254. While there might be slight differences 
in the name, variation of coloring, and size of 
package and shape of goods, and in printed 
matter on the package, yet similarity, not iden- 
tity, is the usual recourse where one party seeks 
to benefit himself by the good name of an- 
other. (Celluloid Mfg. Co. v. OUonite Mfg. Ca, 
41 O. G. 693, 32 Fed Rep. 94.) fid. 

255. The real test in such cases is whether 
the thing offered for sale is so arranged and 
exhibited that when it strikes the eye of an in- 
tending purchaser possessed with ordinary in- 
telligence and judgment a false impression is 
likely to be produced that the goods of another 
are being offered for sale ; and when answered 
in the a£Qrmative the courts will interfere to 
protect the public, as well as the plaintiffs, and 
to suppress unfair and dishonest competition. 
(Fischer v. Blank, 138 N. Y. 251 ; Coats v. Mer- 
rick Thread Ca, 68 O. G. 1531, 149 U. & 566 ; 
Lawrence Mfg. Co. v. Tennessee Mfg. Ca, 55 
O. G. 1528. 138 U. a 537.) Jld 

256. The fact that defendants might have 
used another name which in another foreign 
country indicates the same product cannot be 
construed as indicating unfair competition. 
•Dadirrian v. Yacubian, 75 O. G. 1853, a D. 
1896. 

257. The trade-mark "Cuticura" held in- 
fringed by the word ** Curative,** both applied 
to soap, it also appearing that defendant*3 ar- 
ticle was put upon tlie market in such imitative 
manner as to deceive the public. *Potter Drug 
& Chemical Corp. v. Miller, 75 Fed Rep. 656 
(1896). 

258. The good-will of a manufacture will be 
protected from a colorable artifice in the use 
of a name or from one who merely buys from 
an indifferent third person who happens to 
have the name which the buyer wants to use ; 
but it is not unfair competition on the part of 
the defendants to use in their business the name 
of a man who is a stock-owner in their com- 
pany and who has been for years engaged in 
the same line of manufacture. Such a man is 
not an indifferent third person. 'American 
Cereal Co. v. Eli Petti John Cereal Ca, 76 O. Q. 

I 610, C. D. 1896. 
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250. Although the corporate name of de- 
fendant, "The William Clark Ck>mpany," was 
not improper, yet when he called his goods 
** Clark's Spool Cotton " he was attempting to 
make the public believe that the goods be- 
longed to another Clark, and he was restrained 
from the use of the name. *Clark Thread Co. 
V. Armitage, 76 O. G. 1419, G D. 1896. 

260. The acts of the defendant in imitating 
the label of complainant are a fraudulent in- 
vasion of the good-will of complainant and an 
unfair and inequitable competition, and de- 
fendant i3 enjoined against the use, by labels, 
circulars, etc., of the designation " Clark's " as 
the name of the thread manufactured by the 
William Clark Company and from selling 
thread manufactured by said company under 
the name of "Clark's," or "Clark's Spool Cot- 
ton," or " Clark's Thread," and from the use of 
the letters " N-E-W " upon labels, etc. ♦Id. 

261. Where it is alleged that defendant de- 
ceives the public by purchasing spurious arti- 
cles and sells to the public from packages 
which once contained the genuine article and 
still contain complainant's labels and trade- 
marks, held, that the burden is upon complain- 
ant to establish the charge by clear preponder- 
ance of proof. *Hostetter Ca v. Bower, 76 
O. G. 1856, C. D. 1896. 

262. It is sufficient to justify the interposi- 
tion of a court of equity if articles manufact- 
ured by the defendant are purposely constructed 
and marked in the similitude of those manu- 
factured by the complainant, with the inten- 
tion and result of deceiving the trade and the 
public and inducing them to purchase the ar- 
ticles of the defendant in the belief that they 
are purchasing those of the complainant 
♦Buck's Stove and Range Ca y, Kiechle, 77 
O. G. 1785. G D. 1896. 

263. It is unfair to conspicuously use the 
name " Hoff " upon the face of the bottle con- 
taining malt extract made by Lieopold Hoff and 
to use a small side label containing the state- 
ment that Leopold Hofif is the manufacturer, 
when another man by the name of Hofif was 
in the same business under his own name be- 
fore Leopold Hofif. *Tarrant & Ca v. Hofif, 78 
O. G. 1107, C. D. 1897. 

264. It is unfair competition for the defend- 
ant to advertise that his chocolate business was 
established in 1785, though his ancestors of the 
same name had been engaged in a wholesale 
grocery business since about that date, when 
it appears that the complainant advertises 
truthfully of his chocolate business that it was 



established in 1780. ♦Walter Baker & Ca 
(Limited) v. Baker, 78 O. G. 1427, C. D. 1897. 

(The court restrained the defendant from using in 
connection with his name the words "Established tn 
Mercantile Business tn 1786.^^ and also from using yellow 
labels and otherwise using his name so that it would be 
confused with plaintiff's name.) 

265. The use by a manufacturer of imitative 
labels and devices in connection with an infe- 
rior article which is sold to retailers at a re- 
duced price with the purpose and result of 
enabling them to sell it to consumers as the 
goods of another will be enjoined. *Garrett v, 
T. H. Garrett & Ca, 79 O. G. 1681, G D. 1897. 

266. While it is true in the abstract that 
every one has a right to use white paper, yet 
no one has a right to use it in such a way as to 
imitate another's labels and thereby appropri- 
ate the good- will of his business. *Id. 

267. Where a corporation organized to man- 
ufacture and sell snuflf had assumed the name 
of an employee holding a few shares of its 
stock with the evident purpose of appropriat- 
ing the trade of others of the same name who 
had long used the name in connection with 
their snufif, held, that such corporation would 
be enjoined from using the name as part of its 
corporate name or in its business. *Id. 

268. It is unfair competition to use names or 
symbols intended or calculated to represent 
that the business of one person is that of an- 
other ; but equity will refuse to aid a complain- 
ant who is himself guilty of making materially 
false' statements in connection with the prop- 
erty he seeks to protect *Hilson Ca v. Foster, 
80 Fed: Rep. 896 (1897)l 

269. If the word ** Columbia " cannot be used 
as a trade-mark (Columbia Mills Ca v. Alcorn, 
65 O. G. 1916, C. D. 1893), it is to be treated as 
a descriptive word to the benefit of which the 
first user is entitled ; and no other person should 
be permitted to use the name as the sole mark 
for like goods, and in that manner mislead the 
publia ♦Morgan Envelope Ca v. Walton, 81 
O. G. 1615, G D. 1897. 

XX. Geographical [N'ames Indicat- 
ing Merely Locality. 

270. "Mexican," for plated silver ware, held 
geographical. Ex parte The Holmes & Ed- 
wards Silver Ca, 86 MS. D., Dea, 1887 (Hall, 
Com'r). 

271. "Atlanta,** for pills, held geographical 
Ex parte Rogers & Irwin, 88 Ma D., Oct, 1888 
(Vance, Ass't Ck)m*r). 
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273. Where a bill was filed for the purpose 
of enjoining the defendants from using the 
word " Rosendale " in describing their cement, 
and to obtain damages and an account of 
profits for such use, and it appeared that the 
suit was brought at the instance of a private 
party, who was only one of the many who 
manufactured cement at Rosendale and truly 
denominated their cement "Rosendale cement," 
held, that the bill should be dismissed, although 
conceding that the name "Rosendale cement " 
was understood by the public as designating 
the place where it was made and came from, 
and that the defendants untruly called their 
cement by that name. *New York and Rosen- 
dale Cement Co. v. Coplay Cement Ca, 53 O. G. 
1408. C. D. 1890. 

2 78. If a person seeks to restrain others from 
using a particular trade-mark, trade-name or 
style of goods, he must show that he has an 
exclusive ownership or property therein. To 
show that he has a mere right, in common with 
others, to use it is insufficient *Id. 

274. Whether a geographical name may be- 
come a trade-mark, when adopted as such, 
where its owner is the owner of the place of 
origin, and has the monopoly of the vendible 
product, is perhaps an open question (cases 
cited) ; but that such a name will be protected 
against infringement by other persons not ob- 
taining their products from the same locality 
IS too well settled for discussion. (Following 
Canal Ca v. Clark, 18 Wall 811, and other 
cases.) *La Republique Francaise v. Schultz, 
57 Fed. Rep. 87 (1893). 

276. The word " Columbia " is not a valid 
trade-mark, because it is not the subject of ex- 
clusive appropriation under the general rule 
that a word or words in common use as desig- 
nating locality or section of a country cannot 
be appropriated by any one as his exclusive 
trade-mark. (Canal Ca v. CHark 18 Wall. 811 ; 
Hoebler v. Sanders, 122 N. Y. 65 ; (>)nnell v. 
Reed, 128 Mass. 477 ; Glendon Iron Ca v. Uhler, 
75 Pa. St 467 ; Loughman v. Piper, 128 Pa. St 
1 ; Amoskeag Mfg. Ca v. Spear, 2 Sandf. 699.) 
♦Columbia Mill Ca v. Alcorn, 65 O. G. 1916, 
a D. 1893, 150 U. a 160. 

270. "Turkish" held not registrable for a 
veterinary remedy, because geographical. Ex 
parte Nau, 55 MS. D., July, 1894 (Fisher, Ass*t 
Com'r). 

277. "New England,*' as trade-mark for 
crackers, biscuit, eta, held geographical. Ex 
parte Schmidt Baking Co., 55 MS. D., July. 
1894 (Fisher, Ass't Com*r). 



278. "Columbia," as trade-mark for water- 
wheels, held geographical. Ex parte Tlie 
James Leffel Co., 55 Ma D., Aug., 1894 (Fisher, 
Acting Com*r). 

279. "Bay State," as trade-mark for optical 
goods, held geographical. Ex parte Bay State 
Optical Ca, 57 Ma D., Aug., 1895 (Fisher, Act- 
ing Com'r). 

280. " Crawford," for bicycles, held merely 
geographical, besides being objectionable as 
the name of the applicant Ex parte The Craw- 
ford Mfg. Co., 57 Ma D., Aug., 1895 (Fisher, 
Acting Com'r), 

281. "Ciedar Valley," as a trade-mark for 
spirituous liquors, refused as geographical Ex 
parte Bowman, 57 Ma D., Sept, 1895 (Fisher, 
Acting Com'r> • 

282. The head of an Indian and the words 
" North America " refused registration on the 
ground that the words are geographical and 
the head had been anticipated. Ex parte Spen- 
cer, 57 MS. D., Sept, 1895 (Fisher, Acting 
Com'r). 

288. "The * Formosa ' Doubly Woven Finger 
Tips," as a trade-mark for gloves, refused reg- 
istration on the ground that " Doubly Woven 
Finger Tips " is descriptive and " Formosa *' is 
geographical Ex parte Lord & Taylor, 58 
Ma D., Nov., 1895 (Fisher, Acting Com'r)t 

284. " Argyle," as a trade-mark for bitters, 
held geographical Ex parte Brunswig, 58 
Ma D., Oct, 1895 (Fisher, Acting Com'r). 

(This case subsequently remanded to examiner with- 
out prejudice, and, upon further consideration, ngia- 
tratlon allowed.) 

285. The words "Green Mountain," applied 
to grapes and provisions and indicating local 
origin, held not to constitute a valid trade- 
mark. *Hoyt V. J. T. Lovett Co., 71 Fed. Rep. 
173 (1895X 

286. Injunction granted restraining defend- 
ants from combining the words "Grenesee,** 
"Salt," "Ca" and "Factory Filled" to resem- 
ble plaintifTs combination, but denied as ap- 
plied to the word "Genesee" alone, which rep- 
resents the locality of the manufacture, and 
which the defendants are entitled to use. *Gen- 
esee Salt Ox v. Burnap, 73 O. G. 451, C. D. 1895. 

287. The word "Cloverdale " primarily has a 
geographical meaning and should not be reg- 
istered. (Columbia Mill Ca v. Alcorn, 65 O. G. 
1916, followed.) Ex parte Hendley, 72 O. G. 
1654, C. D. 1895. 

288. The classes of geographical names 
which may not be registered as trade-marks 
are : 1. Common and well-known names, such 
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as New York, San Francisco, United States. 
2. Terms having primarily a geographical 
meaning; for example, those ending with such 
words as "city," "town," "mount" or " mpnt," 
"shire." Id. 

289. " Florence," as a trade-mark for knitted 
goods, held geographical. £bc parte Camden 
Knitting Co., 58 MS. D.. March, 1896 (Fisher, 
A88*t Com'r). 

290. The word " Genesee," as used, obviously 
refers to the place of production and is not a 
trade-mark. The defendants may rightfully 
call tlieir salt "Genesee Salt" or "Genesee 
County Salt," provided they do not mislead the 
public into buying their saJt as the salt of the 
complainant *Genesee Salt Ca v. Burnap, 78 
Fed. Bep. 818 (1896). 

291. " Old Yorkshire Hills," as a trade-mark 
for paper, refused registration on the ground 
of beiug geographical, and also as being antici- 
pated by "York Mills," previously registered. 
Ez parte The George C. Gill Paper Ca, 62 MR 
D., Sept, 1897 (Greeley, Acting Com'r). 

292. The manufacture of artificial Carlsbad 
mineral water, begun before the importation of 
the natural water into this country, will not be 
restrained, though the manufacturer will be 
required to use the word "artificial" upon his 
labels in order to describe his product more 
fully. *City of Carlsbad v. Schultz. 79 O. G. 
1861, C. D. 1897. 

298. W. used the word "Columbia," and M. 
used the figure of the goddess Columbia with 
the name "Columbia." Both marks were ap- 
plied to paper, which became known by the 
name " Columbia." W. then added a figure of 
Celumbia similar to that used by M. AltlK>ugh 
W. was the first to use the word ** Columbia" 
on his goods, it cannot be said that he acquired 
a technical trade-mark in the word "Colum- 
bia " in view of the decision in Columbia Mills 
Ca v. Alcorn (150 U. S, 160> 'Morgan Envel- 
ope Ca V. Walton, 81 O. G. 1615, C. D. 1897. 

294. Inasmuch as W. appeared to have been 
the first to put upon his goods the distinguish- 
ing mark "Columbia," and as his goods were 
the first to become known to purchasers as 
"Columbia," no other person should be per- 
mitted to use the name as the sole distinguish- 
ing mark for like goods, whether expressed in 
letters or figures, and in that manner mislead 
the general public into buying his goods as 
those of his competitors. If the word could 
not be used as a trade-mark, it is to be treated 
as a descriptive word, to the benefit of which 
W. is entitled. *Id. 



XXL Geographical Names Used Ab- 

BITRAKILY OB FANCIFULLY. 

295. "Concord," for soap, held arbitrary. 
Ex parte Proctor & Gamble, 88 MS. D.^ Aug., 
1888 (Hall, ConVr). 

296. Complainant and its predecessors had 
for many years manufactured and sold scythe- 
stones under the trade-marks "Lauioille." 
"Green Mountain," "Black Diamond," "In- 
dian Pond," " Magic " and " Willoughby Lake." 
Defendants, having succeeded to a company 
which had contracted to purchase complain- 
ant's scythe-stones for a series of years, re- 
fused to carry out that contract, but, having 
procured (quarries near to some of complain- 
ant's quarries, were manufacturing and selling 
scythe-stones under the above names, except 
that they used in place of " Willoughby Lake " 
" Willoughby Ridge," and in place of " Black 
Diamond " " Diamond Gem," these names never 
having been used to designate stones taken 
from defendants* quarries. Held, that a pre- 
liminary injunction would be granted restrain- 
ing defendants' use of all the names whatever 
the decision might be were the question alone 
as to the terms " Willoughby Ridge" and " Dia- 
mond Gem." *A. F. Pike Mfg. Ca v. Cleve- 
land Stone Ca, 45 O. G. 947, C D. 188a 

297. It cannot be said that the above terms, 
as applied to scythe-stones, indicate alone qual- 
ity of the stones; but they must be held to 
indicate a selection and care in manufactur- 
ing. *Id. 

298. The manufacturer of goods who has for 
many years used as a trade-mark the geograph- 
ical terms " Lamoille " and " Willoughby Lake " 
will be protected in their use as against one 
who does not carry on business in the districts 
so designated. *Id. 

299. The word " Dover " held to be registrable 
as a trade-mark, it not being used by applicant 
in its geographical but in a fanciful or arbi- 
trary sense. Ex parte Dover Stamping Ca, 51 
O. G. 1784, G D. 1890. 

800. The word "Cromarty," being the name 
of a town in Scotland famous for its herring 
fisheries, is not registrable as a trade-mark for 
cured fish. Others with at least equal truth 
might use it upon packages containing the 
same article of merchandise. Ex parte Proc- 
tor, Jr., 51 O. G. 1785, C. D. 1890. 

801. The word "Vienna" declared entitled 
to registration as a trade-mark for fiour, it ap- 
pearing that no flour made in any town called 
" Vienna " in this country has been placed upon 
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the market under the name " Vienna ; " that 
no flour is upon the market coming from Vi- 
enna, Austria ; that the word was arbitrarily 
selected by the petitioner, and that it is the cus- 
tom in the flour trade to use fanciful names to 
designate flour, rather than the names of places 
of production. Ex parte Jenkins, 53 O. G. 759, 
G D. 1890. 

302. While the fact that flour from Vienna, 
Austria, is not on sale upon this market would 
not of itself authorize registration, when for- 
eign commerce is invoked as a basis of regis- 
tration, it does not appear in the present case 
that flour from Vienna, Austria, has any repu- 
tation in the markets of the world or that the 
word ** Vienna " would indicate to a purchaser 
that the flour upon which it was used came 
from that city. Id. 

808. " Berlin " held registrable for cotton 
goods known as silesia, since it had no connec- 
tion with the city of that name, and it was not 
shown that such place was well known as pro- 
ducing the article to which the mark was to 
be applied. Ex parte Hyde and Son, 45 MS. D., 
246, 8 G. W. D., Jan., 1891 (Fisher, Ass't 
Com'r). 

804. A mere geog^raphical name is not reg- 
istrable as a trade-mark unless from some un- 
usual state of facts it has obtained an arbitrary 
or fanciful meaning of greater substance and 
value than its mere geographical sensa Ex 
parte American Saw Co., 58 O. G. 521, C. D. 
1892. 

805. The name "Columbia*' as applied to a 

hotel is a fanciful name, indicating no people, 

no locality, and no particular service which a 

hotel will render, and the person first selecting 

it is entitled to its usa t^^^^^^^^ '^' Loveless, 

64 O. G. 412, a D. 189a 

(See decision of supreme court in Columbia Mill Oo. ▼. 
Aloom, 65 O. G. 1916. C. D. 1898.) 

800. A name, although generic and geograph- 
ical, is within the rule of protection in law if it 
does not indicate that the business carried on 
in to be patronized by the people of any par- 
ticular locality, or that any specific product is 
therein to be sold, or any particular language 
is there to be spoken, ^d. 

807. The registration of the word "Floren- 
tine" as a trade-mark for glass granted, as 
Florence is not noted as a place for the manu- 
facture of glass, and therefore no deception as 
to the quality or origin of the manufacture can 
occur. Ex parte Mississippi Glass Ca, 64 O. G. 
7ia G D. 1693. 

808. As was held in Ex parte Green (8 O. G. 



1875), "a geographical name, like any other 
word, may be chosen and arbitrarily applied, 
and in such instance become a lawful trade- 
mark." Id. 

809. The word " Waverley," while it is used 
to designate localities, yet it is not " merely a 
geographical name ** in the sense employed by 
the supreme court in Columbia Mill Ca ▼. Al- 
corn (65 O. G. 1916), and may be registered. Ex 
parte Indiana Bicycle Ca> 72 O. G. 1654, C D. 
1895. 

810. "Como," for water-closets, held not 
merely geographical in character. Ex parte 
L. M Rumsey Mfg. Ca, 58 Ma D., Jan., 1896 
(Fisher, Ass*t Com'r). 

811. "Runnymede," as a trade-mark for 
whisky, held to be used in a romantic sense 
overcoming its geographical signiflcanoe. Ex 
parte The Mellwood Distillery Ca, 58 Ma D.» 
Jan., 1896 (Fisher, Ass't Com'r). 

81 2. " Berkeley," for whisky, registered upon 
evidence that it was a family name, used in 
New York, and had no connection with any 
place of that name, and that registration had 
been once granted to another party. (Rehear- 
ing.) Ex parte Nicholas, 58 Ma D. 315, Feb., 
1896 (Fisher, Ass't Com'r). 

818. The word "Alpine," as a trade-mark for 
medicinal lozenges, held fanciful, and not geo- 
graphical. Ex parte Haviland, 59 Ma D., June^ 
1896 (Fisher, Acting Com'r)t 

814. Words which in their primary signifi- 
cation are not geographical, even though they 
appear in the Postal Guide or similar publica- 
tions, are registrabla Such words as "Trilby," 
"Creole," "Puritan," "Volunteer," are good 
examples of this clasa They are not words in 
common use as designating locality or section 
of a country. Ex parte Hendley, 72 O. G. 1654, 
C. D. 1895. 

815. While it is true that " Menlo Park " is a 
geographical term, it does not stand on the 
same footing as the word "Columbia" or 
"Lackawanna" or "International" or "East 
India," all of which have been held not to be 
lawful trade-marks. (Columbia Mills v. Alcorn, 
65 O. G. 19ia) Ex parte Hampden Watch Ca, 
81 O. G. 1282, C. D. 1897. 

810. While it is true that Menlo Park is the 
name of a small town in New Jersey and is also 
the name of a town in San Mateo county, Cali- 
fornia, it does not appear that either of these 
localities is a manufacturing town. Certainly 
in neither of these towns is the manufacture 
of watch movements carried on. (Examiner 
reversed.) Id. 
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XXII. Good-Will. 
(See Assignment, supra,) 

817. Where the proprietor of a medicine 
transfers the right to use his trade-mark and 
formula without transferring the place of man- 
ufacture, or plant used, or the good-will of the 
business, and there is no exclusive right to 
manufacture the medicine in any one, and 
there is nothing in the trade-mark to indicate 
that the medicine comes from a particular 
manufactory, the grantee cannot restrain an- 
other person from using it, as the only effect 
of the trade-mark is to indicate a class of goods 
which any one who knows how may manu- 
facture ichadwick v. Covell, 51 O. G. 2087, 
G D. 1890. 

818. Where the said proprietor of said trade- 
mark and formula had no exclusive right to 
the use of his formula, held, that his only right 
was to prevent any one from obtaining or using 
said formula through a breach of trust or con- 
tract, and that any one who came honestly to 
the knowledge of it could use it without the 
proprietor's permission and against his will. ^d. 

819. Heldy that the title *< Prince's Metallic 
Paint " had become so localized — so identified 
with the Prince Mine and place of manufact- 
ure — that it was inseparable therefrom (cases 
cited), and the trade-mark passed as an inci- 
dent of the property with the possession of the 
work& 'Prince's Metallic Paint Ca v. Prince 
Mfg. Ca, 57 Fed. Repi 938 (1898). 

320. A trade-mark is a means for rendering 
more distinctive and valuable the "good-will" 
of a businesa The right to the mark will ordi- 
narily pass, as incidental to the good-will, to a 
successor who takes the business, and it be- 
comes extinct when the business, including the 
good -will, becomes extinct *Royal Baking 
Powder Ca v. Raymond, 70 Fed. Rep. 876 (1895X 

821. The good-will may persist for a time 
after the business itself has ceased. It, includ- 
ing the trade-marks used, may exist even for a 
series of years after the stoppage of business 
by accident or design, and may be found valu- 
able upon resumption. *Id. 

(The sale of a bnsinefls Is the aale of the good- will, and 
good-will need not be in eyidenoe. *Browne on Trade- 
marki, sea 622.) 

XXIII. Infringement. 

(See Fraud; Injunction.) 

(a) In Oeneral. 

822. Tlie mere addition of the word '* im- 
proved" will not justify the use of a trade- 



mark which is objectionable because of re- 
semblance to a trade-mark in use by another 
person. {Russia Cement Ca v. La Page, 44 
O. G. 823, C. D. 188a 

823. Where in suit for the infringement of 
a trade-mark exhibits of the devices used by 
both complainant and defendant accompany 
the bill, the court will sustain a demurrer to 
the bill where the exhibits show that there is 
no infringement ^Collins Chemical and Mfg. 
Co. V. Capitol City Mfg. Co., 52 O. G. 162, Q D. 
1890. 

824. The sale of merchandise in bulk under 
a trade-mark of the maker does not justify the 
vendee in using the same trade-mark on smaller 
and retail packages. *Krauss v. Jos. R. Peebles* 
Sons' Co., 58 Fed. Rep. 585 (1893). 

825. The court may compare the trade-mark 
of complainant with the device used by the re- 
spondent to determine their identity, and does 
not necessarily require the testimony of wit- 
nesses to prove the likenesa 'Von Mumm v. 
Frash, 68 O. G. 143, C. D. 1894. 

826. Selling an imitation, as such, without 
any suggestion or arrangement that it be sold 
again for the genuine article, although with 
assent to such suggestions from others, does 
not infringe the right of the manufacturer of 
the genuina *Ho6tetter Ca v. Van Yorst, 69 
O. G. 1648, C. D. 1894. 

827. The likelihood of deception of an ordi- 
nary purchaser exercising ordinary care is the 
test applied to alleged infringement of trade- 
marks, but regard must be had to the class of 
persons who purchase the article for consump- 
tion, and also to the circumstances ordinarily 
attending their purchase. In determining 
whether packages are so dressed up as to de- 
ceive purchasei-s, we should regard rather the 
effect on the consumer than the jobber. In 
such cases the danger of deception rather than 
the intent governs the court *N. K, Fair bank 
Ca v. R. W. Bell Mfg. Co., 77 Fed. Repi 869 (1897). 

828. A decree of a circuit court in one circuit 
enjoining infringement and unfair competition 
is not conclusive in a suit by the same party in 
another circuit against an agent of the prin- 
cipal where such decree is merely interlocutory 
and still subject to the control or modification 
of the court 'Walter Baker & Co., Limited, v. 
Sanders, 80 O. G. 1476, C. D. 1897. 

(b) Particular Cases. 

829. Trade-mark must be confined to the 
name adopted, with the form and color of tiie 
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letters used on the printed label Held, that 
the title or name ^ Sapota Tola " is not infringed 
by "Elastic Tola" *Adams v. Heisel, 31 Fed. 
Rep. 279 (1891). 

330. The word *' Celluloid '* is a lawful trade- 
mark, and the word " Cellonite " is sufficiently 
like it to produce the mischief which is in the 
purview of the law, "Cellonite Manufactur- 
ing Company " is an infringement of " Cellu- 
loid Manufacturing Company." *Celluloid 
Mfg. Ca V. Cellonite Mfg. Ca, 41 O. G. 693, 
C. D. 1887. 

331. When a trade-mark has been exten- 
sively used nearly twenty years prior to date of 
suit, and there is no evidence of fraud, or even 
knowledge of complainants' rights on the part 
of the defendant^ he cannot be held liable to 
account for past sales and damages in view of 
such laches. *IiOw v. Fels, 35 Fed. Rep. 861 
(1888). 

332. The Somplainanfs mark— a star made 
of tin a little over one-half inch in diameter, 
having five points and a round hole in the 
center and attached to tlie plug by prongs at 
the back — is not infringed by the defendant's 
mark, consisting of a round piece of gilded 
paper over three-fourths of an inch in diam- 
eter, having on it a red star, under which the 
word " Light " is printed, forming by the figure 
and word the word " Starlight" *The Liggett 
and Myers Tobacco Ca v. Finzer, 45 O. G. 943, 
GD. 188a 

333. The head of an elk and the word " Elk," 
held a valid trade-mark, and infringed by sub- 
stantially the same symbola *Lichtenstein v. 
Goldsmith, 37 Fed. Rep. 359 (1889). 

834. Where it is charged that the defendant 
has imitated the packages of the plaintiff for 
the purpose of imposing the goods of the former 
upon the public as those of the latter, not only 
must the fact of imitation be shown, but it must 
also appear that the imitation was made with 
intent to impose upon the public as aforesaid, 
and such intention may be presumed from the 
fact of imitation ; but the presumption is not 
conclusive, and may be overcome by facts 
showing that the imitation was for other and 
innocent purposes. fHoeb v. Bishop, 49 O. G. 
1845, C. D. 1889. 

835. Complainant puts up its hair-crimpers 
in packages, in a red pasteboard box, on the 
cover of which is a white label with a black 
border and in the center the head of a woman 
with hair curled, together with the words 
^* Madam Louie, Common-Sense Hair-Crimper." 
Defendant dealt in crimpers packed in a simi- 



lar manner, in red boxes with white labels, and 
in the center of the label is the head of a female 
surrounded by the words "The Langtry, Ele- 
gantes, One gross Na 1, Black, Hair-Crimpers." 
Complainant's crimpers were smaller than de- 
fendant's and much heavier, and the wrappers 
were unlike in length and in the words printed 
thereon. Defendant had the prior right to the 
use of the white label and the central vignette, 
and the labels were dissimilar in form* lan- 
guage, type and general appearance. There 
was no evidence that any one was ever misled 
by any resemblance between the twa Held^ 
that defendant did not infringe complainant's 
trade-mark. ^Philadelphia Novelty Mfg. Ca v. 
Rouss, 50 O. G. 1594, Q D. 1890. 

336. In a suit for infringement, although it 
seemed to be clear that when the defendants 
made what are known as " Warren Hose-Sup- 
porters " they had the right to designate them 
as such, heldf that that did not include the rifrht 
to represent in any manner that their goods 
came from others, and that complainants' 
trade-mark was infringed by the use of the 
word "Warranted" in place of "Warren," 
with a cut similar to that of complainants' 
label, and with numbers and words indicating 
sizes and quantity in similarity to those on 
complainants' label. *Frost v. Rindskopf, 51 
O. G. 1181, C. D. 1890. 

387. Where in an action for infringement 
the complaint alleged that defendants had ap- 
propriated and used on their advertisements, 
circulars, letter-heads, etc., relating to their 
publication, the device of an open book which 
complainants had theretofore been in the habit 
of using for like purposes; that defendants 
used the words "Webster's Dictionary" or 
" Webster's Unabridged Dictionary " placed in 
the same relation to their publication that 
complainants placed them, and that the date of 
defendants' publication on the title-page was 
given as of the year 1890, when, in fact, the 
book was a reprint or photolithographic copy 
of the edition of Webster's Dictionary of 1847, 
held that, as there might be some evidence of 
a fraudulent intent on defendants' part to get 
the benefit of the reputation of the edition of 
Webster's Dictionary published by complain- 
ants, and as the public might possibly be de- 
ceived and the complainants damaged to some 
extent in consequence of the facts averred, a 
demurrer to the complaint should be overruled. 
*Merriam v. Hollo way Publishing CJa, 53 O. G. 
1409, C. D. 1890. 

338. A trade<mark with the words "Brown's 
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Iron Tonic '^ upon it docs not infringe another 
bearing the words "Brown's Iron Bitters,*' 
when the cartons and bottles in which the two 
medicines were offered to the public were 
wholly different in size, color and appearance, 
and the labels and wrappers were correspond- 
ingly different *Brown Chemical Co. v. Meyer, 
65 O. a 287, a D. 1891. 

389. Plaintiff having failed to establish the 
existence of a trade-mark in the letters " LL " 
or that they constitute a material element in 
its trade-mark, relief cannot be accorded upon 
the ground of an infringement by defendant 
of an exclusive right in the plaintiff to use the 
letters as against all the world. *Lawrence 
Mfg. Co. V. Tennessee Mfg. Ca, 55 O. O. 1528, 
0. D. 1891. 

( " LL ** indicated class or quality and were used by 
other manufacturers.) 

840. Complainants' trade-mark "G. F.*' held 
infringed by the use of defendants' trade-mark 
** G. & F." on a similar class of goods, with the 
ampersand much smaller than the initials, 
when as registered and used on other goods 
the ampersand and initials are of uniform size. 
♦Giron v. Gartner, 57 O. G. 1430, C. D. 1891. 

841. *' Bromidia," a coined word, held a law- 
ful trade-mark, and defendant's use of it held 
an infringement, although in respect to the 
rest of the title and the appearance of the label 
there was a considerable dissimilarity. *Battle 
& Ca V. Finlay, 45 Fed. Rep. 796 (1891). 

842. Complainants' and defendants' wrap- 
pers and labels for tobacco packages so closely 
resemble each other as to deceive dealers and 
purchasers, although the names '* Sweet Lotus " 
and '* Peach Blossom," used by the respective 
parties, are not similar. *Wellman & Dwire 
Tobacco Co. v. Ware Tobacco Works, 46 Fed. 
RepL 289 (1891). 

848. The words "Cramp Cure** were de- 
scribed in the statement as used in connection 
with a pictorial illustration but not as an essen- 
tial part of the trade-mark. Held, that a suit 
for infringement could not ue maintained, the 
words being descriptive. *L. H. Harris Drug 
Co. V. Stucky, 46 Fed. Rep. 624 (1891). 

844. The complainant's place of business 
was in Paris, Kentucky, and the defendant's 
in Boston. Complainant had no knowledge of 
defendant's label or infringement prior to 1889, 
and suit was brought in 1890. Held, there was 
no laches. *a G. White Ca ▼. Miller, 50 Fed. 
Rep. 277 (1892). 

845. The trade-mark consisting mainly of 
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the picture of a chicken cock standing upright 
within a circle, surrounded by the words "Old 
Bourbon Whiskey, Bourbon County, Ky.," h^ld 
infringed by a trade-mark consisting of a cock 
standing upright in a circle, the whiskies to 
which such marks were applied being known 
respectively as "Chicken Cock" and "Game 
Cock." *Id. 

346. The word " Lone " prefixed to Star, held 
not to avoid infringement of complainant's 
Star trade-mark. *Hutchinson v. Covert, 50 
Fed. Rep. 832 (1892). 

847. " Epicure " was used by complainant as 
a trade-mark for canned salmon, and a busi- 
ness built up under it At a prior date defend- 
ants had used the word as a trade-mark for 
canned tomatoes and canned peache& Held, 
this did not entitle the defendants to use it on 
canned goods of every variety, salmon included. 
•George v. Smith, 52 Fed. Rep. 830 (1892). 

84S. Hohner's harmonicas are made in Wiirt- 
temberg and sold in this country under his 
name. Defendant uses the word " Improved 
Hohner " with other less prominent advertising 
matter. Held, this constitutes infringement 
•Hohner v. Gratz, 52 Fed. Rep. 871 (1892). 

849. Complainant's trade-mark — a repre- 
sentation of the sun and rays with a certain 
legend on the face thereof, — h£ld not infringed 
by a design having an imperfect outline re- 
sembling the sun's rays, but having a distinctly- 
different and prominently-printed legend, and 
where it does not appear that the alleged in- 
fringing device ever worked deception upon a 
purchaser. 'Jaros Hygienic Underwear Ca v. 
Simons, 58 O. G. 1095, C. D. 1892. 

850. Complainant, California Fig Syrup Com- 
pany, manufactured a syrup from figs and put 
it up in packages, having as a device thereon a 
fig-tree, with leaves and fruit, and the words 
" Syrup of Figs " as a trade-mark. Respondent^ 
Improved Fig Syrup Company, made and put 
up the same article in a package with the same 
device and the words "Improved Syrup of 
Figs" as a trade-mark. Respondent, on re- 
monstrance, changed its device to the figure of 
a woman holding up a fig, with the words "Fig 
Syrup " as a trade-mark, all of which occupied 
the same place and space on the package as 
complainant's device and was, besides, an im- 
itation of complainant's newspaper advertising 
device. Held, that complainant was entitled 
to an injunction. •California Fig Syrup Ca v. 
Improved Fig Syrup Ca, 61 O. G. 155, G IX 
1892. 

851. A trade-mark consisting of the' word 
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** Star " and the symbol of a star is infriDged by 
markiDg similar goods with a star and cres- 
cent, making the star so prominent 'that such 
goods may also be designated as "Star Goods," 
and purchasers may be readily deceived into 
the belief that the goods were made by the pro- 
prietors of the trade-mark, even though the star 
so used is not of the color usually employed for 
the trade-mark, and of a five-pointed star, while 
that in the trade-mark is uniformly six-pointed. 
♦Hutchinson v. Blumberg, 61 O. G. 1017, C. D. 
1892. 

(See foot-note under "AltematiTes.^^) 

852. "One Night Cure," Ti^Zd not infringed 
by words " Beshore One Night Cough Cure." 
♦Kohler Mfg. Co. v. Beshore, 62 O. G. 592, C. D. 
1893. 

353. A certificate of registration held con- 
clusive as to description of plaintiff's mark 
where he sought to enlarge its terms on a suit 
for infringement *Id. 

854. Defendants infringe the trade-mark 
rights of the California Fig Syrup Company 
when they apply to their laxative compound 
the name "Syrup of Figs" or any colorable 
imitation of that name, as such a name does 
not describe defendants' compound, but merely 
serves to induce the public to believe ihat the 
goods made and sold by them are those manu- 
factured by the California Fig Syrup Com- 
pany. *Improved Fig Syrup Co. v. California 
Fig Syrup Ca, 64 O. G. 158, C. D. 1893. 

855. While there may be a diflference be- 
tween defendants' packages of laxative com- 
pound and the packages of the California Fig 
Syrup Company's laxative compound, and such 
a difference as to probably put the general 
trade dealer on his guard, yet, defendants hav- 
ing adopted the trade- name of the California 
Fig Syrup Company, the consumer is likely to 
be deceived thereby, and it is against the prob- 
ability of such imposition upon the consuming 
class of the public that courts will extend their 
protection. *Id. 

856. Two classes of labels are recognized by 
cigar manufacturers — "factory brands" and 
"customers* brands." The latter are origi- 
nated by a customer, and used only on goods 
manufactured for him. A cigar merchant or- 
dered a lot of cigars, of a certain size and qual- 
ity, under the name of "Blackstone," which he 
originated. This order the manufacturer filled ; 
but the cigars were not taken by the merchant, 
and were sold to other parties. Held, that the 



manufacturer acquired no right to use the word 
" Blackstone " as a trade-mark. *Levy v. Waitt, 
65 O. G. 893, C. D. 189a 

857. "One Night Cure," used as a trade- 
mark for a cough remedy and for a com rem- 
edy, is not infringed by the use of the words 
" Beshore's One Night Cough Cure." (62 O. G. 
592, 53 Fed. Rep. 262, affirmed.) 'Kohler Mfg. 
Co. V. Beshore, 67 O. G. 678, C. D. 1894. 

858. When the complamants applied a name 
to a small lot of cigars made to a special order 
in 1878. and did not again apply the name to 
cigars until 1884, and then for the purpose of 
competing with another party who had ap- 
plied the same name to cigars in 1881, and not 
again until 1889, and when the defendants, in 
1885, without knowledge of what had been done 
by complainants, and in good faith, applied the 
name to cigars of their own manufacture, and 
made continued and extensive sa'es and adver- 
tisements thereof for five years without objec- 
tion, held, that the complainants are not en- 
titled to assert a right to a trade-^mark in the 
name as against the defendants. *Levy v. 
Waitt, 68 O. G. 1521, C. D. 1894. 

859. The use of the word *Cottoleo" on the 
tierces and tubs containing a compound of cot- 
ton-seed oil and the product of beef-fat is an 
infringement of the trade-mark "Cottolene" 
previously registered for the sale of the same 
substance and used in marking tierces and 
tubs. *N. K Fairbank Co. v. Central Lard Cc, 
70 O. G. 635, G D. 1895. 

360. It is no defense to a suit for infringe- 
ment of the trade-mark "Cottolene" by the 
use of the word " Cottoleo " that defendant sold 
under his own name, and made no attempt 
other than by the use of the word "Cottoleo," 
to sell his goods as if manufactured by plaint- 
iff. *Id. 

861. Where the defendant had the right to 
use the words "Waukesha Hygeia Mineral 
Springs '* and the complainant the word " Hy- 
geia" as trade-marks, held, that the defendant 
did not infringe the complainant's mark by 
making the word "Hygeia" more conspicuous 
than other words. *Wauke8ha Hygeia Min- 
eral Springs Co. v. Hygeia Sparkling Distilled 
Water Co., 70 0. G. 1321. C. D. 1895. 

862. The word " Mojava " so nearly resem- 
bles " Momaja " as to cause confusion. *Ameri- 
can Grocery Ca v. Bennett^ Sloan & Ca, 71 
O. G. 1770, C. D. 1895. 

868. The registered trade-mark "a R," for 
cough drops, held not infringed by the use of 
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the trade-mark "K & a" ♦Burt v. Smith, 71 
Fed. Rep. 161 (1895). 

364. M. A. Thedford, being engaged with 
others, under the firm-name of M. A. Thedford 
& Ca, in the manufacture and sale of ''Sim- 
mons' Liver Medicine," sold to his partners all 
his rights therein, and bound himself not to 
engage in manufacturing the said medicine 
"under any name or style." Afterward he 
formed a partnership, under the firm-name of 
M. A. Thedford Medicine Company, which 
made and sold a compound called *' M. A Thed- 
ford's Liver Invigorator," which they placed 
upon the market in wrappers and packages 
and with symbols and literature calculated to 
induce the belief that it was the "Simmons' 
Liver Medicine." Held, that this was a clear 
infringement upon the rights of his transferees, 
and that it was no defense that the latter had 
discontinued the use of the word "Simmons" 
and called their medicine "M. A Thedford & 
Ca's Original and Only Genuine Liver Medi- 
cine, or Black Draught" (58 Fed. Rep. 347, re- 
versed.) *Chattanooga Medicine Ca v. Thed- 
ford, 73 O. G. 2163, C. D. 1895. 

865. A trade-mark consisting of a label upon 
which appears, on a white background, in two 
colors — red and black — certain words, in the 
midst of which is displayed, in a large-sized 
cut, in prominent black colors, an old-fashioned 
flat-iron, is not infringed by another trade- 
mark in the form of a label having certain 
words prominently displayed on a deep-red 
background, in three colors — white, yellow, 
and black — having about the middle of this 
display, on a steel-colored background, a full- 
length picture of a colored woman holding up 
prominently in her extended arms a freshly- 
ironed shirt-bosom, underneath which is a 
table, upon which appears a diminutive-sized 
flat-iron. The phraseology, the display, the 
colors, and the symbols of the two labels are 
each and all essentially different *J. C. Hu- 
binger Bros. Co. v. Eddy, 76 O. G. 1120, C. D. 
1896. 

866. No trader can adopt a trade-mark so 
resembling that of another trader as that ordi- 
nary purchasers, buying with ordinary cau- 
tion, are likely to be misled. No person of or- 
dinaiy discernment could be deceived by the 
presence of this little iron, and any supposed 
aimilarity between it and the complainants' 
well-displayed large flat-iron, and thus led to 
believe he was purchasing complainantB' arti- 
clei *Id. 



867. "Fairbank*8 Gold Dust" soap was put 
up in yellow paper and " Buffalo Soap Pow- 
der " was put up in a similar wrapper. Held, 
that a buyer of ordinary prudence would not 
be imposed upon by the siniilarit3' of the yel- 
low packages in view of the printed matter 
thereon. (Following Novelty Ca v. Blakesley, 
40 Fed. Rep. 588 ; Novelt}' Ca v. Rouss, id. 585 ; 
Munn V. Kirk, id. 589.) *N. K. Fairbank Ca 
V. R W. Bell Mfg. Ca, 71 Fed. Rep 295 (1896). 

86S. ** Curative " for soap, held an infringe- 
ment of the coined word "Cuticura." *Potter. 
Drug & Chemical Corporation v. Miller, 75 
Fed. Rep 657 (1896). 

869. The words "German Sweet Chocolate" 
(German being the name of the individual who 
registered the trade-mark) are proper in a 
trade-mark, since "German" is not used in a 
geographical sense, and is infringed by the 
words " Germania Sweet Chocolate." *Walter 
Baker & Ca, Limited, v. Baker, 78 O. G. 1427, 
C. D. 1897. 

870. Held, that the Greek cross has not such 
individuality as to give the complainants the 
exclusive right to use it; and held, that the 
Maltese cross, having a red center and dark 
projections, is not an infringement of it 
•Johnson v. Bauer, 79 Fed. Rep. 954 (1896). 

871. " No-To-Bac," /icW an arbitrary term, 
and not infringed by " Baco-Curo/^ also an ar- 
bitrary term. The test is whether one is likely 
to be taken for the other by persons of ordi- 
nary intelligence. *Sterling Remedy Ca v. 
Eureka Chemical and Mfg. Co., 80 Fed. Rep. 
105 (1897). 

872. A trade-mark consisting of a red Greek 
cross, used to designate " Red Cross Plasters," 
is infringed by a Maltese cross having a red 
center. * Johnson & Johnson v. Bauer & Black, 
82 Fed Rep 662 (1897). 

XXIV. Injunotiok. 
(See Fbaud; Infbinobmbnt.) 

873. The marks, designs, symbols, directions 
and other indicia placed upon the boxes or 
packages containing the articles upon which 
the patent had expired may be treated as a kind 
of trade-mark, and a manifest imitation be en- 
joined. Greene ▼. Woodhouse, 88 O. G. 1491, 
a D. 1887. 

874. Equity will enjoin the fraudulent use 
of bottles having complainant's name, blown 
in them. It will also enjoin the fraudulent 
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use of a bottle having the same general appear- 
ance as that employed by complains^nt *Saw- 
yer Crystal Blue Ca v. Hubbard, 41 O. G. 580, 
C. D. 1887. 

375. A court of equity will prevent the pi- 
racy of a business name, and the fact that the 
defendant's name is a corporate name is of no 
moment ^Celluloid Mfg. Ca v. Cellonite Mfg. 
Co., 41 O. G. 693, C. D. 1887. 

376. An injunction declared for the word 
" Chatter-box " as a trade-mark name for ju- 
venile books, although it had been previously 
used on other publications, for youthful per- 
sons. The defendant's publications were simi- 
lar to the plaintiff's in external appearance, 
but their contents were dissimilar. ^Estes v. 
Worthington, 31 Fed. Rep. 154 (1887). 

877. Injunction under Trade-mark No. 16,473, 
registered April 0, 1889, by Moses Lyman, for a 
game, " Pigs in Clover." *Lyman v. Bums, 47 
O. G. 660, C. D. 1889. 

8 78. The word "Valvoline," compounded and 
used on packages of lubricating-oils by plaint- 
iffs, and registered as a trade-mark, may be 
used for that purpose, and the use thereof by 
defendant in the same manner will be enjoined, 
though defendant uses his own name in con- 
nection with the word. ^Leonard v. White's 
Golden Lubricator Ca, 48 O. G. 1401, C. D. 1889. 

879. In a suit to restrain use of plain tiffi's 
trade-name or trade-mark applied by him to 
an article for which he had obtained a patent, 
held, no action for violation of right to the 
name apart from right to the patent could be 
maintained. J^^^i^'^^^ '^' Shipman, 49 O. G. 
892, C. D. 1889. 

880. In such case plaintiff must obtain re- 
dress either by a suit for infringement of the 
patent, if he has a legal title to the patent, of 
which the federal courts alone have jurisdic- 
tion, or by a direct action to compel a r6-assign- 
ment of the patent^ in which the defendants 
can be made to account for any profits. :(Id. 

881. The manufacture of an uncooked pud- 
ding;, put up in packages under the trade-mark 
name of " Puddiue," cannot enjoin the maker 
of a similar preparation from using the word 
"Pudding" in describing it *Clotworthy v. 
Schepp, 52 O. G. 161, C. D. 1890. 

382. The use of tlie word " Rose " in connec- 
tion with the word " Vanilla " as a trade-mark 
is no ground for enjoining a rival maker of 
similar products containing those well-known 
flavors from using those words in describing 
his goods. *Id. 



888. A manufacturer who falsely represents 
the composition of his goods by the labels on 
his packages is in no position to enjoin a rival 
manufacturer from using similar labels and 
packages, on the ground that the latter thereby 
deceives the public. *Id. 

884. As it appears that the plaintiff manu- 
factures and sells Hostetter*s Bitters " and is 
the owner of trade-marks, brands, labels, etc., 
used in connection with such sale ; that the de- 
fendant makes an article closely resembling 
such bitters, which it sells in bulk, advising its 
customers to refill bottles that had originally 
contained Hostetter's Bitters with the spurious 
article, and to offer them for sale, it is held 
that the plaintiff is entitled to an injunction 
restraining the defendant from selling the spu- 
rious article, and that the customers using the 
bottles and labels in the way indicated are 
guilty of a wrongful act, which a court of 
equity will enjoin. *Ho8tetter Ca v. Bruegge- 
man-Reinhart Distilling Ca, 56 O. G. 530, C D. 
1891. 

385. A manufacturer of cigars whose goods 
are protected by trade-mark is entitled to an 
injunction against a manufacturer of cigar- 
boxes who, although he does not make cigara, 
furnishes the trade with boxes supplied with 
labels confessedly counterfeits of the complain- 
ant's registered mark. *Cuervo v. Jacob Hen- 
kell Ca, 60 O. G. 440, G D. 1892. 

388. The fact that plaintiiTs trade-mark, 
"Syrup of Figs," being merely descriptive, was 
deceptive as a designation of the compound did 
not affect plaintiff^s right to an injunction, the 
matter in controversy being not the right to 
the exclusive use of the words, but respond- 
ent's simulation of complainant's devices and 
packages with a view to deceive customers. 
♦California Fig Syrup Ca v. Improved Fig 
Syrup Ca, 61 O. G. 155, C. D. 1892. 

387. The facts that the infringer of a trade- 
mark, on being notified of his infringement 
told his customers to erase the trade-marks 
from their goods and had since gone out of 
business, are not ground for denying an injunc- 
tion to the true owner of the trade-mark, where 
every step of the suit for an injunction and ac- 
counting has been contebted by the infringer, 
and he has put the complainants to the expense 
of proving every fact necessary to establish 
their right and his infringement *Hutchin- 
son V. Blumberg, 61 O. G. 1017, G D. 189a 

388. Query, whether equity will intervene by 
injunction to protect the use of words claimed 
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as a trade-mark between owners of quack med- 
icines. *Kol)ler Mfg. Ca v. Beshore, 67 O. G. 
678, C. D. 1894. 

389. It seems that an injunction should not 
be granted to protect the use of words as the 
trade-mark of a medicinal preparation which 
assert a manifest falsehood or physiological im- 
possibility. *Id. 

890. In such a suit the statement filed to ob- 
tain registration and attached to the affidavits 
on motion for a preliminary injunction may 
be considered on the final hearing. *Id. 

891. The words '* Social Register,^* as applied 
to a list of persons resident in a certain locality, 
compiled by its publisher with reference to the 
personal and social standing of such persons, 
constitute a valid trade-mark, and their use by 
the publisher of a competing list will be re- 
strained. ^Social Register Association v. How- 
ard, 67 O. G. 1448, C. D. 1894. 

892. Plaintiffs have used the name "Carls- 
bad" on genuine "Carlsbad Sprudel Salts," 
and defendants used it upon artificial salts hav- 
ing no connection with that name. Held, that 
this was calculated to deceive customers, and 
injunction granted. *City of Carlsbad v. Kut- 
now, 68 Fed. Rep. 794 (1895). 

898. Complainants sold Hostetter's Bitters. 
Defendants sold bitters called "Host-Style Bit- 
ters" and put them in bottles bearing Hostetter 
labels. Injunction granted. Held, also, that 
defendant might use "Host-Style," provided 
he did not simulate any labels of complainant 
♦Hostetter Co. v. Becker, 73 Fed. Rep. 297 (1896). 

894. Where the court had decreed that the 
defendant company be enjoined from using, 
selling, or placing upon the market in connec- 
tion with hooks and eyes the name " De Long " 
alone or with other words in any manner which 
might deceive the public as to the identity of 
the goods sold by the plaintiffs and defendant, 
respectively, the use by the president of the de- 
fendant company of the words "Oscar A. De 
Long Hook" was a violation of the injunction. 
JDe Long v. De Long Hook and Eye Co., 74 
O. G. 811, C. D. 1896. 

895. Where it is shown that defendant failed 
to accompany the use of the word " Singer" on 
the machines made and sold by it with suffi- 
cient notice of their source of manufacture to 
prevent them from being bought as machines 
made by the Singer Manufacturing Company, 
and thus operate an injury to private rights 
and a deceit upon the public, held, that he 
should be enjoined from using the word 



** Singer " or any equivalent thereto upon sew- 
ing machines or upon any plate or device con- 
nected therewith or attached thereto without 
clearly and unmistakably specifying in connec- 
tion therewith that such machines are the 
product of the defendant or a manufacturer 
other than the Singer Manufacturing Company. 
♦Singer Mfg. Ca v. June Mfg. Co., 75 O. G. 1703, 
C. D. 1896. 

896. Complainant is entitled to an injunc- 
tion pendente lite against the further use by 
defendants of a square-shaped bulging-necked 
bottle as a package for "Mount Vernon" 
whisky, when it appears that complainant was 
the first to use a bottle of this shape as a pack- 
age for whisky, and when it also appears that 
said shape has come to be principally, if not 
exclusively, relied upon by ordinary customers 
as a means of identifying this bottling of 
" Mount Vernon " whisky from all other bot- 
tlings. ♦Cook & Bernheimer Ca v. Ross, 76 
O. G. 613, C. D. 1896. 

397. Where it clearly appeared that the use 
by defendants of the name " The Tuerk Water- 
Meter Company *' and the practice in respect 
thereto adopted by the defendants led to con- 
fusion arising from its similarity to the name 
of the motor of the plaintiff, and that the simi- 
larity was such as to cause persons dealing in 
the articles to suppose it to be the same, held^ 
that defendants should be restrained from 
using the name of " Tlie Tuerk Water-Meter 
Company," or any other substantial imitation 
of the name "The Tuerk Water-Motor Com- 
pany," by which the plaintiff is generally 
known, or from printing, publishing, issuing 
or circulating any of the cuts, pictures, prints 
or printed matter used by the plaintiff in cata- 
logues or circulars prior to the formation of 
the defendants* firm, or any substantial imita- 
tion thereof. JTuerk Hydraulic Power Ca ▼. 
Tuerk, 76 O. G. 1274, C. D. 1896. 

898. Where exceptions were taken during 
the trial to a referee's admissions and rejections 
of evidence, held, that such exceptions should 
be disregarded unless the appellant can show 
that injustice has been done upon the whole 
case or that the ruling complained of may have 
affected the result Jld. 

899. It does not follow that because the com- 
plainant is not exclusively entitled to use the 
words " Clark's Spool Cotton " that therefore it 
cannot rightfully enjoin a person who is fraudu- 
lently making use of its label. ♦Clark Thread 
Ca V. Armitage, 76 O. G. 1419, C. D. 1898. 
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400. When a trade has been built up for 
" Johann HoflPs Malt Extract" or " HoflTs Malt 
Extract," a branch house conducted by Leopold 
Hoff, manufacturing such extract in competi- 
tion with another branch or with the original 
business, may not use the name of **Hoff" 
without indicating which of the Hoff family is 
the maker. *Tarrant & Co. v. Hoff, 78 O. Q. 
1107, C. D. 1897. 

401. Equitable relief for infringement of a 
trade-mark will not be denied by reason of in- 
accurate statements in the complainant's labels 
when such statements are immaterial. *Id. 

402. The defendants having discontinued 
the sale of the articles for the complainant and 
having also discontinued the use of the trade- 
mark, which had been applied thereto, a pre- 
liminary injunction is refused. *Saxlehner v. 
Graef, 81 O. G. 972, C. D. 1897. 

408. The question as to whether laches or 
inaction has in any way impaired the com- 
plainant's right to an injunction and whether 
the continued use of the word "Hunyadi" 
after sale of complainant's water was discon- 
tinued was or was not proper may appropri- 
ately be left for final hearing where it appears 
that this word is not now being used. *Id. 

404. Defendants having been the exclusive 
importers of the Hunyadi Janos waters and 
having pasted their own individual mark on 
each bottle sold by them, in addition to the 
mark of the complainant, and having discon- 
tinued the sale of such waters, held, that they 
cannot be restrained from placing the same in- 
dividual mark on the water which they there- 
after handle on the ground of unfair compe- 
tition, since the complaiuant has no title to 
such individual mark. *Id. 

XXV. Interference. 
(See Use and Sale as Establishing Title.) 

405. The right to registration as between two 
interfering applicants or between an applicant 
and a registrant belongs to the one who, if a 
party to a suit in a court of equity, would be 
adjudged the owner of the trade-mark. Mani- 
towoc Mfg. Co. V. Dickerman, 57 O. G. 1721, 
C. D. 189L 

406. Where the subject-matter of applica- 
tion for trade-mark is clearly anticipated by a 
mark registered under the act of 1870, and the 
examiner properly refused to declare an inter- 
ference because of the nullity of such prior 
registration, and also properly refused regis- 
tration to the present applicant because the 



prior registry makes the mark an anticipation, 
held, the proper course for the office in such a 
case is to give the applicant under the law of 
1870 notice that an application is pending with 
which his registry would interfere if it were 
under the existing act and allow him sixty 
days to make a new application. Ex parte 
American Lead Pencil Ca, 61 O. G. 151, C. D. 

189a 

407. The dates of adoption as set forth in 
interfering applications for the registration of 
a trade-mark are not conclusive as to the ques- 
tion of lawful title to the mark. Stewart v. 
Einstein, v. Sawhill, 61 O. G. 287, Q D. 1892. 

408. The main question to be determined in 
a trade-mark interference is priority of such 
adoption and use as will establish ownership, 
and this will not be determined in advance of 
the evidence introduced by the parties in the 
usual way. Id. 

409. Trade-mark rule 18, which states that 
'* each applicant and registrant will be held to 
the date of adoption alleged in the statement 
filed with his application," held to be not in- 
consistent with law, and therefore has the force 
of a statute. Stuart Medicine Ca v. Goldaine, 
64 O. G. 1005, C. D. 1893. 

410. The word " interference " in section 9 of 
the act establishing the court of appeals of the 
District of Columbia interpreted and held not 
to mean and include disputes in trade-marks 
under section 3 of the trade-mai-k law of 1881. 
but to be confined to an interference in patent 
law. ♦Einstein v. Sawhill, 65 O. G. 1918, C D. 
1893. 

411. A trade-mark consisting of the words 
** Electric Light " alone and another trade-mark 
consisting of these words accompanied by the 
representation of the upper part of an electric- 
light bulb with zigzag rays emanating from it 
conflict, the words being the " prominent, es- 
sential and vital feature " of the marks, and 
a motion to dissolve the interference denied. 
Kirby v. McLaughlin & Co., v. Johnston, 72 O. G. 
1785, C. D. 1895. 

412. The difference in sound between "Cap- 
itol " and '* Capital " is too small to be noticed 
by the ordinary purchaser, though the trade- 
marks themselves are sf)ecifically different, and 
motion to dissolve the interference denied. 
Lown V. Ohio Coffee and Spice Ca, 73 O. G. 
1136, C. D. 1895. 

413. It is a rule applicable to trade-marks as 
.well as patents that a motion to dissolve should 

not be transmitted if based on facts brought 
out in the testimony, instead of on the applica- 
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tions, or on facta which appealed of record 
prior to the declaration. The case must take 
its regular course to final hearing. Oberhaeu- 
ser and Landauer v. Pastor ICneipp Med. Co., 
63 Ma D., Dec., 18»7 (Greeley, Acting Ck)m'r). 
414 In interferences in trade-mark cases a 
broad claim should not be placed under a nar- 
row issue, but the practice in patent cases of 
making the issue as broad as the broadest claim 
should be followed. S. Hernsheim, Bros. & Co., 
Limited, v. J. EL Hargrave & Son, 81 O. G. 503, 
C. D. 1897. 

XXVL JUKISDIOTION OF CoURTS. 



415. In a suit for infringement of a trade- 
mark when both parties are citizens of the 
same state, a United States circuit court can 
only entertain jurisdiction on the theory that 
the complainants have a valid trade-mark, reg- 
istered pursuant to the act of March 8, 1881, 
and no relief can be granted because of unlaw- 
ful competition in trade. The question for the 
court is whether the complainants have an ex- 
clusive right to the alleged trade-mark. *Luy- 
ties V. HoUender, 40 O. G. 119, C, D. 1887. 

41tf. The jurisdiction of a court of equity to 
give relief against the violation of a trade-mark 
rests not upon the ground that the defendant 
is committing a fraud on the public, but en- 
tirely on the ground that the defendant is vio- 
lating a property right of the complainant 
JSchneider v. Williams, 44 O. G. 1400, C. D. 
1888. 

417. Under act of congress of March 8, 1881, 
relating to registration of trade-marks used in 
foreign commerce, the circuit court has no ju- 
risdiction of a bill for infringement where both 
parties reside in the state and it does not ap- 
pear that the trade-mark is used in foreiprn 
commerce. ♦Gravely v. Gravely, 5v O. G. 1538, 
C. D. 1890. 

418. The decision of the supreme court in 
Trade^iar^ Cases (100 U. S. 82) does not affect 
the jurisdiction of federal courts in matters re- 
lating to trade-marks where the jurisdiction is 
otherwise secured by reason of diverse citizen- 
ship of the parties, since property rights in 
trade-marks come from the common law and 
not from the statute. Battle v. Finlay, 59 
O. G. 2072, C. D. 1892L 

419. The court of appeals ^f the District of 
Columbia has no jurisdiction of disputes in 
trade-marks under section 8 of the law of 1881. 
♦Einstein v. Sawhill, 65 O. G. 1918, G D. 189a 



XXVII. Mandamus. 

420. In an application tormandamua to com- 
pel the collector of customs to examine into 
the validity of a certain registered trade-mark 
which he had declared simulated on certain 
imported goods which he had declined to admit 
to entry under the provisions of section 7 of 
the tariff act of October 1, 1890, held, that the 
circuit court had no jurisdiction to grant a 
mandamus, and that whether the decision of 
such officer that any particular import is within 
the statute's prohibition is reviewable in the 
courts was not before the court in this pro- 
ceeding. ♦Vintschger et aL, 00 O. G. 441, C. D. 
1892. 

42 1. The commissioner, in the present case, 
having exercised and exhausted his discretion, 
and having refused to register simply on the 
ground that he has decided that the act of en- 
gaging in foreign trade is ultra vires the re- 
lator, held proper case for peremptory fTianda- 
mus, the relator having complied with the 
provisions of the trade-mark statute and the 
lawful regulations of the patent offica ♦United 
States ex rel. the State of South Carolina v. Com- 
missioner of Patents, 65 O. G. 1221, Q D. 189a 

(Decision of the Bupreme court of the District <tf Oo> 
lumbia.) 

422. The duties imposed upon the commis- 
sioner of patents by the trade-mark act of March 
8, 1881, are not ministerial, hut their discharge 
requires the exercise of judgment and discre- 
tion, and his action in refusing to issue a cer- 
tificate of registration of a trade-mark cannot 
be controlled by a writ of mandamus, ♦United 
States ex reL the State of South Carolina v. 
Commissioner of Patents, 66 O. G. 1167, C. D. 
1894 

(DeoiRion of court of appeals of the District of Oohim- 
bia. For orifi^nal decision of commissioner of patents, 
see 64 O. Q. 1805, C. D. 1803.) 

423. The authority to make regulations and 
requiring applicants to comply with them seems 
to imply that the commissioner is left free to 
institute the necessary inquiry in his own 
mind. ♦Id. 

424. Mandamus will not lie save in a plain 
case and where there is no other legal remedy, 
and under no circumstances can the writ of 
mandamus be made to operate as a writ of 
error. ♦Id. 

425. The action of the head of a department 
in construing the law for his guidance is not 
subject to revision by mandamus, ♦Id. 
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426. The refusal of the commisBioner of pat- 
ents to register a trade-mark does not ioTolve 
the right to the trade-mark, but the registra- 
tion of the mark, and it is the value of the reg- 
istration and not the value of the trade-mark 
that determines the sum of money involved. 
*United States ex rel. the State of South Caro- 
lina V. Commissioner of Patents, 67 O. G. 1191, 
C. a 1894 

427. Where upon the refusal of the commis- 
sioner to register a trade-mark a writ of man- 
damus was unsuccessfully sought against him, 
upon the ground that upon the facts submitted 
his duty was ministerial and not discretionary, 
no objection to the validity of the trade-mark 
law under which the commissioner acted being 
made, nor the existence or lawfulness of his 
authority thereunder being drawn in question, 
and the only controversy upon the proceedings 
being as to the construction of the law as to the 
extent of the commissioner's authority, held, 
that such controversy did not draw into ques- 
tion the validity of an authority exercised under 
the United Statea *Id. 

428. Neither the question whether the com- 
missioner rightly decided upon the presumptive 
lawfulness of the right of the state of South 
Carolina to the trade-mark sought to be regis- 
tered, nor the question whether his duty was 
of such a character that a writ of mandamus 
would lie to compel its performance, involved 
a question of the validity of the authority ex- 
ercised by him under the United States. *Id. 

(Decision of United States supreme court.) 

XXYIII. Parties to Suit. 

429. The bill alleged that respondents B. and 
others were using respondent corporation as a 
means of infringement, they being themselves 
substantially the corporation. Held, that there 
was no misjoinder in making them parties de- 
fendant *California Fig Syrup Co. v. Improved 
Fig Syrup Co., 61 O. G. 155, C. D. 1892. 

480. In a bill against a corporation for in- 
fringing a trade-mark plaintiff included the 
directors of the defendant corporation as par- 
ties defendant Upon demurrer, held not a mis- 
joinder, and demurrer overruled. *Armstrong 
4& Ca V. Savannah Soap Works, 61 O. G. 1018, 
G D. 1892. 

431. A trade-mark may be adopted, owned 
and used by a number of parties engaged in 
the same business as separate firms, and all of 
them may join as complainants in a suit to 



restrain infringement t^^ravel Roofers* Ex* 
change v. Turnbull, 64 O. G. 441, G D. 1893. 

XXIX. Pabtnbsship. 

482. Copartners, upon a dissolution of part- 
nership, will together be entitled to exclusive 
use of trade-marks of the firm, and perhaps 
each of them will be entitled to such exclusive 
use as to all persons except their associates in 
ownership. *New York and R Cement Ca v. 
Coplay Cement Co., 45 Fed. Rep. 212 (1891). 

433. Another druggist who had a commer- 
cial partnership with the physician up to the 
time of his death, in the business of dispensing 
the remedies used by the physician, the two 
having an extensive trade in them, domestic 
and foreign, has a right as surviving partner to 
the trade which had become established, to the 
good-will connected with it, and to the inchoate 
trade-mark right which was incident to it, at 
least to the extent of treating them as assets 
of the partnership for the purpose of closing 
out the partnership businesa Stewart v. Ein- 
stein, V. Sawhiil, 64 O. G. 1533, Q D. 189a 

XXX. Pbactice in Patent Office. 

484. A certificate of registration of a trade- 
mark will not be issued to the assignee of the 
applicant, even though the assignment may 
have been previously recorded. Ex parte Baa- 
sett, 55 O. G. 997 (1891). 

435. In label and trade-mark cases, as in 
patent cases, matters of form should be settled 
before the application is finally disposed of 
upon its merita Ex parte Vermont Maple 
Sugar-Makers* Association, 52 MSb D., July^ 
1893 (Fisher, Ass't Com'r). 

436. Where the examiner of interferences 
refused to recognize a concession of priority of 
trade-mark adoption executed by an ofiScer of 
a corporation without the corporate seal, held, 
that a concession of priority is not such an in- 
strument as requires the use of a seal by cor- 
poration or individual, and that, it satisfactorily 
appearing on the record that the ofiicer was 
empowered to execute the paper, the office will 
accept it Jersey City Packing Ca v. Jacob 
Dold Packing Co., 82 O. G. 817, C. D. 189a 

487. A certificate of correction refused in a 
trade-mark case (o correct an alleged error of 
statement of essential features, made by appli- 
cant in complying with an official require- 
ment (Rehearing.) Ex parte Wood Drug Ca» 
58 Ma D., Jan., 1894. 
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488. The action of the primary examiner of 
trade-marks is but the report of a partial ex- 
amination made by a subordinate. 'United 
States ex rel. the State of South Carolina v. 
Commissioner of Patents, 68 O. G. 1167, C. D. 
1894. 

489. A certificate of registration will not be 
issued to an assignee in a trade-mark case. Ex 
parte Roasted Cereals Ca, 57 M& D., Sept, 1895 
(Fisher, Acting Com'r). 

440. The words " Black Lion ** and figure of 
a lion for leaf tobacco, having been refused 
registration on a similar mark registered under 
the prior law, which had been declared uncon- 
stitutional, held^ tlie former registrants should 
b? notified an application is pending and sixty 
days allowed tliem to make application for 
new registrations. (Ex parte American Lead 
Pencil Co., C. D. 1892, 199.) Ex parte Hern- 
sheim Bros. & C, Limited, 60 Ma D., Sept, 1896 
(Fisher, Acting Ck)m'r). Similar decision, on 
same date, in case of application by the same 
parties for *' Black Tiger," for cigars and to- 
bacca 

XXXI. Registration. 

(See Anticipation; Class op Goods.) 

(a) In General. 

441. It was not contemplated by the act of 
congress and is not provided for by the rules 
that a certificate of registration of a trade- 
mark should be issued to the applicant and his 
assignee jointly. Ex parte Spinner, 85 MS. D., 
July, 1887 (Hail, Com'rX 

442. The signature and oath of a firm to a 
trade-mark application cannot be properly 
made by one who is not a meml)er of the firm 
but merely a so-called *• director." Ex parte 
Kirker, Greer & Co. (Limited), 87 M& D., July, 
1888 (Hall, ComV). 

448. The certificate of registration is only 
prima facie evidence of an admission on the 
part of the government that the applicant for 
registration is the owner of a valid trade-mark. 
It is not a grant of any right or privilege, and 
does not conclude a third party. *Uuited States 
V. Braun, Sfi^Fed. Rep. 775 (1889). 

444. A trade-mark including, with other ar- 
bitrary matter, a representation of an article 
for which a patent is still in force may be reg- 
istered. Ex parte Hurlburt Mfg. Ca, 41 Ma 
D., Nov., 1889 (Mitchell, Com'rX 

44a. The incorporation of a company in the 



name of an article of commerce, without other 
specification, will not create any exclusive 
right to the use of the nam& *Goodyear*s 
India Rubber Glove Mfg. 0>. v. The Goodyear 
Rubber Ca, 46 O. G. 126, G D. 1889. 

446. A trade-mark adopted for use in deal- 
ing in real estate is not proper subject for reg- 
istration. Ex parte Roy and Nourse, 54 O. G. 
1267, C. D. 1891. 

447. Where the mark sought to be registered 
was affixed to bill-heads, letter-heads, cards and 
circulars which applicants used in their busi- 
ness, held, that such a use did not come within 
the statuta Id. 

448. Registration of signs or symbols is pro- 
vided for only when they are applied to trans- 
portable articles of commerce — that is, *' goods^ 
wares and merchandise." Id. 

449. The mere name of a corporation will 
not be registered as a trade-mark. Ex parte 
Creedmoor Cartridge Ca, 56 O. G. 1833, C. D. 
1891. 

450. Whenever in the opinion of the ofiSce 
the thing offered for registry as a trade-mark 
is so nearly like some prior registered trade- 
mark as to be likely to lead to mistake or con- 
fusion, registration will be denied. Ex parte 
Coon, 58 O. G. 946, C. D. 1892. 

451. An applicant will not be granted inde- 
pendent registration of a trade-mark when it 
appears that he is one of two or more parties 
who have a right to use such mark, section 2 
of the trade-mark act requiring it to appear 
that than the applicant "no other person, firm 
or corporation has the right to such use." Ex 
parte Langdon, 61 O. G. 286, C. D. 1892. 

452. The recital in the statement of the 
adoption and several transfers of the trade- 
mark sought to be registered, held allowable. 
Ex parte Bonndl, 52 Ma D., June, 1893 (Fisher, 
Ass't Com'r)L 

458. The commissioner must decide whether 
the applicant has the right to use the trade- 
mark at all, whether the alleged trade-mark is 
in itself a lawful trade-mark, or is identical 
with the trade-mark of another, or a deceptive 
imitation, or the property of the applicant 
* United States ex rel. the State of South Caro- 
lina V. Commissioner of Patents, 66 O. G. 1167, 
C. D. 1894. 

454. If the fact of registry confers any bene- 
fits, it is only those which are specially pro- 
vided in the act of congress and not covered by 
the common-law rula The trade-mark, when 
established, is valid and entitled to protection, 
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w hether registered or not * Waukesha Hy geia 
Mineral Springs Ga t. Hygeia Distilled Water 
Ck)., 70 O. G. 1819, C. D. 1895. 

(After a design i>atent has been granted to one party, 
registration of the same detugn as a trade-mark will not 
be allowed to another party. £x parte Lee & Shepard, 
84 O. a. 1271, 0. D. 1888.) 

(b) Particular Cases. 

455. Tbe name of the applicant and his place 
of business, hM not registrable. Ex parte 
Brown, 87 M& D., July, 1888 (Hall, Com'r). 

456. The words " 10 cents for each one dol- 
lar," held not registrable, since they indicate no 
origin or ownership^ but point merely to a 
source of profit, the object being the sale of the 
article to which the label is affixed. Ex parte 
Force Tobacco Co., 41 MS. D., Dec., 1889 (Mitch- 
ell, Com*r). 

457. Messrs. Holt & Ca, New York, N. Y., 
adjudged to have acquired and to hold Uie ex- 
clusive right to the use of the words ** La Fa- 
vorita," registered by them February 28, 1883, as 
a trade-mark for flour. *Menendez v. Holt, 46 
O. G. 971, C. D. 1889. 

458. But one trade-mark can be registered 
for goods of substantially the same descriptive 
properties. A trade-mark for drawers and pan- 
taloons prohibits registration of the same mark 
for overalla Ex parte Kyle & Co., 57 O. G. 274, 
C. D. 1891. 

459. A fac-simile of the certificate issued by 
a state board of pharmacy to regibtered pharma- 
cists is not registrable as a trade-mark. Ex 
parte Kuppenheimer Brothers, CO O. G. 489, 
C. D. 1892. 

460. "The arrangement of two panels, one 
in red and one in blue, each bearing a shield,'' 
•eta, is proper siibjectrmatter for a trade-mark 
rather than a label Ex parte National United 
States Stamp Delivery Co., 60 O. G. 893, C. D. 
1892. 

461. A '* representation of a band with eye- 
lets therein and croes-lacings connecting the 
eyelets," held not registrable as a trade-mark, 
since its function is purely decorative in the 
connection in which it is intended for use. Ex 
parte Peyser & Co., 62 O. G. 588, C. D. 189a 

462. The state of South Carolina applies to 
register the trade-mark " Palmetto " in the pat- 
ent office, to be applied by labels to bottles of 
intoxicating liquors to be regularly sold by the 
state outside its own limits in commerce with 
foreign nations or with Indian tribes. 1. It 



seems that a state may take upon itself the 
character of a trading corporation while re- 
taining in other respects the essentials of a 
sovereign state. 2. While it is not necessary 
to decide how, if in any manner, a state may 
enter the domain of commerce, whether by an 
express authorizing provision in its constitu- 
tion supplemented by appropriate legiblation 
to carry it into effect, or otherwise, the exec- 
utive officers of a state may not, in the absence 
of legislation, embark the state in such trade. 
8. The act of the state of South Carolina, ap- 
proved December 24, 1892, entitled ** An act to 
prohibit the manufacture and sale of intoxi- 
cating liquors as a beverage within this state, 
except as herein provided," is a measure for 
the suppression of the liquor traffic within the 
state by private individuals and to substitute 
therefor its complete control by the state, and 
is not a law which authorizes a regular trade 
in liquors by way of sale to foreign purchasers. 
4. The state of South Carolina, notwithstand- 
ing the acts of its governor and state board of 
control, has no authorized trade in liquors out- 
side its own limits. It is not the owner of any 
trade-mark,' has not at this time the right to 
the use of the ti'ade-mark sought to be reg- 
istered, and therefore, 5, the application is de- 
nied. Ex parte State of South Carolina, 64 
O. G. 1395, C. D. 189a 
(See MAiTDAinTs.) 

463. A druggist whose only relation with a 
physician was that he filled the latter's pre- 
scriptions occasionally cannot, upon the death 
of the physician, adopt the fac-simile of his 
signature and picture, or either of them, as a 
trade-mark without showing to the office in 
some manner the consent of the physician that 
this should be done, or acquiring the right to 
do so from the pei'sonal representative of the 
decedent Stewart v. Einstein, v. Sawhill, 64 
O. G. 1533, C. D. 189a 

464. The person attempting to do this is not 
the owner of the trade-mark ; his use of it in 
commerce with foreign nations or otherwise 
is unlawful, and in interference proceedings 
judgment of priority cannot be rendered in his 
favor. Id. 

465. The registry of a trade-mark, the essen- 
tial feature of which is described as "the rep- 
resentation of a red anchor in an oval space," 
is not proof of intention to adopt a trade-mark 
consisting of the word "Anchor" and the 
symbol of an anchor, irrespective of color and 
surroundings. (Richter v. Anchor Remedy Co. 
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63 Fed. Rep. 465, affirmed.) •Richter v. Rey- 
nolds, 67 O. G. 404, C. D. 18M. 

406. Registration of " Swan-down," for soap, 
refused, becaase the prevailing party to the in- 
terference proved no exclusive right Tetlow 
V. Bloomingdale and Levy, v. Tappan, 56 MS. 
D., Jan., 1895 (Fisher, Ass't Com'r). 
*- 467. A device which is an entirely subor- 
dinate feature in an alleged trade-mark, and 
constitutes merely a printer's symbol, is pub- 
lic property and not registrable. Ex parte 
Brunswig, 57 MS. D., Aug., 1895 (Fisher, Acting 

ComVX 

468. The words "Silver Club" and a repre- 
sentation of a group of four heads, represent^ 
ing four congressmen noted for their advocacy 
of free silver, refused registration on the ground 
that the consent of each of the congressmen 
must be obtained. *' Without the group of 
heads^ the words 'Silver Club' would lose 
their significance." Ex parte Davis & Ca, 58 
M& D., Dec, 1895 (Fisher, Ass't Com'r). 

469. The difference in appearance, as writ- 
ten or printed, in sound and in meaning are 
sufficient to differentiate the words " Electric 
Light " from the word " Electric," and there- 
fore the prior registration of the latter word 
doe» not bar the registration of the former 
words. Kirby v. McLaughlin & Ca, v. Johns- 
ton, 72 O. G. 1785, C. D. 1895. 

470. "League," for base-balls, Jield not regis- 
trable in view of lack of proof of exclusive 
right. Ex parte Spalding & Bros., 60 MS. D., 
Sept, 1896 (Fisher, Acting Com'r). 

XXXII. Eight to Use Name of Pat- 
ented Article. 

471. A name which has been applied in a 
patent to a particular article manufactured 
under it cannot become a trade- mark after the 
patent has expired. ♦Green v. Woodhouse, 88 
O. G. 1491, C. D. 1887. 

473. A patented printing-press was called 
by the patentee the " Universal," and the presses 
were stamped with that name and the names 
of the manufacturers, who made them for the 
patentee or his licensees. Held that, af ^er the 
expiration of the patent, the patentee was not 
entitled to be protected in the use of the word 
" Universal *' as a trade-mark. *Gally v. Colt's 
Patent Fire Arms Mfg. Co., 41 O. G. 576, C. D. 
1887. 

478. The term "Weymouth's Patent," used 
on knives made, patented and sold by the 
plaintiff, held to be free to the public after the 



expiration of the patent *Hiram Holt Ca ▼. 
Wardsworth, 41 Fed Rep. 34 (1889). 

474. Where it appears in a suit to restrain 
defendants from using plaintiff^s trade-name 
or trade-mark, applied by him to an article for 
which he had obtained a patent, that the de- 
fendants claimed title to the patent under as- 
signment from plaintiff to secure payment of 
a note, manufactured under it, and applied the 
name to the patented article, held, that this ac- 
tion for violation of right to the name, apart 
from the right to the patent, could not be 
maintained, j: Waterman v. Shjpman, 49 O. G. 
892, C. D. 1889. 

475. After the expiration of plaintiffs' de- 
sign patent in 1877 for embossing the ends of 
sewing-thread spools, the public had the right 
to use it *CoatB v. Merrick Thread Co., 63 
O. G. 1531, C. D. 189a 

476. It is the universal American, English 
and French doctrine that where, during the 
life of a monopoly created by a patent, a name, 
whether it be arbitrary or be that of the in- 
ventor, has become, by his consent either ex- 
press or tacit the identifying and generic name 
of the thing patented, this name passes to the 
public with the cessation of the monopoly 
which the patent created. *Singer Mfg. Ca v. 
June Mfg. Ca, 75 O. G. 1703, C. D. 1896. 

477. When a patent expires, the public may 
make the article and use a name for it which 
originated from or was naturally derived from 
the patent specification as a descriptive title of 
the invention, 'Air-Brush Mfg. Ca v. Thayer, 
79 O. G. 683, C. D. 1897. 

478. No one has the right to the exclusive 
use of the word "Yale" as a trade-mark for 
locks, as any one who makes a lock disclosed by 
any one of the expired patents taken out by 
the Tales has a right to designate such lock as 
a **Tale lock," and it would be the proper and 
true name of such lock. Ex parte Tale & 
Towne Mfg. Ca, 81 O. G. 801, C. D. 1897. 

479. It is well settled by all the authorities 
that when an inventor obtains a patent on a 
device and said patented device is known by a 
certain name, the name becomes public prop- 
erty at the expiration of the patent Id. 

XXXIIL Eight to Use Personal 

Name. 

(See Fraud; Infringement; Injunction.) 

480. A person cannot make a trade-mark of 
his own name, and thus debar another having 
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the same name from using it in his business 
honestly and without any intention to wrong- 
fully appropriate the good-will of a business 
already established. ^Russia Cement Co. v. Le 
Page, 44 O. G. 823, C. D. 188a 

4-81. But although one may honestly use his 
own name as a trade-mark, although the inci- 
dental result may be to injure the business of 
another, he cannot resort to any artifice, or do 
any act calculated to mislead the public as to 
the identity of the business or article, and thus 
produce injury to such other pei-son beyond 
that which results from the similarity of 
name. X16, 

482. One may so sell or part with the right 
to use his own name as a description of a man- 
ufactured article as to deprive himself of the 
right to use it as such, and confer such right 
upon another, and in such case he will be en- 
joined from such use of his own name. ^d. 

483. It is not upon the ground of the inva- 
sion of the trade-name adopted by another, but 
by reason of the contract he has made, that he 
is deprived of the right himself to use his 
name as all others of the same name may use 
theirs. ^Id. 

484. Where one Le Page bad used the trade- 
mark "Le Pagers Liquid Glue" to indicate a 
particular kind of glue manufactured by him, 
and had thereafter formed a corporation to 
which he sold his business, with the right to 
use the trade-marks belonging to or in use by 
him, which corporation continued to manu- 
facture the same glue under the same name, 
and he subsequently left the corporation and 
engaged in the manufacture of glue in the 
same town, using the name "Le Page's Im- 
proved Liquid Glue" to advertise the article 
produced by him, held, that he should be en- 
joined from so using such name and from de- 
scribing his business as " Le Page's Liquid Glue 
Co.," whether with or without any addition, 
without deciding that he may not use the words 
" liquid glue " or other appropriate words to de- 
scribe his product, or state in that connection 
that he is himself the manufacturer of it {Id. 

485. The principles applicable to trade-mark 
cases involving personal names are doubtless 
applicable to trade-mark cases involving what 
may be called "portrait" trade-marks. Rich- 
mond V. The Dr. S. A. Richmond Nervine Co., 
52 O. G. 807, C. D. 1890. 

486. No person can acquire by adoption such 
an interest in the name of another person as to 
prevent that person from using his own name 



in a fair and honest manner in the ordinary 
course of business. Id. 

487. To justify the exclusive use by a person 
or corporation of any man's name or portrait 
as against the man who bears the name or is 
represented by the portrait, some contract rela- 
tion or estoppel must be found to exist, operat- 
ing to deprive the latter of what would othei*- 
wise be his right. Id. 

488. An ordinary surname cannot be appro- 
priated by any one person as against others of 
the same name who are using it for a legiti- 
mate purpose. *Brown Chemical Ca v. Meyer, 
55 O. G. 287, C. D. 1891. 

489. Cases are not wanting, however, in 
which injunctions have been issued to restrain 
the use of even one^s own name where fraud 
upon another was manifestly intended or 
where the party had assigned or parted with 
his right to use it (Cases cited.) *Id. 

490. While the right of no one can be de- 
nied to employ his name in connection with 
his business or with articles of his own produc- 
tion, so as to show the business or product to 
be his, yet he is not allowed to designate his ar- 
ticle by his own name in such way as to cause 
it to be mistaken for the manufacture or goods 
of another already on the market under the 
same or similar name. (Brown Chemical Co. 
V. Meyer. 55 O. G. 287, 189 U. a 540 ; Lawrence 
Mfg. Co. V. Tennessee Mfg. Co., 55 O. G. 1528, 
138 U. S. 537.) *Meyer v. Dr. R L Bull Vege- 
table Medicine Co., 66 O. G. 197, C. D. 1894 

491. The defendant corporation devised, con- 
structed and arranged the names as well as the 
wrapper of its article for the fraudulent pur- 
pose of causing it to be mistaken and sold in 
the market for complainant's article. Perpet- 
ual injunction allowed. *Id. 

492. " Although the use of a personal name 
as a trade-mark will not be protected against 
its use in good faith by a defendant who has 
the same name, the reason of the rule ceases 
and the rule no longer applies where the de- 
fendant, as in the case of a corporation, selects 
its own name, especially where it appears that 
such name is selected with intention to mis- 
lead." (Citing Wm. Rogers Mfg. Ca v. Rogers 
& Spurr Mfg. Co., 11 Fed. Rep. 485, and distin- 
guishing Wtn. Rogers Mfg. Co. v. Simpson, 54 
Conn. 527, 9 Atl. Rep. 895.) *William Rogers 
Mfg. Co. V. R W. Rogers Ca, 73 O. G. 970, C. D. 
1895. 

493. The name of a corporation is an essen- 
tial part of its being, and the courts will pro- 
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tect it independently of statutory provisions. 
(Cases cited.) ^Investor Publishing Ca of Mas- 
sachusetts V. Dobinson, 72 Fed. Rep. 603 (1896). 

494. A man may use his own name, because 
he cannot truthfully do business under any 
other, and the law protects that right ordi- 
narily, even though such use may be injurious 
to anotlier who has established a prior business 
of the same kind ; but the name must not be 
used in such a way as to mislead the public 
into purchasing his goods under the belief that 
they are the manufacture of another. (Hig- 
gins Co. V. Higgins Soap Co., 144 N. Y. 462; 
William Rogei's Mfg. Ca v. R. W. Rogers Ca, 
73 O. G. 970, 66 Fed. Rep. 66.) tl>e Long v. De 
Long Hook and Eye Co., 74 O. G. 809, C. D. 
1896. 

495. Where another avails himself of this 
public dedication to make the machine and 
use the generic designation, he can do so in all 
forms, with the fullest liberty, by affixing such 
name tathe machines, by referring to it in ad- 
vertisements, and by other means, subject, 
however, to the condition that the name must 
be so used as not to deprive others of their 
rights or to deceive the public, and, therefore, 
that the name must be accompanied with such 
Indications that the thing manufactured is the 
work of the one making it as will unmistak- 
ably inform the public of that fact *Singer 
Mfg. Ca V. June Mfg. Ca, 75 O. G. 1708, a D. 
1896. 

496. A man has a right to the use of his 
own name so long as he uses it honestly and 
BO as not to injure another having the same 
name, and to prevent such injury he may be 
required to use his name in a specific manner, 
pointed out in an injunction. * Walter Baker 
& Ca, Limited, v. Baker, 78 O. G. 1427, C. D. 
1897. 

497. One who enters into competition with 
another person of the same name who has an 
old and well-established business must dififer- 
entiate his goods more carefully than is neces- 
sary in the case of a competitor of a different 
name; *Id. 

498. The doctrine is well settled that equity 
will direct how a man shall use his name in 
his purpose to denote his own individuality. 
He will not be allowed to so use it as to work 
an injury to another having the same name, 
nor to perpetrate a fraud upon the public. 
♦Garrett v. J. H. Garrett & Ca, 79 O. G. 1081, 
C. D. 1897. 

499. Whereby long use the words "Baker's 



Chocolate" have come to indicate to purchas- 
ers of ordinary intelligence complainant's 
goods, held, that a subsequent manufacturer 
should not be allowed to use his surname. 
Baker, whether his given name or initials are 
prefixed or not, so as to indicate upon labels or 
advertisements that the goods ho sells are 
" Baker's Chocolate." *Walter Baker & Ca, 
Limited, v. Sanders, 80 O. G. 1476, C. D. 1897. 

500. A corporation will not be protected in 
the use of its name against another corpora- 
tion adopting and using the same name under 
such circumstances and in such locality as not 
to interfere with the former corporation's prior 
right to the name. 'Investor Publishing Co. 
V. Dobinson, 82 Fed. Rep. 56 (1897). 

501. In the use of a trade journal published 
in Los Angeles, California, under the name of 
*' The Investor," there is no infringement of the 
right of the journal published in Boston, Mas- 
sachusetts, under the name of " United States 
Investor," in view of the absence of proof of 
financial injury. *Id. 

XXXIV. Statute. 

502. An indictment under the trade-mark 
statutes (act of 1876) of the United States can- 
not be found. Said act fell with the act of 
1870, which provided for tlie registration of 
trade-marks, and which was declared to be un- 
constitutional by the supreme court of the 
United States, and is as much a dead letter as 
said act of 1870, and was not vivified or given 
operative force by the act of 1881. *United 
States V. Koch, 49 O. G. 891, C. D. 1889. 

503. The commerce clause of the statute 
merely gives jurisdiction to the patent office, 
and to the United States courts in trade-mark 
causes arising between citizens of the same 
state. The common-law owner of a trade-mark 
is entitled to registration whenever he shall 
show use ** in commerce with foreign nations 
or with the Indian tribes," and he cannot be 
deprived of his right to such registration by 
reason of the use of the mark in foreign trade 
by another person, even though the mark has 
been registered by such other pei-son. Manito- 
woc Mfg; Ca V. Dickerman, 57 O. G. 1721, C. D. 
1891. 

504. The purpose of section 3449 of the Re- 
vised Statutes of the United States, prohibiting 
the shipment of spirituous liquors, etc., under 
any other than their proper name or brand as 
known to the trade, is solely to facilitate the 
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enforcement of the revenue laws, and the fact 
that the statute may sometimes operate for the 
incidental protection of a trade-mark does not 
aflfect its constitutionality within the meaning 
of the Trade-mark Cases (100 U. a 82). ♦United 
States V. Loeb. 59 O. G. 1766, C. D. 1892. 

(The act of July 8, 1870, was the first enacted by con- 
gresB In reference to trade-mark registration. See sec- 
tions 76 to 81 inclusive. This part of the act was declared 
unconstitutional, null and void by the supreme court of 
the United States at its October term of 1879. il6 O. G. 
999, C. D. 1879, 610, 100 U. S. 88.) Congress passed a penal 
statute in 1876 which fell with the original act of 1870. A 
new and remedial act was passed by congress and ai>- 
prored March 3, 1881 ; but the act of 1876 was not included 
in it. This act of 1881, supplemented by a single amend- 
ment, dated August 5, 1882, is the one under which all 
registrations have since been effected. It provides for 
no appeal to any tribunal outside the patent office. 
(♦Einstein ▼. Sawhill, 65 O. G. 1918, C. D. 1893.) 

Section 7 of the act of October 1, 1890 (see circular of 
treasury department, dated October 81, division of cus- 
toms), prescribes that no article of imported merchan- 
dise shall be allowed entry at United States ports which 
copies or simulates domestic trade-marks, and owners 
of the latter may file fac-aimiles of the same for trans- 
mission to collectors of customs.) 

XXXV. Treaty. 

505. The name •* Vichy" is a commercial 
name, and, as such, is protected under the indus- 
trial property treaty of March 20. 1883, without 
obligation of deposit (art 6 of the treaty), 
whether it does or does not form part of a 
trade or commercial mark. ^La Republique 
Francaise v. Schultz, 57 Fed. Rep. 37 (1893). 

60tt. Our word *' trade-mark " comprehends 
both the marque de fabriqtie and marque de 
ccnnmerce de France. (Browne, Trade-marks, 
sec. 85.) ♦Id. 

507. Although a German citizen cannot reg- 
ister the word "Ooiiath" in Germany, as a 
trade-mark for certain tools, under the conven- 
tion (1872) between that country and the United 
States, registration will be allowed bera (Ex 
parte Manske & Ca, 64 O. G. 858.) Ex parte 
Schmidt, 58 IIS, D., July, 1893 (Fisher, Acting 
Com'r). 

(Trade-mark treaties between United States and Ger- 
mMiy, and Oermany and Austria, referred to in * J. M. P. 
Baltz Brewing Co. ▼. Kaiser Brauerel, Beck <& Co., 74 Fed. 
Bep. 222, 1890.) 

508. A trade-mark consisting of the word 
•• Germania " may be registered in the United 
States by a German citizen, under the provis- 
ions of article XVII of the convention of De- 
cember 11, 1871, although the German statutes 
make no provisions for the registration of mere 
words as trade-marks. Ex parte Portland- 



Gement-Fabrik "Germania** H. Manske & Ga, 
64 O. G. 858, C. D. 189a 

509. The treaty of 1871, between the United 
States and Germany (art 17, 17 Stat, 931), 
which provides that, with regard to the marks 
of labels of goods or of their packages, the citi- 
zens of Germany shall enjoy in the United 
States the same protection as native citizens, 
does not give to « citizen of Germany who has 
acquired the right to a trade-mark in that 
coun try a similar right to the trade-mark in 
the United States. *Richter v. Reynolds, 67 
O. G. 404, C. D. 1894. 

510. Citizens of Canada who are engaged in 
the manufacture of trade-marked articles and 
who have a place of business in the state of 
New York, where they make and ship such 
articles for sale in the United States, are withiu 
the international convention of March 20, 1883, 
for the protection of industrial property, and 
they may sue in the United States courts for 
the infringement of their trade-marks by its 
citizens. *Kerry v. Toupin, 67 O. G. 931, C D. 
1894. 

511. The international union has not tlie 
force nor effect of law in this country. (Citing 
opinion of Att'y-Gen. Miller, 47 O. G. 398, 
C. D. 1889.) Ex parte Zwack & Ca, 76 O. G. 
1855, C. D. 1896. 

(See " International Convention.^*) 

XXXVI. Use and Sale as Establish- 
ing Title. 

512. An application for registration of a 
trade-mark allowed in absence of evidence that 
the reference has been used. Ex parte Jones, 
34 M& D., July, 1887 (Hall, Com*r). 

518. Registration does not create a trade- 
mark. It can only be acquired by the actual 
application of a proper symbol to goods, wares 
or merchandise of a certain clasa *United 
States v. Braun, 89 Fed. Rep. 775 (1889). 

514. The exclusive right to use as a trade- 
mark a word coined and given currency by a 
manufacturer is not affected by a subsequent 
use of the word by the public in a descriptive 
seusa Selchow v. Baker (93 N. Y. 59) approved. 
♦Celluloid Mfg. Co. v. Cellonite Mfg. Ca, 41 
O. G. 698, C. D. 1887. 

515. Mere adoption of a mark, and a public 
declaration that the mark so adopted will be 
used to distinguish goods to be put on the 
market at a future time, create no right No 
title arises until the thing is actually on the 
market marked with the particular mark. 
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tSchneider ▼. Williams, 44 O. G. 1400, C. D. 
188a 

516. Three things are requisite to the acqui- 
sition of a title to a trade-mark: First, the 
person desiring to acquire title must adopt 
some mark not in use to distinguish goods of 
the same class or kind already on the market 
l>elongin^ to another trader ; second, he must 
apply his mark to some article of traffic ; and 
third, he must put his article marked with his 
mark on the market ]:Id. 

517. It appearing that the mode in which 
the complainants packed their cigars, the kind 
of boxes used by them, the number of cigars 
in each bunch, the particular color of ribbon 
or tape around each bunch, and the size and 
shape of the cigars were all old in the trade, 
and that the name "La Normanda" had 
been used for cigars resembling the " La Nor- 
mandi" cigars in size and shape, etc., in differ- 
ent parts of the country several years prior to 
the adoption of the words " La Normandi " by 
the complainants or their assignor, the adop- 
tion of these words as a trade-mark and their 
registration could not take away the right pre- 
viously acquired by the public in the use of the 
words '* La Normanda " as indicating a particu- 
lar kind of cigars. *Stachelberg v. Ponce, 46 
O. G. 337, C. D. 1889. 

518. Where it appeared that as against the 
applicant a certain corporation and its success- 
ors in business, down to and including the regis- 
trant, were and are clothed with the exclusive 
right to make, sell and use a certain medical 
compound to which the portrait of the appli- 
cant had been applied as a trade-mark, held^ 
that as against the registrant the applicant 
could not register said portrait for use in con- 
nection with the same medical compound ; and 
held^ also, that the use by the applicant of such 
portrait as a trade-mark for a limited period 
before the actual incorporation of the regis- 
trant, but at a time when the exclusive right 
to manufacture and sell the article was in the 
suoceesors of the original company, created no 
right in the applicant Richmond v. The Dr. 
a A. Richmond Nervine Ca, 53 O. G. 307, C. D. 
1890. 

519. When a party has rejected a trade-mark 
for an article and announced his intention to 
use it upon a similar article, it is incumbent 
upon an applicant who wishes to register a 
trade-mark for such similar article to show 
that the registrant has not used it thereupon. 
Ex parte Kyle & Co., 57 O. G. 274, C. D. 1891. 

520. Whoever is the first to adopt and use a 



mark in either domestic or foreign trade is the 
owner of such trade-mark. Manitowoc Mfg. 
Ca V. Diekerman, 57 O. G. 1721, C. D. 1891. 

531. It is the party who first uses a trade- 
mark, and not the one who first thought of 
using it that is entitled to protection. *George 
V. Smith, 53 Fed. Rep. 830 (1892). 

522. Intermittent use of a trade-mark, coup- 
led with registration, cannot prevail over a 
continuous use begun at a later period. *Brower 
V. Boulton, 53 Fed. Rep. 389 (1893). 

523. The filing of an application for registra- 
tion is not conclusive that the mark has been 
adopted and used at the time of filing said ap- 
plication. Stewart v. Einstein, v. Sawhill, 61 
O. G. 287, C. D. 1892. 

524. A mere adoption of a mark carries no 
rights unless there concur a continuous use of 
it and public familiarity with it To establish 
a proprietary right in such a mark, it is neces- 
sary that the public understanding respecting 
the purpose of its use shall be fully proved. 
♦Kohler Mfg. Ckx v. Beshore, 62 O. G. 592, Q D. 
1893. 

525. That which is prior in time is first in 
right {Whitfield v. Loveless. 64 O. G. 442, C. D. 

189a 

526. Sales of medical preparations in this 
country by a foreign manufacturer, to a limited 
extent upon special orders, to supply particu- 
lar customers, do not amount to use in such 
circumstances as to publicity and to length of 
use as show an intention to adopt a symbol 
placed upon such preparations as a trade-mark. 
(Kohler Mfg. Ca v. Beshore, 67 O. G. 592, 59 
Fed. Rep. 573, followed; Richter v. Anchor 
Remedy Co., 52 Fed. Rep. 455, affirmed.) *Rich- 
ter V. Reynolds, 67 O. G. 404, C, D. 1894. 

527. Sales of a few dozen bottles of a me- 
dicinal preparation, with written labels affixed, 
bearing a name different from that previously 
used for such preparation, do not amount to 
use in such circumstances as to publicity and 
to such length of use as to show an intention 
to adopt the written words as a trade-mark. 
(62 O. G. 593, 58 Fed. Rep. 262, affirmed.) ♦Koh- 
ler Mfg. Co. V. Beshore, 67 O. G. 678, G D. 1894. 

528. A trade-mark used for a ' time by a 
party, then discontinued for a series of years» 
cannot be lawfully resumed as against another, 
who, meanwhile, has begun its use and con- 
tinued the same persistently. *Royal Baking 
Powder Co. v. Ray mond, 70 Fed. Rep. 376 (1895). 

529. It is immaterial who suggested the 
word " Triumph " for dress-stays ; priority must 

I be awarded the one who first adopts and uses 
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a mark. Trisdorfer & Ckx v. Estate of Bassett^ 
60 M& D., Sept, 1896 (Fisher, Acting Com'r). 

580. **Cat-al-gine," for a medical compound, 
held not anticipated by " Katalgen.*' in view of 
lack of proof of use of the latter. Ex parte 
Hartmiller Bros., 60 Ma D., Dec, 1896 (Fisher, 
Ass't Com'r). 

531. A merely casual, interrupted or tempo- 
rary use will not support a title to a trade- 
mark. 'J. M. P. Baltz Brewing Co. v. Kaiser 
Brauerei, Beck & Ca, 74 Fed. Rep. 222 (1896). 

532. Defendants have the right to use the 
name "Eli Petti John" and to make as pro- 
nounced as possible upon their labels the per- 
sonality of this man when it appears that he 
was for many years engaged in another sec- 
tion of the country in the manufacture of the 
product to which the labels applied, and when 
it also appears that complainants had previ- 
ously joined with him in the manufacture of 
the same product in such other section. *Amer- 
ican Cereal Ca v. Eli Pettijohn Cereal Co., 76 
O. G. 610, C. D. 1896. 

538. Ephemeral and experimental use of a 
mark does not amount to adoption, establish- 
ing a reputation for the goods in the market. 
Jenkins v. Burke, 61 Ma D., May, 1897 (Fisher, 
ABS*t Com'r)L 

XXXYII. What Constitutes. 

(See Registration.) 

584. In all the legislation of congress upon 
this subject there is contained a requirement 
that a trade-mark offered for registration in 
the patent office shall be lawful, not calculated 
to deceive the public. ''The commissioner of 
patents shall decide the presumptive lawfulness 
or claim to the alleged trade-mark." Ex parte 
M. Bloch & Co.. 40 O. G. 443, C D. 1887. 

535. There is no legislation defining what 
<;onstitute8 a lawful trade-mark, and to deter- 
mine this resort must be had to the common 
law as disclosed in commercial usagps and 
shown by the commentators and the decisions 
of courtd. Id. 

536. No rule can be adopted by which to de- 
termine what is or is not a lawful trade-mark. 
In many cases the misrepresentation may not 
appear upon the face of the trade-mark and 
accompanying application, and the office may 
not be in possession of the facts which w^ould 
enable it to guard against the registry of a 
false trade-mark ; but whenever it clearly and 
distinctly appears that the proposed trade-mark 



constitutes a misrepresentation of such a char- 
acter that it would not be protected in a coort 
of equity, it is the duty of the office to refuse 
its registration. Probably doubtful cases should 
be resolved favorably to applicants^ leaving 
all parties affected to their remedies in the 
courts. Id. 

587. The office of a trade-mark is to point 
out distinctively, either by itself or by associa- 
tion,' the origin or ownership of the article to 
which it is affixed, or, in other words, to give 
notice who was the producer. While this may 
be done in many cases by a name, a mark or a 
device well known, but not previously applied 
to the same article, it is not necessary that the 
word or device should be a new creation never 
before known or used. (Canal Ca v. Clark, 13 
Wall. 322.) Id. 

588. The name which is given to a patented 
device to distinguish it as a patented article 
from other articles of the same character is 
not properly speaking, a trade-mark. *Adee 
V. Peck Bros. & Ca, 48 O. G. 828, G D. 1889. 

539. It designates nothing except that the 
structure has a definite character as the struct- 
ure that was patented, and indicates nothini^ 
in regard to the character of the workman- 
ship or the person by whom it was manufact- 
ured. *Id. 

540. A trade-mark is something different 
from the article itself, which the mark desig- 
nates, and is a name, mark or device attached 
to the article to indicate its origin. *Id 

541. A label which does not indicate with 
any degree of certainty by what particular 
person or firm the articles to which it may be 
affixed were manufactured, or serve to distin- 
guish the goods of one manufacturer from the 
goods of another, and in which complainant 
appears to have no vendible interest^ but merely 
a right to use it on articles of his own make. 
so long and only so long as he remains a mem- 
ber of a certain union, is not a valid trade- 
mark. ♦Carson v. Ury, 49 O. G. 411, C. D. 1889. 

542. A small metallic frame containing a 
portrait fastened to a pin, so as to be used as a 
personal ornament, does not constitute a valid 
trade-mark when so attached to and sold with 
a cigar as to be readily detached and used sep- 
arately in the manner indicated. JHoeb v. 
Bishop, 49 O. G. 1845, G D. 1889. 

543. An article having a distinct commer- 
cial value of its own cannot be made a trade- 
mark for another article by being attached to 
and sold with it J^d. 

544. A trade-mark may, in form, serve as a 
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label, but it differs from a mere label in that it 
is not confined to a designation of the article 
to which it IB attached, but is a symbol or de- 
Tice which, aflBzed to a product of one's manu- 
facture^ distinguishes it from articles of the 
same general nature manufactured or sold by 
others, thus securing to the producer the ben- 
efits of any increased sale by reason of any 
peculiar excellence he may have given to it 
A mere label is not intended to accomplish any 
such purpose, but only to indicate the article 
contained in the bottle, package or box to 
which it is affixed. *Higgins v. Keuffel, 55 
O. a 1189, G D. 1891. 

545. The primary function of a trade-mark 
is to denote the origin of the article which 
bears it A '* representation " which upon its 
face appears clearly to have another purpose^ 
such as decoration, and which by reason of 
that decorative character creates no suspicion 
that it is intended ^ a trade-mark, is not reg- 
istrable as such. Ex parte Peyser & Ca, 62 
O. G. 588, G D. 189a 

546. Complainants manufactured a medici- 
nal compound under the name of *' Syrup of 
Red Spruce Gum,'* and for some twenty years 
or more that name was placed conspicuously 
on the package in which the compound was 
sold, and in connection therewith appeared a 
cut of an Indian against a background of 
spruce-trees and a water-fall. Held, that the 
adoption and continuous use of this distinctive 
name and device entitle complainants to claim it 
as a trade-mark and to be protected against its 
infringement by persons making similar goods. 
•Kerry v. Toupin, 67 O. G. 981, G D. 1894. 

547. Where a firm has for many years used 
the name of its predecessors in connection with 
its goods and has built up an extensive trade 
thereunder, such name, even if it could not be 
used as a trade-mark, is to be treated as a de- 
scriptive term, to the benefit of which they are 
entitled *Garrett v. T. H. Garrett & Ca, 79 
O. G. 1681, G D. 1897. 

(" Form is neoeesaiy to make color an eesentiAl ele- 
ment of a trade-mark." Browne on Trade-marka, aec. 
2i»,Sded.) 

XXXVIIL Witnesses. 

548. Witnesses hired by the manufacturer 
of a proprietary medicine to secure evidence 
against suspected infringers are not disinter- 
ested and their testimony should be scrutinized 
with unusual caution. *Ho8tetter Co. v. Bower, 
76 O. G. 1856, G D. 1896. 

23 



TREATIES. 

(See INTEBNATIONAL CONVENTION; TRAPE- 

Mabes, Treaty.) 

' The treaty of April 16, 1869, between the 
United States and France is impliedly repealed 
by the treaty of March 20, 1888. (Cases cited.) 
'La Bepublique Francaise v. Schult2^ 57 Fed. 
Rep. 87 (1898)i 

TRUSTS. 

(See CoNTBAOis, Illegal; Cobfobation&) 



USE, DOUBLE. 
(^ Patentability;) 



USE OF NAME OF PATENT OB PAT- 
ENTED ABTICLE BT THE PUBUC. 

(See RiQHT OF Pubuo to Use Name of, sra) 



USE OF PATENTED ARTICLE BT UNITED 
STATES GOTERNMENT. 

(See Right of Same to Usbl) 



UTILITY. 

(See Patentabhitt.) 



TOID PATENTS. 

(See Patents^ Defecitve ok Vonx) 



WITHDRAWAL FROM ISSUE. 

(See Amendment After Final Rejection; 
Clasmb, Reinstatement of.) 

1. An applicant who has had his day in the 
office, and whose application has received full 
consideration and has been passed to issue, 
ought not to be permitted to withdraw his case 
from issue and submit amendments which 
should have been earlier proposed, and thus 
put the office to the trouble of making a re* 
examination. Unless a showing of irreparable 
injury is made to appear, such petition will be 
denied and applicant required to ffie a new ap« 
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plication covering the subject of his proposed 
amendmenty or he may abandon his original 
application, pay a new fee, and file another ap- 
plication in the form desired. Ex parte Page 
and Krausse, 43 O. G. 1455, C D. 188& 

8. While it is a general rule that applications 
which have been allowed will not be recalled 
for the purpose of amendment; an exception to 
the rule must be recognized in cases where , 
great hardship or irreparable injury- would 
otherwise result Ex parte Myers, 49 O. G. 181, 
C. D. 1889. 

8. Where the claims sought to be introduced 
by amendment were so specially pertinent to 
the subject-matter of the application, and were 
so inseparable in their nature from the par- 
ticular invention sought to be patented, that if 
they were to be allowed in another application 
there would be grave doubt whether the patent 
therefor would be a valid patent, amendment 
after allowance was permitted. Id. 

4. Before a claim deliberately erased can be 
reinstated some good showing must be made 
of especial hardship to the inventor, or of in- 
advertence, accident or mistake in erAsing 
such claim, Ex parte Potter, 58 O. G. 760, C, IX 
189a 

5. An application confined to the apparatus 
cannot be withdrawn from issue for the pur- 
pose of inserting a claim for the process, al- 
though the process claim might have been in- 
cluded in the original application. Ex parte 
Adams, 47 MS. D. (8 G. W. D.), June, 1891 
(Frothingham, Ass't Com'r). 

6. Where it appeared that the petitioner had 
erased a certain claim from his application for 
a specific purpose and had specifically aban- 
doned it, so far as said application was con- 
cerned, in order to obtain an allowance, and 
subsequently desired to withdraw the case from 
issue for the purpose of reinstating said claim, 
held^ that the petition should be denied. Ex 
parte Potter, 58 O. G. 760, C. D. 1890. 

7. There is no warrant in rule 165 for with- 
drawing an application which has been passed 
to issue and allowed to enable a party to pre- 
serve rights to patents in foreign countries 
when it appears that the six months within 
which the final fee must be paid under the 
statute would necessarily elapse before the ex- 
piration of the time during which \he case 
would be withdrawn from issua Ex parte 
Simonson, 58 a G. 1571, C, D. 189a 

8. Bttle 166 only provides for a new notice 
of allowance when applications are ''with- 
drawn for further action on the part of the 



office,^ and no provision exists in the rule for 
a new notice where the efifect of the petition 
to withdraw the application from iasue^ if 
granted, is intended to be and would be to per- 
mit the final fee to be paid more than six 
months after that allowance of the amplica- 
tion which resulted from proceedings in the 
office. Id. 

9. A petition to be allowed to withdraw an 
application for an apparatus from the issuer 
and to amend it by incorporating therein the 
claims of an application for a process which 
has been permitted to become forfeited for 
non-payment of the final fee within six months 
from notice of allowance, must be denied. 
Such action would in effect revive the forfeited 
claims without the payment of the fee required 
by law. Ex parte Hopkinson, 54 O. G. 264^ 
G D. 1891. 

10. Where an application has been passed 
to issue, permitted to become forfeited by fail- 
ure to pay the final fee, thereafter renewed 
and again allowed, a petition to withdraw such 
application from the issue to add amended 
claims, unaccompanied by any showii^ of 
*' hardship or irreparable injury," was denied. 
Ex parte Meyer, 54 O. G. 265, Q D. 189L 

CEx parte Gaboury, 87 O. O. 217, C. D. 1886.) 

a 

11. The necessity of advancing the work of 

the office compels conformity to the rule laid 
down in Ex parte Myers (49 O. G. 181). Id. 

12. Amendments not affecting the merits of 
the application, but intended to correct formal 
mattera, may be admitted under rule 78, with- 
out withdrawing case from issue. Ex parte 
Cornelius, 56 O. G. 929, C. D. 1891. 

18. When amendments made after issue 
affect the merits, they cannot be made witii- 
out withdrawing the case from issue. Such 
withdrawal will be made only upon a proper 
showing. Id. 

14. Under rule 165 an application will not be 
withdrawn from issue to permit applicant to 
reinsert therein a claim originally presented 
but voluntarilly erased. Ex parte Wood, 5* 
O. G. 278, C. D. 1892. 

15. An application will not be withdrawn 
from issue if such withdrawal will have the 
effect of directly or indirectly extending the 
time allowed by law for the payment of the 
final fea Ex parte Brand, 56 O. G. 1063, C. D. 
1891. 

10. The rule that an application will not be 
withdrawn from issue for the purpose of allow- 
ing an applicant to amend his claims is subject 
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to exception only in cases where its enforce- 
ment would work irremediable injury. £z 
parte Gold, 59 O. G. 2067, C D. 1892. 

17. An application will not be withdrawn 
from issue for the purpose of adding claims 
to a feature described and reserved but not 
claimed in a prior patent to the same inventor, 
because of the fact that more than two years 
have elapsed since said prior patent was issued, 
when it appears that a new application can be 
filed in such a manner that the two applica- 
tions may be considered continuous. Ex parte 
Nash, 60 O. G. 159, C. D. 1892. 

18. An application will not not be withdrawn 
from issue because of more than two years' 
public use of the invention when it appears 
that a second application for the same invention 
may be filed as a continuation of the first ap- 
plication, such first application having been 
filed before the expiration of the two year& 
Ex (arte SchUling, 60 O. G. 160, Q D. 1892. 

19. An application will not be withdrawn 
from issue for the insertion of a claim in the 
absence of any showing of great hardship or 
irremediable injury. Ex parte Blakeslee^ 63 
O. G. 1201, a D. 189a 

20. The withdrawal of an application from 
issue for the purpose of inserting a claim pre- 
viously presented and voluntarily canceled will 
not be permitted. Id. 

21. Withdrawal of an application from issue 
will not be allowed for admission of an amend- 
ment that would require re-examination of the 
case. Ex parte Dean, 62 Ma D., July, 1897 
(Greeley. Ass't Com'r> 



WITHHOLBINe FBOM ISSUE. 

(See Appucation, Suspension of Action on; 

WiTHDBAWAL FBOM ISSUEL) 

1. The filing of a bill in equity in the circuit 
court of the United States by the defeated 
party to an interference will not operate to 
stay the issue of patent to the successful con- 
testant, nor will it justify the commissioner of 
patents in delaying or withholding it until 
such proceeding in equity is terminated. Wells 
V. Boyle, 48 a G. 758, C D. Id8a 

2. There is no reason for withholding from 
issue an allowable application for process until 
an interference between a companion applica- 
tion for apparatus and other applications for 
apparatus which show but do not claim the 
process is disposed ofL Ex parte Atwood, 44 
O. G. 841, G D. 188a 



8. An applicant who has completed his in- 
vention and diligently and successfully prose- 
cuted his application for patent ought not to 
be delayed in the issuance of his patent by a 
caveator who is under no obligation to be dili- 
gent or to file his application for patent Ex 
parte Ward, 46 O. G. 1578, G D. 1889. 

4. Where petitioners prayed that patents to 
be issued upon certain applications of the in- 
ventor, should not be issued to the assignee of 
record, and requested that time be given them 
to determine in the courts their rights in the 
premises before the patents were issued, and 
that the examiner in charge of such applica- 
tions be required to suspend action thereon 
until the legal owners of the right thereto 
should have been determined ; or, in the event 
of the refusal of this request, that the patents 
be issued to the inventor, and it appeared that 
whatever title petitioners had was one which 
oould only be established in a court of equity, 
and that the legal title to the invention was in 
the assignee, held, that the petition must be de- 
nied. Shedlock v. Hannay, 50 O. G. 166, G Dl 
1890. 

5. A claim by the government to an interest 
in an invention, either as licensee or assignee, 
will not stay the issue of a patent to an in- 
ventor, since that is a question for the courts 
and not the patent office to determine. Riley 
V. Barnard, 50 O. G. 1919, G D. 1892. 

6. An application having been withheld from 
issue four months, and it being probable from 
the manner in which the case is being prose- 
cuted it will be several months more before 
an interference can be declared, it should be 
passed to issua (Abel & Dewar v. Maxim, v. 
Nobel, 56 O. G. 189 ; Ex parte Lombard, 48 O. G. 
1847.) Ex parte Holt, 68 M& D., Dec, 1897 
(Greeley, Acting Com*r)i 



WITNESSES. 

(See Tbstdiony.) 
I To AppucATiONa 

IL COliPKLLING ATTBNDANOB OF. 
IIL COMPUI^OBT TBSTIMONT OP. 
IV. GROSSrEXAMINATlON OF. 

V. Husband anp Wifb. 
L To Applioationb. 

1. While the grammatical construction of 
seotioa 4889^ Bevised Statutes, seems to indicate 
that the drawing or the document signed by 
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the applicant and not his signatare is the thing 
which is to be attested by two witnesses, the 
uniform practice of the office has been to re- 
gard the attestation as referring to the signa- 
ture, and accordingly to require two competent 
witnesses for each signature. Held, therefore^ 
that a member of the firm of applicant's attor- 
neys who signs the firm name to the drawing 
is not also a competent witness to the signa- 
ture of the firm. £z parte Kyle, 57 O. G. 1621, 
C. D. 1887. 

2, The attestation by ttoo witnesses of the in- 
ventor's signature to the specification forming 
part of his application for patent is made im- 
perative by section 4888, Revised Statutes, and 
rule 40. Ex parte Ackroyd, 68 O. G. 466^ a D. 
189a 

II. Compelling Attendanob of. 

8. The manner of taking depositions and the 
whole conduct of such proceedings rest with 
the federal courts* and parties taking testi- 
mony should apply to the district judge for an 
order to compel the attendance of witnesses. 
Before a deposition should be suppressed when 
a witness fails to present himself for cross- 
examination, the court will look into the char- 
acter of the deposition, and from that deter- 
mine whether tiie aggrieved party ought not 
to have applied to the district court for an 
order compelling attendance, instead of resort- 
ing to a motion to suppress, which motion, 
while noticed at the time the deposition was 
taken, was not urged until the hearing of the 
case upon the question of priority before the 
patent office. Wright v. Daggett, 44 O. G. 948, 
G D. 188a 

4. The commissioner of patents has no con- 
trol over witnessea Their production, attend- 
ance and conduct are under the control of the 
United States courts. If a witness fails to at- 
tend or refuses to answer questions without 
the fault or interference of the adverse party, 
application should be made to the federal court 
for such orders as the circumstances demand. 
(Wright V. Daggett, 44 O. G. 94a) Osgood v. 
Badger, v. Bennett, 44 O. G. 1065, C. D. 188a 

5. It should be an extreme case which would 
justify the commissioner of patents in suppress- 
ing a deposition on motion of a party who omits 
to take the proper steps to secure such orders 
from the courts as would protect him in taking 
the depositions. Id. 

6. The statute points to the federal courts as 
the tribunals having power to govern the con- 



duct of witnesses in interference cases, rather 
than to the patent offica Brungger v. Smith, 
57 O. G. 273, 0. D. 1891. 

7. The proper form of application to enforce 
obedience to a subpoena issued under section 
4906, Revised Statutes, is a petition for an at- 
tachment for contempt *Brungger v. Smith, 
68 O. G. 888, G D. 189a 

8. Section 4906, Revised Statutes, providing 
that, on the application of any party to a con- 
tested case pending in the patent office, the 
clerk of any federal court shall issue a sub- 
poena for a witness commanding him " to ap- 
pear and testify," does not include an authority 
to issue a subpoena duces tecunu *Ex parte 
Moses, 62 O. G. 1826, Q D. 189a 

9. The commissioner of patents has no judi- 
cial power over the production and conduct of 
witnesses in interference proceedings, but this 
whole matter is left in the hands of the federal 
courts of the district in which the testimony ia 
being taken. (Wright v. Daggett, 44 O. G. 943 ; 
Osgood V. Badger, v. Bennett, 44 O. G. 10651) 
Kelly V. Park,' 81 O. G. 1931, G D. 1897. 

10. Where a party fails to avaU himself of 
his right to apply to the court for the control 
of a refractory witness, the commissioner will 
not interfere, except in an unusual case^ but 
will, in i>assing upon the question of priority, 
give to tiie testimony of such witness only such 
weight as Is justified by the circumstances. Id. 

11. The fact that the witness is a volunteer 
witness does not relieve him from the jurisdio- 
tion of the federal courts and the remedy from 
his refusal to answer proper questions is by ap- 
plication to the judge of such court Id. 

12. Where the taking of testimony has been 
closed, the printed record filed, and the day set 
for final hearing has passed, application for 
leave to apply to the court comes too late. Id. 

III. CoMPULSOBY Testimony or 

18. The defendant may be compelled to state 
whether or not he, subsequent to the date of 
the patent and prior to the commencement of 
the suit, had in his possession the machine 
which is alleged to be an infringement of 
plaintiff^s patent, though the plaintiff had not 
previously made out a prima fade case of in- 
fringement *Delamater v. Beinhardt 53 O. G. 
434, C. D. 1890. 

14. An inventor has no right to withhold 
from the public any material fact involved in 
a discovery or invention for which he holds a 
patent^ and section 4908 will not protect a wit- 
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nesB from answering a question when the ef- 
fect of his answer would be to make such dis- 
closure. *Dornan v. Keefer, 58 O. G. 1008, 
C. D. 18921 

15. The vendor of an infringing device, who 
is not a party to the suit^ may be compelled to 
testify to the purchase and use thereof by the 
defendant without violating the constitutional 
provision that no witness shall be compelled to 
testify against himself in any criminal case, for 
Revised Statutes, sections 4919, 4931, do not 
subject an infringer to penalties or forfeitures, 
but merely authorize the court in its discretion 
and "according to the circumstances of the 
case *' to impose additional damagea. 'Masseth 
V. Johnston, 67 O. G. 148, Q D. 1894. 

lY. Obobs-examination. 

16. "Where a witness is called to give his 
deposition, is examined in chief in relation to 
a subject properly involved in the controversy, 
and upon cross-examination refuses to answer 
a proper, pertinent and material question, his 
testimony will not be considered'* at the hear- 
ing. *Milligan v. Niedrmghaus, 88 a G. 108, 
G D. 1887. 

17. Ordinarily, objections which may be ob- 
viated by issuing a new commission and re- 
examining the witness, as well as formal objec- 
tions to the interrogatories and answers, should 
be raised by motion to suppress. *Id. 

18. Such motion to suppress should be made 
without unreasonable delay, so that the omis- 
sions may be corrected by a further examina- 
tion. *Id. 

19. The better and safer practice in a case 
like the present, where the witness declined to 
answer a proper, pertinent and material cross- 
interrogatory, is to move for the suppression of 
the deposition in advance of the hearing and 
as soon as reasonably possible after such depo- 
sition be taken. *Id. 

20. It is well settied that when a party has 
had an opportunity to cross-examine a witness 
and has neglected to do so, the case is the same 
in effect as if he had cross-examined, other- 
wise the admissibility of the evidence would 
be made to depend upon his pleasure whether 
he would cross-examine or not^ which would 
be a most uncertain and unjust rula Wright 
V. Daggett, 44 O. G. 948, a D. 1888. 

21. A party who omits to cross-examine, 
relying upon his motion before the commis- 
sioner to suppress the depositions, elected what 
course to pursue and is bound thereby. A court 



of law or equity might relieve him from the 
consequences of his election and by process 
compel the witness to appear for cross-exami- 
nation, or the commissioner of patents could 
order the witness to be produced for cross- 
examination, under penalty of suppressing his 
depositioa Osgood v. Badger, v. Bennett, 44 
O. G. 1065, G D. 188a 

22. Until the proper court has been applied 
to to heal the defect the office will not act upon 
a motion to strike from the record of a case 
pending before it the deposition of a witness 
because he refused to answer a proper question 
on cross-examination ; but it will in a proper 
case give the moving party a reasonable time 
to make such application to court Rueter v. 
Frist, 68 O. G. 886, G D. 189a 

V. Husband and Wife. 

28. The question as to whether husband and 
wife are competent and compellable to tes- 
tify for or against each other must be deter- 
mined by the law in force in the jurisdiction 
in which the patent office is located, whether 
that jurisdiction may be said to be the entire 
United States or the District of Columbia. The 
question of competency must be determined in 
accordance with either the common law, the 
statute law, or both. Marsh v. Rein, v. Rup- 
pel, 48 O. G. 1458, G D. 1888 (Hall, Com'r). 

24. Inasmuch as it seems to be well setUed 
that the common-law provision as to husband 
and wife is in force in the District of Colum- 
bia, it follows that husband and wife are not 
competent witnesses for or against each other 
in the tribunals and for the purposes mentioned 
in sections 876 and 877 of the Revised Statutes 
of the District of Columbia. Id. 

25. A wife is not a competent witness in 
proceedings before the patent office where her 
husband is a real party in interest and her tes- 
timony is offered on his behalf. Dobeck v. 
Novotny, 68 O. G. 804, G D. 1892 (Simonds, 
Com'r). 

26. A wife is non-competent as a witness in 
proceedings before the patent office where her 
husband is a real party in interest and her tes- 
timony is offered on his behalf. (Affirming 
Dobeck v. Novotny, 58 O. G. 804.) Crawford 
V. Lichtenstein, 61 O. G. 1480, G D. 1892 (Si- 
monds, Com*r). 

(The wife la a oompeteot wttnea for her husband in 
on inteif erenoe proceeding in the patent office to which 
he la a party. Koen v. Quint, » O. G. ISK, a D. 1888, 
Marble, Oom^r.) 
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THE INTERNATIONAL UNION FOB THE PROTECTION OF INDUSTRIAL PROPERTY. 



This Union was established by the convention 
concluded at Paris, March 20, 1888» and con- 
ferences have been held frotn time to time, at 
which the United States has been represented. 
The last conference was at Brussels, December, 
1897. The United States has been a member 
of the Union since 1887, but ho statute has been 
enacted to carry out the treaty, and its force 
and validity are more or less in doubt (See 
opinion of the Attorney-Qeneral of the United 
States — VOL 47, O. G. 808^ Com'rs Dec., A. D. 
1889, 268, and the decision of the United States 
Circuit Court (Coxe, J.) in Electrical Accumu- 
lators Ca V. Julien Electric Ca et al, voL 64^ 
O. G. 559, Com'rs Dec., A D. 1898^ 487.) 

The following are the most important arti- 
cles of the convention : 

**Abt. IL The subjects or citizens of each 
of the contracting states shall enjoy, in all tlie 
other states of the Union, so far as concerns 
patents for inventions, trade or commercial 
marks, and the commercial name, the advan- 
tages that the respective laws thereof at pres- 
ent accord, 6r shall afterward accord, to sub- 
jects or citizena In consequence, they shall 
have the same protection as these latter, and 
the same legal recourse against all infringe- 
ments of their rights, under reserve of com- 
plying with the forraahties and conditions im- 
posed upon subjects or citizens by the domestic 
legislation of each stata 

"Akt. IV. Any one who shall have regu- 
larly deposited an application for a patent of 
invention, of an industrial model, or design, of 
a trade or commercial mark, in one of the con- 
tracting states, shall enjoy, for the purpose of 
making the deposit in the other states, and 
under reserve of the rights of third parties, a 
right of priority during the periods hminaf ter 
determined. 



''In consequence^ the deposit subsequently 
made in one of the other states of the Union, 
before the expiration of tiiese periods, cannot 
be invalidated by acts performed in the inter- 
val, especially by another deposit, by the pub- 
lication of the invention or its workings by a 
third party, by the sale of copies of the design 
or model, by the employment of the mark. 

"The periods of priority above mentioned 
shall be six months for patents of invention and 
three months for designs or industrial models, 
as well as for trade or commercial marks. 
They shall be augmented by one month for 
countries beyond the sea 

*' Art. VL Every trade or commercial mark 
regularly deposited in the country of origin 
shall be admitted to deposit and so protected 
in all the other countries of the Union. 

" Shall be considered as country of origin, the 
country where the depositor has his prmoipal 
establishment 

** If this principal establishment is not situ- 
ated in one of the countries of the Union, shall 
be considered as country of origin that to which 
the depositor belongSL 

** The deposit may be refused if the object for 
which it is asked is considered contrary to mor- 
als and to public order. 

''Art. VIIL The commercial name shall be 
protected in all the countries of the Union 
without obligation of deposit, whether it forms 
part or not of a trade or commercial mark." 

An international union for regulating inter- 
national registration of trade-marks was initi- 
ated in 1890, and established April H 1891. 

The United States has not become a member 
of it 

(The international oiBce for the protection of 
industrial property is located at Beme^ Switz- 
erland, M. Morel, director.) 
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TO 

FOREIGN PATENT LAWS^ PUBLISHED IN THE "OFFICIAL GAZETTE" 



COUNTEY. 



Australia — See names 

of coloniea 
Austria^Hungary*. . . 

Do 

Do 

Baden 

Bavaria 

Belgium 

Brazil 

Do 

Canada 

Do 

Do 

Do 

Cape of Good Hope. . 
Central America. 
Ceylon 

Do 

Chile 

Colombia 

Congo Free State. . . . 

Costa Rica 

Denmark 

Do 

Ecuador 

England 

Do 

Do 

France 

Do 

(Germany. 

Do 

Do (Designs) 

Greece 

Do 

Guatemala 

Do 

Hawaii 

Do 

Haiti 

India 

International Con- 
vention for the pro- 
tection of indus- 
trial property. 

Do 
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Vol 



Do... 
Do... 
Do... 
Do... 
Jamaica. , 
Do.... 



4 

28 

68 

4 

4 

4 

4 

28 

2 

20 

28 

65 

20 

88 

78 

4 

4 

42 

4 

4 

68 

46 

25 

82 

46 

2 

4 

12 

55 

57 

4 

69 

4 

42 

20 

82 

4 

43 



89 
89 
40 
40 
41 
60 
20 
58 



Page. 



207 
278 
147 
285 
287 
268 
289 
198 
81 
960 

2241 
187 

1167 

a56 

1488 
817 
818 
202 
878 
819 
282 

1897 
90 

1127 

1895 
565 
843 
183 

1826 
414 
871 
126 
871 
830 

1241 
771 
873 

1588 



960 
1205 
249 
446 
855 
801 
1238 
144 



Data 



Aug. 

Jan. 

July 

Sept 

Sept 

Sept 

Sept 

Jan. 

July 

Oct 

June 

Oct 

Oct 

Oct 

Mar. 

Sept 

Sept 

Jan. 

Oct 

Sept 

July 

Mar. 

Oct 

Sept 

Mar. 

Nov. 

Sept 

July 

June 

Oct 

Oct 

Oct 

Oct 

Feb. 

Nov. 

Aug. 

Oct 

June 



86, 

16, 
8, 
2, 
2, 
9, 

16, 
9, 
9, 
4. 

12, 
8, 

25, 

20. 

2, 
28, 
28, 
10, 

7. 
28, 
10, 
12. 

2, 

8, 
12, 
19, 
80, 
81, 
80, 
20, 

» 
7, 

21, 
1, 

11, 
7, 

26, 



878 
883 
894 
873 
873 
878 
873 
883 
872 
881 
883 
893 
881 

885 
897 
873 

873 
888 
878 

878 
894 
889 
883 
885 
889 
872 
878 
877 
891 
891 
873 
894 
873 
888 
831 
885 
873 
888 



May 

June 

July 

July 

Oct 

July 

Nov. 

Jan. 



24, 1887 
14, 1887 
19, 1887 
26, 1887 
18, 1887 
19, 1892 
1,1881 
5, 1892 



Country. 



Japan 

Do 

Do 

Do 

Do 

Do 

Do 

Liberia. 

Do 

Luxemburg 

Malta 

Mexico 

Do 

Do 

Do 

Natal 

Netherlands 

New South Wales . . . 

Do 

(Law amended in 
1895.) 

New Zealand 

Nicaragua 

Norway 

Orange Free State. . . 

Persia 

Peru 

Da 

Portugal 

Prussia 

Queensland 

Da 

Russia 

Da 

Da 

San Salvador 

Saxony 

Servia 

South African Repub- 
lic 

(New law Sept, 1897.) 
South Australia 

Da 

Spain • 

Sweden 

Da 

Da 

(Law of May 16, 1884, 
amended Jan. 1. 
189a) 
Switzerland 

Da 
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Vol 



7 
81 
48 
52 
70 
78 
83 
20 
81 
84 
55 
28 
52 
57 
77 
20 

4 
20 
45 



27 

4 

88 

56 

4 

48 

75 

4 

4 

20 

81 

4 

56 

79 

4 

4 

49 

44 

20 
44 
26 
4 
28 
65 



4 
22 



Page. 



299 
1445 
1589 
1809 
1501 
1744 

698 

4 

1446 

841 
1828 
1447 
1667 

412 

827 
1888 

878 
1170 

128 



1185 
878 
500 
898 
447 

1540 
189 
447 
895 

1170 
122 
448 
148 

2201 
872 
473 
895 

1507 

1088 
1510 
108 
497 
1108 
1409 



523 
947 



Date. 



FeU 23, 
June 16, 
Sept 10, 
Sept 16, 
Mar. 12, 
Mar. 16, 
Apr. 26, 
July 5, 
June 16, 
Jan. 19, 
June 80, 
Apr. 10, 
Sept 10, 
Oct 20, 
Nov. 10, 
Nov. 15, 
Oct 7, 
Oct 25, 
Oct 2, 



June 10, 
Oct 7, 
Oct 27, 
July 21, 
Oct 28, 
Sept 10. 
Apr. 14, 
Oct 28, 
Oct 14, 
Oct 25, 
Apr. 7. 
Oct 28, 
July 7, 
June 29, 
Oct 7, 
Nov. 4, 
Nov. 5, 



1875 
1885 
1889 
1890 
1895 
1897 
1898 
1881 
1885 
1886 
1891 
1888 
1890 
1891 
1896 
1881 
1878 
1881 
1888 



1884 
1878 
1885 
1891 
1873 
1889 
1896 
1873 
187S 
1881 
1885 
1873 
1891 
1897 
1873 
1873 
1889 



Sept 25, 1888 



Oct 

Sept 

Jan. 

Nov. 

Sept 

Dea 



18,1881 
25,1888 

1,1884 
11, 1873 
16,1884 

6,1893 



Nov. 18. 1873 
Sept 19. 1883 



* Joint patent law of Austria-Hungary expired July 7, 1885. New Hungarian law went into operation March 1. 1S96. 
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IKDEZ TO FOBEiaN PATENT LaWB, PUBUSHBD m THE '^OFFICIAL GAZETTE "^Coflftntied 



COUNTBT. 



Switzerland 

Da 

Da 

Da 

Tanis 

Turkey .... 

Uruguay . • 

Venezuela . 



Official Gazette. 



Vol 



45 
45 
49 
64 
49 
20 
79 
4 



Page. 



288 

1070 
1046 
1010 

894 

2 

2202 

551 



Date. 



Oct 

Nov. 

Nov. 

Aug. 

Nov. 

July 

June 

Nov. 



9,1888 
27,1888 
12»1889 
15, 1893 
5,1889 
5,1881 
29,1897 
25, 1878 



COTTirrBT. 



Venezuela 

Da 

Victoria 

Da 

West Australia 
Wurtemberg .. 

Da 



Official Gazette. 



Vol. 



85 

71 
82 
61 
48 
4 
4 



Page. 



888 
756 
774 
1813 
1585 
579 
607 



Date. 



Apr. 

Apr. 

Aug. 

Nov. 

Sept 

Dea 

Dea 



20,1886 
80, 1895 
11,1885 
29, 1892 
10,1889 
2,1878 
9, 1878 



FOREIGN TRADE-MABK LAWa 



COUNTBY. 



Argentine Republic. 
Austria-Hungary ... 

Do 

Bulgaria 

Brazil 

Denmark 

Germany 

Do 

Italy 

Japan 

Do 



Official Gazette. 



VoL 



Page. 



42 


888 


52 


1589 


59 


1611 


65 


187 


45 


285 


54 


1419 


81 


1447 


71 


145 


24 


102 


48 


1402 


70 


1508 



Date. 



Jaa24,1888 
Sept 2, 1890 
June 14, 1892 
Oct 8, 1898 
Oct 9,1888 
Mar. 10, 1891 
June 28, 1885 
Apr. 2, 1895 
July 8,1888 
Sept 8, 1889 
Mar. 12, 1895 



COUKTBT* 



Japan 

Mexico .... 
Netherlands 

Do 

Do 

Portugal..., 
Roumania • 
Switzerland, 
Victoria . . . , 






FFIOTAT 


Vol 
78 


Paga 


1744 


88 


598 


51 


809 


28 


1884 


66 


174 


66 


821 


70 


279 


65 


1658 


28 


2287 


88 


501 



Data 



Mar. 16, 1897 
Apr. 26, 1898 
May 6,1890 
Apr. 8,1888 
Jan. 2, 1894 
Jaa 16, 1894 
Jan. 8,1895 
June 28, 1891 
June 5, 1888 
Oct 27, 1885 



TRADE-MARK TREAHEa 



COX72TTBY« 



Austria-Hungary ... 
Belgium 

Denmark 

France 

Germany 

Great Britain 



Official Gazette. 



Vol 



2 

2 

29 

61 

2 

2 

14 



Page. 



418 
417 
452 
571 
416 
418 
288 



Date. 



Oct 

Oct 

Nov, 

Nov. 

Oct 

Oct 

Aug. 



8,1872 
8,1872 
4,1884 
1, 1892 
8, 1872 
8,1872 
18, 1878 



GOT729TBT. 



Italy . 
Russia 
Servia 
Spain. 
Japan 
Do 



Official Gazette. 



Vol. 



27 

2 

28 

25 

78 
88 



Paga 



804 
416 

1191 
98 

1744 
598 



Data 



Apr. 22, 1884 
Oct 8» 1872 
Sept 80, 1884 
Oct 9, 1888 
Mar. 16, 1897 
Apr. 26, 1898 
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BefinreiioM ar« to pftses luileu ofharwlBe indicated* 



ABANDONED AND REJECTED APPLICA- 
TIONS— 
formerly cited as references^ IT, ^ d(K 

ABANDONED APPLICATION — 

not a bar to subsequent patent^ 18, ^ SSL 

ABANDONED EXPERIMENT, 6L 
interference, 186L 

ABANDONMENT— 
of application, 1. 

under **8ix months'* rule^ 18, KTIT 47, 
6a 
of invention, by failure to claim it» 4 
of invention, by public use or sale^ 277. 
of invention, in general, L 

ACCIDENTAL USE — 

not anticipation of patent 90,^001 

AOOOtJNTING — 

damages and profits, 70l 

ACTIONS — 

other than rejection, 118. 
suspension of, on applications, dOS. 

ACTUAL DAMAGES AND PROFITS, 70. 

ACTUAL REDUCTION TO PRACTICE, 179. 

ADAPTATION — 

may involve patentability, 28t 

ADDING NEW PARTIES — 
interference, 188. 

ADJUDICATION — 
prior, 27G. 

ADVICE TO APPLICANTS, 115. 

AFFIDAVITS— 

before notaries and consular officers^ 0. 

in general, 7. 

see DEPoemoNB; Oath. 

to obtain interference^ 9. 

to overcome references, 7. 

AGGREGATION— 

appeal to ezaminers-in-chief, 28^ ^ 87. 
defined ; not patentable^ 385t 

ALLOWANCE OF CLAIM •-* 
liberality in, 116. 



ALTERATION— 

of application papers, 88L 

ALTERNATIVE CLAIMS, 4a 

ALTERNATIVES — 
trade-marks, 816. 

AMENDING APPLICATIONS— 
interference^ 148b 

AMENDMENT — 

admission after rejection, 12. 

after final rejection, 12. 

after final rejection requires verified show^ 

ing, 18,144. . 
delay in filing, 10. 
division, IL 

election and division, 11. 
in a matter of substance^ 10, ^^ 7-12. 
including new matter not entered, 119^ If 69L 
in general, 9. 
new matter, 18. 
of drawing, 11. 

of preliminary statement, 171. 
upon recommendation of commissioner, 15L 
upon recommendation of ezaminers-in- 
chief, 16. 

ANALOGOUS USE, 16, 1 289. 

see Patentability; Double Use; New 
Use. 

ANNULMENT OF PATENTS — 
see Cancellation of, 46, 

ANTICIPATION — 

negatived by new uss^ 281. 

not fux^idental, 19, ^ 49. 

patents and printed publications^ 16. 

printed publications, 16. 

prior art, 17. 

prior use, 19. 

see Patents ; PATXNTABiLtTT. 

trade-marks, 816. 

APPARATUS AND PROCESS— 
division of applicationt 98l 

APPEAL— 

aggregation, to examiners-in-cbiet 28^ ^ 87. 
from commissioner to court of appeals, 26L 
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APPEAL (continued)^ 

from commiflsioner to secretary of inte- 
rior, 2a 

from ezaminers-in-chief, 25. 

from primary examiner to ezaminera-in- 
chief, 22. 

"incomplete" combination lies to ezamin- 
ers-in-chief, 24 IT 68. 

in dissolution of interference, lOOl 

in interference, 149. 

interlocutory, 21. 

of question whether a design is singly lies 
to examiners-in-chief, 81, ^^ 2» 4» 6. 

petition to commissioner, 21. 

see Interference, 149, 150. 

to commissioner, interlocutory, 21. 

to United States circuit court of appeals, 28. 

to United States supreme court, 80. 

when, in interference, 149. 

when none lies in interference^ 150l 

APPEAL FEE — 

one covers appeal repeated, 24, ^ 46b 

not returnable, 120, If 2a 

when applied as final fee, 120^ ^ 14 

APPLICANTS — 
advice to^ 115. 

APPLICANTS DEATH, 266. 

APPLICATION— 
abandonment of, 1. 
abandoned and rejected, formerly cited as 

references, 17, If 20. 
allowable, evidence of reduction, 180^ V4S1, 
amending in interference, 14a 
by patent office employees, 82l 
complete, evidence of reduction, 181, ^ 48a 
completed, date of, 80, ^'S 1, 2. 
continuing, 55. 
delay in filing, 81. 
disclaimer in, 89. 
divisional, 99. 
divisional, issue of, 100. 
divisional, see Subsequent AinjOATiONa 
division, in trade-marks, 82a 
division of, 90. 

division of not given precedence in exam- 
ination, 114, ^ a 
examination of, 114 
forfeited, renewal of, 291. 
improper alteration of papers, 88. 
improper substitution of papers, 8a 
in a foreign language, 3a 
joinder of inventions, 19a 
joint and sole, 82l 
joint and sole in interference^ 16a 
new or renewed oath, 23L 



APPLICATION (continued)— 
oath, supplemental, 22a 
oath to, 220. 

of device to new use not patentable^ 289i 
papers, inks required for, 84 
petition in, 265. 
prosecuting, 81. 
renewed, interference, 18a 
reservation in, 29a 
return of papers, 8a 
rights of assignees in, 84* 
subsequent, 804 
supplemental oath, 220. 
suspension of action on, 80a 
title of invention in, 84 
withdrawal from issue, 85a 
withholding from issue, 855. 

APPLYING FOR RE-ISSUE — 
delay in, 28a 

ARBITRARY TRADE-MARKS, 817. 

ARBITRARY — DESCRIPTIVE TRADE- 
MARES, 8ia 

ARRANGEMENT, see Patentabiliiy, 287. 

ART, 84 

ARTICLE — 

defined by process in claims, 4a 
marking, 2ia 

patented, use of by United States, 299. 
patented, use or sale in foreign torritoiyy 

29a 
"as shown and described " in daima^ 52. 

ASSIGNEE — 

correspondence with patent office^ 86^ f a 

of deceased inventor, 85, ^ a 

of entire interest, controls application, 85^ 

IT 9. 
of part interest, has access to files, 86, ^ la 
patent to, 26a 

represented by his own attorney, 85, ^ 6L 
rights of, in application, 84 

ASSIGNMENT — 
by attorney, 8a 
by corporation, 8a 
by order of court, 8a 
construed, 8a 
defined, 8a 
disputed title, 4a 
identification, 40. 
in bankruptcy, 89. 
in genera], 85. 

irregular, recording, 41, nots^ 
of copyright, 61. 
of future improvement^ 87. 
recording, 40. 
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ASSIGNMENT (continued) — 
recording, identification, 40l 
see Patents— Issue to Assignees. 
trade-marks, 810. 

ASSISTANT COMMISSIONER OF PAT- 
ENTS— 
jurisdiction, 199. 

ASSOCIATE POWER OF ATTORNEY— 
appointment of, 41, ^ 6. 

ATTENDANCE OF WITNESSES — 
compelling, 85d. 

ATTORNEY, ASSOCIATE— 
appointment of, 41, ^ Ck 

ATTORNEYS, 41. 
disbarment of, 42. 

ATTORNEYS AND POWERS, 4t 

AUSTRIAN PATENT LAW— 
term of patent^ 218, Kf ^ 

B. 

BANKRUPTCY— 
assignment in, 89. 

BANKRUPT'S PATENT— 
vests in trustee, 89, nota 

BARS— 

statutory, 16& 

BELL TELEPHONE ANTICIPATED, «, If !• 

BELL'S PATENT FOR TELEPHONE, 251, 

IT 40. 

"BENEFIT OF A DOUBT" — 
allowed applicants, 116^ ^ 20. 

BILL— 

supplemental see Equity, lOSL 

BILLS— 

original, cross and supplemental, 108. 

"BOOK," COPYRIGHT— 
defined, 61, ^ 11. 

BRIEFS - 

filing, in interference^ 167. 

BRINGING SUIT— 
delay in, 811. 

BRITISH COURTS — 
practice in, 275. 

BRITISH OFFICIAL JOURNAL 17, ^ 11. 

BRITISH PATENT— 

expiration of, bars United States patent, 

215, t 54 
sealing, 212, 1 2a 
term of, 210, 1 2. 

BRITISH PATENT LAW— 
leading features, 212, ^ 25L 



BURDEN OF PROOF— 
damages and profits, 71* 
defenses, 80. 
infringement, 125. 
in interference, 151. 
in interference, on later applicant^ 151. 
in interference, on party last to claim, 152L 
in interference, when patent has issued, 158. 
rule, 116, 1[ 152. 

c. 

CANADIAN PATENT LAW, 218, t 82. 

effect on United States patents, 218, IT 82l 

CANCELLATION — 
of patent, 46. 

CARLSBAD SPRUDEL SALTS CASE, 841, 

n[892. 

CASES— 

re-opening, 292b 

CASES, PARTICULAR— 
trade-marks, 846. 
trade-mark, infringement^ 886L 

CAVEAT, 47. 

does not avoid bar of public use or sale^ 

278, IT 15. 
interference, 154. 
not issued for design, 47, f h 
privileged, 154, ^ 96. 

CAVEATOR— 

notice to, 48, nota 

no notice of renewed application, 48, ^ 11« 

CAVEATOR'S RIGHTS — 
running time of, 154^ ^ 97. 

CERTIFICATE— 

of correction of patents invalid, 68^ IT 9* 
CERTIFICATE OF TREASURY — 

held two years, not receivable, 119, ^ 4 

CERTIFIED COPIES — 

prima facie evidence of title, 118, ^ 8. 

CHRISTIAN NAME — 
of applicant, 88, ^ 8a 

CLAIMS, 48. 

alternative, 48. 

applicant allowed liberty in framing, 116, 

iTir 17-19. 

article defined by process, 48L 

"as described,*' 52b 

cannot be enlarged beyond its term^ 260, 

IT 163. 
combination, construction of, 257. 

construed by reference letters in drawing, 

26a 
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CLAIMS (continued) — 

construed by specification, 357, ^ 13L 

copying in interference^ 155. 

defined, 358, note. 

duplicate, 49. 

element not present cannot be read into^ 

359, IT 157. 
for equivalents, 49l 

for combination, 357. .... 

for means and mechanism, 51. 
for "means," "mechanism," see Claims, 

FuNcnoNAi^ 49. 
functional, 49. 

functional, see " Means," ** Mbohanibii," 49. 
genus and species^ 51. 
indefinite, 49. 

in Interference, genus and species, 156L 
limited by amendment in patent office, 360. 
limited by their terms, 358. 
not construed by specification when plain, 

358.11143. 
not invalid for want of elements^ 358, 

Tisa 

not narrowed by reference letters, 368, 

IT 19a 

redundant, 49. 

reinstatement of, 53. 

reinstatement of, see Withdrawal from 
Issue. 

rejected, if for aggregation, 116, ^ 34 

should relegate details to specification, 116, 
IF 35. 

"substantially as described," 52. 

unnecessary parenthetical clauses not al- 
lowable, 118, IT 44 

when too broad, should be rejected, not 
objected to, 116, U 27. 

whether amended claim can be finally re- 
jected on first action, 118, % 49. 

"CLARKS' SPOOL COTTON" CASE, 841, 
IF 399. 

CLASSIFICATION — 

in patent office, division of application, 94 

COATS OF ARMS — 
trade-marks, 819. 

COLUMBIA. MILL CASE, 383, If 376. 

COMBINATION — 
defined, 333. 
« incomplete," appeal lies to ezaminers- 

in-chief, 34, ^ 53. 
patentability of, 333, 

COMBINATION CLAIMS — 
construction of, 357. 
infringement, 136. 



COMITY, 5a 

see Pbiob Adjudication; Pbior Judg- 

COMMERCE, FOREIGN — 
trade-marks, 837. 

COMMISSIONER OF PATENTS— 
appeal from, 36. 
jurisdiction of, 199. 

no discretion for revocation of power of 

attorney, 43, 1 14 
petition to, see ApfbaXi. 
recommendation of amendment^ 16. 

COMMISSIONER OF PATENTS^ ASSIST- 
ANT— 
jurisdiction, 199. 

COMPELLING ATTENDANCE OF WIT- 
NESSES, 356. 

COMPENSATION — 

by United States for use of patented invea- 
tion, 399, note. 

COMPETENCY— 
of testimony, 113. 

COMPETITION — 

unfair (trade-marks), 838. 

COMPLETE APPLICATION — 
evidence of reduction, 181, If 486. 

COMPLETED APPLICATION — 
date of, 30, Hf 1, 3. 

COMPOSITIONS — 
dramatic, 63. 
musical, copyright for, 66. 

COMPOSITION OF MATTER — 
patentability, 33a 

COMPUIfiORY TESTIMONY — 
of witnesses, 356. 

CONCEPTION AND REDUCTION— 
prior, in interference, 175. 

CONCEPTION OF INVENTION — 
interference, 154 

CONGRESS- 
librarian of, 63. 

CONSTRUCTION— 
of assignment, 86. 
of claims by reference letters^ 28SL 
of patents, 350. 
of patents by drawings, 35GL 
of patents by specification, 3561 
of statutes, 803. 
of statutes, design, 81. 

CONSTRUCTIVE REDUCTION— 
to practice, 180. 
evidence of completed inyention^ 180, ^ 431« 
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CONTEMPT OF COURT, 65 

CONTINUING APPLIOATIONa 58L 

see DiviBiONAL Appuoation ; Subsequent 
Application; iNTBBFEBiNa Patents. 

CONTRACTS— 
illegal, 57. 

CONTRIBUTORY INFRINGEMENT, 127. 

CONVENTION— 
international, 196w 

COPIES— 

depositing with librarian of oongreas, 08L 

COPIES IN PATENT OFFICE— 
inspection of, 58. 

COPIES OF PATENT OFFICE REOORDft 5a 

COPYING CLAIMS— 

of opponent in interferenoe^ 155i 

COPYRIGHT— 

assignment of, 61. 

" book " defined, 61, If 11. 

depositing copies, 68. 

dramatic composition, 68. 

false marking, 68L 

for photograph, 61, IT 12; 0% HT 10-2t 

infringement, 68L 

in general, 60. 

international, 6& 

license, 61. 

musical compositions^ 65. 

notice^ 66. 

publication and sale, 66b 

sale of, 66. 

sea 4965, R &, oonstmed, 60, ^ 1« 

subjects not copyrightable, 62L 

title of subject, 67. 

Toid by sale prior to registration, 66^ f 79. 

COPYRIGHT SYSTEM— 
history of, 61, not& 

COPYRIGHTABLE SUBJEOTR 61 

CORPORATIONS^ 67. 
assignment by, 88. 
infringement by, 128L 
name of, not registrable^ 846, T i4ft 
name of, protected as trade-mark, 848, If 408L 
officers of, liable indiyidually, 807, IT 2a 
suits against, 806. 

CORRECTION — 

» 

of drawing, 11, note. 

of error in patent by patent offloe^ 80t 

of patents, 67. 

CORRESPONDENCE— 

with one of two attorneys, 41, ^ 6. 
with patent office by assignee, 85, ^ 8, 



COSTS OF SUIT, 8ia 

COUNTIES— 

are corporations and liable for infringe- 
ment, 806, IT 17 ; 807,121. 
infringement by, 128. 
suits against, 806. 

COUNTRY — 

foreign, testimony in, 8181 

COURT— 

contempt of, 55. 

order for assignment, 89L 

federal, jurisdiction, SOL 

in general, jurisdiction of, 208L 

jurisdiction of, see Tbadk-mabkSi 848. 

new trial in, 218. 

rehearing in, 218. 

COURT DECREES, 7a 

COURT OF APPEALS OF DISTRICT OF 
COLUMBIA — 
cannot pass on patentabilify in interfer- 
ence, 149, ^t 81-86. 

CROSS-EXAMINATION — 
of witnesses, 857. 

CROSS-REFERENCES^ 6a 
CROSS-REFERENCE AND RESERVATION 
DISTINGUISHED, 296, IT & 

D- 

DAMAGES ANI) PROFITS^ 6a 
accountings TOl 
actual, 7a 
burden of proof , 71. 
design patent, 71. 
estimation and measure of, 71. 
estimation and measure o( license fees and 

royalties, 7a 
expenses, 76. 
in general, 69. 
interest on, 7a 
master's report^ 7a 
nominal, 77. 

DATE— 

of English patent^ 121, IHT d-a 

DEATH — 

of ai^^lioants 26a 

of applicant, see Abandonxbnt OV Af- 
pucation, 7a 

DECEASED INVENTOR -« 
assignee of, 84, IT a 

patents to, 26a 

DECEDENT — 

see Deceased Inysntob, 26a 
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DECISIONS — 

on design patents as related to mechanical 
patents, 85, nota 

DECLARATION— 
of interference^ 155. 
application and patenl^ 156b 

DECREES OF COURT, 7a 

DEDICATION — 

of invention to the public^ no presamption 
of from failure to make reservation, 296, 

of invention to the public, 4 
of invention to the public by describing 
but not claiming it in an application, d. 

DEFECTIVE AND VOID PATENTS^ a5a 

DEFENSES — 

burden of proof, 80l 
in general, 79. 

DEFINITION — 
of art, 34. 
of assignment^ 86L 
of equivalents, 10% 
of license, 207. 
of process, 84 

DEGREE — 

patentability, 28a 

DELAY — 

in applying for re-issue^ dSa 
in bringing suit^ 811« 
in filing amendments, 10. 
in filing application, 81* 

DEMURRER, 267. 

DEPOSITIONS, 81. 

DESCRIBING AND NOT GLAIMINa AN IN- 
VENTION. 4 

DESCRIPTION — 

sufficiency of, in specification, 801, 

DESCRIPTIVE TRADE-MARKS^ 821. 

DESIGN PATENT — 

can cover but one invention, Sa 
damages and profits^ 71. 

DESIGN STATUTE — 

construed as to manufacture^ 82; ^f 8-ia 

DESIGNS, 81. 

appeal and petition, 81. 

construction of statutes, 81. 

drawings may show practical use of, 88; 

1110. 
infringement, 82. 
mechanical patent; 85. 



DESIGNS (continued)- 
no caveat for, 47, 1 !• 
patentable subject-matter, 8a 
practice in patent office^ 87. 
public use and sale^ 87. 
question whether single, appealable to ez« 

aminers-in-chief, 81, HIT 2; 4 a 
test of identity, 89. 

DIFFERENT INVENTORS— 
interfering patents, 194 

DILIGENCE— 

attorney's advice not justification for delay, 
i 185, IT 484 

delay of two years fatal, 184 IT 472l 
evidence of acts abroad not admissible^ 166^ 
IT 259. 

DISBARMENT— 
of attomeyef, 42; 

DISCLAIMER — 
in application, 8a 
in interference^ 15a 
in patent^ 8a 
statutory, 89. 

DISCLOSURE — 
interference, 15a 
on foreign ships in mid-ocean, 166, T d6L 

DISSOLUTION, interfbrence; 15a 

appeal, 160. 

applications for process and apparatus; 161. 

bar of public use^ 164 1 22a 

injunction, 18a 

motion made after testimony taken, 168; 

t2ia 

motion made tardily, 162, T 208; 164 

IT 22a 

motion for, transmitted after twenty-day 

limits 164, 1 22a 
motion for, transmitted when motion for 

transmittal made, 164 IT 229. 
motion transmitted to primary examiner, 

16a 
no showing required under rule Hi, 162; 

ir2oa 

process and apparatus, 161, 

requirements for, 160, nota 

rule 114 162, ^ 20a 

rule 122, 161, 16a 

statutory bars, 16a 

stay proceedings pending motion to dis- 
solve, 188, IT 680. 

time allowed for filing motions, 16a 

transmitting motion to primary examiner, 
16a 
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DIVISIONAL APPLICATIONS, 99. 
^ can include no new matter, 99, ^ & 
I in general, 99. 
^ interference, 164. 
issue of, 100. 

no precedence in examination, 114» If 8. 
see Division of Appucahok, 90; Subse- 
quent APPUCATION& 

DIVISION OF APPLICATION, 9a 
amendment, 11. 
apparatus and process, 98. 
classification in patent office 94b 
in general, 9L 
no appeal in, 199, Kf 7. 
practice, 96. 

process and product, 96. * 

status of invention, 98b 
trade-marks, 825. 

DOUBLE USE, 289. 
patentability, 289. 

DRAMAS — 

copyrighted production o( 68L 

DRAMATIC COMPOSITION— 
copyright for, 63, 

DRAWINGS, lOa 
amendment of, 11. 
reduction to practice, 186. 
requirement for, waived until after pre- 
liminary examination, 114, %^ 

DRAWINGS AND SKETCHES— 
interference, 185. 

DRAWINGS OR FACSIMILES— 
trade-marks, 826. 

DUPUCATE CLAIMS, 49. 

E. 

ELECTION — 
amendment, 11. 

EMBLEMS, MASOKIQ 820, note. 

EMPLOYEE— 

government, 102. 

EMPLOYEE AND EMPLOYER, 101. 

EMPLOYEEES OF PATENT OFFICE— 
application by, 82. 

ENGLISH PATENT, see Bbitisb Patxnt. 

ENLARGEMENT— 

invalid, in re-issue, 28^ 
Talid, in re-issue, 285. 

ENTRY — 

of new matter, refused, 18l 

EQUITY, lOa 
bills, 103. 
examiner, testimony before^ 107. 

24 



EQUITY (continued) — 
jurisdiction, 104. 
procedure, 106. 

testimony before examiner, 107. 
trade-marks, 825. 

EQUIVALENTS, 107. 
claims for, 49. 
in trade-marks, 816. 

more broadly construed when invention is 
a pioneer, 250, ^ 119. 

ERROR IN PATENT — 

corrected by patent office, 99L 

ESCUTCHEONS— 
ti^de-marks, 819. 

ESSENTIAL FEATURES — 
trade-marks, 325^ 

ESTIMATION — 

of damages and profits^ 7]« 

ESTOPPEL, 109. 
interference, 165. 

see Injunction; PB19R Adjudicatiok; 
Prior Judgment. 

EVIDENCE, 112. 
admissibility, 118. 
in foreign country, 166. 
in general, 112. 
trade-marks, 8261 
weighing, UdL 

EXAMINATION OF APPUCATI0N8 — 
actions, miscellaneous, 11& 
actions other than rejections, llSl 
information and advice to applicants, 115. 
in general, 114. 
rejection, 116. 

EXAMINATION OF WITNESSES^ 867. 

EXAMINER, see Prihart Ezaioneb. 

EXAMINER OF INTERFERENCES — 
jurisdiction of, 199. 

EXAMINERS-IN-CHIEF — 

appeal to commissioner, 25. 

jurisdiction of, 199. 

jurisdiction of appeal in new matter, 199, 
IT 10. 

no jurisdiction of appeal in public-use pro- 
ceedings, 199, yi 6. 

recommendation not binding on primary 
examiner, 24, ^ 45. 

recommendation of amendment, 15. 

EXECUTION — 

patent cannot be sold under, 89, % 4tt. 

EX PARTE CASES— 
re-opening, 292. 
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EX PARTE PROCEEDINGS — 
. in interference^ 166. 

EX PARTE REHEARING — 
in patent office, 280. 

EXPENSES — 

damages and profits, 76. 

EXPERIMENT — 
abandoned, 6. 

EXPERIMENTAL USE — 
defined, 279, note. 

EXPERT TESTIMONY, 814 

EXTENSIVE USE — 

evidence of patentability, 227. 

P. 

FAG-SIMILES — 
trade-marks, 825. 

FALSE MARKING — 
in copyrights, 63. 

FEATURES ESSENTIAL — 
trade-marks, 825. 

FEDERAL COURTS — 
jurisdiction of, 201. 

FEE — 

a draft dishonored by bank failure not a 

payment of, 121, ^ 25. 
but one necessary' if appeal be repeated, 

24, 1i 46. 
final, payable in six calendar months, 120, 

^[12. 
for appeal, non-returnable, 120, T 23. 
for appeul to examiners-in-chief returned 

when they refused to hear appeal, 121, 

1127. 
payment of, 119. 
refundment of, 120. 
refundment of, trade-marks, 826. 
trade-marks, 3:l'6. 

FILES — 

assignee of part interest has access to, 35, 

IT 10. 

FILING — 

briefs, interference, 167. 
testimony in interference, 190. 

FINAL FEE — 

not accepted on a legal holiday, 120, IflT 8, 
11. 

not receivable after six months, 120, HIT 6, 
11, 15. 

treasury certificate held two years not re- 
ceivable, 119, IT 4. 

FINAL HEARING — 

practice after, in interference, 170. 



"FINAL" REJECTION — 
under rule 65, 13, ^1 46, 47. 
under "six months' rules," 13, IT 47. 
six months' rules a date from which to 
reckon two years, 13, 1[ 47. 

FIRM NAME — 
trade-marks, 827. 

FOREIGN COMMERCE — 
trade-marks, 327. 

FOREIGN COUNTRY— 
public use or sale in, 279. 
evidence in, 166. 
testimony in, 813. 

FOREIGN LANGUAGE— 
application in, 83. 
testimony in, 814 

FOREIGN PATENT, 121. 

limiting domestic patents, 210. 

priority, 174. 

priority in interference, 174» 

FOREIGN WORDS — 
trade-marks, 828. 

FORFEITED APPLICATION— 

may be renewed by assignee, 291, % 10. 
renewal of, 291. 

FRAUD— 

trade-marks, 828. 

FREE USE OF PATENTED ARTICLE — 
after purchase, 298. 

FRENCH PATENT — 

priority, 174, ^^ 862, 363, 864 

FRENCH TRADE-MARKS, 850, If 50a 

FRENCH TREATY, 85a 

FUNCTION — 

of a trade-mark, 352. 

FUNCTIONAL CLAIM, 49. 
defi&ed for an act^ 51, nota 

G. 

GENUS — 

claims for, 51. 

GENUS AND SPECIES— 
claims for, 51. 

GEOGRAPHICAL WORDS, 881. 

GERMAN IMPERIAL GAZETTE, 17, IT H. 

GERMAN TRADE-MARKS, 850, 1[1[ 607, 60S, 
509. 

GOODS — 

class of, in trade-marks, 319. 
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GOOD-WILL— 
trade-marks, 835. 
transfer of, 210, H! 84 

GOVERNMENT EMPLOYEE, lOa 

GOVERNMENT, UNITED STATES— 
use of patented articles, 299L 

H. 

HEIRS— 

interpretation of in patent, 265, ^ 227. 

HIGGINS V. KEUFFEL CASE, 852, 1 644 

HISTORY OF INTERFERENCES, 140. 

HOFF MALT CASE, 842, ^ 400. 

HOLIDAY — 

not a fee day, 120, ^If 8-1& 

HOLMES* "AUTOCRAT," ETC.— 
copyright invalid, 68, ^ 81. 

" HOOK AND EYE " CASE, 341, f 894. 

*' HOSTETTER'S BirTERS " CASE, 340, If 884 ; 
841, IT 89a 

HUSBAND AND WIFE — 
witnesses, 357. 



IDENTIFICATION — 
in assignment, 40. 

IDENTITY — 
re-issue, 284 

ILLEGAL CONTRACTS, 57. 

IMPERIAL GAZETTE, 17, IT It 

IMPLIED LICENSE, 207. 

INADVERTENCE OR MISTAKE — 
re-issue. 288. 

INDEFINITE CLAIMS, 49. 

INDUSTRIAL UNION, 196. 

INFORMATION — 
to applicants, 115^ 

INFRINGEMENT — 
burden of proof, 125. 
by corporations, 128. 
by counties and corporations, 128L 
by manufacture, 128. 
by selling, 129. 
claims for combination, 126L 
contributory, 127. 
copyright, 63. 
designs, 82. 
in general, 122. 
making and selling, 129. 
particular cases, 180. 



INFRINGEMENT (continued) — 
particular cases, trade-marks, 885. 
process, 129. 
secret use, 129. 
state of art, 130. 

suits against states, counties and corpo- 
rate bodies, 306. 
suits for license fees, 307. 
suits for royalties, 307. 
trade-marks, 383. 

INJUNCTION — 
dissolution, 138. 
in general, 136. 
permanent, 142. 
preliminary, when denied, 140. 
prior judgment, 143. 
stay of, 145. 

INKS — 

required for application papers, 84 

INSPECTION — 

of patent of, records, 5& 

of preliminary statement, 172. 

INTEREST — 

on damages and profits, 76. 

INTERFERENCE — 

abandoned experiment, 186. 

access to papers, 148. t 

actual reduction to practice, 179. 

adding new parties, 188. 

admissibility of testimony in former case, 

190. 
amending applications, 148L 
appeal, 149. 
appeal lies, 149. 
application and patent, 15S. 
application renewed, 186. 
assignee may prosecute if inventor dies^ 

147, IT 9. 
burden of proof, in general, 151. 
burden of proof on later applicant, 151. 
burden of proof on party last to claim, 152. 
burden of proof under rule 116, 152, ^ 116. 
cannot be declared between two patents, 

147, IT 5. 
caveat, 154 
claim broader than issue not included, 157, 

11134 
claims; subject-matter must conflict, 156. 
conception of invention, 154 
conflicting subject-matter, 156. 
constructive reduction to practice, 180. 
copying claims of opponent, 155. 
declaration of, 156. 
diligence, 181. 
disclaimer, 1581 
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INTERFERENCE (continued) — 

disclosure, 158* 

dissolution, 159. 

dissolution, appeal, 160. 

dissolved when neither partj can make 
the claim, 160, ^ 175. 

divisional applications, 164 

drawings and sketches, 185. 

effect upon patent office decisioiis in the 
courts, 165. 

estoppel, 165. 

evidence in foreign country, 166w 

examiner, jurisdiction of, 199. 

ex parte proceedings in, 166. 

experiments, abandoned, 186L 

filing briefs, 167. 

filing testimony, 190. 

genus and species, 156w 

histoiy of, 146. 

in general, 146. 

inspection of preliminary statement^ 172. 

interested parties, 190. 

irrelevant testimony, 190. 

issue in, 167. 

joint and sole application, 168L 

judgment on the record, 169. 

motions generally, 169. 

new parties, 188. 

no appeal lies, 150. 

patent and application, 155. 

patentee's status maintained, although in- 
terfering application filed before issue of 
patent, 156, ^ 116. 

patent issued inadvertently, 155, ^ 118. 

practice after judgment, 170. 

preliminary statement, 170. 

prior conception and reduction, 175. 

prior reduction, 176. 

priority, 173. 

production of papers, 148. 

record in former case^ 190. 

reduction to practice, 178. 

reduction to practice, constructive, 180. 

rehearing in patent office, 281. 

reinstatement or re-opening, 186. 

renewal applicatioD, 186. 

re-opening cases, 292. 

rule 116, burden of proof, 152. 

rule 122, 162, HIT 199, 20a 

rule 126, 148, «[ 21. 

see Dissolution, 159. 

secretary of interior, no appellate juris- 
diction, 201, 1[ 85. 

service of notice, 186t 

sketches, 185. 

statutory bars^ 187. 



INTERFERENCE (continued) — 
statutory bars, dissolution, 16dL 
stay of proceedings, practice, 169, ^ 803. 
suspension of, 1^ 
testimony, 189. 
trade-marks, 342. 
twenty-day rule, 162, IflT lW-203. 
vacating judgment, 190. 
when patent has issued, 158^ 
working model, 186. 

INTERFERING PATENTS, 191. 
different inventors, 194 
same inventor, 191. 

INTERNATIONAL CONVENTION, 196. 

INTERNATIONAL COPYRIGHT, 65. 

INTERNATIONAL TREATY, 196. 

INTERNATIONAL UNION — 

effect on trade-mark registration, 821, ^ 97. 

INVALID ENLARGEMENT— 
in re-issue, 286^ 

INVENTION, 224. 

abandonment of, by failure to claim it, 6k 
change of form and proportion may in- 
volve, 230,^ 111. 
conception of, 154. 
degree, 26a 

depends upon the particular case^ 226, note, 
described but not claimed, 4 
evidence of, 226, note, 
form and proportions may involve, 236, 

irei. 

joinder of, 196. 

joint, 197. 

lacking novelty, 235. 

mechanical process, 242. 

not definable to determine patentability, 
225, IF 40. 

not involved in change of proportion, 226, 
1154 

status of in the arts, in division of appli- 
cation, €3. 

tests of, by examiner in person, 119, ^ 61. 

title of, in application, 84 

use of, by patentees^ 216. 

INVENTION AND NOVELTY — 
patentability, 231. 

INVENTION AND SKILL— 
distinguished, 224 

INVENTION AND SUGGESTION — 
distinguished, 226. 

INVENTOR, SAME — 
interfering patents, 191. 
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INVENTORS, DECEASED— 
patents to, 265. 

INVENTORS, DIFFERENT — 
interfering patents, 194. 

IRREGULAR ASSIGNMENTS— 
recording, 41, nota 

IRRELEVANT TESTIMONY, 190. 
ISSUE — 

date of English patent, 131, Ifl 3-6. 

interference, 167. 

of divisional applications, lOOl 

protest against, 277. 

stay of, 855. 

when refused to assignee, 264, ^ 217. 

withdrawal from, 858. 

withholding from, 856. 

J. 

JOINDER OF INVENTIONS, 196. 

JOINT AND SOLE APPUCATIONS — 
in interference, 168. 

JOINT INVENTIONS, 197. 

JUDGMENT— 

vacating in interference, 190. 

JUDGMENT DEBT — 

patent-right subject to, 299, nota 

JUDGMENT ON THE RECORD — 
in interference, 169. 

JUDICIAL NOTICFi, 197. 

JURISDICTION — 

assistant commissioner of patents^ 109. 

courts, in general, 203. 

equity, 104. 

examiners-in-chief, 193. 

examiner of interferences, 199. 

federal courts, 201. 

of courts, trade-marks, 848. 

primary examiner, 198. 

secretary of the interior, 200. 

supreme court, 203. 

K. 

KNOWLEDGE — 

of foreign invention in this country, 166, 

If 256. 

KNOWLEDGE AND CONSENT— 
of inventor in public use, 279. 

KNOWLEDGE OF FOREIGN INVENTION— 
not necessarily a bar to domestic patent, 

18, 1 2L 

-KOHLER r. BESHORE" CASE, 840, If 888; 
851, IT 527. 



L. 

LABELS, 204. 

for design for article of manufacture not 

registrable, 207, U 88. 
having sufficient artistic merit, registrable, 

208, IT 87. 

LACHES, see Diijoence; Delay, btg 

LANGUAGE, FOREIGN— 
application in, 83. 
testimony in, 814 

LATER APPLICANT — 
burden of proof on, 151. 

LAWFUL TRADE-MAEK, 852. 

LE PAGE GLUE CASE, 848, IT iBi 

LIBERAL INTERPRETATION— 

of patents for meritorious inventions^ 254 

184. 

LIBERALITY— 

in allowance of claim, 116. 

LIBRARLA.N OF CONGRESS — 

depositing copyright copies with, 6SL 

LICENSE — 
defined, 207. 
implied, 207. 
in general, 208b 
manufacture, 209. 

recital in a mortgage is notioe, 218, ^ 2l 
suite under, 807. 
to make, use and sdl, 2091 
use^ 209. 

LICENSE FEES— 

measure of damages, 75u 

LIMITATION— 

of United States patent by foreign patent^ 

2ia 
state statutes of, 808L 

LITHOGRAPHS — 
copyright for, 65. 

M. 

MACHINES, PATENTED— 
repair of, 295. 
use of, by the United States, 299. 

MAILING — 

copies for copyright, 68, ^ 88L 

MAKING— 
right of, 297. 

MAKING AND SELLING — 
infringement, 129l 

part of invention is contributory infringe* 
ment, 12& 
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MAKING, USING AND SELLING— 
license, 209. 

MANDAMUS. 215. 
ti*ade-mark8, 843. 

MANUFACTURE— 
license, 209. 

of their inventions by patentees, 216. 
right of, 297. 

MANUFACTURE WITHOUT USE— 
infringement by, 128i 

MARKING, 216. 

articles patented, 216. 
false, in copyright, 63. 

MASONIC EMBLEMS, 320, If 87, note. 

MASTER'S REPORT. 76. 

MATERIALS OR PARTS — 
substitution of, 245. 

MEANS — 

claims for. 61. 

MEASURE— 

of damages and profit, 71. 

MECHANICAL METHOD, 242. * 

MECHANICAL PARTS — 
omission of, 248. 

MECHANICAL PATENT — 
design patent^ 85. 

MECHANICAL PROCESS OR METHOD, 242. 

MECHANICAL SKILL, 224 

MECHANISM — 
claims for, 51. 

MERRICK THREAD CASE, 847, If 476. 

METHOD — 

patentability, 244 
see Abt, 84 

METHOD OR PROCESS — 
mechanical, 242. 

MISTAKE — 
re-is8ue, 288. 

MODELS, 218. 

reduction to practice, 186. 
working, 186. 

MORTGAGE OF PATENT, 2ia 

MOTIONS — 

after judgment, 169, ^ 802. 

interference, 169. 

time for filing, in dissolution, 162. 

to dissolve after testimony taken, 163, 
11210. 

to dissolve under rule 122. 162, ITIT 1^^203. 

for dissolution, transmittal to primary ex- 
aminer, 163. 



"MOUNT VERNON" WHISKY CASE; 846, 
1396. 

MULTIFARIOUSNESS — 
pleading, 270. 

MUSICAL COMPOSITIONS — 
copyright for, 65. 

N. 

NAME, GEOGRAPHICAL— 
trade-marks, 831. 

NAME OF FIRM — 
trade-marks, 827. 

NAME OF PATENTED ARTICLE — 
right to use, trade-marks, 847. 

NAME, PERSONAL — 

right to use, trade-marks, 847. 

NATURE — 

product of, patentability, 244 

NEW MATTER — 

appeal to examiners-in-chief, 199, ^ lOL 
in amendment, IdL 
re-issue, 288. 

NEW OATH, 221. 

NEW TRIAL AND REHEARING— 
in the courts, 218b 

NEW USE— 

held patentable (Potts ▼. Creager), 232, ^ 1S6L 
patentable, if not analogous, 281. 

NOMINAL DAMAGES AND PROFITS, 77. 

NON-ANALOGOUS USE — 

may involve patentability, 231. 

NON-COPYRIGHTABLE SUBJECTS, 62. 

NON-RESIDENT ' MANUFACTURERS — 
no discrimination against, 297, f 10, note. 

NOTICE — 

judicial, 197. 
to caveator, 48, note, 
of copyright, 66. 
service of, 186. 

NOVELTY— 

not negatived by different and new nse^ 

20, IF 65. 
not negatived by prior non-analogous use^ 

231. 

NOVELTY WITHOUT INVENTION, 235. 



o. 



OATH — 

original, 220. 
renewed, 221« 
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OATH (continued) — 
supplemental, 220. 
to application, 220. 

OBJECT OR PURPOSE— 

may involve patentability, 231. 

OBTAINING INTERFERENCE— 
by affidavits, 8L 

OFFICIAL ACTIONS — 
other than rejection, 118. 
see Examination of Application. 

OFFICIALS, PUBLIC— 

not personally liable on national contract, 
807, TT 27. 

OFFICIALS OF UNITED STATES— 
suits against, 807. 

OMISSION OF MECHANICAL PARTS, 24a 

ORDER OF COMMISSIONER— 

relating to applications by patent office 
employees, 32, ^ 19. 

ORDER OF COURT — 
assignment by, 89. 

ORIGINAL OATH, 22a 

ORNAMENT— 

in design, 87, note. 

P. 

** PALMETTO" CASE, 848, T 421 ; 340, IT 482. 

PAPERS — 

access to, in interference, 148. t 

alteration of, in application, 83. 
improper substitution of, in application, 8& 
in application, return of, 38b 
inks required for, 34. 

PARTICULAR CASES— 
infringement, 180. 
patentability, 246. 
process and method, 234. 
trade-marks, infringement^ 885, 

PARTIES — 

new, in interference, 188. 
to suit, 80a 

PARTIES INTERESTED — 
interference, 190. 

PARTIES TO SUIT— 
.trade-marks, 344. 

PARTNERSHIP— 
trade-marks, 844. 

PARTS — 

substitution of, 24Si 



PATENTABILITY, 221. 
adaptation, 281. 
aggregation, 285. 
arrangement, 287. 
burden of proof on applicant^ 231* 
combination, 222. 
composition of matter, 238. 
degree, 238. 
double use, 289. 

extensive use, evidence of, 227. 
in general, 222. 

invention and skill distinguished, 226L 
mechanical method or process, 242. 
method, 244. 

new use or adaptation, 281. 
novelty and invention, 281. 
novelty without invention, 235. 
omission of mechanical parts, 243. 
process and metho<3, 283. 
process and method, particular cases^ 234 
process, 244. 
particular cases, 246. 
product of nature, 244. 
substitution of materials or parts, 2451. 
suggestion, 226. 
utility, 230. 

PATENTABLE SUBJECT-MATTER, 86L 

PATENTED ARTICLE — 

name of, right to use, trade-marks, 347. 
sale of, frees it from monopoly, 299, ^ 15. 
use of, by United States, 299. 
use in foreign territory, 29& 

PATENTED ARTICLE OR MACHINE — 
restriction of sale and use by contract^ 298^ 

nil; 299, IT 16. 
use and sale of unrestricted, 298, ^ 10. 

PATENTED MACHINES — 
repair of, 295. 

PATENTEES — 

not compelled to manufacture or permit 

use, 216, 1 2. 
use of their inventions by, 216. 

PATENT OFFICE — 
re-issue by, 291. 
re-opening cases in, 292. 
correction of error in patent; 291. 

PATENT OFFICE DECISIONS — 
efifect in courts, 165. 

PATENT OFFICE PRACTICE, 271. 

see Examination of Application, 114 
trade-marks, 344 

PATENT OFFICE RECORDS — 
I copies of, 58. 
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PATENTS»24a 

annulment of, 40. 

cancellation of, 4d. 

cannot be sold on executioD, 8j9, ^ 47. 

certificate of correction, 68, ^ 11. 

claims construed by reference letters and 
drawings, d68. 

claims for combination, 257. 

claims limited by amendments, 36D. 

claims limited by their terms, 250, 

commissioner of, jurisdiction, 1991 

conatruction of, 250. 

construction of, by drawings, 255. 

construction of, by specification, 256ii 

construction of, by state of art, 25d 

correction of, 67. 

defective, 250. 

disclaimer in, 89. 

doubt to be resolved in favor of, 255, If ^ 

foreign, 121. 

for primary invention, liberally construed, 
254,184. 

in general, 248. 

inoperative, 250. 

interfere when claiming the same inven- 
tion, 195, irir 44, 45, 47. 

interfering, 191. 

issue to assignee not mandatory, 264, If 222. 

legal title vests on issuance, 268, ^ 205. 

liberal construction of, excludes new mat- 
ter, 255, H 99. 

limitation by foreign patent, 210. 

limitation of term, 210. 

mortgage of, 218. 

not invalidated by assigning it more than 
two years prior to application, 277, ^ 10. 

not liberally construed if invention of low 
order, 253, If 77. 

of bankrupt, vests in trustee, 89, note. 

of record, inspection of, 58. 

presumption of validity, 249. 

prima facte valid, 249. 

protest against issue of, 176, If 385 ; 277. 

require signatures of all officials required 
by statute, 248. 1[ 5. 

subsequent, see Reservation in Appli- 
cations; Subsequent Applications 

to assignees, 263. 

to deceased inventors, 265. 

to "heirs or assigns," 265, ^ 229. 

void, 250. 

PATENTS AND PRINTED PUBLICATIONS, 
16. 

PAYMENT OF FEES, 119. 
PERMANENT INJUNCTION, 142. 



PETITION — 
designs, 81. 

form of ** interlocutory appeal,** 22, note, 
from primary examiner to commissionerr 

21. 
in application, 265. 
to commissioner, 265. 

PETTIJOHN CASE, 852, IT 683; 

PHOTOGRAPHS — 
copyrightable, 61. 

PLEADING, 265. 
demurrer, 267. 
multifariousness, 270L 

POTTS tt CRE AGER CASE, 215, H ; 282; 

IF 185; 283, IT 189. 

POWER PICKS AND PLOWS — 

no anticipation for a mining machine^ 20, 

1162. 

POWERS OF ATTORNEY, 41. 

PRACTICE — 

after judgment, interference, ITOi 

in British courts, 275l 

in United States courts, 271. 

after motions, in interference, for stay of 

proceedings, 169, ^\ 30& 
in patent office, 271. 
in patent office, designs, 87. 
in patent office, division of application, 96u 
in patent office, not regulated by court of 

appeals, 871, nota 
in patent office, trade-marks, 344» 
reduction to, 17& 

PRELIMINARY INJUNCTION — 
when denied, 140. 

PRELIMINARY STATEMENT— 
amendment of, 171. 
inspection of, 172. 
interference, 170. 

PRESUMPTION — 

of validly of patents, 249. 

PRIMARY EXAMINER — 

action of upon discovering new reference 
after appeal, 117, If 35. 

appeal from, to commissioner, 2t 

appeal from, to examiners-in-chief, 22L 

favorable action of, persuasive on his suc- 
cessor, 118, TT 56. 

jurisdiction of, 198. 

may refuse to enter a claim for new mat- 
ter, 119, 1 59. 

may reject on references cited by his pred- 
ecessor, 118, % 50. 
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PRIMARY EXAMINER (continued)— 

not ordiDarily detailed for tests outside 

Washington, 119, If 62. 
opinion of one not binding on another, 

114, IT 1. 

should cite references when alleging lack 

of invention, 117, ^ 41. 
should explain references to an appUoantr 

115, IT 14. 

should give advice to applicants, UCL 
should incorporate and reject a claim for 

•*new matter," 117, T 83. 
should state all grounds of objection, 116, 

T29. 

PRINTING— 
testimony, 814. 

PRINTS, 876. 

PRIOR ADJUDICATION, 376w 

PRIOR ART— 
anticipation, 17. 

PRIOR CONCEPTION AND REDUCTION — 
interference, 175. 

PRIOR JUDGMENT— 
injunction, 143. 
see PnioK AnJUDiCATiON ; Courrr. 

PRIOR PUBLICATIONS— 
as references, 16. 

PRIOR REDUCTION— 
interference, 176. 

PRIOR USE, 19. 

PRIORITY — 

awarded to one first perf ecting» 182, ^ 446. 

foreign patent, 174 

interference, 172. 

model or drawing foundation for, 172, 
IT 34a 

must be determined after declaration of 
interference, 168, 1 286. 

to one first to conceive and using dili- 
gence, 182, IT 451. 

PROCEDURE — 
in equity, 106. 

PROCEEDINGS — 

exparte, in interference, 166. 
in public use, 280. 

PROCESS— 

mechanical, not patentable, 248, ^ 282. 
question of, lies to examiners-in-chief, 24, 

1[54. 
see Art, S4. 
service of, 299. 

PROCESS AND APPARATUS — 
division of application, 9& 



PROCESS AND PRODUCT — 
division of application, 96. 

PROCESS OR METHOD — 
mechanical, 242. 
patentability, 28a 

PRODUCT AND PROCESS— 
division of application, 96^ 

PRODUCT OF NATURE — 
patentability, 244. 

PRODUCTION OF PAPERS — 
interferences, 14a 

PROFITS AND DAMAGES, 69. 

PROSECUTING APPLICATIONS— 
delay in, 81. 

PROTEST — 

against issue of patent, 177, note ; 277. 

PROVISIONAL SPECIFICATION— 
as evidence of priority, 174, If 86a 
of English patent, 121, 1 a 

PUBLICATION OF COPYRIGHT, 66, 

PUBLIC SALE, 277. 

PUBLIC USE OR SALE, 277. 
consent of inventor, 279. 
designs, 87. 

in foreign countries, 279. 
knowledge and consent of inventor, 879. 

PUBLIC-USE PROCEEDlNGa 280. 

no appeal to ezaminers-in-chief, 199, ^ 6. 

PURPOSE — 

may involve patentability, 281« 

B. 

RECEIVER — 

cannot convey legal title to a patent; 89, 

note, 
may convey equitable title to a patent 89, 

note. 

RECORD — 

of assignments, 40 ; 41, note^ 

RECORD BOOKS — 

of assignments, 41, note. 

RECORD IN FORMER CASE — 
interference^ 190. 

RECORD JUDGMENT — 
interference, 169. 

RECORDS IN THE PATENT OFFICE— 
copies of, 5a 

REDUCTION — 

prior, interference, 17a 

REDUCTION TO PRACTICE, 17a 
actual, 179. 
constructive, 180. 
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REDUCTION TO PRACTICE (continued) — 
drawings, 185. 
experiment, 186. 
experiment abandoned, 186. 
model, 186. 
working model, 186. 

REDUNDANT CLAIMS* 49. 

REFERENCES — 

should be explained by examiner, 115, ^ 14. 

REFUNDMENT OF FEES, 120. 
trade-mark, 326. 

REGISTRATION — 
particular cases, 846. 
trade-marks, 345. 



REHEARING — , 

in the courts, 282. 

REHEARING IN THE PATENT OFFICE — 
ex parte, 280. | 

interference, 281. 

REINSTATEMENT — 
claims, 52. 
interference, 186. 

RE-ISSUE, 282. 

by patent office, 291. 

construction of statutes, 303. 

delay in applying for, 288. 

enlargement, invalid, 286. 

enlargement, valid, 285. 

identity, 284 

invalid enlargement, 286. 

invalidated by new matter, 286, ^ 53. 

invalidated by embodiment of previously 

abandoned claims, 287, *[ 55. 
laches, 284, note, 
mistake, 288. 
must be sought within a reasonable time, 

287, IT 65. 
new matter, 288. 

the settled law of, 283, ^ 14, note, 
to correct error of patent office, 291. 
valid enlargement^ 285. 

REJECTION — 

final, 12. 

for "lack of invention" requires citation of 
references, 117, If 41. 

of application, 116. 

when amended claim can be finally re- 
jected on first action, 118, If 49. 

RENEWAL APPLICATION — 
interference, 186. 

RENEWAL OF FORFEITED APPLICA- 
TION, 291. 

RENEWED OATH, 221. 



RE-OPENING CASES — 

in patent office, ex parte, 292, 
interference, 186, 292. 

REPAIRING PATENTED MACHINES* 295L 

REQUIREMENTS — 

for dissolution of interference, 160, nota 

RESERVATION — 

in applications, 296. 

in applications and cross-references distin- 
guished, 296, t a 

in applications, see Cross-references; 
interferina patents ; subsequent 
Apmjcations. 

RETURN OF APPLICATION PAPERS, 3a 

REVISED STATUTE, 4935, 119, t 5 ; 120, TT 9. 

REVOCATION OF POWER OF ATTORNEY, 
not within the discretion of the commis- 
sioner, 42, ^ 14 

RIGHT — 

of assignees in applications, 34. 

of dealer in foreign territory, 298, % 6. 

of property may exist in unpatented inven- 
tion, 249, IT 9, note. 

of sale and use of patented article in out- 
side territory, 298. 

of United States government to use pat- 
ented article, 299. 

to use gives right to make articles, 209» 
1129. 

to make, use and sell, 297. 

to sell, 297. 

to use name of patented article, trade- 
marks, 347. 

to use patented article, 298. 

"RISDON" DECISION — 

mechanical process not patentable, 24^ 

1282. 

ROYALTIES — 

measure of damages, 75. 
see Surrs; Damages and Profits; Esti- 
mation AND Measure of. 
suits for, 307. 

RULES — 

rule 25, 119, ^ 65. 

rule 28 of April 22, 1897, abolished, 18, ^49. 

rule 42, 12, H 34. 

rule 65 ("six-months rule") abolished, 13y 

1150. 
rule 70, 14, H 70. 

rule 75, overcoming references, 7. 
rule 76, 8. 1[ la 

rule 94, 7, 13; 9, ^^ 23, 24, 25. 
rule 104^ 158, % 146. 
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RULES (continued) — 
rule 106, 164, ^ 235. 
rule 107, 158, 1f1[ 147, 154 
rule 116, burden of proof, 152L 
rule 116 changed, see note^ 152L 
rule 219, 168, t 28a 
rule 120, 168, nTIF 285, 286. 
rule 122, 162, IIT 1»»» 20a 
rule 122, 161. 
rule 123, stay of proceedings on appeal in 

interference, 149, ^ Sa 
rule 126, 148, ■[[ 21. 
rule 128, 188, HIT 526, 527. 
rule 183, 9, T^ 2. 
rule 189, 15, 1[ 83. 
rule 144, 200, ^ 21. 
rule 144, origin of, 200, ^ 22. 
rule 156, 190, ^ 555. 

SALE— 

in outside territory. 29a 

license, 209. 

of copyright^ 6a 

of patent on execution not legal, 89, ^ 47. 

public, 277. 

right of, 297. 

SALE AND USE OF PATENTED ARTI- 
CLE— 
in outside territory, 29a 

SALE AND USE ESTABLISHING TITLE— 
trade-marks, 350. 

SEALING DATE — 

of English patents, 121. 

SECRET USE — 

infringement, 129. 

SECRETARY OF INTERIOR — 
appeal to, from commissioner, 2a 
jurisdiction of, 200. 
no appellate jurisdiction in interferences, 

201, IT 35. 
no control of commissioner of patents in 

judicial functions, 200, ^ 17 ; 201, ^ 84. 

SELLING — 

infringement, 129. 
license, 209. 

SERVICE OF NOTICE — 
interference, 18a 

SERVICE OF PROCESS, 299. 

see CoMPELUNQ Attendai^cb of Wnv 

NESSES. 

SIMPLICITY— 

does not negative invention, 280, ^ 114. 



"SINGER" CASE, 341, «[ 39a 

"SIX MONTHS RULES"— 
abolished, 13, ^ 50. 

SKETCHES — 

reduction to practice, 185. 

SKILL, 224 

SOCIEIT EMBLEMS AND SYMBOLS — 
trade-marks, 319. 

SOCIETY OF RED CROSS, 320, ^ 88. 
symbol not registrable, 321, 1 94 

SOLE APPLICATION, 32. 

" SOUTH CAROLINA CASE," 343, ^ 421 ; 846, 

IF 462. 

SPANISH PATENT, 121, % 11. 

SPECIES — 

claims for, 51. 

SPECIFICATION, 301. 

construction of, in patents, 25a 
must not require supplement by experi- 
ment, 302, IT 14 
of English patent enrolled, 121, ^ 7. 
sufficiency of description, 301. 
what is well known considered as included, 
174, M 357. 

SPECIFIC PERFORMANCE— 
suits for, 30a 

STATEMENT — 
preliminary, 17a 

STATE OF ART — 

in construction of patents, 25a 
infringement, 130. 

"STATE OF SOUTH CAROLINA" CASE» 
343, H 421. 

STATE STATUTE OF LIMITATION, 802L 
not applicable to infringement of patent^ 
804,113. 

STATES— 

suits against, 30a 

STATUS OF INVENTION IN THE ARTS— 
division of application, 9a 

STATUTES — 

construction of, 302. 

construction of, re-issue, 80a 

statute 4894, construed, 302, ^ 1 ; 803, ^ 10, 

304, H 2. 
statute 4904 construed, 302, ^ 2. 
statute 4926, construed, 303, ^ 14 
statute 4965. construed, 302, H a 
state, no bar to infringement^ 304, ^^ 8, 

6,7. 
trade-marks, 349. 
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STATUTES OF LIMITATION — 
state, 30a 

STATUTORY BARS — 

dissolution, interference, 163b 
interference, 187. 

STATUTORY DISCLAIMER. 89. 

STAY OF INJUNCTION, 145. 

STAY OF ISSUE, 855. 

STAY OF PROCEEDINGS ON APPEAL— 
interference, 149, ^ 33. 

STRANGERS TO THE RECORD — 

cannot obtain copies of applications, 60, 

119. 

SUBJECT-MATTER — 

conflicting, in interference, 156. 
of design patents, 85. 

SUBJECTS — 

copyrightable, 61. 

SUBJECTS FOR COPYRIGHT— 
title, 67. 

SUBSEQUENT APPLICATIONS. 804 

see Intebfbbinq Patents; Reskbyation 
IN Application. 

SUBSEQUENT PATENTS, 305. 

"SUBSTANTIALLY AS SHOWN AND DE- 
SCRIBED"— 
in claims, 52. 

SUBSTITUTION — 

of materials or parts, 245. 

of papers in an application, 83. 

of parts, see Patentability. 

SUFFICIENCY OF DESCRIPTION-- 
in specification, 301. 

SUGGESTION — 

distinguished from skill, 236. 
not invention, 226. 

SUITS, 305. 

against corporate bodies, 306. 

against counties, 806. 

against officials of United States, 807. 

against states, 806. 

against United States, 807. 

against United States officials, 807. 

costs of, 812. 

delay in biinging, 811. 

equity, 808. 

infringement, in general, 805. 

infringement, license, 807. 

infringement, royalties, 807. 

parties to, 809. 

see Infrinqement proper, 805. 



SUITS (continued) — 

specific performance, 808. 
to annul a patent, 29, ^f lia 
trade-mark, parties to. 344 

SUPPLEMENTAL BlhU see Equity. 
SUPPLEMENTAL OATH, 220. 

SUPREME COURT OF THE UNITED 
STATES — 
jurisdiction of, 20a 
appeal to, 80. 

SUSPENSION — 

of action on application, 805i 
of interference, 18a 

"SYRUP OF FIGS" CASE, 840, T 886 ; 844^ 
11429. 

T. 

TECHNICAL TERMS, 8ia 
" TELEPHONE CASES,'' 251, T ^ 
TELEPHONE PATENT — 
to Bell, 251, IT 44X 

TERMS — 

technical, 3ia 

TESTIMONY, 3ia 

admissibility of record, 190. 

before examiner in equity, 107. s 

competency of, lia 

filing, interference, 190. 

in foreign country, 166. 

in foreign language, 814, 

interference, 189. 

irrelevant, interference, 190. 

of experts, 314. 

of witnesses, compulsory, 85a 

printing, 814. 

TEST, PRACTICAL — 

of inventions at a distance, 1 19, % 6L 

TIME — 

allowable for filing motions in dissolution, 
162. 

TITLE — 

established by use and sale, trade-marks, 

850. 
legal, vests on issuance, 268, % 20a 
of invention, in application, 84 
of copyrighted subject, 67. 
in trade-marks by use, 850. 
when disputed, assignment, 40l 

TRADE-MARKS — 

(Names and other subjects,) 
"Acid Phosphate," 321, % lOa 
"Air Brush," 324, T 171. 
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TRADE-MARES (continued)— 

"Alpine," 834. IT 818. 

"Anchor," 346, IT 465. 

"Antalgia,"316, 1F27. 

" Antialgia," 316, 1i 27. 

" Argyle," 882. 1[ 284. 

"Armor Clad," 317, IF 87. 

" Artificial," 333, If 29a 

"Astringent PencU," 824, 1 15a 

"Atianta,"831. ^271. 

" Baco-Curo," 839, t 371. 

Badge of Grand Army, 819, ^ 82; 820, 

ITir 84. 85. 87. 
« Baking powder," 818, 1 51. 
"Baker'8 Chocolate," 849, H 499. 
Band with eyelets and cro69 lacings^ 846, 

1461. 
"Bay State." 832, 1279. 
Beaver, 816. 1 20. 
"Berkeley," 334, 1312. 
" Berlin," 834, % 80a 
"Beshore One Night Cough Cure," 888, 

11 852, 857. 
" Best Six Cord " 321. 1 101. 
" Better than Best," 818, 1 6a 
"Big,»'316, 115. 
" Black Diamond," 317, 1 85 ; 82^ 1 161 ; 

838, 1 296. 
" Black Draught," 339, 1 864. 
" Black Lion," 845, 1 44a 
"Blackstone," 838. 1 856. 
Block of meat, 817, 1 4a 
" Brilhante," 817, 1 40. 
" Bromidia," 837, 1 841. 
"Bromo-Celery," 824, 1 15a 
"Bromo-Quinine." 32^ 1 134; 824. 1 15a 
"Brown's Iron Bitters," 828, 1 280 ; 837, 
183a 

Brown's Iron Tonic," 328, 1 230; 337, 
133a 

Buffalo Brand," 326, 1 189. 
Buffalo Soap Powder," 889, 1 86a 
"C." 816, 12a 
Capitol Coffee." 816, t 28 ; 842, 1 412L 
Capitol," 3ia 1 28 ; 842, 1 4ia 
" Cat-al-gine.** 852. 1 530. ;' 

" Carlsbad Sprudel Salts." 841, 1 89& 
"Cedar Valley," 332. 1 281. 
"Cellonite." 836, 1880. 
" Celluloid." 336. 1 830. 
"Celluloid Manufacturing Company," 886, 

1330. 
"Cephaline."317, 14a 
Chatter-box." 340. 1 87a 
Cherry Cocktoils." 329, 1 24a 
" Cherry Pectoral," 32^ 1 ISa \ 
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TRADE-MARKS (continued) — 

" Clark's Spool Cotton," 831, H 259, 260 ; 

341, 1 399. 
" Cloverdale.'* 332, 1 287. 
" Club Cocktails." 318, 1 66. 
"Columbia," 815, 1 11; 831, 1 269; 882, 
11 275, 278 ; 833, H 293, 294 ; 884, H 305, 

3ia 

"Common Sense." 82^ 1 142. 

"Como," 384. 1810. 

"Oottolene," Ua 1 70; 887, 1 86a 
Cottoleo," 837. H 859, 360. 
Cold Tea." 823, 1 146. 

"Concord," 388, 129a 

"Contrasting Colors." 826, 1 190. 

"Convenient," 818, 1 59. 

"Cough Cherries," 3ia 1 «1. 

" Cough Syrup." 322.1 181'; 880, llf 245, 25a 

Cramp Cure, 322, 1 115 ; 337, 1 84a 

"Crawford," 33a 1 280. 

" Cream," 318, 1 51. 

" Cream of Wheat," 8ia 1 69 ; 819, 1 8a 

"Creole, 384, 1314. 

"Crescent," 815, 19. 

" Cross," see " Red Cross." 

"Cromarty." 883, ^ 300. 

" Crown." 317. 1 38. 

"Crown-brand," 817. 1 89. 

Crucible," 315. 1 2. 

Crushed Roses." 82^ 1 14a 

Curative." 880, 1 257 ; 889. 1 86a 
" Cuticura," 330, 1 ^57 ; 889, 1 86a 
" Dark " and "light," 826, 1 190. 
" De Long's Hooks and Eyes," 880, 1 25a 
" De Long's Hook A Eye Company,'* 330, 
125a 

De Long." 841. 1 394. 

Diamond," 817, 1 85; 819, 1 77; 334, 
1161. 
"Diamond " (Black), 817, 1 85; 819, 1 77; 

224, 1 161. 
" Diamond Gem." 83% 1 29a 
"Distilling Ca, Monarch," 816, 1 24 
" Dog," 326, 1 18a 
"Don't Cook Out," 824, 1 154. 
« Doubly Woven Finger Tips," 32^ 1 145 ; 

332.128a 
" Dover." 33a 1 299. 
"Dr. Aug. Keyser's Celebrated German 

Elixir," 817, 1 44 
"Eagle," 815, 15; 317,144 

East India." 334. 1 3ia 

Elastic." 322, 1 1 12. 
" Elastic Tolu." 336. If 329. 
"Electric Light." 819, 1 78; 842, 1 411; 

847, 1 46a 
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TRADE-MARKS (continued) — 
" Eli Pettijohn," 352, H 532. 
" Elk," 336, M 33a 
" Emmet's Faultless," 317, If 84 
Emmet's Professional, 317, f 34. 
Epicure," 337, 1 347. 
"Esplendido," 316, ^ 23; 322, ^ 122. 
•* Excellent," 324. If 159. 
Facing Strip, 323, % 139. 
" Factory-filled," 382, ^ 286. 
" Fairbank's Gold Dust," 339, IT 866, 
" Famous," 322, ^ 121. 
" Fibre Chamois," 818, t 5a 
" Fig Syrup," 825. T 18a 
" Florence," 883, H 289. 
Florentine," 334, If 807. 
Formosa," 828, ^ 145 ; 832, ^ 28a 
" Fruit Remedy," 823, 1 ISa 
"G.-Anti," 816, 1115. 
"G. & F.," 337, IF 840. 
"G. A. R," 819. IT 82. 
Garter with crown, 817, If 3flL 
"Gauze," 328,11 140. 
"Genesee," 832, 1! 286; 838, T 290. 
" Germania," 350, ^ 508. 
"Germania Sweet Chocolate," 389, If 869. 
G. F.," 887, IF 840. 
Ginger Champagne," 818, IT 60. 
"Gold Leaf," 317, IF 82. 
Goliath," 350, IF 507. 

Goodyear Rubber Company," 821, If lOa 
" Green Mountain," 832, T 285 ; 888, ^ 296. 
"Gyrator,"325, 1F172. 
" Handy," 318, IF 59. 
"Headache Capsules," 822, IF 114. 
Head of an Indian, 816, ^ 80 ; 382, % 282. 
HoflF," 331, IF 263 ; 842, ^ 400. 
Honestrop," 323, IF 14a 
"Honey," 818, IF 67. 
" Hopkins," 819, 1 7a 
Hostetter*s Bitters," 841, ^ 89a 
Host-Style," 341, 1 89a 
Hunyadi," 842, 1 40a 
Hygeia," 888. IF 861. 
Hygienic" 82a IF 141. 
" Hygieniques," 818, U 49. 
Hylonite," 822, IF 124. 
L," « C," 816. IF 26. 
Imperceptible," 318, T 55. 
Imperial." 324. ^^ 165. 16a 
"Improved Hohner." 337, IF 84a 
Indian head, 316, IF 30; 832, ^f 282. 
" Indian Pond." 333, IF 290. 
"Indurated Fibre," 321, ^ 107. 
"Instantaneous," 323, •; 13a 
"International," 334, i; 315. 
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TRADE-MARKS (continued) — 

" Iron Bitters." 321. ^F 104. 

"Iron clad," 817, IF 87. 

"Jefferson Club," 817, IF 4a 

"Jefferson Pure Old Rye Whiskey," 817, 
IF 43. 

" Johnson*s Anodyne Liniment," 829, IF 281. 

"Kaiser," 818, IF 68; 321, IF 99. 

"Kaiserquelle," 821, f 100. 

"Kaiser Spring," 821, IF 100. 

"Kelphaline."817, 1F45. 

"Kangaroo," 319, IF 79. 

•'Katalgen,"352,1F580. 

"KL," 817, 141. 

" Knights of Labor Whiskey," 819, IF 81. 

"K of L. DistiUery Sour Mash," 819, 1[ 8L 
Kola-Malto," 824, IF 168. 
L. R," 880, ^ 249. 
L. K," 821, IF 98 ; 329, Z 239. 
La Favorita," 846, IF 457. 

"Lamoille," 333, Ijl 296, 29a 

" La Norraanda," 351, 1 517. 

"La Normandi," 851, IF 617. 

"La Page's Liquid Glue." 348, IF 484 

"League," 347, ^470. 

Left hand in vertical position, 816, % 81. 

" Light," 386, t 332. 

"Lightning," 318, 15a 

" Lillie White," 816, lia 

"Lone," 387, 134a 

"Madam Louie, Common-Sense Hair- 
Crimper," 386, 1 835. 

" Maadzoon," 828, 1 220. 

"Macassar," 828, 1185. 

"Magic," 818. 1 52; 888, 1 29a 

«Magico,"815, 162. 

"Magnolia," 816, 1 la 

Masonic emblems, 820. 1 87, note. 

Maltese cross. 889, 1 870. 

"Matzoon," 824, 1 164; 328, 11220, 222, 

22a 
"Medical Lake Salt." 316, 1 17. 
"Menlo Park," 884. H 815, 3ia 
"Mexican." 331. 1270. 
Minnesota State Seal. 820, 1 92. 
Mojava," 338, 1 362. 
Momaja," 318, 1 65 ; 339. 1 362. 
"Monarch Distilling Co.," 816. 1 24. 
" M. V. Monarch," 316, H 24, 25. 
"Mount Veruon," 841, 1 39a 
" Nature's Pleasant Laxative^" 323, 1 ISa 
"Nerve Food." 322. 1 lia 
"N.E.W.," 331,1 200. 
" New England," 332, 1 277. 
"Normanda," 351, 1 517. 
"North America," 316, 1 80; 832, 1 282. 
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TRADE-MARKS (continued) — 

No-To-Bac," 839, IT 371. 

Numerals," 823, H 18a 
"O. A.." "O. C." and "O. E. C," trade-marks, 

315, ^ 1. 
"O. K," 318, 1162. 
" Old Bourbon Whiskey, Bourbon County, 

Ky.," 337, t 345. 
"Old Yorkshire Hills," 333, f 291. 
" One Night Cure," 838, %M 352, 857. 
" Oscar A. De Long Hook," 341, ^ 394 
" Page's Liquid Glue," 348, ^ 484. 
"Palmetto," 346, 1 462. 
" Peach Blossom," 887, % 842. 
« Petti John." 852, If 582. 
" Phojnix," 815, H 3. 
" Peerless," 822, If 130 ; 825, ^ 175. 
" Pillsbury," 330. H 249. 
« Premium," 329, ^ 24a 
" Pride of the Kitchen," 329, If 286. 
"Prince's Metallic Paint," 835, ^ 819. 
" Puddine," 340, H 881. 
" Puritan," 834, H 814. 

Queen Bee," 316, IT 29. 

Queen Bess," 316. If 29. 

Quince and Shrub," 880, t 252. 
« Red Cross," 816, 1 12 ; 320, HIT 83, 88 ; 821, 
' ^94 

" Red Cross Plasters," 339, ^ 872. 
" Red Greek Cross," 310. T 88 ; 821, ^^ 94- 

96 ; 889, H 370. 
" Red or Reddish," 826. If 191. 
"Red Spruce Gum," 353. If 546. 
Right hand in horizontal position, 817, If 81. 
" Rock and Rye." 323, ^ 135. 
" Roman Punch." 324 H 160. 
"Rose-bud," 815, IT 10. 
" Rose, Vanilla," 340, 1[ 882. 
" Roeendale Cement," 882, ^ 27a 
"Rough on Dinner," 816, ^ 14 
"Royal," 316, ^ 16; 818, If 64; 823, % 150. 
"Royal-Salted-Codfish," 323, If 150. 
"Runnymede," 334, If 811. 
" Rye and Rock," 823, 1 135. 
"Salt,"332, f 286. 
Salt, " Medical Lake," 816, 1 17. 

Sapolio," 329, ^ 236. 

Saponifier." 318, ^ 70. 
" Sapota -Tolu." 336, 1 329. 

" s. B.," «38. nr 36a 

"Scientific," 32a II 140. 

"Silk," 317,^ 4a 

"Silver Club," 347, 1[ 46a 

"Silver Finish," 322, ^ 12a 

"Silver Leaf," 317, U 32. 

« Simmons' Liver Medicine," 339, ? 864 
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TRADE-MARKS (continued) — 

"Singer," 341, T 395; 347, U 476. 

"Sleuth," 321, IT 109. 

"Social Register," 341, ^ 391. 

" Solvent," 324 IT 155. 

"Splendid," 316. 1[ 23; 322, If 122. 

Square and Compass, 320, If 87, note. 

"Squirrel." 315, HIT 6, a 

"Star." 315, H 7 ; 817, 1[ 33 ; 319, % 75 ; 337, 

IT 346 ; 388, ^ 851. 
"Star," for safety razoi-s, 317, ^ 88; 319, 

If 75. 
"Starlight." 886, 11382. 
"Standard," 822, ^129. 
State seal of Minnesota, 820, % 9a« 
" St Nicholas," 317, IT 42. 
"St Louis," 829, T[ 23a 

Steel Porcelain," 82a 1 149. 

Sterling," 818, t 56; 323, ^ 153. 
Stripes, 318, ^ 54 
"Straight Cut," 323, ^ 135. 
"Success," 828, 11144 
Sun and rays, 337, If 349. 

Superior," 828, IT 151. 

Superior Coflfee Helper," 32^ IT 147. 
"Surefit,''822, II 12a 
"Swandown," 347, If 466. 
"Sveeet Lotus," 337. II 342. 
"Syrup of Figs." 32a HH 137. 138; 325, 

HH 183, 184, 185 ; 837, 1[ 350 ; 838, lH 354 

855 ; 840, If 886 ; 344 H 429. 
"Syrup of Red Spruce Gum," 35a H 54a 
" Tablet," 321, H 110. 

Taflfy Tolu." 821, H 108 ; 823, H 185. 

Tamarac Balsam," 822. If 120. 
" Ten cents for each one dollar," 346, H 45a 
<*The Favorite," 322, H 125. 
"The 'Formosa' Doubly Woven Finger 

Tips," 32a II 145 ; 882, t 28a 
" The Investor," 349, H 501. 
" The Langtry Elegantes," 836, If 335. 
"The Tuerk Water Meter Company," 841, 

11397. 
"Trilby," 834, 11314 
«Triumph,"851, If 529. 
" Tuerk Water Meter Co.," 841, If 897. 
" Turkish," 832, If 27a 
"Tycoon," 322, Till. 

Two circles or rings inclosing bust por- 
traits, 817, If 8a 
Two panels each with shield, 346, If 460. 
" Universal," 347, If 472. 
"Unrivalled." 32411 159. 
"Valvoline,"340. ^STa 
"Vichy," 850,11 505. 
"Vienna," 33a nil 801, 802L 
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TRADE-MARKS (continued)— 
" Volbnteer," 334. 1[ 314. 
"Von GwBf," 817, IT 44 
Wagon brake lock, 317, IT 47. 
"Warren Hose-Supporter," 317, If 50; 336, 

IT 88a 
"Warranted," 836, If 886. 
"Waukesha Hygeia Mineral Springs," 838, 

IF 861. 
" WaTerly," 834, 1[ 309. 
" Webster's Dictionary," 329, If 240 ; 886, 

1827. 
"Webster's Unabridged Dictionary," 886, 

1337. 
"Weymouth's Patent," 847, 1 487. 
"WhiteLillie,"316, 1T18. 
" White Lily." 815. If 4. 

White Wrapper." 324, 1 170. 

WiUoughby Lake." 833. 1i*r 296, 29a 
" Willoughby Ridge." 838. f 296L 

Yale," 825, If 174 ; 347, «[ 47a 

Yucca," 316. If 21. 

Zylonite." 322, If 124. , 
alternatives or equivalents, 815. 
anticipation, 8ia 
arbitrary, 817. 

arbitrary — descriptive, 3ia 
assignments, 819. 
class of goods, 819. 
coats of arms. 319. 
descriptive, 321. 

descriptive discussed, 824, 1 165, nota 
division of applications, 825. 
drawings or fac-similes, 825i 
equity, 825. 
equivalents, 315. 
•escutcheons, 319. 
essential features, 825. 
evidence, 826. 

fac-similes or drawings, 825. 
fanciful or arbitrary, 825, % 175, note, 
fees, 82a 

fee, refundment of, 326. 
firm name, 827. 
for bill-heads, letter-heads and circulars 

used by applicants, not registrable^ 845, 

11447. 
foreign commerce. 327. 
foreign words. 828. 

for real estate, not registrable, 345, ^ 446. 
fraud. 32a 
function, 853, If 345. 

geographical names indicating merely lo- 
cality, 381. 
geographical names used fancifully or ar- 
bitrarily, 838. 



TRADE-MARKS (continued) — 
geographical words, 881. 
good-will, 885. 
good-will may persist after business has 

ceased. 335. 1 321. 
good- will ordinarily passes right to mark, 

835. If 820. 
good-will protected, 880. f 25a 
heraldic signs, 319. 
infringement, 885. 
interference, 342. 
jurisdiction of courts. 84a 
lettei-s (alphabet), 315, ^ 1. 
mandamus, 843. 
nature of, 352. 
parties to suit. 344. 
partnership, 844. 
practice in patent office, 844 
primary object, 324, If 169. 
registration of. 845. 
registration restricted to "goods, wares, 

merchandise," 845, If 44a 
right to use name of patented article, 847. 
right to use personal name^ 847. 
sale of business involves good-will, 885, 

1[ 321, not6L 
society emblems and symbols^ 819L 
statute, 849. 
treaty, 350. 

use and sale as establishing tiUe, 850. 
what constitutes^ 352b 
witnesses, 85a 

TRANSLATION — 

of specification into English, 88; ^ 24 

TRANSMITTING MOTION — 
to primary examiner, 16a 

TREASURY CERTIFICATE — 

held two years, not receivable 119, ^ 4 

TREATIES, 85a 

TREATY — 

international, 19a 
trade-marks^ 850. 

TRIAL, NEW, 2ia 

TRUSTEE — 

may be appointed to convey patent^ 89, 

note, 
patents of bankrupt vest in, 89, nota 

TRUSTS— 

not legal monopolies, 58; IQ^ 291 

u. 

UNFAIR COMPETITION — 
trade-marks» S2a 



^ 
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UNION, INTERNATIONAI^ see Interna- 
tional CONVENTION. 

UNITED STATES — 

must compensate for use of patented in- 

Tention, 299, note, 
suits against; 807. 

UNITED STATES CIRCUIT COURT OF AP- 
PEAL— 
appeal to, 28. 

^UNITED STATES COURTS — 
practice in, 271. 

UNITED STATES GOVERNMENT— 
right of, to use patented article^ 299. 

UNITED STATES PATENT — 

expires with potential term of foreign pat- 
ent, 215, ^ 62. 
runs for term foreign patent granted for, 
215, TT 65. 

UNITED STATES SUPREME COURT— 
appeal to, 80. 
jurisdiction of, 208. 

UPTON, EX PARTE, 157, IT 181. 

USE — 

analogous, 289. 

double, 289. 

establishing title, trade-marks, 850. 

of inventions by patentees, 216. 

of name of patented article, trade-marks, 
847. 

of personal name, trade-marks^ 847. 

public, 277. 

public proceedings in, 280. 

of patented articles by United States gov- 
ernment^ 299. 

of patented articles by United States gOT- 
emment^ see Suits fob Infringement 
Against the United State& 

of patented article in outside territory, 2981 

of patented article, unrestricted, 298^ ^ 10. 

secret, infringement^ 129L 

right to, 297. 

USE AND SALE — 

establishing title, trade-marks, 850. 
use and sale in foreign country, 279. 
of patented article after purchase, 298L 

"USEFUL"— 

in design statute, construed, 82^ ^ 16b 

USING — 

license for, 209L 
25 



UTILITY, 280. 

defined, 281, notei 

degree of, unimportant, 281, IT H^ 

in designs, 87, note. 

versus ornamentation in designs* 87, note. 



V. 



VACATING JUDGMENT— 
interference, 190. 

VALID ENLARGEMENT— 
in re-issue, 285. 

VALIDITY — 

presumption of, 249. 

VERIFIED SHOWING — 

required in amendment filed after final 
jection, 18, ^ 44^ 

VOID PATENTS, 25a 



w. 

** WEBSTER'S DICTIONARY"— 
copyright expired, 60, ^ 8L 

WEIGHT OF EVIDENCE, lia 

WHAT CONSTITUTES TRADE-MARK, 852l 

WHAT IS A TRADE-MARK, 852. 

WHAT MAY BE COPYRIGHTED, 61. 

WIFE AND HUSBAND — 
witnesses, 857. 

WITHDRAWAL FROM ISSUE; 85a 

WITHHOLDING FROM ISSUE; 85& 

WITNESSES, 856. 

compelling attendance of, 856. 

compulsory testimony of, 856b 

cross-examination of, 857. 

husband and wife, 857. 
^t, testimony of, lia 

to applications, 855. 

trade-marks, 85a 

wife and husband, 857. 

WORDS — 

foreign, trade-marks, 828. 
geographical, trade-marks, 88L 

WORKING MODEL— 

reduction to practice^ 186. 

Y. 

YALE LOCK CASE; 847, If 47a 






